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SurgiSil:  What is the Scope of 

a Design Patent?
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Topics

•Does the sole test for anticipation have to be 
the ordinary observer test, as Int’l Seaway 
concluded?

•How has Int’l Seaway been applied in 
subsequent cases

•What issues are next?
•Discussion



Was Int’l Seaway’s 
Holding Compelled?



4#designlaw2022

“In light of 
[1] Supreme Court precedent …

[2] our precedent … that the same 
tests must be applied to infringement and anticipation, and 

[3] our holding in Egyptian Goddess 
that the ordinary observer test is 
the sole test for infringement, … 

the ordinary observer test must logically be 
the sole test for anticipation as well.”

International Seaway v. Walgreens 589 F.3d 1233 (Fed. Cir. 2009)



“In light of [1] Supreme Court precedent …

International Seaway v. Walgreens 589 F.3d 1233 (Fed. Cir. 
2009)

…the ordinary observer test must logically be the sole test for 
anticipation as well.”

“That which infringes, 
if later, would 

anticipate, if earlier.”  
Peters v. Active Mfg., 129 U.S. 530 (1889)



Peters v. Active Mfg. 129 U.S. 530 (1889) 178,463
Tools for 
Attaching 

Sheet-Metal 
Moldings

Peters’ Use 
for Cars

Prior Art Use 
for Combs



Peters v. Active Mfg. 129 U.S. 530 (1889)
178,463

Tools for Attaching 
Sheet-Metal Moldings

Peters’ 
Use

Prior Art 
Use

Dictum?  Despite use of 
the word “anticipation,” 
Peters is about 
“inventiveness” (i.e., 
proto-103), not novelty!



“In light of [2] our precedent … that the same 
tests must be applied to infringement and anticipation…

International Seaway v. Walgreens 589 F.3d 1233 (Fed. Cir. 
2009)

…the ordinary observer test must logically be the sole test for 
anticipation as well.”

•Bernhardt v. Collezione Europa
386 F.3d 1371, 1378

•Door-Master v. Yorktowne
256 F.3d 1308, 1312

•Litton v. Honeywell
728 F.2d 1423, 1440



Bernhardt v. Collezione Europa 386 F.3d 1371 (Fed. Cir. 2004)
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Bernhardt v. Collezione Europa 386 F.3d 1371 (Fed. Cir. 
2004)

“The test for determining invalidity is the same. Thus, to
invalidate a design patent based on a prior public use
under 35 U.S.C. § 102(b), the fact finder must compare the
claim and the prior public use, employing both the
ordinary observer and point of novelty tests.”



Door-Master v. Yorktowne 256 F.3d 1308 (Fed. Cir. 2001)
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Door-Master v. Yorktowne 256 F.3d 1308 (Fed. Cir. 2001)

“As with a utility patent, design patent
anticipation requires a showing that a single
prior art reference is “identical in all material
respects” to the claimed invention. Hupp v.
Siroflex, 122 F.3d 1456, 1461 (Fed. Cir. 1997).
Because “[t]hat which infringes, if later,
would anticipate, if earlier,” Peters v. Active
Mfg. Co., 129 U.S. 530, 537 (1889), the design
patent infringement test also applies to
design patent anticipation.”



Hupp v. Siroflex 122 F.3d 1456 (Fed. Cir. 1997)
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For design patent invalidity under § 102(a), “the factual
inquiry is the same as [for] a utility patent; see 35 U.S.C. §
171. The publication must show the same subject matter
as that of the patent, and must be identical in all material
respects.”

Hupp v. Siroflex 122 F.3d 1456 (Fed. Cir. 1997)



Accused Product
Whirlpool 7600

D26990
Microwave Oven

Litton Systems v. Whirlpool 728 F.2d 1423 (Fed. Cir. 
1984)

Prior Art



Litton Systems v. Whirlpool 728 F.2d 1423 (Fed. Cir. 
1984)



35 U.S.C. § 171(b)

“The provisions of this title 
relating to patents for 
inventions shall apply to 
patents for designs, except as 
otherwise provided.”



“In light of [3] our holding in Egyptian Goddess 
that the ordinary observer test is 
the sole test for infringement, … 

International Seaway v. Walgreens 589 F.3d 1233 (Fed. Cir. 
2009)

…the ordinary observer test must logically be the sole test for 
anticipation as well.”

More on the OO Test Later…



The Ordinary Observer Test is 
the Sole Test for 

Anticipation

Where We’re At…



How Has Int’l Seaway 
Been Applied?



How Has Int’l Seaway Been Applied?

•Curver Luxembourg v. Home 
Expressions
938 F.3d 1334 (Fed. Cir. 2019)

•In re SurgiSil
14 F.4th 1380 (Fed. Cir. 2021)

•Columbia v. Seirus
 (       )



Curver Luxembourg v. Home Expressions 938 F.3d 1334 (Fed. Cir. 2019)
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Curver Luxembourg v. Home Expressions 938 F.3d 1334 (Fed. Cir. 
2019)

D677946
Pattern for a Chair

Accused 
Product

“…[W]e hold that claim language can 
limit the scope of a design patent where 

the claim language supplies the only 
instance of an article of manufacture 
that appears nowhere in the figures.”



In re SurgiSil 14 F.4th 1380 (Fed. Cir. 2021)
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In re SurgiSil 14 F.4th 1380 (Fed. Cir. 2021)

Prior Art
Art Tool

29/491550
“Lip Implant”

“A design claim is limited
to the article of 
manufacture identified 
in the claim”

Thus, lip 
implant not 
anticipated 
by art tool



In re SurgiSil 14 F.4th 1380 (Fed. Cir. 2021)

In Curver, “we held that the claim at 
issue was limited to the particular article 
of manufacture identified in the claim, 
i.e., a chair.” … where the claim language 
supplies the only instance of an article 
of manufacture that appears nowhere 
in the figures.”

29/491550
“Lip Implant”

Prior Art
Art Tool



Columbia v. Seirus CV-21-2299 (Briefed, Await Fed. Cir. Oral Arg. Sched.)
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Egyptian Goddess v. Swisa 543 F.3d 665 (Fed. Cir. 2008) (en banc)

“[W]hen the claimed and accused designs 
are not plainly dissimilar, resolution of the 
question whether the ordinary observer 
would consider the two designs to be 
substantially the same will benefit from a 
comparison of the claimed and accused 
designs with the prior art … .”

“[W]hen the claimed and accused designs 
are not plainly dissimilar, resolution of the 
question whether the ordinary observer 
would consider the two designs to be 
substantially the same will benefit from a 
comparison of the claimed and accused 
designs with the prior art … .”



• Difference:  pads on 3 vs. 4 sides
• Evidence showed the difference mattered
• No showing why accused product was “closer” than Nailco prior art
• Lots of prior art showing, e.g., square blocks with pads on 3 or 4 sides
• Accordingly, SJ of noninfringement affirmed

Egyptian Goddess v. Swisa 543 F.3d 665 (Fed. Cir. 2008) (en banc)

Nailco 
Prior Art

Accused 
ProductD467389

Falley 
Prior Art



Columbia v. Seirus CV-21-2299 (Briefed, Await Fed. Cir. Oral Arg. Sched.)
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What’s Next:
Identical Designs, 
Different Products



What’s Next:  Identical Designs, Different Products

• The Conversation We Never Had…
• Design Equilibrium and Imbalance
• AOM Agnostic vs. AOM Specific
• Comparison Prior Art Scope
• Ordinary Observer vs. PHOSITA?
• Like-Kind vs. Analogous Prior Art
• Discussion
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Drinking Cup

Title: Drinking Cup
Claim: Drinking Cup

Patent Design
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Cup vs. Cap?

Title: Drinking Cup
Claim: Drinking Cup

Patent Design Accused Product

Cap for Shaving Cream

Infringement?
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Cap vs. Cup?

Title: Drinking Cup
Claim: Drinking Cup

Patent DesignPrior Art

Anticipation?
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First Principles? C.C.P.A.

“It is true that the use to which an article is to be put has no bearing on its patentability as a design and that if the 
prior art discloses any article of substantially the same appearance as that of an applicant, it is immaterial what the 
use of such article is. Accordingly, so far as anticipation by a single prior art disclosure is concerned, there can 
be no question as to nonanalogous art in design cases.

In re Glavas, 230 F.2d 447, 450 (C.C.P.A. 1956)

“It is well settled that a design patent may be infringed by articles which are specifically different from that shown in the 
patent, Gorham Co. v. White, 81 U.S. 511, and it has been repeatedly held that a patent will be refused on an application 
claiming a design which is not patently different from, or involves the same inventive concept as, a design claimed in a patent 
granted to the same inventor, even on a copending application.. It seems evident, therefore, that the inventive concept of a 
design is not limited to the exact article which happens to be selected for illustration in an application or patent.”

In re Rubinfield, 270 F.2d 391, 450 (C.C.P.A. 1959)



37

First Principles 35 U.S.C. §289

“Whoever during the term of a patent for a design, without 
license of the owner, (1) applies the patented design, or any 
colorable imitation thereof, to any article of manufacture for 
the purpose of sale, or (2) sells or exposes for sale any article 
of manufacture to which such design or colorable imitation has 
been applied shall be liable to the owner to the extent of his 
total profit, but not less than $250, recoverable in any United 
States district court having jurisdiction of the parties.”
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Design Patent Scope Equilibrium

INFRINGEMENTNOVELTY DESIGN
PATENT

AOM-Agnostic
(broad scope)
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Design Patent Scope Imbalance

INFRINGEMENTVALIDITYNOVELTY DESIGN
PATENT
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Design Patent Scope Imbalance

VALIDITY INFRINGEMENTNOVELTY DESIGN
PATENT
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Design Patent Scope Equilibrium

INFRINGEMENTNOVELTY DESIGN
PATENT

INFRINGEMENTNOVELTY DESIGN
PATENT

AOM-Specific
(Narrow)

AOM-Agnostic
(Broad)
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Policy: Should Scope of Design Patents Be 
AOM-Agnostic or AOM-Specific?

• What was the designer’s contribution? What did designer 
invent/create?

• Does per se protection disincentive creation of new 
designs? (same form, but new AOM?)

• Public Notice Function?
• More meaningful searching?
• USPTO Presumption of Validity? (35 USC§282)
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Design Patent Infringement
Curver v. Home Expressions Inc., 938 F.3d 1334 (Fed. Cir. 2019)

Claim: “The ornamental 
design for a pattern for a 
chair, as shown and 
described.”

Title: “Pattern for a Chair”
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Design Claim Scope & Infringement
Curver v. Home Expressions Inc., 938 F.3d 1334 (Fed. Cir. 2019)

Accused Product 
Basket

Patented Design
“Pattern for a Chair”

Infringement?
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Design Claim Scope & Infringement
Curver v. Home Expressions Inc., 938 F.3d 1334 (Fed. Cir. 2019)

Accused Product 
Basket

Patented Design
“Pattern for a Chair”

Limited Holding: “We HOLD that claim language can limit the scope of a design patent where 
the claim language supplies the only instance of an article of manufacture…”.

Broader Holding: “The identify[ied] the article of manufacture serves to notify the public about 
the general scope afforded by the design patent.” 

Infringement?
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Design Patent Scope Equilibrium

INFRINGEMENTNOVELTY DESIGN
PATENT

AOM-Agnostic
(broad scope)
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Design Patent Scope Imbalance

VALIDITY INFRINGEMENTVALIDITY DESIGN
PATENT
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Design Claim Scope & Anticipation
In re SurgiSil, 14 F.4th 1380 (Fed. Cir. 2021)

Blick® “Stump” Art Tool “Lip Implant”

Patented DesignPrior Art Design Anticipation
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Design Claim Scope & Anticipation
In re SurgiSil, 14 F.4th 1380 (Fed. Cir. 2021)

Blick® “Stump” Art Tool “Lip Implant”

Patented DesignPrior Art Design

• “In Curver, we held that the claim at issue was limited to the particular article of manufacture 
identified in the claim.”

• “A design claim Is limited to the article of manufacture identified in the claim.”

Anticipation?
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Design Claim Scope & Anticipation
In re SurgiSil, 14 F.4th 1380 (Fed. Cir. 2021)

Blick® “Stump” Art Tool “Lip Implant”

Patented DesignPrior Art Design

“Here, the claim identifies a lip implant. The claim language recites ‘a lip implant,’ and the Board found that the 
application's figure depicts a lip implant. As such, the claim is limited to lip implants and does not cover other 
articles of manufacture. There is no dispute that Blick discloses an art tool rather than a lip implant. The Board's 
anticipation finding therefore rests on an erroneous interpretation of the claim's scope.”

Anticipation
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Design Patent Scope
Returned to Equilibrium (albeit much narrower)

INFRINGEMENTVALIDITY DESIGN
PATENT
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What is the Scope of Design Patent?

Patented Design
Claim: Lip Implant
Title: Lip Implant

• “In Curver, we held that the claim at issue was limited to the particular article of 
manufacture identified in the claim.”

• “A design claim Is limited to the article of manufacture identified in the claim.”
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What is the Scope of Design Patent?

Patented Design
Lip Implant

Art Stump Tool?

Antenna?

Lip Stick Packaging?

Sheath for
Lip Implant?

Lip Implant Image in 
Metaverse?



What is the Scope of Design Patent?

Patented Design
Lip Implant

Lip Implant?

Ear Implant?

Eyebrow Implant?

Toe Implant?
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Design Patent Scope
Returned to Equilibrium (albeit much narrower)

INFRINGEMENTVALIDITY DESIGN
PATENT
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What is Prior Art for Infringement Analysis?
…in view of Surgisil and Curver

Patented Design
Finger Nail Buffer

Accused Design
Finger Nail Buffer
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What is Prior Art for Infringement Analysis?
…in view of Surgisil and Curver

Patented Design
Finger Nail Buffer

Accused Design
Finger Nail Buffer

Prior Art
Finger Nail Buffers
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What is Prior Art for Infringement Analysis?
…in view of Surgisil and Curver

Patented Design
Finger Nail Buffer

Accused Design
Finger Nail Buffer

Or is Prior Art 
Anything goes?

Children Toy?

Building joist?



59

What is Prior Art for Infringement Analysis?
…in view of Surgisil and Curver

Patented Design
Lip Implant

Accused Design
Lip Implant

Prior Art
Art Stump Tool

Inclusion of visually close prior art “Art Stump Tool” (which is not a lip implant) in infringement analysis would improperly
restrict scope of Patent Design directed to lip implants
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What is Prior Art for Infringement Analysis?
…in view of Surgisil and Curver

Patented Design:
Clam: Heat Reflective Material
Title: Heat Reflective Material

Accused Design
Heat Reflective Material

Prior Art?
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What is Prior Art for Infringement Analysis?
…in view of Surgisil and Curver

Patented Design:
Clam: Heat Reflective Material
Title: Heat Reflective Material

Accused Design
Floor Mat?
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What is Prior Art for Infringement Analysis?
…in view of Surgisil and Curver

Patented Design:
Clam: Heat Reflective Material
Title: Heat Reflective Material

Accused Design
Tube Sock?
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What is Prior Art for Infringement Analysis?
…in view of Surgisil and Curver

Patented Design:
Clam: Heat Reflective Material
Title: Heat Reflective Material

Accused Design
Heat Reflective Material

Prior Art?

2. “Breathable shell for 
outerwear”

3. “Method of providing plastic 
sheets with inlaid stripes”

1. “Unwoven product and 
process for making the same”
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What is Prior Art for Infringement Analysis?
…in view of Surgisil and Curver

Patented Design:
Clam: Heat Reflective Material
Title: Heat Reflective Material

Accused Design
Heat Reflective Material

Prior Art?

2. “Breathable shell for outerwear”

3. “Method of providing plastic sheets with 
inlaid stripes”

1. “Unwoven product and 
process for making the same”
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Two Separate Realms
Ordinary Observer vs. Designer of Ordinary Skill in the Art

like-kind
AOMs

obviousness

one of ordinary skill in 
the art

analogous art

infringement/a
nticipation

ordinary 
observer
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Analogous Art ≠ Like-Kind AOM

like-kind
AOMs

Analogous Art
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Like-Kind Article of Manufacture vs. Analogous Art?

Patent Design – Head Shaver

Title: Head Shaver
Claim: Head Shaver
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Like-Kind Article of Manufacture vs. Analogous Art?

Prior Art – Computer Mouse Patent Design - Shaver

Like-kind AOM?  NO
Analogous Art? YES (at least issue of fact)
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Design Patent Scope
Reaching Equilibrium/Narrower

INFRINGEMENTVALIDITY DESIGN
PATENT
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Thank you!

www.designlaw2022.com



Surprise Slides!



72#designlaw2022

• Dried noodles
• JP D1724834

Nisshin Flour Milling Welna Co Ltd

• BUT WHAT ABOUT 
• Licorice
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Video Door Bell
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Dog Training System

• Doesn’t want to design its own 
remote control. Takes design from his 
video door bell and used it for his 
remote for his dog training system 
(with one button being for vibrate 
and the other being for light shock)

• Files new design application entitled 
“Remote for a Dog Training System”
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Is It Patentable? Why Or Why Not?
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Iconic Eames Chair 

• Designed in 1956
• Still popular today



77#designlaw2022

Slydog Mfg. Co.

• Adds massagers inside 
chair leather

• Files new design patent 
application

• Claims: a design for a 
“Massager”



78#designlaw2022

Is It Patentable? Why Or Why Not?



Thank you!

www.designlaw2022.com
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