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*Does the sole test for anticipation have to be
the ordinary observer test, as Int’l Seaway
concluded?

*How has Int’l Seaway been applied in
subsequent cases

*What issues are next?
Discussion



Was Int’l Seaway’s
Holding Compelled?
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International Sea way v. Walgr €€NS 589 F.3d 1233 (Fed. Cir. 2009)

“In light of LR
[1] Supreme Court precedent ...

[2] our precedent ... that the same
tests must be applied to infringement and anticipation, and

[3] our holding in Egyptian Goddess
that the ordinary observer test is
the sole test for infringement, ...

the ordinary observer test must logically be
the sole test for anticipation as well.”




International Seaway v. Walgreens sssr.3d 1233 (fed. cir.
2009

“hat which infringes,
if later, would
anti tmate, if earlier.”

v. Active Mfg., 129 U.S. 530 (1889)
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178,463

Tools for Attaching
Sheet-Metal Moldings

Dictum? Despite use of
the word “anticipation,”
Peters is about
“inventiveness” (i.e.,

proto-103), not novelty!

Prior Art
Use




International Seaway v. Walgreens ssor3d 1233 (fed. cir.

2009)

* Bernhardt v. Collezione Europa

386 F.3d 1371, 1378

e Door-Master v. Yorktowne

256 F.3d 1308, 1312

e Litton v. Honeywell

728 F.2d 1423, 1440



Bernhardt v. Collezione Europa 3se r.3d 1371 (Fed. Cir. 2004)
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Bernhardt v. Collezione Europa 3s6 r.3d 1371 (Fed. Cir.

2004)

“The test for determining invalidity is the same. Thus, to
invalidate a design patent based on a prior public use
under 35 U.S.C. § 102(b), the fact finder must compare the
claim and the prior public use, employing both the
Crdinary observer and point of novelty tests.” /




Door-Master v. Yorktowne 2ss r.3d 1308 (Fed. Cir. 2001)
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Door-Master v. Yorktowne 256 r.3d 1308 (Fed. Cir. 2001)

/As with a utility patent, design pat%
anticipation requires a showing that a single

prior art reference is “identical in all material
Because~ “[t]hat which ' infringes, if- later,

would anticipate, if earlier,” Peters v. Active
Mfg. Co., 129 U.S. 530, 537 (1889), the design
patent infringement test also applies to
design patent anticipation.”

\_ /




Hupp v. Siroflex 122 F.3d 1456(Fed. Cir. 1997)

ROYAL ROCK
Delightfully different in Topaz ¢
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News Ad D342,528 Siroflex
Alleged Plastic Mold Accused
Prior Art Plastic Mold (Emb. 2) Mold

 {Emb. 1}



Hupp v. Siroflex 122 r.3d 1456 Fed. cir. 1997)

For design patent invalidity under § 102(a), “the factual
inquiry is the same as [for] a utility patent; see 35 U.S.C. §
171. The publication must show the same subject matter
as that of the patent, and must be identical in all material

respects.”
\_ /
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Litton Systems v. Whirlpool 728 .2d 1423 (Fed. Cir.
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Litton Systems v. Whlrlpool 728 F.2d 1423 (Fed. Cir.

1984)
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35 U.S.C. § 171(b)

“The provisions of this title
relating to patents for
inventions shall apply to
patents for designs, except as
otherwise provided.”



International Seaway v. Walgreens ssaF3d 1233 (fed. cir.

p0[0)

More on the OO Test Later...
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How Has Int’l Seaway
Been Applied?

B ) BANNER
= /' witcorr Q) Sterne Kessler



How Has Int’l Seaway Been Applied?

*Curver Luxembourg v. Home
Expressions

938 F.3d 1334 (Fed. Cir. 2019)

*In re SurgqiSil

14 F.4th 1380 (Fed. Cir. 2021)

eColumbia v. Seirus



Curver Luxembourg v. Home EXpressions s3sr.3q 1334 (fed. cir. 2019)

D677946 Accused
Product

Pattern for a Chair




Curver Luxembour g v. Home Expr eSSIioONS s3sr.3d 1334 (Fed. Cir

2019)

“...[W]e hold that claim language can
limit the scope of a design patent where
the claim language supplies the only
instance of an article of manufacture

D677946

Pattern for a Chair

\that appears nowhere in the figures.”/

Accused
Product




1 VIEEE

IR S SR

™

ISR 1L Py
il

IN RE SURGISIL, LLP. 1381
Crasm 14 Fh 1330 (Fed Cte. 20210

2. Patents &2053

Patent design clim for “Hip mplant”
s Timited to lip implants apd did not
“ovor other artcles of manufasture, Tt
o art tool that ws subjest of provious
disclosure.

‘A dosign claim under the Patent Act

dentified in the claim; it docs it broadly
wower @ deslgn n he atstrat. 3
USCA§ 1T1@.

Appesl from the Urited States Patent
and Trademark Offics Patent Trial and
Appeal Board in No. 297431550

Angela Oliver, Haynes & Boone, LEP,
\Weshington, DC, argued for pppelants
SurgiSI, 1L, Peter Raghel, Scott Har-
i Also peprosented by Jofm Russell K-
erson, Alan N, Herda, Detra Jamees
‘MeComas, Vera L. Swares, Daltas, TX

Mary L. Kelly, Office of the Slictof,
Limited States Patont and Trademark Of-

1A,

The exsminer rejected (he sole elaim of
the 550 application as anticipated by 2
Dik Blick catalog (Bck). 1A 884
‘lick diseloses an art tool calied 3 stamP-

AT

1

The Bosrd alfmed, fnding that the
diffepences in shape botween the daimed
dosign and Blick are winor. JA -5 1t
rojocied SurgiSivs angument. (it Blick
<oud not antieipate Yocause it disclosed 2
‘vory difforent” articla of manufactire

fiee, Alexandria, VA, srgued for appelee
Andrew Hirshleld Also_ropresanted bY
Toomas W. Kragse, Wiliam LaMarca.
Amy 1. Nofson, Farhoena Yasmeen fiasti
eed.

Before MOORE, Chief Judge.
NEWMAN and OMALLEY, Cireut
Judges.

MOORE, Chief Judge.

‘Surgii appeals & decision of the Patert

Frish and Appesl Board afirming an %
arminer’s rajection of SuriiSils design pal
ent application, No. 29491550, Becass
‘e Doard orred i holding that the
ctaimed design is ot limited to the partic:
atar articke of manufucture idertificd in the
claim, we reverse.

1

The ‘50 application elaims an “orna-
mgntal design for & lip implant as shawn
and deseribed” JA. 19. Tho spplication’s
only figure is shown below:

J.A. 152, Blick's stamp is wade of “tightly
<pira-wound, soft gray paper” and i psed
o senoething and blending large areas of
pastel oy chareasl” I A image of Bliek's
Stump is shown below:

o

‘hap @ lip implant. J.A. 5. The Board rex-
<oned that ‘5t is appropriate to fgnore (e
entiication of fhe artigle of manafactre
o the claim language” A 7. Xt further
explained that “whether a_fefersnce 18
nmlogous art s irrelevant to whether that
Teferonze anticipates” 1d. (quoting fn 16
Serviper, 128 .30 1472, 1478 (Fod. Cir

1282

14 FEDERAL REPORTER, ith SERI

1667}, SurgiSil appeais. We have jurisdic- “(design is inseparuble from the article to
tion under 28 US.C. § 1295@IHIA) which it is applied and cannot exist alone
» Manyal of Patent Examining Proce-

1 dure § 1502

[1,2] Altbough anticipation is timate- _Bere: the claim identifies @ lip fmplant
Iy a question of fact, the Board's prodicite The claim Language revites “a Iip implant,
ecision that, the article of manufacture JA. 18, and the Board found tnat ihe
identified in the claim is not limiting was 2 application’s figare depicts 2 5p implant,
Togral comelusion. We review the Boargs VAT As sueh, the claim is imited to ip
Yl conelusions de rovo, edtine Detee- implasts and does not cover other articles
siom, LLC v Star Envirotech, Inc., Si1 of manufacture. There is oo dispute that
.34 425, 49 (Fed. Cir. 2015) (eiting Ram- ‘Blick discloses an art tool rather than & tip
as Inc. o, Rea, 31 F3d 1248, 1251 (Fed. implant. The Board's aptisipation fnding
i, 2013, We hold that the Board erred iherofore resis on an rOneOUS lnterpreta-
a5 2 matter of k. o of the claim's Seope.

(3] A design clum is Hmited to the
artiglo of manufacture itentified in the
i it does nat broadly ever a deshnn e Bave considered the cases cited by
e abstract, The Patent, Act permits the  the Director, and they do not suppert the
rant of # design patent only to “[wjhoeser Dircetor's position. Bocause the Board
ents any now, original and ormamental  exred It hoiing that ihe ciaimed desien &
csign for an article of mamfucture.” 25 ot Timited to Yip fmplants, we roverse.
USC. § 171(a) (emphasis added). In Gor-
. o, 1. Whits, 81 US. 14 Wall. 511,20
LEd. 721 (871, the Supreme Court ex-
plained that “[tfhe acts of Congress which Cess,
Aathorize the gran, of patens for designs”
contemplate “not an abstract impression
or picture, bui an aspect given o those
Ghiects mentioned i the aots.” I 3t 524~

wer Lugentbourg, SARL #. Home Ezpres-
s Tnc., 38 F.30 1334, 1336 (Fed. Cir.
3019), wo held that the elaim af ssue Was
irpitd to the particulur article of manufac
ture identified in the claim, ig. & it
Consistent with this authority, the Pateat
Offfea's examination guidelines state thas &

11

REVERSED

Costs to Surgisil

29/491550
“Lip Implantn

Prior Art
Art Tool




In re SurgiSil 14 r.ath 1380 (Fed. Cir. 2021)

“A design claim is limiteg

Thus, lip
to the article of implant not

manufacture identified | anticipated

in the claim” Y. by art tool i

29/491550 Prior Art
“Lip Implant” Art Tool
£
FOR VALIDL I'é
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Judge Moore Judge Newman




29/491550
Inre SurnglI 14 F.4th 1380 (Fed.Cir. 2021)

In Curver, “we held that the claim at
issue was limited to the particular article
of manufacture identified in the claim,
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Columbia v. SEir us CV-Z___1:2299 (Briefed, Await Fed. Cir. Oral Arg. Schéd.) |

D657093

HRM: “legwear”
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HRM “as used in
handwear”

D657093

HRM: “footwear”

D657093

HRM: “footwear”

D657093

HRM: “sock”

D657093

HRM: “outerwear”




Egyptian Goddess V. SWisa 543 r.3d/665 (Fed. Cir. 2008) (en banc)

“I'W]hen the claimed and accused designs
are not plainly dissimilar, resolution of the
question whether the ordinary observer
would consider the two designs to be
substantially the same will benefit from a
comparison of the claimed and accused
designs with the prior art ... ."




Egyptian Goddess V. SWiSa 543 r.3d 665 (Fed. Cir. 2008) (en banc)

Tropical Shineﬁf@

Mini 4-Way Buffer
707914 - Washable/Disinfectable - U.S.A.

Falley Nailco Accused
Prior Art Prior Art D467389 Product

e Difference: pads on 3 vs. 4 sides

* Evidence showed the difference mattered

* No showing why accused product was “closer” than Nailco prior art

* Lots of prior art showing, e.g., square blocks with pads on 3 or 4 sides
* Accordingly, SJ of noninfringement affirmed



COIumbia V. SEirUS CV-21-2299 (Briefed,_-__'_Await Fed. Cir. Oral Arg. Sched.)
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What’s Next:

ldentical Designs,
Different Products
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What’s Next: ldentical Designs, Different Products

* The Conversation We Never Had...
* Design Equilibrium and Imbalance
* AOM Agnostic vs. AOM Specific

* Comparison Prior Art Scope

* Ordinary Observer vs. PHOSITA?

* Like-Kind vs. Analogous Prior Art

* Discussion



Drinking Cup

Patent Design

Title: Drinking Cup
Claim: Drinking Cup

McAndrews



Cup.vs. Cap?

Patent Design Accused Product

Infringement?

=)

Title: Drinking Cup
Claim: Drinking Cup

NWAN Cap for Shaving Cream
McAndrews



Cap.vs. Cup?

Prior Art Patent Design

Title: Drinking Cup
Claim: Drinking Cup

McAndrews



First Principles? C.C.P.A.

“It is well settled that a design patent may be infringed by articles which are specifically different from that shown in the
patent, Gorham Co. v. White, 81 U.S. 511, and it has been repeatedly held that a patent will be refused on an application
claiming a design which is not patently different from, or involves the same inventive concept as, a design claimed in a patent
granted to the same inventor, even on a copending application.. It seems evident, therefore, that the inventive concept of a
design is not limited to the exact article which happens to be selected for illustration in an application or patent.”

In re Rubinfield, 270 F.2d 391, 450 (C.C.PA. 1959)

“It is true that the use to which an article is to be put has no bearing on its patentability as a design and that if the
prior art discloses any article of substantially the same appearance as that of an applicant, it is immaterial what the

use of such article is. Accordingly, so far as anticipation by a single prior art disclosure is concerned, there can
be no question as to nonanalogous art in design cases.

McAndrews

In re Glavas, 230 F.2d 447, 450 (C.C.PA. 1956)




First Principles 35 U.S.C. § 289

"“Whoever during the term of a patent for a design, without
license of the owner, (1) applies the patented design, or any
colorable imitation thereof, to any article of manufacture for
the purpose of sale, or (2) sells or exposes for sale any article
of manufacture to which such design or colorable imitation has
been applied shall be liable to the owner to the extent of his
total profit, but not less than $250, recoverable in any United
States district court having jurisdiction of the parties.”

McAndrews




Design Patent Scope Equilibrium

NOVELTY - INFRINGEMENT

AOM-Agnostic

(broad scope)
(\A\

McAndrews
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\Design Patent Scope Imbalance

INFRINGEMENT

O

McAndrews
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{Design Patent Scope Imbalance

NOVELTY INFRINGEMENTJ

O

McAndrews
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Patent Scope Equilibrium

AOM-Agnostic
(Broad)

NOVELTY INFRINGEMENT

AOM-Specific
SR\ Harew NOVELTY % INFRINGEMENT

McAndrews
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Policy: Should Scope of Design Patents Be

AOM-Agnostic or AOM-Specific?

 What was the designer’s contribution? What did designer
invent/create?

* Does per se protection disincentive creation of new
designs? (same form, but new AOM?)

* Public Notice Function?

* More meaningful searching?

 USPTO Presumption of Validity? (35 USC§282)

McAndrews



Design Patent Infringement

Curver v.Home Expressions Inc., 938 F.3d 1334 (Fed. Cir. 2019)
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Design Claim Scope & Infringement

Curver v. Home Expressions Inc., 938 F.3d 1334 (Fed. Cir. 2019)

Patented Design Accused Product
“Pattern for a Chair” Basket

Infringement?

McAndrews




Design Claim Scope & Infringement

Curver v.Home Expressions Inc., 938 F.3d 1334 (Fed. Cir. 2019)

Patented Design Accused Product

“Pattern for a Chair” Basket

Infringement?

the claim language supplies the only instance of an article of manufacture...”.

Broader Holding: "The identify[ied] the article of manufacture serves to notify the public about
(\A\ the general scope afforded by the design patent.”
-

McAndrews



Design Patent Scope Equilibrium

NOVELTY INFRINGEMENT

| AOM-Agnostic
(\A\ (broad scope)

McAndrews
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‘{ Design Patent Scope Imbalance

VALIDITY INFRINGEMENTJ

O

McAndrews
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Design Claim Scope & Anticipation

In.re SurgiSil;-14 F.4th 1380 (Fed. Cir. 2021)

Patented Design

Prior Art Design Anticipation

> 4Em @ < i

Blick® “Stump” Art Tool “Lip Implant”

McAndrews



Design Claim Scope & Anticipation

In.re SurgiSil;-14 F.4th 1380 (Fed. Cir. 2021)

Patented Design

Prior Art Design

Anticipation?

-~ 4 e =

Blick® “Stump” Art Tool “Lip Implant”

* "In Curver, we held that the claim at issue was limited to the particular article of manufacture
identified in the claim.”

* "A design claim Is limited to the article of manufacture identified in the claim’

McAndrews



Design Claim Scope & Anticipation

In.re SurgiSil;-14 F.4th 1380 (Fed. Cir. 2021)

Patented Design

Prior Art Design

g Anticipation QJ )>

Blick® “Stump” Art Tool _ “Lip Implant”

"Here, the claim identifies a lip implant. The claim language recites ‘a lip implant, and the Board found that the
application's figure depicts a lip implant. As such, the claim is limited to lip implants and does not cover other
articles of manufacture. There is no dispute that Blick discloses an art tool rather than a lip implant. The Board's
anticipation finding therefore rests on an erroneous interpretation of the claim's scope.”

McAndrews




Design Patent Scope

i1 Returned to Equilibrium (albeit much narrower)

VALIDITY @ INFRINGEMENT

O

McAndrews
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What is the Scope of Design Patent?

Patented Design
Claim: Lip Implant
Title: Lip Implant

< =

* “In Curver, we held that the claim at issue was limited to the particular article of
manufacture identified in the claim.”

« "A design claim Is limited to the article of manufacture identified in the claim.

McAndrews




What is the Scope of Desigh Patent?

Patented Design

Lip Implant

<

McAndrews

D Art Stump Tool?

D Antenna?

D Lip Stick Packaging?

Sheath for
>

Lip Implant?

D Lip Implant Image in

Metaverse?




What is the Scope of Desigh Patent?

< = Lip Implant?
Patented Design
Lip Implant < >  Ear Implant?
< = |
< > Eyebrow Implant?
< > Toe Implant?
SN

McAndrews



Design Patent Scope

i1 Returned to Equilibrium (albeit much narrower)

VALIDITY % INFRINGEMENT

O

McAndrews
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What is Prior Art for Infringement Analysis?

.in view-of Surgisil and Curver

Patented Design Accused Design
Finger Nail Buffer Finger Nail Buffer
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What is Prior Art for Infringement Analysis?

.in view-of Surgisil and Curver

Prior Art
Finger Nail Buffers

Patented Design Accused Design
Finger Nail Buffer Finger Nail Buffer
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What is Prior Art for Infringement Analysis?

.in view-of Surgisil and Curver

Or is Prior Art
Anything goes?
Patented Design Accused Design
Children Toy? Finger Nail Buffer Finger Nail Buffer

.

Building joist?
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What is Prior Art for Infringement Analysis?

.in view-of Surgisil and Curver

Prior Art Patented Design Accused Design
Art Stump Tool Lip Implant Lip Implant
- < T éj -
N— __J/
~—

Inclusion of visually close prior art “Art Stump Tool” (which is not a lip implant) in infringement analysis would improperly

restrict scope of Patent Design directed to lip implants
SN
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= What is Prior Art for Infringement Analysis?

.in view-of Surgisil and Curver

Prior Art? Patented Design:
Clam: Heat Reflective Material Accused Design
Title: Heat Reflective Material Heat Reflective Material
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What is Prior Art for Infringement Analysis?

Patented Design:
Clam: Heat Reflective Material Accused Design
Title: Heat Reflective Material Floor Mat?
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What is Prior Art for Infringement Analysis?

Patented Design:
Clam: Heat Reflective Material Accused Design
Title: Heat Reflective Material Tube Sock?
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What is Prior Art for Infringement Analysis?

.in view-of Surgisil and Curver

Prior Art? Patented Design:
Clam: Heat Reflective Material Accused Design
Title: Heat Reflective Material Heat Reflective Material

1. “Unwoven product and
process for making the same” e

e
outerwear” —_—

_—————————————
3. “Method of providing plastic —_—
sheets with inlaid stripes” ]|
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Prior Art? Patented Design: Accused Design

1. “Unwoven product and Clam: Heat Reflective Material Heat Reflective Material
process for making the same” Title: Heat Reflective Material

e
—_——————
e —
i e

——————————————
3. “Method of providing plastic sheets with —_————————
inlaid stripes” = 2
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Two Separate Realms

Ordinary Observer vs. Designer of Ordinary Skill in-the Art

infringement/a
nticipation

obviousness

ordinary
observer

one of ordinary skill in
the art

like-kind
AOMs

analogous art

McAndrews



Analogous Art # Like-Kind AOM

like-kind
AOMs

Analogous Art

McAndrews



Like-Kind Article of Manufacture vs. Analogous Art?

Patent Desigh — Head Shaver
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Title: Head Shaver

(\A_\ Claim: Head Shaver
McAndrews



Like-Kind Article of Manufacture vs. Analogous Art?

Prior Art — Computer Mouse Patent Design - Shaver

Like-kind AOM? NO
(\A\ Analogous Art? YES (at least issue of fact)
e
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Design Patent Scope

Reaching Equilibrium/Narrower

O

McAndrews

VALIDITY
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Surprise Slides!
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 Dried noodles

 JP D1724834
Nisshin Flour Milling Welna Co Ltd

* BUT WHAT ABOUT

e Licorice

#designlaw2022 72




Video Door Bell

#designlaw2022




Dog Training System

 Doesn’t want to design its own
remote control. Takes design from his
video door bell and used it for his
remote for his dog training system
(with one button being for vibrate
and the other being for light shock)

* Files new design application entitled
“Remote for a Dog Training System”

#designlaw2022



Is It Patentable? Why Or Why Not?
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lconic Eames Chair

* Designed in 1956
* Still popular today

-~

J— 2

e —

—
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Slydog Mfg. Co.

* Adds massagers inside
chair leather

* Files new design patent
application

* Claims: a design for a
“Massager”

#designlaw2022



Is It Patentable? Why Or Why Not?
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