ENDEMIC OBVIOUSNESS: A SYMPTOM OF COVID-19

JACOB EARL

Despite the extraordinary conditions of the post-pandemic world, inven-
tors of pandemic-related inventions face patentability requirements that
were not created with ubiquitous world crises in mind. This article con-
siders the 35 U.S.C. § 103 non-obviousness requirement for patentability
in light of the COVID-19 crisis. Applying the modern 35 U.S.C. §103
obviousness analysis to a series of hypotheticals, it appears that each step
of the analysis disfavors the pandemic inventor. Because contagion
largely halted society and dominated public discourse, pandemic inven-
tions may face an inundated and expanded field of prior art, an augment-
ed level of ordinary skill in the art, and compelling reasons to combine
the prior art. Although it seems unfair that pandemic inventors have di-
minished access to patent rights when compared to their pre-pandemic
peers, this result comports with the ultimate goal of patent law: to award
patent rights only where necessary to induce innovation.

INTRODUCTION

Although the COVID-19 pandemic has been felt to a varying degree
across geographic! and demographic? subsets of the population, it has
achieved a ubiquitous influence on the American government? and econo-
my.* In times of crisis, society depends on creative thinking and problem
solving to adapt and carry on. This note discusses pandemic inventions, not
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only those directly addressing the virus, like vaccines and therapies, but
also the broader class of inventions which solve pandemic-related prob-
lems. The inventions this note considers are those that confront the new
obstacles to working, studying, socializing, and otherwise adapting to daily
life amidst contagion. In this context, the COVID-19 pandemic is cast as an
existential crisis which not only demands innovation but is rife with oppor-
tunities for it—an extraordinary test for United States patent law.

The system of patent law in the United States was designed from the
outset to provide an inducement for inventors to bring forth new and useful
knowledge to the benefit of society.® In exchange for sharing technological
advancement, the inventor is granted a temporary but powerful—and po-
tentially lucrative—right to exclude others from making, selling, or using
their patented invention.® To secure this privilege, the inventor must
demonstrate that their patent meets the requirements of utility,” novelty,®
and non-obviousness.’ These requirements are not only considered in the
process of attaining the patent, but are often subject to litigation when the
patent is asserted in court.

While United States Patent and Trademark Office (USPTO) generally
aims to “foster innovation, competitiveness and economic growth,”!® it
acknowledged a separate and limited role during the pandemic.!! In Sep-
tember of 2020, the USPTO initiated a program to defer fees for COVID-
19 related provisional applications in exchange for advance disclosure of
the technical subject matter in a publicly accessible database.'? This pro-
gram recognized the urgent need for sharing information and fostering
collaborative innovation to combat COVID-19, while preserving the patent
incentive.'® The deferred fee, however, only applied to FDA-regulated
inventions.'* Furthermore, the program left untouched the utility, novelty,
and non-obviousness criteria designed to reserve the private monopoly to

Graham v. John Deere Co., 383 U.S. 1, 9 (1966).
Any of these acts gives rise to an infringement claim under 35 U.S.C. § 271.
35U.S.C. § 101.
Id. § 102.
9. Id. §103.

10. U.S. Patent and Trademark Office, U.S. DEP’T OF COM., https://www.commerce.gov/bureaus-
and-offices/uspto [https://perma.cc/A8SF-JBVA].

11. See Deferred-Fee Provisional Patent Application Pilot Program and Collaboration Database to
Encourage Inventions Related to COVID-19, 85 Fed. Reg. 58038 (Sept. 17, 2020).

12. Id. at 58038.

13.  Id. at 58039.

14. Id.
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worthy inventions'® but never intended to account for the circumstances of
a pandemic.

Even absent pandemic circumstances, the sweeping reach of the 35
U.S.C. §103 non-obviousness requirement makes it a pervasive obstacle to
acquiring and maintaining patent rights.'® This note seeks to explore the
function of the non-obviousness requirement as it applies to pandemic in-
ventions in a pandemic world.

The §103 requirement compares the claimed invention to the vast ar-
ray of publicly known technology (prior art) through the objective lens of a
person having ordinary skill in the art, and withholds patents rights from
those unworthy inventions deemed to be obvious.!” The Supreme Court has
interpreted the §103 requirement to require a multi-faceted analysis'® by
which

the scope and content of the prior art are . . . determined; differences be-

tween the prior art and the claims at issue are . .. ascertained; and the

level of ordinary skill in the pertinent art resolved. Against this back-
ground, the obviousness or non-obviousness of the subject matter is de-
termined. Such secondary considerations as commercial success, long

felt but unsolved needs, failure of others, etc., might be utilized to give

light to the circumstances surrounding the origin of the subject matter

sought to be patented.'®

This note asks whether the modern application of the §103 require-
ment is appropriate during a worldwide upheaval that imposes a set of
shared challenges onto the entire population. Could the meteoric increase in
attention to a specific class of problems result in misguided gatekeeping by
an obviousness analysis that was not developed with pandemics in mind?

First, this note explores how a pandemic-focused society may create
an atypical field of prior art. Industry collaboration coupled with wide-
spread public discourse may result in a field of art that is not only massive
but difficult to track. Second, is the proposition that the ubiquity of a
worldwide crisis causes disparate fields to interact, augmenting the skills
which inventors apply in fields with pandemic-related innovation. As a
result, the objective person having ordinary skill in the art is less likely to
reflect the pandemic inventor. Third, where the elements of a claimed in-

15.  Graham v. John Deere Co., 383 U.S. 1, 9 (1966).
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JXFA].

17. 35U.S.C. § 103.
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vention exist in the prior art, it appears that the pandemic may provide am-
ple reasons to combine, thereby establishing a prima facie case for obvi-
ousness. Finally, an inquiry into the secondary conditions which normally
rebut prima facie obviousness suggests that many of the established argu-
ments are undermined by the circumstances of the pandemic. Overall, it
appears that a pandemic inventor may be at a disadvantage in acquiring or
maintaining patent rights due to how the pandemic could affect the obvi-
ousness analysis. Although at first glance this may seem unfair, it nonethe-
less aligns with the policy rationales underlying patent law.

I. A BRIEF OVERVIEW OF OBVIOUSNESS

Although the requirement that a patented invention be non-obvious
was first codified in the 1952 Patent Act, its roots are often traced to the
1850 Supreme Court decision in Hotchkiss v. Greenwood.*® In Hotchkiss,
the Court held that although a porcelain doorknob met the two existing
statutory requirements of novelty and utility, it did not warrant patent pro-
tection because the substitution of porcelain for a conventional material
such as brass or wood did not require, “more ingenuity and skill. ..
than ... possessed by an ordinary mechanic acquainted with the busi-
ness.”?! This holding not only voided the patent in question, but it also
established a new requirement of “skill and ingenuity” to determine patent-
ability along with the existing requirements that an invention be new and
useful.??

Subsequent cases probed whether this new factor required a subjective
demonstration of creative genius exceeding the capacity of a lowly me-
chanic,? or whether it required a more objective showing that the invention
was a substantial advancement in the art.>* Congress climinated the subjec-
tive alternative in the 1952 Patent Act® with explicit language: “Patentabil-
ity shall not be negated by the manner in which the invention was made.”?¢
Left with the objective alternative, courts evaluated substantial advance-

20. Glynn S. Lunney, Jr. & Christian T. Johnson, Not So Obvious After All: Patent Law’s
Nonobviousness Requirement, KSR, and the Fear of Hindsight Bias, 47 GA. L. REV. 41, 55 (2012);
Pedraza-Farifia, supra note 16, at 78.

21. Hotchkiss v. Greenwood, 52 U.S. 248, 267 (1851).

22. 1d.

23. See Cuno Eng’r Corp. v. Automatic Devices Corp., 314 U.S. 84, 91 (1941) (holding that for
patentability an invention “must reveal the flash of creative genius, not merely the skill of the calling”).

24. Atl. Works v. Brady, 107 U.S. 192, 200 (1883) (“The design of the patent laws is to reward
those who make some substantial discovery or invention, which adds to our knowledge and makes a
step in advance in the useful arts.”).

25. Pedraza-Farifia, supra note 16, at 81.

26. 35U.S.C.§ 103.
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ment through both cognitive factors, like the inventor’s insight and creativi-
ty, as well as economic factors.?’” The economic lens for obviousness is
supported by “the idea that market forces create a baseline demand for
routine, spontaneous improvements that require no patent inducement.”8

In 1966, years of jurisprudence culminated in the Supreme Court’s
Graham v. John Deere decision, which establishes the framework of the
modern obviousness analysis. This framework probes the obviousness of
an invention in a series of inquiries. First, the “scope and content of the
prior art” is explored in search of elements which allude to the claimed
invention.? Prior art is evidence that the invention in question, or an ele-
ment of it, was already known to the public prior to the filing of the patent
application. The differences between this prior art and the claimed inven-
tion are then established.?® Next, the analysis constructs an objective person
having ordinary skill in the art as a lens through which to view these differ-
ences.?! With all this information in hand, the obviousness of the invention
is determined in light of any apparent reasons to combine the elements
available in the prior art.’? This step of the analysis may form a prima facie
case of obviousness, and, if so, the inventor is permitted to raise secondary
considerations in rebuttal.?

Each step of the obviousness analysis is discussed in detail below as
this note explores the potential impact that the pandemic may have on the
prior art, the person having ordinary skill in the art, reasons to combine,
and secondary considerations supporting a rebuttal of prima facie obvious-
ness.

II. THE PANDEMIC’S IMPACT ON THE OBVIOUSNESS ANALYSIS
A. A Turbulent Field of Prior Art Stocks an Arsenal for Obviousness

The first step in the obviousness analysis is to consider the “scope and
content of the prior art” available for comparison to the claims at issue.?
Prior art is evidence indicating that the claimed invention was already
available to the public, and such evidence can take a variety of forms. In

27. Pedraza-Farifia, supra note 16, at 78.

28. Id. at 80.

29. Graham v. John Deere Co., 383 U.S. 1, 17 (1966).

30. Id.

31. 1d;35U.S.C.§ 103.

32.  Graham, 383 U.S. at 17. However, the modern jurisprudence for this step is largely governed
by KSR International Co. v. Teleflex Inc., 550 U.S. 398, 419 (2007).

33. Graham, 383 U.S. at 17-18.

34, Id
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addition to other patents and patent applications, the field of prior art in-
cludes printed publications and instances of public use, sale, or availability
otherwise.* While the prior art is limited to that which was available at the
time of invention,* once a prior art reference is identified, its availability is
presumed regardless of whether the inventor actually knew about it.3” Fur-
thermore, prior art references need not be from the same field of endeavor
as the invention in question so long as they are considered to be “reasona-
bly pertinent” to the problem addressed by the invention.3® In this context,
reasonably pertinent means that the reference, “logically would have com-
mended itself to an inventor’s attention in considering his problem.”* Pan-
demic or not, these bounds define an expansive array of available prior art
to initiate the obviousness analysis as a broad avenue toward rejection or
invalidation rather than a narrow path. Pandemic circumstances, however,
may amplify the breadth of available prior art.

The nature of technological development during the pandemic re-
sponse appears to create a field of prior art that heightens the risk of invali-
dation at this very first step of the obviousness analysis. First, the pandemic
has created a world where typically disparate fields of technology are faced
with similar problems. Due to widespread collaboration across industries,
many pandemic inventions are likely to be considered obvious combina-
tions of analogous art. Second, there is a massive influx of knowledge shar-
ing which increases the quantity of potential prior art. Likening prior art to
ammunition aimed at a potential inventor’s patent, where more prior art is
available, there is an increased likelihood that the patent will be struck
down as obvious. Third, this influx is of a magnitude that reduces the like-
lihood that any person could be aware of all the prior art when they file,
thus increasing their risk of rejection by the patent office or later invalida-
tion during litigation.

1. A Pervasive Response Joins Disparate Fields in Sharing Art

The COVID-19 pandemic has changed everyday life for the popula-
tion in ways too numerous to count. Opportunities for innovation are not
only found in direct response to fighting the pandemic, like medical treat-
ments and vaccines, but also in areas of technology which are tangentially

35. 35U.S.C. § 102(a)(1)—(2).

36. W.L. Gore & Assocs., Inc. v. Garlock, Inc., 721 F.2d 1540, 1553 (Fed. Cir. 1983).

37. InreRouffet, 149 F.3d 1350, 1357 (Fed. Cir. 1998) (assuming that “all prior art references in
the field of the invention are available to this hypothetical skilled artisan™).

38. InreBigio, 381 F.3d 1320, 1325 (Fed. Cir. 2004).

39. In re ICON Health & Fitness, Inc., 496 F.3d 1374, 1379-80 (Fed. Cir. 2007) (quoting In re
Clay, 966 F.2d 656, 659 (Fed. Cir. 1992)).
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related to the pandemic and its impact on society. When totally different
industries are faced with similar challenges, there is increased likelihood
that ideas will be shared and new solutions will be created.

As a result of the pandemic, different fields are interacting in ways
that they never have before. Grade schools are enacting disinfecting re-
gimes reminiscent of hospital protocols or even engaging students with
remote conferencing tools designed for the workplace.* Workplace ergo-
nomic challenges come home with adults working remotely to support
various industries.*! Lifestyle and fashion brands collide with public health
where government mandates and private business owners require mask
wearing in public settings.*> The lean manufacturing techniques of the au-
tomotive industry meet medical devices where the government calls on
factories to re-tool in support of the pandemic response.** Healthcare meets
the industry of multi-purpose event spaces where convention centers are
converted into hospitals.** The trucking and food industries meet mortuary
services where refrigerated trucks are used as morgues.* A variety of cor-
porations are voluntarily devoting their resources to manufacturing Person-
al Protective Equipment (PPE).*® Small breweries and distilleries are
repurposed to produce sanitizers.*’
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The prior art used to support an obviousness challenge can either
come from the same field of endeavor or other fields if “reasonably perti-
nent” to the problem addressed by the invention in question.*® Because of
this, the inventions arising from pandemic-induced intermixing of indus-
tries may face an expanded set of available prior art for two reasons: (1)
newly merged fields of art; and (2) heightened pertinence between other-
wise unrelated fields.

First, where cross-industry collaboration merges two fields, the prior
art from each may become applicable to the obviousness analysis with no
need to consider its pertinence. As a hypothetical, consider the use of video
conferencing technology in elementary education. Suppose that prior to the
pandemic there existed independent fields of elementary education aids and
video conferencing technology. In the past, these two fields may have been
less likely to mingle because the facial limitations of video conferencing
technology made it ill-suited to address the educational needs of young
students. As a result of the pandemic, in-person education was eliminated
as an option. The next best solution—video conferencing—was called upon
to keep children occupied, educated, and socially engaged. In this scenario,
presume that the facial limitations of video conferencing previously alluded
to became opportunities for invention and that the inventors will seek pa-
tents. Although there may have been sparse instances of video conferencing
applied to elementary education prior to the pandemic, due to the ubiqui-
tous nationwide adoption of online education, it is now more likely that an
examiner or judge will entertain a new field designation of remote elemen-
tary education. If an emerging field like this becomes recognized, it may
encompass the art of both previously independent fields: elementary educa-
tion aids and video conferencing technology. As a result, inventions in this
area could face more prior art with no pertinence limitation if filed post-
pandemic than if they were filed prior to the pandemic.

Second, where cross-industry collaboration does not join two fields,
the sweeping definition of pertinence, that which “logically ... com-
mend[s] itself to an inventor’s attention in considering his problem,”#’
could more easily be satisfied during a pandemic. For this discussion, re-
turn to the use of videoconferencing during the pandemic. Perhaps a tool or
technique that is common to elementary education is incorporated by an
inventor into videoconferencing software to increase engagement not only
in elementary aged children but in adult workers as well. The result is a

48. Inre Bigio, 381 F.3d 1320, 1325 (Fed. Cir. 2004).
49. In re ICON Health & Fitness, Inc., 496 F.3d 1374, 1379-80 (Fed. Cir. 2007) (quoting In re
Clay, 966 F.2d 656, 659 (Fed. Cir. 1992)).
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seemingly patentable contribution to videoconferencing technology for the
workplace. Prior to the pandemic, an examiner or judge may not have
viewed a technique used in a kindergarten classroom as being pertinent to
video conferencing, which at the time was rooted solely in a business con-
text. Applying the definition of pertinence, the kindergarten classroom
technique would not have logically commended itself to an inventor’s at-
tention in considering the problems associated with the business tool of
videoconferencing. As a result, a pre-pandemic obviousness challenge to
this invention may be less likely to include prior art from the field of ele-
mentary education and therefore may be more likely to be viewed as non-
obvious and patentable. Post-pandemic, however, videoconferencing has
bridged the gap between the classroom and the board room. For this reason,
a judge or examiner is more likely to view prior art from the field of ele-
mentary education as pertinent to the business tool invention. In this sce-
nario, the pandemic circumstances amplify the already broad scope of what
is considered “pertinent” to stock an enlarged cache of prior art for an
argument of obviousness.

The current obviousness analysis could be influenced by the pandemic
to include a broader set of prior art than an inventor would typically face.
This system disfavors patentability regardless of the fact that it may have
taken the extraordinary circumstance of a once-in-a-century crisis to cause
the merging of fields or the solutions of disparate fields to logically com-
mend the inventor’s attention.>' Already challenged for being subjective
and unpredictable,’? the current governing standards may cause mixed-field
pandemic inventions to face an especially expansive array of prior art.

2. A Concerted Worldwide Focus Creates a Flood of Prior Art

Although the USPTO is encouraging the publication of a subset of
COVID-19 related provisional applications through its deferred fee pro-
gram,™ it is unclear whether there has been a rush on attaining patent rights
to COVID-19 related inventions. Some sources show that patent applica-
tions are down in 2020, but it is possible that a rush on pandemic patents

50. See Inre Bigio, 381 F.3d at 1325.

51. See In re ICON, 496 F.3d at 1379-80 (quoting In re Clay, 966 F.2d 656, 659 (Fed. Cir.
1992)).

52. Brenda M. Simon, The Implications of Technological Advancement for Obviousness, 19
MICH. TELECOMM. TECH. L. REV. 331, 354 (2013); Pedraza-Farifia, supra note 16, at 66.

53. Deferred-Fee Provisional Patent Application Pilot Program and Collaboration Database to
Encourage Inventions Related to COVID-19, 85 Fed. Reg. 58038 (Sept. 17, 2020).

54. Brian Eakin, lancu Says Patent Filings Are Slowing Down Amid Pandemic, LAW 360 (Sept.
21, 2020, 6:29 PM), https://www.law360.com/articles/1312267/iancu-says-patent-filings-are-slowing-
down-amid-pandemic [https://perma.cc/SKRY-FEVU].
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can coexist with an overall downturn in general patenting activity. Patent
filings may be the first place one looks, but prior art can also be found in
printed publications and instances of public use, sale, or availability other-
wise.>> With this in mind, consider how the pandemic has prompted mas-
sive media coverage and extensive public discourse which could potentially
qualify as prior art. Since the pandemic began it has dominated—Iocally,
nationally, and internationally—the main outlets for journalism and social
media.

It is a fundamental principle that “once an invention is in the public
domain, it is no longer patentable by anyone.”® “Because there are many
ways in which a reference may be disseminated to the interested public,
‘public accessibility’ has been called the touchstone in determining whether
a reference constitutes a ‘printed publication’ bar under 35 U.S.C.
§ 102(b).”3" The standard for this public accessibility requirement is
whether it would be found upon exercise of reasonable diligence in locating
it.’® Factors that have been recognized to favor public accessibility include
the distribution of copies, storage of the information in an indexed data-
base, the duration that information was displayed, and, for limited presenta-
tions, the capacity of the intended audience to retain the information.> In a
time where thirst for content is motivated by the pandemic’s impact on
daily life, much of the population is infatuated with COVID-19 media cov-
erage.®® In contrast to typical technological advances which may fly some-
what under the radar of public accessibility, during the pandemic, both
traditional media and social media outlets have responded to public de-
mand by trumpeting content regarding COVID-19 related issues, technolo-
gies, and scientific underpinnings.

Furthermore, it is arguable that the pandemic has broken down the
traditional quality filters of scientific dialogue, thereby allowing infor-
mation that typically would not meet the definition of public accessibility
to become prior art sooner in development. A critical element in the culture

55. 35U.S.C. § 102(a)(1)—(2).

56. Blue Calypso, L.L.C. v. Groupon, Inc., 815 F.3d 1331, 1348 (Fed. Cir. 2016) (quoting /n re
Hall, 781 F.2d 897, 898 (Fed. Cir. 1986)).

57. In re Klopfenstein, 380 F.3d 1345, 1349 (Fed. Cir. 2004) (quoting /n re Hall, 781 F.2d at
898-99).

58.  Kyocera Wireless Corp. v. Int’l Trade Comm’n, 545 F.3d 1340, 1350 (Fed. Cir. 2008).

59. See In re Klopfenstein, 380 F.3d at 1350.

60. See Amy Mitchell & J. Baxter Oliphant, Americans Immersed in COVID-19 News; Most
Think Media Are Doing Fairly Well Covering It, PEw RscH CTR. (Mar. 18, 2020),
https://www.journalism.org/2020/03/18/americans-immersed-in-covid-19-news-most-think-media-are-
doing-fairly-well-covering-it/ [https:/perma.cc/L94X-TK2M]. (A Pew Research Center survey con-
ducted in March 2020 indicated that “Roughly half of U.S. adults (51%) are following news about
[COVID-19] very closely, with another 38% following it fairly closely.”).
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of science is a tradition of peer review that is intended to assure the legiti-
macy of scientific claims.®! This review takes time and can act as a speed
limit in the dissemination of the ideas which ultimately survive scrutiny.®?
During the pandemic, the need for rapid collaboration in the face of an
existential crisis has placed peer review on the chopping block. As previ-
ously discussed, the USPTO itself is promoting this behavior by encourag-
ing the publication of interim results in the form of provisional applications
with a deferred fee incentive,® but more generally during the pandemic the
scientific community has seen an increase in publication prior to peer re-
view, where scientists view the risks associated with publicizing erroneous
results as being outweighed by the benefits of collaboration in fighting
COVID-19.%* This means that information is becoming publicly available
earlier in development.® But for the circumstances of the pandemic, such
unvarnished and half-baked information may not have become available
prior to a patent’s filing date, thus would not have existed as prior art
against it.

Outside of the traditional realm of scientific discourse, the government
itself is producing potential prior art. Via Twitter and press conferences,
government officials are openly discussing early and unproven methods of
medical treatment, and, in some cases, going so far as to promote them in
ways unprecedented prior to the pandemic.®® Similar to SecurityPoint v.
United States, in which FAA and TSA guidance documents were cited as
prior art regarding a security checkpoint patent,®’ it is foreseeable that the
guidelines issued by government agencies in response to COVID-19 could
be used as prior art against a pandemic invention.®® Compared to the cen-
tralized federal response to terrorism which produced the prior art in Secu-
rityPoint,” the government’s pandemic response is likely producing a

61. Hannah Thomasy, In the Race to Crack Covid-19, Scientists Bypass Peer Review, UNDARK
(Apr. 1, 2020), https://undark.org/2020/04/01/scientific-publishing-covid-19/ [https://perma.cc/4WJE-
JROV].

62. Id.

63. Deferred-Fee Provisional Patent Application Pilot Program and Collaboration Database to
Encourage Inventions Related to COVID-19, 85 Fed. Reg. 58038, 58038 (Sept. 17, 2020).

64. Thomasy, supra note 61.
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66. See Katherine J. Wu, With ‘Cure’ Comment, Trump Exaggerates Known Benefits of Another
Covid-19 Therapy, N.Y. TIMES (Oct. 8, 2020),

https://www.nytimes.com/2020/10/08/technology/trump-covid-cure.html [https://perma.cc/6CWF-
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67. SecurityPoint Holdings, Inc. v. United States, 129 Fed. CI. 25, 33, 38 (2016).
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https://www.cdc.gov/coronavirus/2019-ncov/index.html [https://perma.cc/DRLS5-WT5B].

69. See SecurityPoint, 129 Fed. Cl. at 33, 38.
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much larger quantity of prior art. Due to the limited federal response,”
rather than a handful of federal agency guidelines, the pandemic inventor
could be faced with many times more guidelines, all the way down to the
municipal level. Considering the differing responses across the country, not
only is this source of prior art large in quantity, but it is likely broad in
scope.

In its course, the pandemic has captured the attention of the news me-
dia, social media, and the government machine, each of which is churning
out content that could qualify as prior art against the pandemic invention.
Traditional filters on the dissemination of information have been breached,
allowing information to be shared without restraint. On top of it all, social
media as a secondary source has distributed the information of the other
sources in a viral way that certainly satisfies the public availability re-
quirement. On many levels, it seems that pandemic circumstances are a
perfect storm for subjecting the pandemic inventor to a torrent of prior art.

3. Awareness of the Field is Reduced Amid a Flood of Prior Art

Because the pandemic poses a set of common challenges for all inven-
tors, it is likely that parallel and contemporaneous efforts are developing
similar pandemic-related technologies. Due to both the magnitude and
breadth of the pandemic response, the field of prior art may be in a state of
disarray which makes it difficult for an inventor to track what technologies
have already been placed in the public domain and are therefore unpatenta-
ble. While the previous section suggests that an increased quantity of prior
art has become publicly available because of the pandemic, this section
proposes that faced with an information deluge, an inventor may not have
the capacity to perceive it all. Such a scenario leaves the inventor at risk of
applying for a patent unaware that their invention has already been ren-
dered obvious.

Patent applications operate as an especially cruel form of prior art in
this situation because they are effective upon filing’”' but remain un-
published for eighteen months.”?> This creates a procedural hurdle to the
well-intentioned inventor trying to claim a non-obvious patent. A patent

70. See Sheryl Gay Stolberg et al., With the Federal Health Megaphone Silent, States Struggle
with a Shifting Pandemic, N.Y. TIMES (Jun. 17, 2020),
https://www.nytimes.com/2020/06/17/us/politics/coronavirus-pandemic-federal-response.html
[https://perma.cc/KQ8N-5JTS].

71. 35U.S.C. § 102(d).

72. 35U.S.C. § 122(b).
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typically takes about two years to prosecute,’”> making it possible that a
rival application could turn up late into prosecution, or even after a rapid
issuance, and be used to attack the patent’s claims. Although the USPTO’s
COVID-19 deferred fee program alleviates this concern by publishing pro-
visional applications immediately in a publicly accessible database, it is
only available for FDA-regulated technologies,”* leaving other pandemic-
adjacent inventors in the dark.

It should also be noted that in addition to the challenges described
above, there exists a disincentive for an inventor to actively search out
other patents for fear of liability for willful infringement and the accompa-
nying treble damages.” Although patent applicants have a duty of disclo-
sure, candor, and good faith in dealing with the USPTO,’¢ this duty only
applies to known relevant documents and does not require applicants to
conduct a prior art search.”’ Pandemic or not, any inventor has some mini-
mal knowledge of the state of the art and is ill-advised to pursue claim lan-
guage that they know is rendered obvious by other patents. If the pandemic
results in a rush of patent applications and prior art generation that is be-
yond the capacity of the inventor to track, it stands to reason that the pan-
demic inventor has lesser knowledge of the field than an inventor in less
turbulent times. This could leave the pandemic inventor more likely to
inadvertently pursue an obvious patent.

The availability of a printed publication as prior art rests on whether it
was, “available to the extent that persons interested and ordinarily skilled in
the subject matter or art[,] exercising reasonable diligence, can locate it.”’®
Because the analysis does not consider actual awareness of the existence of
the printed publication, this reasonable diligence standard operates against
the interest of the pandemic inventor who cannot possibly keep tabs on the
growing cache of potential art. Although it could be argued that the mas-
sive public discourse regarding the pandemic should make the inventor
more aware of the state of the art, there could be a risk of information over-

73. The USPTO estimates the traditional total pendency of a patent application to be 23 months.
Patents ~ Pendency  Data  November — 2020, U.S.  PAT. &  TRADEMARK  OFF.,
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load operating to the contrary. If in normal times an inventor is fishing in a
metaphorical lake for relevant prior art, the pandemic inventor, by contrast,
is fishing in a rushing river flowing to a rapidly expanding ocean of infor-
mation. The pandemic inventor operates in a world where a continuous
news cycle fervently churns out information regarding the economic, in-
dustrial, and societal impacts of COVID-19. To the extent that this inventor
chooses to search for prior art, there is a heightened time factor at play.
Unless the inventor searches at the ideal time, the most important prior art
to their application may be pushed downstream, displaced in their search
results by newer references which could be less relevant. The well-
intentioned inventor who seeks to claim only non-obvious technology in
their patent application is always limited by their diligence in searching
prior art, but pandemic inventors are disadvantaged due to a heightened
criticality of time in searching a high output field.

A counterargument is that any disadvantages that the inventor faces in
their capacity to maintain awareness of the prior art are balanced by similar
challenges faced by both patent examiners and litigious adversaries. As
previously mentioned, although those prosecuting patents have a duty to
disclose prior art of which they are aware, they do not have a duty to search
for prior art, and in practice they often do not.” If a turbulent field of prior
art makes references more difficult to find, this may operate in favor of the
inventor in securing their patent rights by making it more difficult for the
patent examiner and any subsequent post-grant challengers to find the prior
art. But there is an inherent inequity in the parties’ capacities to search for
prior art which places inventors and examiners in a category distinct from
ex-post challengers. Inventors and examiners alike have limited time to
search for prior art; inventors are in a race to stake their claims on technol-
ogy, and examiners are bound by bureaucratic limitations.® On the other
hand, challengers both in post-grant proceedings and litigation have much
more time to search the art at their leisure.®! Furthering their advantage,

79. See supra note 77.

80. See Simon, supra note 52, at 372 (“Inadequate funding coupled with increased demand limits
the resources available for examining applications. Examiners spend twenty hours or less evaluating
cach application from filing to final disposition. On average, this short amount of time spent per appli-
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examination prevents examiners from accessing some categories of prior art necessary to fully evaluate
patentability, identifying and examining the full scope of the claimed rights, and determining whether
the claimed invention will remain patentable over the full life of the patent rights.”).

81. See Reilly, supra note 80, at 114041 (“The structural barriers that prevent a complete eval-
uation of patentability in Patent Office examinations are absent or mitigated during ex post invalidation
in litigation or Patent Office post-issuance proceedings.”).
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these challengers have the luxury of a large body of publicity for all things
pandemic-related to build their case for obviousness.

Pandemic or not, prior art is dynamic by nature. The argument here is
that the pandemic creates a special disarray which leaves inventors to wan-
der through a minefield in claiming a non-obvious invention.

B. The PHOSITA Does not Resemble the Pandemic Inventor

After establishing what is available as prior art, the next step in the
obviousness analysis determines the objective lens through which to con-
sider it—the perspective of the hypothetical person having ordinary skill in
the art (PHOSITA).®? Courts consider several factors to determine the level
of ordinary skill in the art: “(1) the educational level of the inventor; (2) the
type of problems encountered in the art; (3) prior art solutions to those
problems; (4) rapidity with which innovations are made; (5) sophistication
of the technology; and (6) educational level of active workers in the
field.”®3 Because the “inferences and creative steps” of the PHOSITA are
considered,® how the court defines the skill level of the PHOSITA be-
comes critical to the obviousness analysis. A higher skilled PHOSITA may
be viewed to have greater capacity for inference and creativity. Therefore,
the higher the skill level assigned to the PHOSITA, the more likely the
court will find that the differences between the claimed invention and the
prior art are such that the claimed invention is obvious to the PHOSITA.

During the pandemic, disparate fields of technology are faced with
non-traditional problems concerning public health. Whether they are direct-
ly collaborating or not, a diverse array of inventors are approaching similar
problems and applying their own individualized expertise in creating solu-
tions. Where the inventor themself does not possess the same level of skill
assumed of the PHOSITA, the gap can be either advantageous or disadvan-
tageous to the obviousness of their invention.

Take, for example, a hypothetical invention arising out of the presi-
dential order for General Motors to manufacture ventilators during the pan-
demic.® One purpose of the order was to leverage the expertise and
resources that General Motors has in assembly lines and mass production to
address the nationwide shortage of ventilators. Imagine that the hypothet-
ical invention leverages automotive experience to increase the manufactur-

82. 35U.S.C§103.

83. Daiichi Sankyo Co., Ltd. v. Apotex, Inc., 501 F.3d 1254, 1256 (Fed. Cir. 2007).
84. KSR Intern. Co. v. Teleflex Inc., 550 U.S. 398, 418 (2007).

85. Bender, supra note 43.
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ing output of the ventilators. In this scenario, the relevant field of art to
making ventilators may be generally viewed as manufacturing medical
equipment. While the inventor is an automotive manufacturing engineer,
the active worker in the field is a medical device manufacturing engineer.
The educational level of the two types of engineers is essentially the same
but the other factors defining the skill of the PHOSITA diverge. The prob-
lems encountered in medical device manufacturing are generally focused
on quality control and regulatory compliance.®® By contrast, the automotive
industry enjoys less rigorous regulation, a large consumer market, and
competes on slimmer margins resulting in more focus placed on decreasing
cost and increasing output. Also due to government regulation, innovations
in medical device manufacturing may be slower compared to automotive
manufacturing because medical device manufacturers hesitate to adopt the
most sophisticated manufacturing technology until it is proven to be safe in
the eyes of regulators.’” By contrast, automotive engineers have greater
freedom to adopt state of the art manufacturing methods to improve the
bottom line.?® When faced with the problem of rapidly manufacturing new
ventilators, the automotive engineer may be viewed as having a higher
level of skill than the medical engineer because the automotive engineer is
more accustomed to high output manufacturing and state of the art manu-
facturing techniques. In this hypothetical, when an automotive engineer
invents something to improve output in the field of medical device manu-
facturing, the advancement will be judged from the perspective of the med-
ical device manufacturing engineer having ordinary skill. The factors
considered by the court effectively allow the sophisticated automotive
manufacturing engineer to play down a league—gauged against the lower

86. See U.S. FOOD & DRUG ADMIN., QUALITY SYSTEM (QS) REGULATION/MEDICAL DEVICE
GOOD MANUFACTURING PRACTICES (2018) (“Manufacturers must establish and follow quality systems
to help ensure that their products consistently meet applicable requirements and specifications. The
quality systems for FDA-regulated products (food, drugs, biologics, and devices) are known as current
good manufacturing practices.”). For this specific scenario, the FDA has acknowledged that regulatory
barriers stand in the way to a ramp up of ventilator production and announced that it would reduce such
barriers for the duration of the public health emergency. U.S. FOOD & DRUG ADMIN., ENFORCEMENT
POLICY FOR VENTILATORS AND ACCESSORIES AND OTHER RESPIRATORY DEVICES DURING THE
CORONAVIRUS DISEASE 2019 (COVID-19) PUBLIC HEALTH EMERGENCY (2020).
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skills of the medical device manufacturing engineer in high output manu-
facturing. In effect, the automotive manufacturing engineer faces a lower
obviousness bar to claiming patent rights in their invention.

On the other hand, there is the situation where the inventor is less so-
phisticated than the PHOSITA. For example, consider a hypothetical teach-
er who, when using video conferencing to teach a remote class of unruly
elementary schoolers, invents a new videoconferencing feature. The field
of art is video conferencing and the active worker in that field has a com-
puter science degree. In this case, an invention created by the lesser skilled
teacher may seem well within the inferences and creative steps of the
PHOSITA—a sophisticated computer programmer. As a result, the teach-
er’s invention is less likely to clear the obviousness bar for patentability.

Regardless of the inventor’s skill level relative to the objective
PHOSITA, the impact of the pandemic on the prior art (discussed in the
previous section) may be attenuated based on the level of skill in the art. It
has been proposed that advances in cognitive technology and knowledge
sharing impacts obviousness differently for skilled and less skilled arts.® A
parallel reasoning applies to the atypical field of prior art resulting from the
pandemic. Access to information only matters if it can be integrated. There-
fore; the less skilled the PHOSITA is, the less likely a flood of prior art is
to impact the obviousness analysis.”® “All the information in the world will
not make an ordinary mechanic likely to integrate it.”°' In contrast, more
information available to more creative PHOSITAs would have a greater
impact on obviousness.®?

Finally, it must be acknowledged that common sense can be used to
argue obviousness.” In the context of the pandemic, information that may
have previously been niche subject matter has become public discourse.
Non-scientists are engaging in informal discussions of public health, pa-
thology, virology, and more. It stands to reason that the common sense and
baseline education of the population with regard to pandemic topics has
risen as a result of exposure to the news cycle and social media. As the
level of common sense attributable to the PHOSITA rises, so too does the
likelihood that an invention is deemed obvious.
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C. The Pandemic World is Rife with Reasons to Combine

Once the scope and content of the prior art and the level of ordinary
skill in the art is determined, the next step is to seek a prima facie case for
the obviousness of the claimed subject matter.’* The modern jurisprudence
for this step of the analysis is established in KSR v. Teleflex, which broadly
supports any well-articulated and explicit argument for an apparent reason
to combine the prior art elements “in the fashion claimed by the patent at
issue.”® Some of the more established arguments to this end include: moti-
vation, teaching, market forces, that it was obvious to try, and that it was
merely an old device updated with new technology.’® During a worldwide
pandemic it seems that if the component parts of a pandemic-related inven-
tion can be found in the prior art, there exist ample reasons to combine
them.

1. The Pandemic Itself Motivates Invention

A direct motivation can be found in the fact that COVID-19 poses a
mortal threat to the entire population of the world. This applies best to in-
ventions which directly fight the virus or prevent transmission like vac-
cines, therapies, masks, and sanitizers. Less directly, the pandemic could
provide motivation to inventions which address society’s response and
adaptation to a pandemic lifestyle—like remote working technologies. If
the components of an invention exist in the prior art, the pandemic itself
could be viewed as an explicit motivation to prompt the PHOSITA to com-
bine them thereby rendering the invention obvious.®’

2. The Mass Media Coverage of the Pandemic Could Teach the
PHOSITA to Combine Prior Art Elements

It could be argued that pandemic media coverage has become a class-
room for public health knowledge. While the media’s suggestions of hand
washing and mask wearing are nothing new; other suggestions teach
measures that were previously unheard of, like sterilizing groceries prior to
bringing them into the home.?® Even government issued guidelines regard-

94. Graham v. John Deere Co., 383 U.S. 1, 17-18 (1966).
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ing the pandemic response could be used to form an argument for teach-
ing.”?

3. Market Disruption Incentivizes Pandemic Invention

In KSR v. Teleflex, a strong marketplace incentive in the automotive
industry provided a reason to combine a mechanical accelerator pedal with
an electronic position sensor.!® In that case, the market of the 90’s was
trending toward computer-controlled engines which required electronic
input rather than the previously standard mechanical linkage.'”" Compared
to the mundane automotive market forces cited in KSR, surely the econom-
ic devastation of COVID-19 can be viewed to create market forces relevant
to the obviousness analysis for pandemic inventions. For example, stay at
home orders and corporate policies'®? could be argued to drive unprece-
dented demand for developing ergonomic workspace solutions for the
home. More drastic are markets where consumer participation has become
compulsory as a result of the pandemic. For example, government-issued
mask mandates!® generate compulsory participation in the market for face
masks. Where everyone is forced to buy a mask, the market incentive for
inventive differentiation from the competition is at its peak. An even more
extraordinary market phenomenon is seen where governments themselves
have taken on the responsibility to purchase millions of doses of vaccines
and provide them to every member of the public for free.!%* In this case, not
only is a new market for an inventive solution created by the pandemic, but
demand is artificially maximized by the government’s commitment to buy
it for everyone. For pandemic inventions, the obviousness analysis is likely
to view such market forces as a strong reason to combine existing prior art
elements.

4. Pandemic Panic Makes Inventive Solutions More Obvious to Try

Compared to pre-pandemic times, the sense of urgency of the pandem-
ic response may make certain inventions more obvious to try. In KSR v.
Teleflex, the Supreme Court noted that “[w]hen there is a design need or
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market pressure to solve a problem and there are a finite number of identi-
fied, predictable solutions, a person of ordinary skill has good reason to
pursue the known options within his or her technical grasp.”!% The desper-
ation of the pandemic provides ample market pressure for certain pandem-
ic-related inventions. In areas where there are a finite number of
predictable solutions available, pandemic-prompted supply shortages—Ilike
those seen in personal protective equipment!®® and in life support equip-
ment!'"—make traditional solutions unavailable. By reducing the number
of identified and predictable solutions available to the PHOSITA, the cir-
cumstances of the pandemic may make other solutions more obvious to try.

5. A Pandemic Invention May Be Cast as a Solution from a Prior Pan-
demic that Was Merely Updated with Modern Technology

Because this is not the first pandemic in human history, pandemic re-
lated inventions are potentially subject to the arguments that they just rep-
resent old technologies that have been updated in an obvious way to
incorporate what is now widely used technology. In KSR, the Court found
reason to combine prior art elements to equip an existing car pedal with
electronic controls because technological advancements made it clear that
computer-controlled engines would become the standard.'® In the context
of COVID-19, the evidence used to support such an analysis may combine
lessons learned from the 1918 flu pandemic with any of the technological
advancements in the one hundred years since.

Assuming that the component parts of a pandemic invention are found
in the prior art, it seems likely that the omnipresent pandemic provides
ample reason to combine in support of prima facie obviousness.

D. Secondary Considerations for Non-obviousness are Undermined

Where the available prior art, the ability of the PHOSITA, and a rea-
son to combine are found to support a prima facie case for obviousness, the
inventor’s last resort is to rebut the determination with objective evidence
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of non-obviousness.!?” Courts rarely hold that objective evidence is suffi-
cient to overcome prima facie obviousness, so the inventor must bring forth
an extensive argument.'!? There exist many established arguments to sup-
port such a case, including: commercial success, long-felt but unsolved
need, the failed efforts of others, copying by others, praise for the inven-
tion, unexpected results, disbelief of experts, and licensing of the inven-
tion.!"" Unfortunately for the pandemic inventor, however, the sanctuary
offered by these secondary conditions appears to be broadly undercut by
the pandemic. Because a causal nexus must be established between the
merits of the invention and secondary considerations for non-
obviousness,''”> many rebuttals which would be available in normal times
are seemingly eclipsed by pandemic circumstances.

The commercial success of a pandemic invention can be used to argue
that it is a non-obvious invention.''* In Innovention Toys v. MGA Enter-
tainment, the court held that commercial success despite “despite the obsta-
cles... encountered in the wake of Hurricane Katrina” was “highly
probative as an objective indicator of non-obviousness.”!''* A similar argu-
ment could be made on a much broader scale based on the pandemic. Bol-
stered by evidence of joblessness and recession, the inventor could portray
their invention to be of such a nature and value to society that it succeeded
in a hostile market. Such an argument for non-obviousness, however, is
deflated by the fact that commercial success is readily attributable to mar-
ket transformations as a result of the pandemic rather than the worthiness
of the invention. The pandemic has not only caused surges in demand for
existing pandemic-related products,''> but has also created new markets
from scratch. Where an inventor attempts to use a claim for commercial
success to support the non-obviousness of their invention, they will have to
overcome the fact that much of this success may have been brought on by
the pandemic itself. This could potentially be done by demonstrating that
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within the pandemic economy, the invention outperformed its competitors
based on the merits of its design.!'®

Copying of the invention or even licensing of it by others can support
an argument for non-obviousness by suggesting industry recognition of the
invention’s merits.!'” But in a world where pandemic-related inventions are
sold in a pandemic-driven market, copying by others may be viewed to be
driven by easy money rather than appreciation for the merits of the inven-
tion.

Praise for the invention is another potential basis to argue that the
merits of the invention rebut obviousness.!'® In a pandemic-affected world,
praise may be easy to come by for any pandemic invention and carry less
weight as an argument for non-obviousness. As discussed above, unfound-
ed praise for unsupported science has been broadly shared not only in so-
cial media but by sources which were previously viewed to be especially
trustworthy, like the president of the United States.!!” Praise for pandemic
inventions may be less a validation of technological merit and more a re-
flection of desperation and blind optimism toward putative solutions to
pandemic hardship. It should be noted that in a competitive field, this sec-
ondary consideration may remain a viable argument where the unequal
praise compared to competitors can be linked to the merits of the invention.

On the other hand, there are some secondary considerations which
may operate to the benefit of the inventor in the circumstances of the pan-
demic.

Inventors find support for non-obviousness where they can argue that
their invention addresses a long-felt but unmet need.!?® This argument,
however, is highly dependent on its framing. For example, humanity has
faced a threat of viral infection since the dawn of time, but this does not
mean that there was a pre-pandemic need for an invention that aids a local
microbrewery in manufacturing sanitizer. Similarly, the technology for
remote education has long had its problems, but the specific needs ad-
dressed by a pandemic inventor could have only come into public focus
during the pandemic when remote education became widespread across age

116. Such an argument is successfully made in Transocean v. Maersk, where the Court overturns a
finding that commercial success was not a result of the free market based in part by Transocean’s
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groups and other demographics. Both inventions address an unmet need,
but was it long-felt?

SecurityPoint v. United States discusses long-felt but unmet need in
the context of the terrorist attacks of 9/11.'2! Expert testimony stated that
the problem of long wait times in security lines became acute only after
9/11 and that the invention took place merely ten months later.'?> The court
rejected the argument that ten months was insufficient to argue non-
obviousness on the basis of long-felt but unmet need.'?* The court ultimate-
ly found that, “the law imposes no per se floor on the length of time needed
to establish a long-felt need in the art.” !4

This suggests that a court may be generous in viewing long felt but
unmet need in favor of the pandemic inventor. Like SecurityPoint, the un-
met needs of the pandemic can be argued to have become acute on known
dates based on the government responses like stay-at-home orders. Fur-
thermore, it is within reason that the solutions to address these needs could
be invented within a similar timeframe of 10 months.

The failed efforts of others can be used to support an argument that if
the invention was truly obvious, competing inventors would have figured it
out.!?> Such an argument would require the inventor to demonstrate that
others were trying to solve the problem addressed by their invention and
that they were not successful in doing so. This argument may be readily
available to inventors in technologies where the pandemic inspired parallel
inventorship or some sort of technological race. Because so many others
were vying to solve the problem, the fact that one inventor found the solu-
tion first indicates that they made an inventive leap in technology that
should be viewed as exceeding the obvious.

III. THE POLICY IMPLICATIONS OF HEIGHTENED OBVIOUSNESS IN A
PANDEMIC

The discussion above can be distilled into four ways that the pandemic
has disfavored related inventions with regards to the obviousness analysis.
First, the quantity of available prior art and the PHOSITA’s perceived ca-
pacity to combine it may both be increased by pandemic-fueled interaction
of disparate fields. Second, extensive media coverage and public discourse
results in a field of prior art that could be so immense and dynamic that it is

121.  SecurityPoint Holdings, Inc. v. United States, 129 Fed. Cl. 25, 45 (2016).
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difficult to track. Third, the pervasive impact of the pandemic provides
inventors with ample reasons to combine prior art elements into solutions
for pandemic problems. Finally, the circumstances of the pandemic could
undercut many of the secondary conditions which would support non-
obviousness of the invention. All of these factors combine to leave pan-
demic inventors at a disadvantage in gaining patent rights compared to their
pre-pandemic peers.

Accepting the proposition that pandemic-related inventions could be
at a unique disadvantage when subjected to the modern obviousness analy-
sis, the next question is whether it matters. Up to this point, this paper has
viewed the obviousness analysis as it is applied in the trenches of the exam-
iner’s office or judge’s courtroom. Moving forward, it explores the under-
lying policy which supports these governing rules. By operating to the
detriment of the pandemic inventor, is the modern obviousness jurispru-
dence acting contrary to the principles intended to regulate the patent re-
ward? Is the analysis led astray by the extraordinary circumstances of a
generational pandemic?

Because obviousness is such an elusive concept to measure, the rules
and analysis cited above represent the Court’s best effort at creating a
proxy framework to carry out a policy justification for awarding the patent
privilege. The United States patent system is at its core a utilitarian en-
deavor to encourage disclosure of new technologies for the benefit of Unit-
ed States citizens.'?° This concept traces back to the constitutional mandate
that “Congress shall have Power . .. To promote the Progress of Science
and useful Arts, by securing for limited Times to Authors and Inventors the
exclusive Right to their respective Writings and Discoveries.”'?” From
these constitutional roots has grown a patent system which operates on
behalf of society to obtain the disclosure of technology by granting the
inventor a right to exclude others from making, using, offering to sell, or
selling it for 20 years.!?® This right to exclude can be extraordinarily lucra-
tive to the inventor but can also operate to stifle overall progress in the
useful arts.'? With this in mind, it is important that the operating rules of
patent law strike a balance which holds true to their purpose.

During a pandemic which impacts so many aspects of society, the
need for adaptation to a new way of life could inspire a wave of inventive
activity. As the current pandemic recedes, so too will many of the accom-
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panying issues facing society, but some could be here to stay.'’® While the
optimist may view the pandemic as transient, some experts anticipate a
pandemic-riddled future.’®! As such, inventions which may have been
prompted by this once-in-a-century catastrophe could find an enduring new
market. For example, inventions that enabled a manufacturing ramp up of
consumables like personal protective equipment and cleaning supplies may
find a lucrative long-term market due to a lasting change in post pandemic
hygiene. Patent protection for such inventions could prove to be a very
valuable asset to the pandemic inventor, but is it deserved?

On the one hand, innovation is crucial to society’s collective success
by not only fighting the pandemic directly through vaccines and therapies,
but also in maintaining the viability of our economy and other necessary
social constructs. From this perspective, one might jump to the conclusion
that the government should encourage innovation by all available means,
including incentivization through lucrative patent rights. Under this line of
thought it would seem appalling that the pandemic inventor has less access
to patent rights when compared to their pre-pandemic peers. A system de-
signed to foster innovation should not be easily undermined by a crisis
which demands the very same innovation.

On the other hand, it could be argued that the privileges of the patent
holder to exclude others from practicing their claimed technology represent
a public embarrassment, or an offense to “the inherent free nature of dis-
closed ideas”.'3? Monopolistic grants, like patents, should be reserved only
to circumstances in which the technology would not have been developed
otherwise.'3? In this case, the pandemic represents a circumstance where an
invention would be elicited absent the inducement of the patent reward.
Therefore, the system of patent law would be right to exercise discretion.

One framework for understanding the policy goals of the obviousness
analysis poses two theories to justify granting patent rights.!3* The first
theory can be classified as cognitive in that it awards patent rights to only
those inventions which demonstrate a worthy exercise of insight and crea-
tivity.!3 The second theory can be described as an economic approach
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which asks if the patent incentive is required to induce innovation or
whether market forces alone would have been sufficient to bring about the
same social good.!*® While the current obviousness framework focuses
more on the economic approach, the cognitive theory plays a conceptual
role in an obviousness determination as well.'3’

A. The Cognitive Approach

The cognitive justification for obviousness looks for an exceptional
level of inventor insight or creativity in reaching the claimed technological
advancement to surpass the obviousness bar to patentability.'3® This theory
is alluded to in Supreme Court dicta stating that “the results of ordinary
innovation are not the subject of exclusive rights under the patent laws.
Were it otherwise patents might stifle, rather than promote, the progress of
useful arts.” 1%

At first glance it may seem that the pandemic has no impact on an in-
ventor’s innate capacity at technical insight or creativity; therefore, it
should not impact an inventor’s ability to attain a patent. This conclusion,
however, is based on a subjective view of creativity tied to the individual
inventor and is not supported by the law.!¥® Such a subjective analysis is
rightly quashed because a patent system charged with promoting societal
advance in the useful arts must evaluate advancement using a societal
gauge. As such, it makes sense that technical insight and creativity are con-
sidered in the obviousness framework through a more global and objective
inquiry into the prior art and the PHOSITA. The prior art demonstrates the
state of technology at the time of invention, a baseline from which the ad-
vancement is measured. The PHOSITA is the objective measuring stick by
which the advancement is gauged.

As noted above, the interaction of disparate fields in response to the
pandemic may result in a scenario where the influx of prior art has raised,
or simply obscured, the baseline from which to measure advancement.
Furthermore, industry mingling may result in a situation where the objec-
tive PHOSITA becomes less representative of the inventor contributing to
the field. As a result, the pandemic inventor may have a more difficult time
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overcoming an obviousness assertion. If these conditions effectively raise
the level of creativity and insight necessary to earn a patent, is it fair to the
pandemic inventor?

One may argue that the way the obviousness framework approaches a
turbulent field of prior art unfairly penalizes inventors during a time of
massive disruption. The tidal wave of discourse related to the pandemic
creates a situation where inventors may not be aware of the state of the art.
It may seem unfair that a pre-pandemic and a pandemic inventor could both
make advancements of equal creativity and insight, but the pandemic in-
ventor would be punished due to an influx of prior art which they could not
keep tabs on. But this argument does not hold up. Regardless of the inven-
tor’s knowledge it is a fundamental principle that “once an invention is in
the public domain, it is no longer patentable by anyone.”'*! Pandemic or
not, the system of patent law must not be used to retract technology from
the public domain because that would stifle the advancement of the art.

One may argue that by using the objective PHOSITA standard to
measure the advancement of the art, the obviousness analysis improperly
discards the work of inventors operating outside their normal fields. This
argument applies to scenarios in which, due to the pandemic, an outside
inventor contributes to a field with an especially sophisticated PHOSITA.
To patent an invention in such a field, the outside inventor must overcome
a high bar set by the “inferences and creatives steps” of the more sophisti-
cated PHOSITA.!#? This inventor may be denied recognition and reward
for their contribution just because the elite class of those ordinarily operat-
ing in the field could have thought of it. The fact that those in the field did
not think of this hypothetical invention would seem to suggest that it was
creative and not obvious; however, this argument is subject to the rebuttal
that prior to the pandemic the problem just didn’t exist.

In general, the policy of reserving the patent reward to inventions born
of worthy creativity and insight seems to survive the potential impact that
the pandemic has on the modern obviousness analysis. Despite the potential
for the individual pandemic inventor to be disadvantaged, the level of crea-
tivity and insight must be viewed objectively and at a societal level.

141. Blue Calypso, L.L.C. v. Groupon, Inc., 815 F.3d 1331, 1348 (Fed. Cir. 2016) (quoting In re
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B. The Economic Approach

The economic approach considers whether the patent incentive is re-
quired to induce innovation or whether market forces alone would have
been sufficient to bring about the same social good.'** This theory seeks to
avoid the societal cost imposed by the exclusivity of patent rights on tech-
nologies which could have otherwise entered the public domain.!** To this
end, American patent law seeks “to develop some means of weeding out
those inventions which would not be disclosed or devised but for the in-
ducement of a patent.”!4’

As discussed above, the pandemic may have generated a flood of prior
art, and where the elements of an invention exist in the prior art, the pan-
demic provides ample reasons to combine them. This suggests that many
pandemic inventions would have been devised and disclosed absent the
inducement of the patent reward. Therefore the predicted result that a pan-
demic inventor is disadvantaged in attaining patent rights comports with
the economic policy approach to obviousness.

While the reasons to combine that are considered in this analysis were
limited to those widely accepted by courts, it should be noted that the pan-
demic may provide other inducement for innovation and disclosure. For
example, in fields that are emerging or especially active as a result of the
pandemic, inventors may be incentivized to disclose their technologies
early in an effort to block competitors from attaining patent rights.'# Addi-
tionally, faced with pandemic, some inventors may even find a moral im-
perative to share their technology to the benefit of humanity. It seems that
in the context of a pandemic, the patent’s economic incentive may be less
necessary for the progress in the useful arts.

CONCLUSION

This note merely speculates on the potential impact of COVID-19 on
the obviousness analysis for pandemic inventions. In each step of the obvi-
ousness framework there exists a potential disadvantage facing the pan-
demic inventor. The field of prior art is not only inundated with pandemic
media coverage but expanded as disparate fields interact. Where the pan-
demic causes industry players to intermingle, the PHOSITA becomes less
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likely to resemble the inventor. The pandemic itself provides a solid set of
reasons to combine which could support a prima facie case for obvious-
ness. Finally, many of the last-ditch rebuttal arguments that have been rec-
ognized by courts to counter prima facie obviousness are undermined by
the circumstances of the pandemic. As a result, it appears that pandemic
inventors may have diminished access to patent rights when compared to
their non-pandemic peers. Although it may seem unfair, this outcome is
broadly supported by the policy of patent law which seeks to award patent
rights only where necessary to induce exceptional creativity in advancing
the useful arts.



