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BANNER & WITCOFF, a national
law firm with MORE THAN 100
ATTORNEYS AND NEARLY 100
YEARS OF PRACTICE, provides legal
counsel and representation to the
world’s most innovative companies.
LITIGATION
Banner & Witcoff has represented significant clients
at the center of cases that reached the FEDERAL
CIRCUIT, SUPREME COURT and INTERNATIONAL
TRADE COMMISSION. In recent years, the firm
represented NIKE in its case involving the trademark
registration on its Air Force 1 sneaker trade dress
and Lexmark International in its case over patent
exhaustion for printer toner cartridges. The firm
currently represents Converse in its case involving
the iconic trade dress of the Chuck Taylor All Star
shoes. The firm has also achieved successful results
for significant clients, including YETI Coolers, in
district court litigation. We recently helped YETI
reach a settlement agreement with RTIC Coolers,
ending the infringement lawsuits YETI filed against
them and requiring the company and its owners
to pay YETI an unspecified amount and to stop
selling all products accused of infringement.
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BANNER & WITCOFF WAS A TOP FILER
OF IPR PETITIONS AT THE PATENT TRIAL
AND APPEAL BOARD IN 2017

POST-ISSUANCE PROCEEDINGS
Banner & Witcoff has been involved with postissuance proceedings since the America Invents
Act was signed into law in 2011, and was recently
recognized for being among the law firms filing the
most INTER PARTES REVIEW petitions in 2017.
The firm filed 44 IPR PETITIONS for Comcast
alone, and appeared in nearly double that number of
proceedings for both petitioners and patent owners,
in the first half of the year. The firm’s involvement
in post-issuance proceedings also increased its
involvement in litigation at the Federal Circuit. The firm
successfully defended an IPR for a multinational leader
in electronic design automation through appeal, and
handled several other appeals from IPRs before the
Federal Circuit. The firm is a founding member of the
PTAB Bar Association and introduced a first-of-its-kind
class at Northwestern University that prepares law
students for handling post-issuance proceedings.
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Preparation and prosecution of utility patent
applications, both in the United States and abroad,
was the historical basis for the firm’s practice at its
founding in the 1920s. Our prosecution teams manage
large patent portfolios that range from SEVERAL
HUNDRED TO SEVERAL THOUSAND patents and
patent applications, and typically include substantial
numbers of foreign patents and applications.
BANNER

Companies spend valuable time and money
developing new techniques and designing
innovative products, and call on us to help them
understand laws that protect these assets.
We work with our clients on patents, trademarks,
copyrights, domain names and trade secrets,
all of which can be used alone or in combination,
to help them gain an edge over their competitors,
create a revenue source and enhance the
value of their business. We provide counseling
and opinions services, including landscape
studies, infringement/non-infringement opinions,
validity/invalidity opinions, freedom to operate
evaluation and global filing strategies. We also
help them establish invention award, review and
prosecution programs, and provide support when
they launch new products or want to maintain
commercial advantage for existing products.
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TRADEMARKS
Our firm also has extensive experience in obtaining and
enforcing design patents. In 2017, we not only obtained
MORE U.S. DESIGN PATENTS than any other law firm
in the country for the 15TH CONSECUTIVE YEAR,
but we set a NEW RECORD for the most U.S. design
patents obtained by a law firm in a single year.
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Banner & Witcoff works to protect, defend and
enforce famous brands and handle complex
trademark issues for significant clients,
including Allstate, NIKE and Toshiba. The firm
recently represented complainant Converse in
one of the LARGEST TRADEMARK CASES
in International Trade Commission history,
In re Certain Footwear Products, and was
a LEADING FILER of trademark litigation
complaints before federal district courts in
2017. Globally, we are managing MORE THAN
12,000 active trademark applications and
registrations in MORE THAN 170 COUNTRIES
on behalf of nearly 1,000 CLIENTS.
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Intellectual Property Alert:
Supreme Court Weighs in on Apparel Design Copyrightability in
Star Athletica v. Varsity Brands
By Darrell G. Mottley
March 23, 2017 — On March 22, 2017, the U.S. Supreme Court, in a 6-2 decision, affirmed the
August 2015, ruling by the U.S. Circuit Court of Appeals for the Sixth Circuit in Star Athletica
LLC v. Varsity Brands Inc., and affirmed that two-dimensional graphic designs are entitled to
copyright protection as “pictorial, graphic, and sculptural works” under the copyright law for
useful articles under certain circumstances. This is the first time the U.S. Supreme Court has ruled
on copyright protection for apparel.
Why is this case important?
Fashion is part of the creative economy. The fashion and apparel design sector brings together
fashion creatives, executives, and entrepreneurs in more than 200 countries. According to industry
reports, fashion is a more than $1.2 trillion global business with more than $250 billion spent
yearly in the United States. Copyright protection for fashion design has been difficult to obtain
and is very limited, mainly due to previous copyright rulings that clothing designs are utilitarian
or functional.
Background - Varsity Brands v. Star Athletica
Despite the general reluctance to grant copyright protection to apparel designs, Varsity Brands,
Inc., received U.S. copyright registrations for several of its cheerleading uniform designs for “twodimensional artwork.” The Varsity designs included graphical elements such as stripes, chevrons,
zigzags, and colorblocks (see image below).
Star Athletica also sold cheerleading uniforms. Star Athletica advertised
cheerleading uniforms that were similar in appearance to Varsity’s designs,
and so Varsity sued for copyright infringement based upon their registered
designs.

Figure 1: Varsity
Brands' copyrighted
design

The district court ruled that Varsity’s copyrights of the arrangement of
stripes, chevrons, zigzags, and colorblocks of cheerleader uniform designs
were invalid because the noted arrangement was not separable from the
uniforms. Dissatisfied with the result, Varsity appealed the district court’s

judgment to the U.S. Court of Appeals for the Sixth Circuit. On August 19, 2015, Varsity prevailed
at the Sixth Circuit. The district court’s judgment was vacated and Varsity won on the issue of
whether the designs are copyrightable pictorial, graphic, or sculptural works. On May 2, 2016, the
Supreme Court agreed to review the appellate court decision.
The Separability Test Explained and Examined by the Supreme Court
The difficult hurdle for copyright protection of clothing designs as useful articles is to pass the socalled “separability” test. The separability test permits copyright protection only if, and to the
extent that, the design incorporates graphic, pictorial, or sculptural features that are conceptually
or physically separable from the utilitarian aspects of the article. 17 U.S.C. §101. Courts have
struggled to formulate an effective test for determining conceptual separability. The Supreme
Court in Star Athletica now sets forth a new two prong test —
A feature incorporated into the design of a useful article is eligible for copyright
protection only if the feature (1) can be perceived as a two- or three-dimensional
work of art separate from the useful article and (2) would qualify as a protectable
pictorial, graphic or sculptural work — either on its own or fixed in some other
tangible medium of expression — if it were imagined separately from the useful
article into which it is incorporated.
In applying the new test, which is strikingly the same as the statutory language in the Copyright
Act, the Court rules that “the designs on the surface of the respondents’ cheerleading uniforms in
this case satisfy these requirements.” However, while the two-dimensional surface decorations are
protectable, the Court explicitly confirms that the new test “does not render the shape, cut, and
physical dimensions of the cheerleading uniforms eligible for copyright protection.” Further, the
Court notes that Varsity’s copyrights “may prohibit only the reproduction of the surface designs
in any tangible medium of expression — a uniform or otherwise.”
The Court in reaching its decision rejected several arguments advanced by Star Athletica to
invalidate the cheerleader uniform designs of Varsity. As advanced by Star Athletica, the broad
definition of “utility” is that the uniform identifies the wearer as a cheerleader or member of
cheerleading team. Hence, the feature of the uniform would not be separable from the utilitarian
aspect. The Court rejected this line of reasoning stating that “[t]he focus of the separability inquiry
is on the extracted feature and not on any aspects of the useful article that remain after the
imaginary extraction.” Additionally, the Court rejected Star Athletica’s argument that there must
be a nexus of marketability of the pictorial, graphic, or sculptural feature separated from the useful
article. Finally, the Court rejected Star Athletica’s argument that copyrightability of pictorial,
graphic, or sculptural features must be based on an inquiry of whether the designer’s artistic intent,
methods, reasons, and purposes were exercised independently of functional influences.
The Dissent
Writing for the dissent, Justice Breyer did not agree that Varsity’s designs are eligible for copyright
protection. He writes that “[e]ven applying the majority’s test, the designs cannot “be perceived

as . . . two-or three-dimensional work[s] of art separate from the useful article.” He writes that
under the first prong of the new test —
“You will see only pictures of cheerleader uniforms. And cheerleader uniforms are
useful articles. A picture of the relevant design features, whether separately
“perceived” on paper or in the imagination, is a picture of, and thereby
“replicate[s],” the underlying useful article of which they are a part.”
Thus, the designs of Varsity are not capable of existing independently of the utilitarian aspect of
being cheerleading uniform. Of note, Justice Breyer points to design patents as providing
protection of useful articles.
Key Takeaways
Of note, the majority opinion did not provide much guidance on how to apply the new test. Hence,
to present a stronger case of copyright protection for an article of apparel, the copyright owner
should clearly identify the pictorial, graphic, or sculptural feature in the work of art, and make sure
that the utility function of the clothing (e.g., useful article) can be defined separate and apart from
any graphical, pictorial, or structure features.
As noted by the majority opinion, the test “does not render the shape, cut, and physical dimensions
of the cheerleading uniforms eligible for copyright protection.” Design patents are an important
vehicle to protect apparel designs. The dissent mentions several times that design patents could be
used to protect apparel designs, instead of copyrights. Nevertheless, selection of design patent
protection should be based on dynamics, including strategies to maximize design rights, design
prosecution and examination, enforcement, and related factors.
In most cases, high-value fashion designs will need a blend of design patent, copyright, and
trademark protection to combat fashion piracy. Clients and attorneys will need to carefully
consider the best routes for intellectual property protection of each article to determine which is
most consistent with the client’s business objectives.
Click here to download the opinion in Star Athletica LLC v. Varsity Brands Inc.
To subscribe or unsubscribe to this Intellectual Property Advisory,
please send a message to Chris Hummel at chummel@bannerwitcoff.com.
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Understanding the Digital Millennium Copyright Act (DMCA) has become
increasingly important for companies that want to protect their digital content.
The DMCA was created primarily as a solution for service providers such as
YouTube that host content uploaded by third parties rather than create their
own original content. Service providers benefit from the DMCA because it
protects them from liability in the event content uploaded to their site infringes
another’s copyrights.
While the DMCA addresses a number of copyright issues, the “safe harbor”
provision remains one of its most important aspects. Online service providers
that provide electronic storage, search engines, directories, and other
information can benefit from safe harbor protections. However, providers
seeking to benefit from DMCA protections must comply with certain provisions,
some of which are addressed below.

1. Submit a new online service provider agent designation.
December 31, 2017, ends the U.S. Copyright Office’s period for transitioning from paper to online service provider agent designations. The
Copyright Office introduced a new online registration system and service provider agent directory in December 2016, to replace its paperbased system. Paper designations for service provider agents are no longer accepted. Additionally, the Copyright Office now provides a
publicly available online directory of contact information for all designated agents. The database is useful for determining the appropriate
party to contact in the event a takedown notice needs to be filed.
To receive DMCA infringement claims, a service provider agent must be designated with the Copyright Office. A designation includes providing
the Copyright Office with the agent’s up-to-date contact information. Agent designations made with the office prior to December 1, 2016, will
expire after December 31, 2017. Service providers must electronically designate an agent by December 31, 2017, to benefit from safe harbor
protection. Visit the DMCA website to register or re-register an agent before the deadline.

2. Establish notice and takedown procedures.
Another aspect of the DMCA is the notice and takedown procedure. Under this procedure, copyright owners may submit a list of allegedly
infringing content to a service provider’s designated agent. Once a service provider has been made aware of infringing content, the DMCA
requires the content be expeditiously removed.
Service providers are encouraged to establish internal notice and takedown procedures for removing infringing content. Establishing notice
and takedown procedures is particularly important for companies allowing users to post content on their websites. Notice and takedown
procedures are also beneficial for ensuring that takedown notifications are timely and accurately addressed. Service providers may even
escape monetary liability when infringing content is promptly blocked or removed from their sites.
As part of notice and takedown procedures, it is best practice to include a policy for terminating accounts of repeat infringers. Repeat infringer
policies are key for service providers because of DMCA Section 512(b), which requires that providers immediately take down infringing content.
If a party sends multiple takedown notices to a provider to no avail, that party can bring a claim against the service provider for its failure to
expeditiously remove and/or block the infringing content.

In addition to maintaining a notice and takedown procedure, companies should include information about their DMCA policies on their
websites in the Privacy Policy or Terms of Use sections. It is best practice to outline your company’s policies regarding the ways in which it
handles DMCA complaints to put users on notice.

3. Avoid using another’s copyrighted materials on your website.
Companies may receive a DMCA takedown notice in response to web content that is allegedly being used without permission of the copyright
owner. By affording copyright notices when displaying another’s copyrighted material, companies can help protect against DMCA complaints.
When in doubt, contact copyright owners to request permission to use their work on your site.
For companies with interactive websites, such as those with message boards, blogs, and comment sections, regular monitoring of posts is
crucial. Content uploaded by third parties, including both text and photographs, should be reviewed regularly to check for copyright
infringement. Failure to monitor and take action against infringing content can expose a company to liability.

4. Use links for referencing online material located on another site.
The DMCA’s safe harbor provision Section 512(d) states that service providers will not be held liable for referring or linking users to a site
containing infringing material. Rather than directly posting content on your site, a better practice is to refer to or provide a link to content that
is located elsewhere. By providing a link to the original content instead of reposting that content, companies can avoid monetary damages.
To benefit from Section 512(d), the DMCA requires that the content provider:
1. not have actual knowledge that the linked material is infringing;
2. not gain financial benefit from the infringing content if the content provider has the right and ability to control that content; and
3. expeditiously remove or block access to allegedly infringing content upon receiving notice of the infringing content

5. Monitor the web for infringing content and file takedown notices where appropriate.
When encountering content that infringes your company’s copyrights, one response is to send a notice to the service provider to request a
takedown of the content. The following are required in a takedown notice:
1.
2.
3.
4.
5.

the electronic or physical signature of the copyright owner;
identification of the copyrighted work;
a description of and link to the infringing content;
the owner’s name and contact information; and
a sworn statement that he/she is the owner, and did not provide permission for the content to be uploaded to the site.

Before sending a takedown request, it is crucial to save a copy of the allegedly infringing content. Once the takedown request is processed, the
content will be removed and no longer accessible, assuming the request is successful. Maintaining a record of the content will be useful should
future issues arise with the infringer.
Section 512(g) permits a subscriber to file a counter-notification with the service provider after receiving a takedown notice. A counternotification is an opportunity to respond to and contest the filing of a notice and takedown after content has been removed. If successful, a
counter-notification can result in the content being restored to the site.
The following are required when submitting a counter-notification:
1. the name, address, telephone number, and signature (physical or electronic) of the subscriber;
1. identification and location of the removed or disabled content prior to it being removed or disabled;
2. a statement under penalty of perjury that the subscriber has a good faith belief that the material was removed or disabled because of a
mistake or misidentification; and
3. a statement that the subscriber consents to the local federal court and that the subscriber will accept service of process from the
complaining party.
By following the five steps addressed above, companies can better understand and comply with the DMCA. Companies should contact a
copyright attorney for questions about the DMCA or advice regarding takedown procedures and strategies.
Tags: Copyright, copyright infringement, Copyright Office, copyrights, digital millennium copyright act, dmca, DMCA Section 512, DMCA
Takedown, Guest Contributor, safe harbor, Take Down Notices, Take Down Procedures, youtube
Posted In: Copyright, Digital Millennium Copyright Act, Guest Contributors, IP News, IPWatchdog Articles, IPWatchdog.com Articles,
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Legal framework
The legal system in the United States provides
several venues for securing the protection of
a design. The appearance of a product can
potentially be protected by the following
types of IP right:
• design patents;
• copyrights;
• trade dress; and
• utility patents.

Although copyrights and trademarks are
popular forms of intellectual property covering
aesthetics, design patents are generally
the intellectual property form of choice in
most situations. According to US Patent and
Trademark Office (USPTO) statistics, in 2016
the number of design patents issued increased
by 11% over the prior year and the annual
number of design patent grants has steadily
increased over the past 40 years.

Each form of intellectual property has
its own requirements for protection, test
for infringement and statutes governing
remedies. The specific type or types of IP right
used to protect a design will typically be fact
specific. In many instances, designs may be
protected by more than one form of IP right.
In some cases, a product’s design could be
covered by all four methods of protection.
When seeking IP protection for any design, an
analysis of the advantages and disadvantages
of each form of protection should be
considered. For example, acquiring utility
patent rights in conventional manners can
affect the ability to procure other IP rights.

Unregistered designs
Design patents
Under the US patent law statute, no protection
is presently available for unregistered designs.
All design patent-related rights must be
procured by the timely filing of a design patent
application at the USPTO and the subsequent
grant of a design patent by the USPTO.

www.WorldTrademarkReview.com

Copyright
Assuming the underlying work is protectable,
copyrights are created when the design is
fixed in a tangible medium of expression.
For works created after January 1 1978,
copyrights generally provide protection for a
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term of 70 years after the death of the author.
If a work is created by multiple authors, the
term lasts for 70 years after the last surviving
author’s death. For works made for hire, the
term is the shorter of either 95 years from first
publication or 120 years from creation.
Copyrights may provide protection for
certain elements of a design. A feature that
is part of a useful article is protectable by the
copyright regime when:
• it can be perceived as a two or threedimensional work of art separate from the
useful article; and
• it would qualify as a protectable pictorial,
graphic or sculptural work – either on
its own or fixed in some other tangible
medium of expression – if it were imagined
separately from the useful article into
which it is incorporated.
Trade dress
Once consumers identify trademarks –
including trade dress – as source identifiers,
common law rights attach and can be
relied on to protect the trademark where
use has occurred. Due to the additional
benefits afforded to federally registered
trademarks, including nationwide rights
and presumptions of validity, applying for
a federal trademark registration is often
recommended. Trademark rights protect
against a likelihood of consumer confusion in
the marketplace.
Trade dress includes product
configuration and product packaging
trademarks. Unlike other types of trademark
– including product packaging trademarks,
which can be inherently distinctive – product
configuration trademarks are never seen as
inherently distinctive and therefore it can
be harder to prove that they are protectable
and registrable. For a product configuration
trademark to be protectable, it must:
• serve as a source identifier;
• have acquired distinctiveness (also
referred to as ‘secondary meaning’); and
• not be de jure functional.
If trademark protection for trade dress
is desired, steps should be taken from the
outset to make the trademark protectable,
including identifying non-functional aspects
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in the product design or product packaging
and ensuring that non-functional trademark
features are not advertised as functional.
Registered designs
Design patents
Design patents are governed by the US patent
law statute. As set forth in 35 USC § 171, design
patents provide protection for the ornamental
design of an article of manufacture. A design
patent gives the owner exclusive rights to
make, use, sell, offer for sale and import the
design in the United States. A design patent
protects only the visual design aspects of a
product, not its underlying functionality. As an
example, designs can protect various products
ranging from consumer electronics devices to
apparel, fashion accessories to automobiles
and manufacturing parts to product packaging.
Design patents can also be used to protect
on-screen graphical images and animations (ie,
graphical user interfaces). Essentially, design
patents may be used to protect the designs
of almost any type of article of manufacture,
provided that all statutory provisions are met.
As noted above, it is the IP right of choice for
most industrial designs.
Each design patent in the United States
has a single claim. The scope of the claim
focuses primarily on the design depicted in
the figures and is generally complemented by
a short written description explaining features
or aspects of the drawings. The drawings may
be line drawings, photographs or computerrendered images.
Designs can also be directed to individual
portions or features of a product. Accordingly,
much of the strategy to protect designs in the
United States has developed around a creative
use of portion practice. This is commonly
done by depicting the portion of the design
for which protection is sought in solid lines
and rendering the remaining subject matter
in dashed lines. There are many reasons to
consider in detail which portions – if any
– should be disclaimed, and the benefits of
using an experienced practitioner in this
regard should not be underestimated.
Design patent grants emanating from
applications filed in the United States on or
after May 13 2015 enjoy a term of 15 years
from the date of grant. Design patent grants
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emanating from applications filed in the
United States before this date have a 14-year
term. The United States does not require
any renewal or maintenance fees for design
patents to remain in force through their terms.
Copyright
No registration is required to be entitled to
rights under copyright law. Nonetheless, filing
a copyright application with the US Copyright
Office is a prerequisite for bringing a lawsuit
to enforce the copyright. There are also
important advantages of timely registration,
including the entitlement of certain
evidentiary presumptions and the ability to
seek statutory damages and attorneys’ fees.
Trade dress
Trade dress trademarks may be federally
registered at the USPTO. The available bases
under which a federal trademark application
may be filed are:
• actual use of the mark in commerce;
• intent to use;
• a foreign application;
• a foreign registration; and
• the Madrid Protocol.
The Madrid Protocol allows for extended
protection in the United States through
the applicant’s country of original filing.
As product configuration trademarks need
acquired distinctiveness to be registered on
the Principal Register, they should be filed
only if the trademark is already in use in the
United States.
Registration on the Principal Register
gives the owner many important benefits,
including:
• legal presumptions of ownership and
validity;
• US registration as a basis to obtain
registrations in foreign countries;
• the ability to register the mark with the US
Customs and Border Protection to limit
importation of infringing foreign goods;
• the right to use the registered trademark
symbol ‘®’;
• a bar to registration of confusingly similar
marks; and
• constructive notice to the public of the
registrant’s claim of ownership of the mark.
www.WorldTrademarkReview.com
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Utility patents
Utility patents can sometimes be used to
protect the appearance of an article. In many
cases, the scope of the right can be broader
with a utility patent than with other rights. The
scope is defined by written claims at the end of
the application, and these written claims can be
drafted to cover a wider variety of appearances
than just those shown in the drawings. It is
generally much more difficult to obtain a utility
patent directed to the appearance of an article
than to a design patent. In most of these utility
patent grants, there is a non-obvious benefit
associated with the appearance of the product.
Procedures
Design patents
Design patents are obtained by filing a
design patent application with the USPTO.
Applications are reviewed by a patent
examiner to ensure that the design claim
meets all statutory provisions. The examiner
also searches prior art to determine whether
the design is novel and non-obvious.
The examiner reviews the drawings
and written specification to confirm that
the claimed design is clear, consistent and
enabled. Along this line, the USPTO expects
that the design be disclosed with a greater
level of detail and clarity as compared to most
countries. Objections and rejections are not
uncommon, especially when the applicant
is unfamiliar with typical US drawing
conventions. Line shading or stipple shading
is commonly used in the United States to aid
in showing the contours of various surfaces of
the design.
If the examiner issues a rejection or
objection, the applicant has the opportunity
to respond. The response often requires an
amendment. When making an amendment,
however, the introduction of new matter is
prohibited.
Each design patent is entitled to only
one design claim. Thus, if multiple distinct
patentable embodiments are presented, the
examiner will issue a restriction requirement
and the applicant will need to choose one
design invention to pursue. Divisional
applications may be filed to protect non-elected
design embodiments at any time while the
application remains pending.
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The United States also has a duty of
disclosure that requires the inventor, the
applicant and those involved in the design
patent prosecution to submit to the USPTO
prior art references that may be material to
the examination of the design claim. This duty
extends until the design patent is granted.
A US design patent application can be
initiated through the Hague Agreement
for Industrial Designs by filing a Hague
application and designating the United States;
however, given the nuances associated with

prosecuting a design patent application
in the United States, consultation with an
experienced US design patent practitioner is
strongly recommended. For example, while
collective design applications are permitted in
Hague filings, the USPTO will commonly issue
restriction requirements.
Copyright
Unlike design patents, copyright applications
are not compared to previously disclosed
material during their examination. Instead,
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Much of the strategy to protect designs in the United
States has developed around a creative use of portion
practice. This is commonly done by depicting the
portion of the design for which protection is sought
in solid lines and rendering the remaining subject
matter in dashed lines
the US Copyright Office assesses whether the
statutory requirements for proper subject
matter are satisfied.
Trade dress
Like design patents, trademarks are examined
at the USPTO. A trademark examining
attorney analyses each application to ensure
that the statutory requirements are met and that
it is unlikely to cause confusion with existing
trademarks. Proof may be required to show that
the trade dress is distinctive or non-functional.
On registration, additional fees and
submissions are required to maintain
trademark registration and protection. Between
the fifth and sixth year following registration,
the registrant must file a declaration of use
including a fee and proof of use in the United
States. To keep the registration alive, the
registrant must again file a declaration of use
every successive 10 years.
Utility patents
Similar to a design patent application, a
utility patent application must be filed with
the USPTO to start the prosecution process.
The patent examiner will review the claims
for novelty, non-obviousness and other
statutory provisions. It is not uncommon for
applications to be initially rejected. If the
application is allowed and the issue fee is paid,
the term of the utility patent will normally be
20 years from the date of filing. After a utility
patent grants, maintenance fees are due at 3.5,
7.5 and 11.5 years from grant to keep the utility
patent in force.
www.WorldTrademarkReview.com

Enforcement
Design patents
The grant of a design patent entitles the
owner to exclusive rights to that design,
such that the owner may bring suit against
an infringer. In order to assess whether a
design patent has been infringed, the scope of
protection available to the allegedly infringed
design must be properly determined. For
design patents, the scope of protection does
not include the functionality underlying
the overall design and does not extend
to a general design concept. The drawing
figures and the specification determine
the scope of the claimed design. The
drawing figures provide a visual, while
the specification discloses any additional
descriptive information that may assist in
describing the images provided. The test for
design patent infringement, known as the
‘ordinary observer’ test, assesses whether
the accused design and the patented design
are substantially the same in the eyes of an
ordinary observer.
The design patentee has the burden to
prove infringement, which need be proven
only by a preponderance of the evidence.
To invalidate a design patent, the accused
infringer has the burden of proof, which must
be shown by clear and convincing evidence.
Copyright
Copyright infringement occurs when
a protected copyright is reproduced,
distributed, publicly displayed or copied in a
derivative fashion without permission from
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the original copyright owner. To determine
whether a copyright has been reproduced
without authorisation, US courts refer to the
‘substantial similarity’ standard. An infringing
work can still be substantially similar to the
original copyright even if some features are
slightly changed or altered. Depending on the
form of the copyrighted work and method of
infringement, various tests are employed to
evaluate whether the substantial similarity
standard has been satisfied.
Trade dress
Once a plaintiff has proven ownership of its
asserted trademark, courts use the likelihood
of confusion test to determine whether
the owner’s trademark has been infringed.
Infringement occurs when a junior user’s use
of a trademark is similar enough to the senior
user’s use of its trademark that it causes a
likelihood of consumer confusion as to the
source or quality of the goods or services.
The USPTO balances the DuPont
factors laid out by the Federal Circuit when
determining a likelihood of confusion. These
factors include an evaluation of the similarity
or dissimilarity of various aspects of the marks
(eg, the goods or services being sold, the visual
appearance and the commercial impression),
the sophistication of consumers, the strength
or fame of the senior mark, any actual
confusion and the risk of potential confusion.
Ownership changes and rights transfers
Design patents
In the absence of a legal obligation, rights
to a design patent belong to the inventor.
The rights can be assigned or transferred.
Recordation of assignment rights with the
USPTO is recommended, as it can provide
evidentiary benefits.
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Copyright
Unless there is a work-for-hire agreement, the
rights to a copyright will initially belong to the
author of the work. These rights can also be
assigned or transferred.
Trade dress
Like all trademarks, trade dress rights
belong to the user. Trade dress rights may be
assigned, but in order for the rights to remain
valid, use of the trade dress must continue.
Further, the goodwill in a trademark cannot
be separated from the trademark itself.
Therefore, an assignment should always
assign both the trademark rights and related
goodwill for the assignment to be effective.
Recordation of assignment rights with the
USPTO is highly recommended.
Related rights
Generally, the rights as enumerated above
provide the applicable set of enforceable
rights related to design protection; however,
under certain circumstances, other statutory
rights may apply. For example, counterfeiting
is found under other statutory provisions.
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Intellectual Property Alert:
The Supreme Court Set to Hear Arguments in Lexmark International, Inc. v.
Impression Products, Inc. Relating to the Doctrine of Patent Exhaustion
By Jason S. Shull
February 9, 2017 — In March 2017, the Supreme Court will hear oral arguments in a key case
regarding the scope of the “patent exhaustion doctrine,” as it relates to: (1) sales of a patented item
subject to restrictions on post-sale use and (2) authorized sales of a patented article outside of the
United States. The Supreme Court will review the Federal Circuit’s en banc decision finding: (1)
the first sale doctrine does not apply to patented articles sold subject to restrictions on resale and
reuse communicated to the buyer at the time of sale; and (2) the first sale doctrine does not apply to
patented articles first sold outside of the United States.
Case Background
Lexmark manufactures toner cartridges, which it sells either unrestricted at full price (Regular
Cartridges) or at a discount in return for the buyer’s agreement to use the cartridge only once and
then return the used cartridge to Lexmark for recycling or reuse (Return Program Cartridges). The
Return Program Cartridges bear a label stating that by opening the package, the buyer agrees to
return the empty cartridge to Lexmark for recycling, and that if the buyer declines, then it may
return the unopened cartridge and obtain a Regular Cartridge. Lexmark’s Regular Cartridges and
Return Program Cartridges are sold both abroad and in the United States.
In the district court, Lexmark sued a number of defendants, including Impression Products,
asserting that the defendants infringed certain Lexmark patents by: (1) acquiring, refilling, and
selling used Return Program Cartridges in violation of Lexmark’s post-sale restriction; and (2)
acquiring, refilling, and selling used Regular Cartridges that were first sold outside the United
States. Impression Products moved to dismiss the case for failure to state a claim.
The district court determined that Lexmark’s post-sale use restrictions on Return Program
Cartridges were invalid under Quanta Computer, Inc. v. LG Electronics, Inc., 553 U.S. 617 (2008).
Accordingly, the district court ruled that the acquisition and sale of used Return Cartridges first sold
in the United States did not infringe Lexmark’s patent rights. The district court also determined that
the first sale doctrine does not apply to patented articles purchased abroad, despite the Supreme
Court’s decision in Kirtsaeng v. John Wiley & Sons, Inc., 133 S.Ct. 1351 (2013), which rejected a
territorial limitation in copyright law. Accordingly, the district court ruled that the acquisition and
sale of cartridges first sold abroad constituted infringement of Lexmark’s patent rights.
Both rulings were appealed. After hearing oral arguments from both parties, the Federal Circuit sua
sponte ordered en banc consideration of the following two issues:

(1) Should the court overrule Mallinckrodt, Inc. v. Medipart, Inc., 976 F.2d 700 (Fed. Cir. 1992)
in view of Quanta Computer to the extent that Mallinckrodt ruled that a sale of a patented
article, when the sale is made under a restriction that is otherwise lawful and within the
scope of the patent grant, does not give rise to patent exhaustion?
(2) Should the court overrule Jazz Photo Corp. v. Int’l Trade Comm’n, 264 F.3d 1094 (Fed. Cir.
2001) in view of Kirtsaeng to the extent that Jazz Photo ruled a sale of a patented item
outside the U.S. never gives rise to U.S. patent exhaustion?
The En Banc Decision
The en banc decision, garnering support from 10 of the 12 active Federal Circuit judges, sided with
Lexmark on both issues. With respect to the first issue, the Federal Circuit held: “[W]e adhere to the
holding of Mallinckrodt, Inc. v. Medipart, Inc., 976 F.2d 700 (Fed. Cir. 1992), that a patentee, when
selling a patented article subject to a single-use/no-resale restriction that is lawful and clearly
communicated to the purchaser, does not by that sale give the buyer, or downstream buyers, the
resale/reuse authority that has been expressly denied.” The Federal Circuit determined
Mallinckrodt was not inconsistent with Quanta. The Federal Circuit explained that in Quanta “the
patentee’s authorization to the licensee to make (the first) sales was not subject to any conditions,
much less conditions to be embodied in those sales.” After an in-depth analysis of Supreme Court
precedent and the Patent Act, the Federal Circuit ultimately concluded:
[A] patentee sells a patented article under otherwise-proper restrictions on resale and
reuse communicated to the buyer at the time of sale, the patentee does not confer
authority on the buyer to engage in the prohibited resale or reuse. The patentee does
not exhaust its § 271 rights to charge the buyer who engages in those acts—or
downstream buyers having knowledge of the restrictions—with infringement.
With respect to the second issue, the Federal Circuit determined that Jazz Photo remains good law
even in view of Kirtsaeng. The Federal Circuit stated: “[W]e adhere to the holding of Jazz Photo
Corp. v. International Trade Comm’n, 264 F.3d 1094 (Fed. Cir. 2001), that a U.S. patentee,
merely by selling or authorizing the sale of a U.S.-patented article abroad, does not authorize the
buyer to import the article and sell and use it in the United States, which are infringing acts in
the absence of patentee-conferred authority.” The Federal Circuit explained that Kirtsaeng “did not
address patent law or whether a foreign sale should be viewed as conferring authority to engage in
otherwise-infringing domestic acts . . . .” The Federal Circuit further explained: “Kirtsaeng is a
copyright case holding that 17 U.S.C. § 109(a) entitles owners of copyrighted articles to take certain
acts ‘without the authority’ of the copyright holder. There is no counterpart to that provision in the
Patent Act.” The Federal Circuit also stated: “Nothing in the [Patent] Act supersedes the § 271
requirement of authority from the patentee before a person in Impression’s position may engage in
the itemized acts without infringing.” After an in-depth analysis of Supreme Court precedent and
the Patent and Copyright statutes, the Federal Circuit ultimately concluded:
[A] foreign sale of a U.S.-patented article, when made by or with the approval of
the U.S. patentee, does not exhaust the patentee’s U.S. patent rights in the article
sold, even when no reservation of rights accompanies the sale. Loss of U.S. patent
rights based on a foreign sale remains a matter of express or implied license.

Id. at p. 99.
The Supreme Court
Oral arguments are scheduled for Tuesday, March 21, 2017. Nearly 30 amicus briefs have been
filed in the case. The Supreme Court’s decision is expected to become the seminal decision on the
application of the patent exhaustion doctrine under U.S. law.
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Personal Jurisdiction Takeaways
From Fed. Circ. In Xilinx
Law360, New York (February 16, 2017, 3:50 PM EST) -In Xilinx Inc. v. Papst Licensing GmBH & Co., decided on Feb. 15,
2017, the Federal Circuit held that California’s long-arm statute
conferred personal jurisdiction over a patent licensing firm that sent
cease-and-desist letters to a California company, and that also met
with the company in California to discuss issues of infringement and
potential licensing of patents that may be asserted against the
California company. This case serves as a lesson to patent owners
that if they do not want to be hauled into potentially unfavorable
jurisdictions to defend declaratory judgment actions, such as
jurisdictions in which a potential infringer’s headquarters is located,
they should be careful as to what actions they perform in those
jurisdictions.

Background
Phillip Articola

Papst, a patent licensing company headquartered outside the U.S.,
determined that Xilinx, a California-based corporation, may be infringing patents owned by
Papst. In January 2014, Papst sent out several patent infringement notice letters to Xilinx,
which proposed discussing potential licenses to certain Papst patents. Also, Papst sent three
representatives to California to meet with Xilinx, in which allegations of infringement and
potential licensing of Papst patents were discussed. No agreement was reached between the
parties.
Xilinx filed a declaratory judgment action in the Northern District of California on Nov. 7,
2014, which asserted that Xilinx’s products do not infringe the Papst patents mentioned in
the letters sent by Papst to Xilinx, and that those Papst patents are invalid. On that same
day, Papst filed an infringement suit against Xilinx in the District of Delaware. Papst moved
to dismiss the California declaratory judgment action for lack of personal jurisdiction, or in
the alternative, to transfer the action to Delaware.
The judge in the California declaratory judgment action addressed Papst’s motion to dismiss
for lack of personal jurisdiction, by first finding that the court lacked general jurisdiction
over Papst because Papst is not incorporated in California and does not have its principal
place of business there. The California court judge then analyzed whether the California
court had personal jurisdiction over Papst, and held that Papst’s California contacts were
“either solely related to Papst’s attempts to license the patents, which the Federal Circuit
has held insufficient [to confer personal jurisdiction], or according to Federal Circuit law are
irrelevant to the parties’ instant dispute.” The California court judge also determined that
prior patent lawsuits involving Papst in California “are irrelevant to the question at hand:
whether this Court can assert specific jurisdiction over Papst based on its efforts to enforce
the patents-in-suit.” So, lacking both general jurisdiction and personal jurisdiction, the
California court judge granted Papst’s motion to dismiss the California declaratory judgment
action.

Federal Circuit Personal Jurisdiction Analysis

The main issue[1] addressed by the Federal Circuit was whether or not Papst’s actions in
California involving the patents-in-suit were sufficient to confer personal jurisdiction over
Papst in a California court. The Federal Circuit first set forth the criteria for determining
whether jurisdiction exists in California over an out-of-state defendant such as Papst. This
involves determining “whether a forum state’s long-arm statute permits service of process
and whether assertion of personal jurisdiction violates due process.”[2] Since California’s
long-arm statute permits service of process to the full extent allowed by the due process
clause of the U.S. Constitution, the Federal Circuit held that these “two inquiries collapse
into a single inquiry: whether jurisdiction comports with due process.”[3]
The Federal Circuit then applied the U.S. Supreme Court’s three-factor test involving due
process jurisprudence, which amounts to: (1) whether the defendant “purposefully directed”
its activities at residents of the forum, (2) whether the claim “arises out of or relates to” the
defendant’s activities with the forum, and (3) whether assertion of personal jurisdiction is
“reasonable and fair.”[4] The first two of the three factors correspond to the “minimum
contacts” prong of the U.S. Supreme Court’s holding in International Shoe Co. v.
Washington,[5] and the third of the three factors corresponds to the “fair play and
substantial justice” prong of International Shoe.[6]
Papst did not argue before the Federal Circuit that its actions in California do not satisfy the
“minimum contacts” prong of the International Shoe test. The Federal Circuit noted that
Papst purposefully directed its activities to California when it sent multiple notice letters to
Xilinx and traveled there to discuss Xilinx’s alleged patent infringement and potential
licensing arrangements. Papst did argue before the Federal Circuit that its actions did not
satisfy the “reasonable and fair” prong of the International Shoe personal jurisdiction test.
In more detail, Papst asserted that forcing Papst to defend a declaratory judgment action in
California based on Papst sending out cease-and-desist letters to Xilinx’s California address
does not comport with fair play or substantial justice.
Citing Burger King Corp. v. Rudzewicz,[7] the Federal Circuit noted that “once it has been
decided that a defendant purposefully established minimum contacts within the forum
State, these contacts may be considered in light of other factors to determine whether the
assertion of personal jurisdiction would comport with ‘fair play and substantial justice’.
These other factors — the burden on defendant, the plaintiff’s interest in obtaining
convenient and effective relief, etc., … often cannot be analyzed without looking to
circumstances beyond those that give rise or relate to the specific lawsuit.”
The Federal Circuit then discussed the Asahi case,[8] in which the U.S. Supreme Court held
that the reasonableness prong was not satisfied to force a Japanese corporation to defend
an action in a California forum, since: (1) it would pose a heavy burden on the Japanese
defendant to defend an action in California, and (2) the plaintiff, which is also a foreign
entity, did not demonstrate that litigating in California would be more convenient than
litigating in some other jurisdiction such as Taiwan or Japan.
In Burger King, the U.S. Supreme Court identified five considerations relevant to the
reasonableness analysis: (1) the burden on the defendant, (2) the forum state’s interest in
adjudicating the dispute, (3) the plaintiff’s interest in obtaining convenient and effective
relief, (4) the interstate judicial system’s interest in obtaining the most efficient resolution
of controversies, and (5) the shared interest of the several states in furthering fundamental
substantive social policies. The Federal Circuit then applied these five considerations to the
matter at hand.

The Federal Circuit made an initial determination that Papst has the required minimum
contacts with California to make the exercise of personal jurisdiction in California
presumptively reasonable. As to the second through fifth Burger King considerations, Papst
did not present any arguments weighing against a finding of personal jurisdiction. Thus, the
only consideration to be analyzed by the Federal Circuit is the first Burger King
consideration — the burden on the defendant.
Papst had argued to the Federal Circuit that, based on the holding in Silent Drive Inc. v.
Strong Industries Inc.[9] in which the Federal Circuit held that “a patentee’s sending of
warning letters and offers to license, without more, … are not sufficient to satisfy the
requirement of Due Process in declaratory judgment actions,” Papst should not be forced to
defend a declaratory judgment action in California. The Federal Circuit agreed in part with
Papst, but held that since Papst did more than just send out warning letters to Xilinx’s
California address, and in particular because Papst also sent representatives to California to
discuss infringement contentions and potential licensing with Xilinx, these amount to “more”
actions in California that tilt the balance in favor of satisfying the due process requirement
with respect to Papst having to defend a declaratory judgment action in California.
Further, the Federal Circuit found that since Papst is a foreign corporation, the burden of
conducting an action in one state (e.g., Delaware) as opposed to another state (e.g.,
California) is not much different, which also weighs against Papst in the Federal Circuit
determining that it is reasonable to confer personal jurisdiction over Papst in a California
court. Also, since Papst had “repeatedly availed itself of the California federal court system
— at least seven times — by filing patent infringement lawsuits there,” the Federal Circuit
determined that having to defend a declaratory judgment action in a California court is not
unduly burdensome on Papst.

Lesson Learned
While it may have been the case that the Federal Circuit would have found that Papst had to
defend the declaratory judgment action in California — based on the fact that Papst is a
foreign corporation and thus the burden on Papst for having to adjudicate a patent dispute
in one state as opposed to another state is substantially the same — the fact that Papst also
sent representatives to California to discuss infringement and patent licensing issues with
Xilinx appears to have been an important factor in the personal jurisdiction determination by
the Federal Circuit.
Patent owners should regard the Federal Circuit’s decision in this case as a “lesson learned”
that if they want to stay out of declaratory judgment actions in nonfavorable forums such as
the state in which the potential infringer is located, they should not send their
representatives to that state to discuss infringement issues and licensing issues with the
other party. Maybe a telephone call between Papst’s representatives and Xilinx’s
representatives in which potential infringement and licensing issues were discussed may
have saved Papst from having to defend a declaratory judgment action in a forum not of
their choosing. Then again, maybe not, but at the very least it would have made the Federal
Circuit’s decision as to whether or not to confer personal jurisdiction on Papst in a California
court a closer call.
Also, a patent owner should be careful as to which jurisdiction it files a patent infringement
lawsuit, since that may weigh toward a finding of personal jurisdiction on the patent owner
in that jurisdiction for a future patent case brought by another party.
—By Phillip Articola, Banner & Witcoff Ltd.
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Intellectual Property Alert:
Quantity Trumps Quality: Supreme Court Decides Life Technologies v.
Promega
By Ernest V. Linek
February 23, 2017 — The question before the Supreme Court in this case was simple: did the
Federal Circuit err when it decided that shipment outside the United States of one component of a
multicomponent invention could violate 35 U.S.C. §271(f)(1)?
The Supreme Court held yesterday that, yes, the Federal Circuit decision was wrong.
Promega Corp. licensed the Tautz patent (U.S. Reissue No. 37984), which claims a toolkit for
genetic testing, to Life Technologies Corp. for the manufacture and sale of the kits in limited
licensed law enforcement fields worldwide.
One of the kit’s five components, an enzyme known as the Taq polymerase, was manufactured by
Life Technologies in the United States and then shipped to the United Kingdom, where it was
combined with the other four other kit components and sold. No U.S. infringement would be found
for kit sales made outside the United States, but for one part of the patent statute – 35 U.S.C.
§271(f)(1), which reads as follows:
“Whoever without authority supplies or causes to be supplied in or from the United States
all or a substantial portion of the components of a patented invention, where such
components are uncombined in whole or in part, in such manner as to actively induce the
combination of such components outside of the United States in a manner that would
infringe the patent if such combination occurred within the United States, shall be liable as
an infringer.”
When Life Technologies began selling the kits outside of its licensed fields of use, Promega sued,
claiming that under 35 U.S.C. §271(f)(1), such activity was U.S. patent infringement, since Section
271(f)(1) prohibits the supply from the United States of “all or a substantial portion of the
components of a patented invention” for combination abroad.
In the district court case, the jury returned an infringement verdict ($52 million) in favor of
Promega, but the court granted Life Technologies’ motion for judgment as a matter of law, holding
that §271(f)(1)’s phrase “all or a substantial portion” did not encompass the supply of a single
component of a multicomponent invention.
On appeal, the Federal Circuit reversed. In a 2-1 decision, the court held that a single important
component could constitute a “substantial portion” of the components of an invention under

§271(f)(1) and found the Taq polymerase to be such a component. The Federal Circuit concluded
that one dictionary definition of “substantial” is “important” or “essential,” which it read to suggest
that a single important component can be a “‘substantial portion of the components’” of a patented
invention.
In its 7-0 decision (with Chief Justice Roberts not participating), the Supreme Court reversed the
decision of the Federal Circuit, holding that the supply of a single component of a multi-component
invention for manufacture abroad does not give rise to §271(f)(1) liability. Quantity trumps quality.
Because only a single component of the patented invention at issue here was supplied from the
United States, the case was reversed and remanded to the Federal Circuit.
Regarding Section 271(f)(1), the following major points were made in the Supreme Court opinion:
(a) the phrase “substantial portion” refers to a quantitative measurement.
(b) Under a quantitative approach, a single component cannot constitute a “substantial
portion” triggering §271(f)(1) liability. This conclusion is reinforced by §271(f)’s text,
context, and structure. Section 271(f)(1) consistently refers to the plural “components,”
indicating that multiple components make up the substantial portion. Reading §271(f)(1) to
cover any single component would also leave little room for §271(f)(2), which refers to “any
component,” and would undermine §271(f)(2)’s express reference to a single component
“especially made or especially adapted for use in the invention.”
(c) The legislative history of §271(f) further bolsters this conclusion.
Looking at the dictionary definition of the word “substantial,” as it is commonly understood, the
Supreme Court found little help, as the word may refer either to qualitative importance or to
quantitatively large size. See, e.g., Webster’s Third New International Dictionary 2280 (defs. 1c,
2c) (1981) (Webster’s Third) (“important, essential,” or “considerable in amount, value, or worth”);
17 Oxford English Dictionary 67 (defs. 5a, 9) (2d ed. 1989) (OED) (“That is, constitutes, or
involves an essential part, point, or feature; essential, material,” or “of ample or considerable
amount, quantity, or dimensions”).
The Court then looked at the statute and noted that the context in which “substantial” appears in the
statute points to a quantitative meaning. It is the supply of all or a substantial portion “of the
components” of a patented invention that triggers liability for infringement.
If “substantial” has a qualitative meaning, the Court said, then the more natural way to write the
opening clause of the provision would be to not reference “the components” at all. A qualitative
reading would render the phrase “of the components” unnecessary the first time it is used in
§271(f)(1).
The Court, having determined that the term “substantial portion” refers to a quantitative
measurement, next had to decide whether, as a matter of law, a single component can ever
constitute a “substantial portion” so as to trigger liability under §271(f )(1).
Its answer was no.

Finally, yesterday’s decision by the Supreme Court does not define how close to “all” of the components “a substantial portion” must be. The Court only held that “one component” does not constitute
“all or a substantial portion” of a multicomponent invention under §271(f)(1).
More litigation on this issue can be expected.
Click here to download the decision in Life Technologies Corp. v. Promega Corp.
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Intellectual Property Alert:
“Raging Bull” Defeats the Patent Laches Defense
By Ernest V. Linek
March 22, 2017 — Yesterday, the Supreme Court decided that laches cannot be interposed as a
defense against damages where the infringement occurred within the six-year period prescribed by
Section 286 of the Patent Act.
The decision in SCA Hygiene Products AB et al. v. First Quality Baby Products LLC et al., case
number 15-927, followed the reasoning from the Court’s 2014 “Raging Bull” copyright laches case,
Petrella v. Metro-Goldwyn-Mayer Inc., where the Court held that since the Copyright Act sets a
three-year statute of limitations during which claims must be brought, laches cannot be used to bar
claims filed within that period.
The 1952 Patent Act includes a six-year statute of limitations provision for past damages. The case
turned on whether the Petrella copyright laches holding should likewise apply to patent law, and the
Supreme Court held that it did.
Case Background
In 2003, SCA notified First Quality that their adult incontinence products infringed SCA’s U.S.
Patent No. 6375646. First Quality responded that its own patent, U.S. 5415649, antedated SCA’s
patent and made it invalid.
In 2004, SCA sought reexamination of its patent in light of First Quality’s patent, and in 2007, the
U.S. Patent and Trademark Office confirmed the validity of the SCA patent.
In 2010, SCA sued First Quality for patent infringement. The district court granted summary
judgment to First Quality on the grounds of both equitable estoppel and laches. Laches is an
equitable doctrine barring suits after unreasonable delays.
SCA appealed to the Federal Circuit. The Federal Circuit affirmed the district court’s laches holding
based on precedent, which permitted laches to be asserted against a claim for damages incurred
within the Patent Act’s six-year limitations period, 35 U.S.C. § 286.
While SCA’s appeal was pending, the Supreme Court decided the Petrella case, and held that laches
could not preclude a copyright claim for damages incurred within the Copyright Act’s three-year
limitations period, 17 U.S.C. § 507(b).

In light of the Supreme Court’s Petrella decision, the Federal Circuit sitting en banc, reheard the
SCA case and distinguished the statute of limitations effect in the Patent Act from that of the
Copyright Act, and reaffirmed the original panel’s laches holding.
The Federal Circuit’s decision was based on an interpretation of the Patent Act where Section 282
creates an exception of Section 286 by codifying laches as a defense to all patent infringement
claims, including claims for damages suffered within the six-year limitations period of Section 286.
Supreme Court Decision
Yesterday’s 7-1 decision (Justice Breyer dissenting) vacated the Federal Circuit’s ruling that laches
prevented SCA from suing its competitor First Quality for patent infringement.
At the Supreme Court, SCA argued that the Patent Act is “exceptionally clear” that there is a sixyear limitation on damages and that period cannot be shortened based on laches. It said the Federal
Circuit was therefore wrong to hold that laches barred its infringement action.
First Quality argued that patent cases have allowed the laches defense to bar damages for more than
a century, and the 1952 law merely codified that longstanding practice. While the Patent Act does
not explicitly use the word laches, it clearly states that “unenforceability” can be a defense, First
Quality said, and the Federal Circuit got it right when it held that grounds for unenforceability
include laches.
Justice Alito, writing for the majority, stated that laches cannot be interposed as a defense against
damages where the infringement occurred within the period prescribed by the statute of limitations.
In the 2014 Petrella decision, the Court viewed the three-year statute of limitations language as a
congressional judgment that a claim filed within three years of accrual cannot be dismissed on
timeliness grounds.
Here, the Court following the logic of Petrella, inferred that Section 286 of the Patent Act likewise
represents a judgment by Congress that a patentee may recover damages for any infringement
committed within six years of the filing of the claim.
Conclusion
Patent owners can take notice of this decision and when faced with on-going infringement not be
deterred about filing an infringement action — even if they had prior contact with the infringer —
which previously would have raised a laches defense.
Click here to download the decision in SCA Hygiene Products AB et al. v. First Quality Baby
Products LLC et al.
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Intellectual Property Alert:
Justices Set to Rule on Patent Venue
By Paul M. Rivard
March 29, 2017 — On March 27, 2017, the Supreme Court heard arguments in TC Heartland LLC
v. Kraft Foods Group Brands LLC. The specific question at issue is “[w]hether the patent venue
statute, 28 U.S.C. § 1400(b), which provides that patent infringement actions ‘may be brought in the
judicial district where the defendant resides[,]’ is the sole and exclusive provision governing venue
in patent infringement actions and is not to be supplemented by the statute governing ‘[v]enue
generally,’ 28 U.S.C. § 1391, which has long contained a subsection (c) that, where applicable,
deems a corporate entity to reside in multiple judicial districts.” The Court’s decision potentially
could alter the landscape of patent litigation in the United States.
Case Below
Kraft filed suit against Heartland in the U.S. District Court for the District of Delaware, alleging
that Heartland’s liquid water enhancer products infringe three of Kraft’s patents. Heartland moved
to transfer venue to the U.S. District Court for the Southern District of Indiana, where Heartland is
headquartered. Heartland argued that Delaware was not a proper venue under § 1400(b) because the
company was formed under Indiana law and has no physical presence in Delaware. The district
court denied the motion to transfer. The Federal Circuit denied a petition for writ of mandamus,
relying on its earlier decision in VE Holding Corp. v. Johnson Gas Appliance Co., 917 F.2d 1574
(Fed. Cir. 1990), holding that a defendant’s residency under § 1400(b) is determined using the
definition provided in § 1391(c).
Legislative History – A Long and Winding Road
The Supreme Court in Fourco Glass Co. v. Transmirra Products Corp., 353 U.S. 222 (1957) ruled
that § 1391(c) had no applicability to the question of venue in patent infringement actions, which
were governed exclusively by § 1400(b). As a result of this decision, a corporation could be sued
for patent infringement only in a district in which it is domiciled (incorporated) or where it has a
regular place of business and committed acts of infringement.
In VE Holding Corp. v. Johnson Gas Appliance Co., 917 F.2d 1574 (Fed. Cir. 1990), the Federal
Circuit determined that Congress effectively overruled Fourco Glass when it amended § 1391 in
1988 to define the residence of a corporation “[f]or purposes of venue under this chapter,” which
included § 1400(b). Under the definition of residency in § 1391(c), a corporate defendant is deemed
to “reside” in any judicial district in which it is subject to personal jurisdiction.
Congress amended § 1391 yet again in 2011 in several respects. The language “[f]or purposes of
venue under this chapter” was removed. Perhaps significant to this case, a new subsection “(a)” was

added providing that, “Except as otherwise provided by law—(1) this section shall govern the venue
of all civil actions brought in district courts of the United States.”
While at first blush new subsection “(a)” may seem to codify Fourco Glass that § 1391(c) has no
applicability to patent infringement actions, which are elsewhere provided for in § 1400(b), the
Federal Circuit in Heartland v. Kraft below nevertheless found that the 2011 amendments did not
alter the outcome of VE Holding. The Federal Circuit was unconvinced that the “otherwise provided
by law” exclusion reached a common law definition of a corporation’s residency on which the
Court relied in Fourco Glass.
Oral Arguments
The case attracted a significant number of amicus curiae briefs offering viewpoints on the impact of
VE Holding on patent litigants and businesses, including notably the current prevalence of patent
infringement actions filed in the U.S. District Court for the Eastern District of Texas. However,
during argument the Justices expressed a general unwillingness to delve into policy considerations
and, instead, seemed intent to resolve the question presented purely as a matter of statutory
construction. Justice Breyer commented that he didn’t know whether the concentration of cases in
East Texas was “good, bad or indifferent.”
Heartland was questioned on whether Fourco Glass was controlling because the defendant in the
case at issue is a limited liability company (LLC) rather than a corporation. Heartland urged that the
principles announced in Fourco Glass still apply, and that the residency of an LLC can be resolved
by looking to state law. Justice Ginsburg commented that Heartland was advocating for an
unusually narrow definition of venue not found in other areas of law.
The Justices asked Kraft whether § 1400(b) is rendered superfluous by the Federal Circuit’s
interpretation of § 1391(c). Kraft argued that the 1988 amendments were intended to significantly
expand venue, and that it was impractical for Congress to amend every instance in which a specific
venue statute was implicated. Kraft also pointed out that § 1400(b) still could apply to defendants
who are natural persons. Chief Justice Roberts questioned whether the 1988 amendments were
actually intended to overrule Fourco Glass. Justice Kagan also appeared skeptical, questioning
whether “for 30 years the Federal Circuit has been ignoring our decision.”
The Court is expected to issue its ruling in this closely-watched case by June.
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Intellectual Property Alert:
Supreme Court Reaffirms Decades-Old Precedent for Patent Venue
By Paul M. Rivard
May 22, 2017 — Today, the Supreme Court of the United States issued its opinion in TC
Heartland LLC v. Kraft Foods Group Brands LLC, holding that “a domestic corporation
‘resides’ only in its State of incorporation for purposes of the patent venue statute.” The decision
reversed the Federal Circuit and confirmed decades-old Supreme Court precedent that the patent
venue statute, § 1400(b), does not incorporate a broader definition of residency found in the
general venue statute, § 1391(c).
Case Below
Kraft filed suit against Heartland in the U.S. District Court for the District of Delaware, alleging
that Heartland’s liquid water enhancer products infringe three of Kraft’s patents. Heartland
moved to transfer venue to the U.S. District Court for the Southern District of Indiana, where
Heartland is headquartered. Heartland argued that Delaware was not a proper venue under §
1400(b) because the company was formed under Indiana law and has no physical presence in
Delaware, although it shipped allegedly infringing products into Delaware. The district court
denied the motion to transfer. Following the Court of Appeals for the Federal Circuit’s denial of
a petition for writ of mandamus, the Supreme Court granted Heartland’s petition for writ of
certiorari.
Legislative History
The Supreme Court in Fourco Glass Co. v. Transmirra Products Corp., 353 U.S. 222 (1957)
ruled that § 1391(c) had no applicability to the question of venue in patent infringement actions,
which is governed exclusively by § 1400(b). As a result, a corporation could be sued for patent
infringement only in a district in which it is domiciled (incorporated) or where it has a regular
place of business and committed acts of infringement.
In VE Holding Corp. v. Johnson Gas Appliance Co., 917 F.2d 1574 (Fed. Cir. 1990), the Federal
Circuit determined that Congress effectively overruled Fourco when it amended § 1391 in 1988
to define the residence of a corporation “[f]or purposes of venue under this chapter,” which
included § 1400(b). Under the definition of residency in § 1391(c), a corporate defendant is
deemed to “reside” in any judicial district in which it is subject to personal jurisdiction.
Congress amended § 1391 yet again in 2011 in several respects. The language “[f]or purposes of
venue under this chapter” was removed and a new subsection “(a)” was added providing that,
“Except as otherwise provided by law—(1) this section shall govern the venue of all civil actions
brought in district courts of the United States.” Notwithstanding this added language, the Federal

Circuit in Heartland v. Kraft below found that the 2011 amendments did not alter the outcome of
VE Holding.
SCOTUS Decision
Writing for a unanimous Court with Justice Gorsuch taking no part in consideration or decision
of the case, Justice Thomas explained that “[t]he current version of § 1391 does not contain any
indication that Congress intended to alter the meaning of § 1400(b) as interpreted in Fourco.”
The decision compared the language of § 1391 at the time Fourco was decided (“for venue
purposes”) to the current version (“[f]or all venue purposes”) and found that there were “not ...
any material differences between the two phrasings.” The Court characterized the rationale
followed in VE Holding as “even weaker” in light of the 2011 “saving clause expressly stating
that [§ 1391] does not apply when [venue is] ‘otherwise provided by law.’”
The decision will impact patent litigation in the United States. Since VE Holding was decided,
patentees have largely relied on § 1391(c) to establish venue. This led to forum shopping and,
more recently, to a large concentration of patent infringement actions in the U.S. District Court
for the Eastern District of Texas. While the Court’s ruling presumably will result in the case
below being transferred out of the U.S. District Court for the District of Delaware, the broader
impact of the decision actually could lead to a higher concentration of patent infringement
actions in Delaware, where many businesses are incorporated.
Please click here to read the opinion.
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In Other IP Venue News ... A Change In Northern
Illinois
By Marc Cooperman
Law360, New York (May 26, 2017, 11:35 AM EDT) -Venue considerations in intellectual property cases are undergoing
seismic shifts, but some of them are below the radar. The U.S.
Supreme Court’s recent decision in TC Heartland will undoubtedly
reduce both the number of patent cases filed in the Eastern District
of Texas and that court’s longtime influence on patent litigation.
Conversely, the decision will almost certainly push even more
litigants to the District of Delaware as a venue. But have you heard
the rumblings about what’s about to happen in another traditional
hotbed of intellectual property litigation, the Northern District of
Illinois?
As of June 1, the NDIL will require “mandatory initial discovery”
(MID) from parties to most civil cases. The program — which is
governed by a new standing order — front-loads discovery by
requiring early and expanded mandatory disclosures in comparison
to the current initial disclosures. In discussions with the bar, the
court has stated these changes are expected to make litigation more
efficient and less expensive, based on the experiences of some state
courts with similar provisions.

Marc Cooperman

The NDIL is traditionally among the top venues chosen by IP litigants for many reasons, including its
location as a commercial, financial and technological hub in Chicago, and its traditionally sophisticated and
deep judiciary. The most recent statistics (from 2015) from the U.S. courts website place the NDIL as the
fifth highest venue in the number of IP cases filed out of the 94 district courts.[1]
While the MID program is a “pilot project,” virtually all of the 33 judges sitting in the NDIL will
participate, with only three demurring. MID applies to all cases filed in the NDIL after June 1, 2017, with
few exceptions. Most notably for IP lawyers, patent cases are excepted as they are subject to their own
long-standing local patent rules and required disclosures.
Notably, the MID requests are significantly broader than the current disclosure requirements they are
designed to replace. The new provisions require the identification and production of information relevant to
“any party’s claims or defenses” regardless of whether the party intends to use the information. In contrast,
Rule 26(a) currently calls for each party to disclose only information a party may use “to support its claims
and defenses.”
Essentially all forms of discovery are subject to these mandatory early provisions. First, parties must
identify all witnesses believed to have discoverable information, including a “fair description” of the
information each person is believed to have. Second, if any witness has given a written or recorded
statement relevant to any party’s claims or defenses, that must also be produced. Third, any documents,
tangible things and electronically stored information must be produced or made available for inspection if
they may be relevant to any party’s positions. Additionally, parties must provide a statement explaining the
facts and legal theories their claims and defenses are based upon, and an explanation of the damages
claimed. Any insurance agreements must also be produced.

Objections to providing the MID information must be explained with particularity in a party’s written
responses. Significantly, the provisions expressly require that any party who withholds information due to
an objection “provide a fair description of the information being withheld.” What this means is unclear and
will likely be worked out on a case-by-case, and judge-by-judge, basis, no doubt taking into account the
size of the case and other proportionality considerations.
Typical objections have been anticipated and eliminated as arguably valid excuses by the MID program.
For example, an inability to have fully investigated the case at the time the responses are due is not an
acceptable objection. Nor is the insufficiency of the opposing parties’ responses or their wholesale failure
to provide their responses.
One significant consideration not addressed in the program’s provisions is how confidentiality objections
— such as producing sensitive financial business information and trade secrets — will be addressed. The
NDIL has had local patent rules in place for almost eight years that implement a default protective order
governing the exchange of confidential information as of the date of initial disclosures. Given the
program’s principal goal of driving early exchange of discovery, it is sensible to expect the district’s judges
to consider entering a similar default order if confidentiality is raised as an early objection, while giving the
parties an opportunity to revise the order as the case proceeds.
So how fast will things be moving in the NDIL? MID information must be provided to opposing parties
within 30 days of the filing of the first responsive pleading. ESI is given a brief reprieve, with a due date 70
days after the first responsive pleading. Each party’s initial response must be based on information then
reasonably available to it. Following the exchange of MID information, discovery can proceed as normal.
Given the current and likely ongoing flux in IP venue considerations, the new MID program should make
the Northern District of Illinois an even more attractive venue for well-prepared IP owners who want to
assert their rights to a bench of judges experienced in addressing IP cases.
More information about the MID pilot project can be found on the court’s website.

Marc S. Cooperman is a principal shareholder in the Chicago office of Banner & Witcoff Ltd.
The opinions expressed are those of the author(s) and do not necessarily reflect the views of the firm, its
clients, or Portfolio Media Inc., or any of its or their respective affiliates. This article is for general
information purposes and is not intended to be and should not be taken as legal advice.
[1] http://www.uscourts.gov/sites/default/files/c03mar15_1.pdf
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Trial lawyers make bad jurors and I can
prove it
BY CHARLES SHIFLEY
Common lawyer wisdom is to
eliminate lawyers from being jurors. The
common wisdom seems to be that the
“regular” other jurors will defer in their
decision making to any lawyer-juror, and
the parties will get the decision of one
person, the lawyer-juror, not a jury. That
may or may not be true, but I’ve heard it.
It’s beside the point, however, as lawyers
make bad jurors. At least trial lawyers. I
can prove it. I can so testify.
I can do that because recently, I was
selected as an alternate juror, and heard
a case in that role. The case concerned
medical malpractice alleged against a
doctor, and a medical care facility.1 I was
shocked when I was selected to the jury,
even as an alternate. I told the courtroom
in voir dire that I was a lawyer in trial
practice, a jury trial practice, albeit of
patent, trademark, and copyright cases,
and in federal courts, not the state court
I was in. But I was not only a jury trial
lawyer, I had a degree in science too,
specifically engineering. I also told the
room that my son was a lawyer, and my
daughter was an emergency room doctor.
My mother, I said, had also been taken by
ambulance to an emergency room, word I
had learned the night before my voir dire,
for a condition at issue in the case. All true.
Still, I was not dismissed. I was seated

as the second alternate juror, and the first
day, I became the only alternate juror. I
heard the opening statements, eight days
of medical, patient, and family testimony,
closing arguments, and jury instructions.
Then I was excused, my jury service
complete. I did not deliberate. I left.
But from the day of selection through
the day I left, I passed every morning
arrival, break, lunch, and evening
departure from the jury room with 12
other jurors. We all became friends, from
the effect of being selected, detained, and
confined in the jury room together. We
were somewhat stuffed in the room, as the
table in the room seated 10, with barely
room to walk around the people seated.
The room had a side table, and a water
cooler, and with 13 of us, we had to swap
seats and maneuver around each other.
One juror reported that a friend asked,
“Which juror do you hate already?” And
we all agreed we were not like that, we
were an agreeable group of people. We
were even fun loving. We laughed at each
other’s jokes, and did silly things, like
saying loudly, slowly, and in practiced
unison, “Good morning, Miss Bitsy,” to our
kindergarten school teacher juror when
she arrived.
And I almost became a full juror. One
juror’s coughing became so severe and

prolonged, during testimony, that we
waited on a break while the judge quizzed
the juror whether he could even continue.
It was in doubt. He did, still coughing.
Another day, we all waited in the morning
as one juror called in with stomach issues,
as from food poisoning, but soon soldiered
on by coming in, albeit late, and visibly a
bit ill.
We jurors did not discuss the case. So I
have no insights into what the other jurors’
reactions and reasoning were as they heard
all that I heard. Still, reading bumps on
heads,2 I thought I knew my fellow jurors.
We had eight women and five men, an
ethnic, socioeconomic, and geographical
mix, all but one of the 13 of us appearing
to be optimists, with stories of family,
friends, events to go to, such as White
Sox games—happy people. We brought
each other cold medications, chocolates,
farmer’s market strawberries, and a power
strip for recharging our phones. (Our
one “pessimist” lived at home, smoked,
swore, wanted the trial to be over with
every day, and had other “interesting”
characteristics.) We heard emotional
testimony for the person who had lost
their life while in medical care from several
children, and a spouse. They cried on the
witness stand, they cried in the courtroom
for their loved one. They told stories of

▼
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a loving, caring person, and we all cried,
and tried not to cry, with them. We jurors
dabbed tears together and were in silence
together on breaks after these witnesses.
We heard the testimony of the doctordefendant, care facility nurses, a care facility
executive, the emergency room doctor
who tended to the cardiac arrests of the
lost person, the radiologist who examined
x-rays to eliminate some causes of death
other than as the plaintiff alleged, the
pathologist who did the autopsy after death,
and numerous medical expert witnesses,
for all of the plaintiff, the doctor-defendant,
and the care-facility-defendant. (More
on them later.) In total, we heard more
than 20 witnesses. I would like to think
that the other jurors heard what I heard,
the honesty and forthrightness from
some witnesses, and the defensiveness,
prevarications, contradictions, and
admissions from others.
You see, as a trial lawyer, I knew the
rule that I was present as a juror to test the
testimony, to judge the credibility of the
witnesses, to expect witnesses to contradict
each other, especially the experts, and to
make the decision who to believe, and why,
based on the evidence. And I did my job
during the evidence. I noted immediately
when the first witness, a care facility nurse,
did two things. The nurse was called as a
hostile witness. First, he/she3 was instantly,
strongly defensive, quarreling with the
cross-examining lawyer. The defensiveness
was extended. It reflected, to me,
untrustworthiness in the testimony.
Second, the nurse also took a position
that laws regulating the care facility and
the care they gave at that facility were
“guidelines.” He had to admit, however, that
even if the nurses and facility saw the law
as guidelines, not regulations or the law,
the nurses and the facility were obligated to
follow and meet the “guidelines.” (More on
this later.)
I also noted quickly, when the doctordefendant was the next witness, the
import of the testimony. He admitted that
a few select choices were available for a
diagnosis for the later-deceased plaintiff,
while that person was in the care facility
on the day of death, and he the doctor was
not present. The choices all called for the
person to be transferred from the facility

to an emergency room. The facility did
not have available tests and treatments for
serious conditions except by sending out
for them, and waiting hours for returns.
The emergency room, of course, had tests
and emergency care, including fast-acting,
life-saving drugs, readily and immediately
available, “stat.”
Shortly, I noted more defensive witness
answers on the law and “guidelines.” The
plaintiff called the care facility executive,
who repeated the witness testimony that
the law that applied to the facility, both
federal law, and state law, constituted
“guidelines.” Again, he was contradicted by
his admission parallel to those of the nurse
that the “guidelines” set standards that had
to be followed. I had to ponder, had the
defense lawyers directed this testimony,
had the care facility planned it for all their
witnesses, or was the corporation of this
facility a business that viewed regulation
by “Washington” and “the state house” to
be overregulation that could be ignored,
should be repealed, and they trained their
staff so? I eliminated only defense lawyer
direction.
I heard and watched the plaintiff ’s
lawyers build a case with 18 witnesses.
Witness by witness, topic by topic, question
by question, brick by brick, they laid up
their case. It was not torn down by crossexamination. It stood, solid. I have to
say, I marveled to myself at the end that
I had become convinced of the plaintiff ’s
case, that it was a solid “wall.” I had
expected less strength, and more doubt.
Still, I held myself in check, knowing that
contradiction, doubt, and possible reversals
of opinions, were to come. I resolved
that I was in a great case, one where the
plaintiff ’s case had merit, and no doubt,
the defendants’ case would, too. A clash of
cases with merit was the point of worthy
trials. I looked forward to the defense
testimony.
But then odd things happened. The
doctor-defendant did not testify again,
this time without being confronted at the
beginning by the hostile questioning of the
plaintiffs’ lawyers, as before. Where was the
build-up of the doctor as personal, warm,
and caring, by direct testimony by her own
lawyer? It did not happen.
Instead, the doctor’s case was two
2

medical expert witnesses. And in my
opinion, they blew up on both the doctor
and the care facility. I pondered why they
allowed that the deceased had symptoms
and signs for 12 hours, from first onset,
that were not explained adequately by what
the doctor was diagnosing, having tests
run for, doing—and most importantly, not
doing. Why did someone not testify that
the doctor spoke to the care facility more
than once, and more than briefly, on the
day of death? Why did no one testify that
the doctor checked in on the patient later?
Spoke directly to the patient? The family
calling for care? Why did the care facility
not consult the doctor as patient conditions
deteriorated through the day? They had left
a voicemail for the doctor once, at the onset
of symptoms, that had provoked the doctor
speaking to them early, once, briefly. Why
did they not call again? The law, we were
told by testimony—a procedural surprise to
a lawyer, to get testimony stating the law—
was that with a significant change of patient
conditions, the care facility was obligated
to “immediately” “consult” the doctor.
The patient had symptoms that could
be associated with life-threatening risks.
Where was the care by the doctor, and
by the facility? Where the “immediacy”?
Where the “consultation”?
And then, the first of the doctor’s
medical experts, in cross-examination,
admitted facts that gave rise to liability of
the doctor. Speaking for a diagnosis that
was not diagnosing the condition that led
to death, but was the alternate diagnosis
the doctor had, the expert stated that the
alternate diagnosis was also a diagnosis of
a quick-acting, life-threatening condition,
that also deserved immediate, attentive care
and a quick transfer to an emergency room
for ER care.
Then the second of the doctor’s medical
experts, in that expert’s cross-examination,
admitted facts that gave rise to the liability
of the care facility. Speaking of the care
at the facility in the hours that set the
deceased’s fate, the expert sold out the
care facility as having failed to meet the
requirements of the law, to immediately—
or ever in the relevant time—even attempt
to contact the treating defendant-doctor.
These were bombshells to me,
my analysis of the facts, and their

consequences. And they exploded during
the beginning of the defense case. The care
facility lawyers did not even cross-examine
the doctor’s second expert on the adverse
opinion. The doctor’s redirect didn’t either.
And then the defense case was
truncated. Next came the testimony of one,
and only one, witness for the care facility,
another medical expert. He/she freely
admitted testifying in over a thousand
cases over 25 years, to gain most of his
income, three-quarters of the time for the
defense, and nearly 20 times for the very
lawyer representing the care facility. I was
skeptical; I suspected I knew who this
expert was and where the testimony was
coming from. I knew experts could say
what they were paid to say.
But more happened. The care facility
expert used facts to support an opinion
against liability in their direct examination.
The facts used were numerical facts. But
when cross-examined, the expert denied
the same facts, denied the numbers, and
did so to support a point he/she wanted
to make to contradict the direction the
questioner was leading. I practically
looked around the room to see if anyone
else was noting the direct contradiction I
had just heard between direct and cross
examinations. I resolved there and then
to judge the credibility of this witness. He
didn’t have any.
After this last witness, closing
arguments came, and were followed by jury
instructions. The law of the care facility
staff needing to “immediately” “consult”
the doctor was officially stated. The possible
liability of other medical actors who were
not part of the case, such as the ER and its
doctor, where the plaintiff actually died
by cardiac arrest, was eliminated from
consideration.
Nothing had changed by the
instructions. The law fit the facts, the facts
fit the law. If I had been on the jury, instead
of being dismissed as an alternate, I would

have voted for liability, with full requested
damages, and stuck to my opinion. I had
many reasons I could explain for doing so. I
had judged the credibility of the witnesses;
I had applied the law as stated to the
evidence, i.e., the credible testimony, that
remained after my credibility assessments.
I was a plaintiff ’s juror as a matter of strict
following of the jury instructions and
weighing the evidence. I could explain my
views in detail. I had notes that quoted the
testimony. I’m a trained listener; my notes
were accurate. I could remember—and my
notes could corroborate me—as to who had
said what, when, why some were believable,
and why some were not. I could explain
that the care facility nurse and executive
had taken mutually-reinforcing and wrong
positions on “guidelines” that cut into
their credibility and the credibility of their
corporation in its overall defense. I could
explain that the doctor’s medical experts
had admitted facts that established liability
for both the doctor and the care facility.
I could explain the direct contradiction
in the care facility’s expert testimony that
eliminated his testimony as not credible.
But I was dismissed, admittedly rightly,
as only an alternate.
The jury, people I trusted, insofar as
you can build trust in people in just over
a week, took about four hours to reach a
verdict. It was unanimous. It contradicted
my analysis 100 percent. The verdict was
for the doctor and the care facility: no
liability, no damages.
I have not contacted the jurors, not one.
I have their names and telephone numbers.
We exchanged them with each other. I
could call them. But I will not. They did
their service. They go back to their privacy.
I love our country’s jury trial system. I
believe in juries. I am not someone who
believes juries disregard the law and the
evidence. I have tried cases to juries and
seen their work. I trust them, and as I
have said, I trust the people of the jury I

almost deliberated with. The upshot of my
experience is not to rail against juries, or
this jury. The upshot is to think about 12
reasonable, trustworthy people reaching a
unanimous result that is the opposite of the
one I thought was compelled. I can admit
I missed the import of at least one bit of
testimony as it occurred. A lawyer brought
up that testimony in the trial in crossexamination of a later witness. I looked
back in my notes, and saw the import that I
had missed. So what else did I miss that the
12 of the jury did not? Or did they defer to
the medical profession as doing its best in
difficult circumstances, a deference that is
respectful and worthy? What do I learn?
I learn at least that I as a lawyer, and
probably more narrowly, a trial lawyer, was
not a good juror in the subject case. I had
an opinion that contradicted the opinion
of 12 reasonable, trustworthy people by
100 percent. More broadly, and probably
justified, I learn that trial lawyers are not
good jurors, in not just one case or one
type of case, but all cases. I learn that trial
lawyers as jurors develop analyses based
on their training and experience that are
convincing to them and can completely
contradict the analyses of large groups of
lay people, i.e., our juries, whose reasoning
and decisions are to be trusted if we believe
in the jury system. I believe. My evidence
is that trial lawyers are not good jurors.
My evidence is an anecdote of one, but an
anecdote is evidence. I can so testify, and I
do. 
__________
Charles Shifley is a principal shareholder
at Banner & Witcoff in Chicago. He can be
contacted at cshifley@bannerwitcoff.com.
1. I use “care facility” to mask the true parties.
I do the same “fuzzing” with some of the facts, to
protect the privacy interests of all those involved.
2. https://en.wikipedia.org/wiki/Phrenology
3. Again, privacy. It makes no difference
whether the witness was male or female. I will
mix “he,” him,” “she,” “her,” and “he/she” without
regard to actual gender.
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Intellectual Property Alert:
Venue Okay in Cray? Federal Circuit Says “No Way”
Federal Circuit Interprets Patent Venue Statute Post TC Heartland
By Jeffrey H. Chang
September 22, 2017 — Ever since the Supreme Court held in TC Heartland that “a domestic
corporation ‘resides’ only in its State of incorporation for purposes of the patent venue statute,”
litigants and judges have focused on the other option under the § 1400 patent venue statute: “where
the defendant … has a regular and established place of business.” The inquiry is highly factdependent, but yesterday the Federal Circuit, in In re Cray, gave us some guidance.
Eastern District of Texas Proceedings
In 2015, Raytheon sued supercomputer maker Cray for patent infringement in the U.S. District Court
for the Eastern District of Texas, and the case was assigned to Judge Gilstrap. Cray filed a motion to
transfer the case, but Judge Gilstrap found that venue was proper and denied the motion. Cray
renewed its motion to transfer the case 10 days after the Supreme Court decided TC Heartland,
arguing that Cray did not have a “regular and established place of business” in the Eastern District of
Texas under the new standard. Judge Gilstrap once again denied the motion, keeping the case in his
district. Judge Gilstrap laid out four factors for identifying a “regular and established place of
business”: physical presence in the district, the defendant’s representations about its presence in the
district, the benefits the defendant receives from the district, and the defendant’s targeted interactions
in the district. For the physical presence factor, Judge Gilstrap stated that “the lack of a physical
building in the district is not dispositive” and “the presence of employees in the district” can be used
to identify the regular and established place of business of the defendant. Judge Gilstrap denied Cray’s
motion to transfer the case, in part, because Cray allowed a sales executive employee to work from
his home within the Eastern District of Texas, and provided the employee with administrative support
so that the employee could continue to work from his home. Cray promptly asked the Federal Circuit
to reverse Judge Gilstrap’s decision.
Federal Circuit’s Patent Venue Test
Yesterday, the Federal Circuit agreed with Cray and directed Judge Gilstrap to transfer the case to a
more appropriate venue. The court acknowledged that the law was “unclear” and that Judge Gilstrap’s

legal error was “understandable,” so the court identified its own three requirements to satisfy the
patent venue statute:
(1) there must be a physical place in the district,
(2) it must be a regular and established place of business, and
(3) it must be the place of the defendant.
First, there “must be a physical place in the district.” The place does not have to be a store or a formal
office, but “there must still be a physical, geographical location in the district from which the business
of the defendant is carried out,” according to the court. Relying on a dictionary, the court defined
“place” as “[a] building or a part of a building set apart for any purpose” or “‘quarters of any kind’
from which business is conducted.”
Second, the place “must be a regular and established place of business.” The court explained that a
single act of the business or sporadic activity at the place are not considered “regular.” Rather, a
business is regular “if it operates in a ‘steady[,] uniform[,] orderly[, and] methodical’ manner.” The
place of business is “established” if it is “settle[d] certainly, or fix[ed] permanently.” The court
suggested that the amount of time that the business has been at the location matters, concluding that
a transient place of business is not “established.” On the other hand, a business is “established” at a
place if it has, for example, had a five-year continuous presence there, according to the court.
Third, the regular and established place of business must be “the place of the defendant,” and not
simply a residence or home office of the defendant’s employee. What matters, according to the court,
is whether the defendant has possession or control over the alleged place of business, such as if the
defendant owns or leases it. For example, the defendant might operate a small business from a home,
and that home could satisfy the place of the defendant requirement under the statute. District courts
can also consider the defendant’s activities in the alleged place of business compared to the
defendant’s activities in other places.
Eastern District of Texas Abused Its Discretion
Based on these three requirements, the Federal Circuit held that the district court abused its discretion
by not transferring the case. “The district court erred as a matter of law in holding that ‘a fixed physical
location in the district is not a prerequisite to proper venue.’” For example, Judge Gilstrap’s test
appears to cover a virtual space or electronic communications, according to the Federal Circuit, but
the statute covers only a “physical, geographical location in the district from which the business of
the defendant is carried out.” Whether the defendant has “a regular and established place of business”
in the district is highly fact-dependent, and the Federal Circuit stressed that “no one fact is
controlling.” Nevertheless, the facts here failed to show that Cray had “a regular and established place
of business” in the Eastern District of Texas. The Federal Circuit pointed out that Cray merely allowed
its employees to work from home, such as the sales executive working within the district. However,
the employees working from home were free to live anywhere they wanted: “if an employee can move

his or her home out of the district at his or her own instigation, without the approval of the defendant,
that would cut against the employee’s home being considered a place of business of the defendant.”
Cray also did not own, lease, or rent any portion of the employee’s home.
It will be interesting to see how district courts react in light of the Federal Circuit’s guidance on
establishing venue, and in particular, a “regular and established place of business” in the wake of TC
Heartland.
Click here to view the decision.
To subscribe or unsubscribe to this Intellectual Property Advisory,
please send a message to Chris Hummel at chummel@bannerwitcoff.com.
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Intellectual Property Alert:
Subject-Matter Eligibility Swallows Infringement Litigation?
By Lisa M. Hemmendinger and Sarah A. Kagan
October 17, 2017 — On October 4, 2017, the U.S. Court of Appeals for the Federal Circuit heard
oral arguments in a case that has been running for more than 10 years—Classen
Immunotherapies, Inc., v. Elan Pharmaceuticals, Inc. (No. 17-1033). During that time, much has
changed in the legal framework for subject-matter eligibility. Claims directed to a business
method, such as the ones of Classen at issue, have been at the center of these legal changes. The
issue in this appeal is whether the “safe harbor infringement exemption” of 35 U.S.C. § 271(e)(1)
applies to acts that allegedly took place after approval by the U.S. Food and Drug
Administration. Now, it appears the ultimate outcome of the case may turn on the subject-matter
eligibility of Classen’s claims or the influence of the new legal framework of subject-matter
eligibility on what can be considered infringing acts.
In 2001, Elan conducted a clinical study on the effect of food on the bioavailability of the
marketed muscle relaxant Skelaxin® (metaxalone), for which Elan then held an approved New
Drug Application (NDA). Elan used the study results in three ways: (1) it submitted the results to
the FDA in a citizen petition, requesting that applicants requesting approval of generic
metaxalone be required to provide both fed and fasting bioavailability data; (2) it submitted a
supplemental New Drug Application (sNDA) to revise the Skelaxin® product label; and (3) it
filed two patent applications.
Classen asserted U.S. Patent 6,584,472 against Elan in 2004, alleging that Elan’s clinical studies
and three uses of the study results infringed the ’472 patent. Classen asserted claims directed to
methods for creating and using data associated with a commercially available product; methods
of establishing at least one commercial new use for a commercially available product; and kits
comprising a product and documentation notifying a user of the product of at least one new
adverse event relating to the product, where the new adverse event was obtained by the claimed
methods.
The district court granted Elan’s motion for summary judgment of non-infringement, finding that
Elan’s studies and submissions to the FDA fell under the safe harbor exemption provided in the
Hatch-Waxman Act, now 35 U.S.C. § 271(e)(1), which states:

It shall not be an act of infringement to make, use, offer to sell, or sell
within the United States or import into the United States a patented
invention . . . solely for uses reasonably related to the development and
submission of information under a Federal law which regulates the
manufacture, use, or sale of drugs or veterinary biological products…
Classen Immunotherapies v. King Pharmaceuticals, 466 F.Supp.2d 621, 625 (D. Md. 2006).
Classen appealed. The Federal Circuit affirmed the judgment of non-infringement for the presNDA submission acts, but remanded the case to the district court for consideration of Elan’s
post-submission acts. Classen Immunotherapies v. Elan Pharmaceuticals, Inc. 786 F.3d 892
(Fed. Cir. 2015).
Classen asserted that Elan’s use of study results to file patent applications and marketing of
Skelaxin with its revised label were post-submission infringing acts not shielded by § 271(e)(1).
The district court found that all of the alleged infringing activities fell within the safe harbor and
again granted Elan’s motion for summary judgment of non-infringement. Classen
Immunotherapies v. Elan Pharmaceuticals, 210 F.Supp.3d 772 (D. Md. 2016). The present
appeal followed.
During the argument, the parties focused on whether evidence of infringing acts had been
submitted during trial and whether the safe harbor of § 271(e)(1) applied to such acts. But the
panel did not seem to engage as much on these points as on the notion of applying certain steps
of the claimed methods to the alleged infringing activities. The panel expressed concern that
these steps seemed to be directed to abstract ideas. “Documenting inventorship? That’s an
abstract idea. Why does that contribute to infringement of a claim? Analyzing data? How is that
infringing?” Thus, the new legal framework of subject-matter eligibility seems to have infected
the very idea of what acts can be considered to infringe.
This long-running case, which had been stayed for five years while Classen’s patent was under
ex parte reexamination, illustrates the pitfalls of a lengthy stay in infringement suits based on
patents that issued before the subject-matter eligibility revolution. Claims that were formerly
considered subject-matter eligible are now routinely invalidated as directed to laws of nature,
abstract ideas, or natural phenomena. During the oral argument, the Classen panel asked whether
the defendant had made any motions attacking patent validity under Section 101. Such motions
had been made, the panel was told, but the motions were held in abeyance while the safe harbor
issue was appealed.
The court’s willingness to engage on the issue of subject-matter eligibility suggests that there
may well be some unsolicited dicta on this issue when the court issues its opinion. And if the
court eventually reaches the Section 101 motions, Classen and Elan can both add their names to
the long list of litigants who went into court thinking they knew what their fight was about, only

to have that fight swallowed by standards of subject-matter eligibility that did not exist when the
case was filed.
Click here to download a recording of oral arguments in this case.
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Intellectual Property Alert:
Divided Infringement and Subject-Matter Eligibility: Are Mixed Diagnostic and
Therapeutic Method Claims Viable and Valuable?
By Sarah A. Kagan
October 19, 2017 — Until recently, diagnostic assay developers wanting to protect their innovations
with patents have faced a Hobson’s choice: claim a treatment step to gain subject-matter eligibility
but do so at the risk of creating downstream enforcement problems of divided infringement.
Fortunately, new decisions on induced infringement from the Court of Appeals for the Federal
Circuit may provide a path forward for some diagnostic inventions.
Diagnostic assay developers have been reluctant to cast their inventions as involving a treatment
step, even while suspecting that a treatment step may make their patent claims subject-matter
eligible. Their reluctance stems from the projected difficulty in enforcing a claim whose steps
would be practiced by distinct entities (i.e., divided infringement). For example, a commercial
laboratory may perform a diagnostic step, and a physician may perform a treatment step. Who
would be infringing a claim with one of each type of steps?
To directly infringe, a party must perform all steps of a method. Muniauction, Inc. v. Thomson
Corp., 532 F. 3d 1318 (Fed., Cir. 2008). However, Akamai Technologies, Inc. v. Limelight
Networks, Inc., 797 F.3d 1020, 1022 (Fed. Cir. 2015) (en banc) broadened the circumstances under
which acts of multiple parties could be attributed to a single actor. If one party directs or controls
the actions of another, that party can be considered as the one performing the acts. Similarly, if
parties form a joint enterprise, that joint enterprise can be considered to have performed the separate
acts of the distinct parties.
The Akamai court set a test for directing and controlling. A directing or controlling party must
condition participation in an activity or receipt of a benefit on the second party’s performance of a
patented method step. Additionally, the party must establish the manner or timing of performing the
patented method step.
Earlier this year the Federal Circuit considered a case of divided infringement in which physicians
were found to have met the test of “direct or control.” Eli Lilly Co. v. Teva Parenteral Medicines,
845 F.3d 1357 (Fed. Cir. 2017). The patent claim required administering three substances, two of
which the physician administers to patients and one of which patients self-administer. The court

found that the physicians’ prescriptions were the means of direction or control for patients to
administer a substance to themselves. Thus the court found a direct infringer: individual physicians.
As a practical matter, however, rather than suing thousands of individual physicians, the patentee,
Eli Lilly, sued Teva for inducing physicians to directly infringe. Establishing liability for induced
infringement requires proof that the accused infringer actively encouraged the infringing acts. In
this case, the court found that Teva’s proposed product label encouraged or recommended
infringement, establishing intent to induce infringement.
Given the Eli Lilly holding, diagnostic assay developers may be a bit more optimistic that adding a
treatment step to their diagnostic methods will not amount to trading a subject-matter eligibility
problem for a divided infringement problem. Indeed, the Eli Lilly holding suggests that it may be
possible to find a direct infringer of a mixed diagnostic/therapeutic method. Further Eli Lilly
suggests that it may be possible to use a drug label instruction that includes a diagnostic or
monitoring assay as an aid in proving infringement.
Whether any particular mixed assay and treatment method will be held subject-matter eligible,
however, remains an open question, and neither the Supreme Court not the Federal Circuit has
provided much guidance on this point. The claim struck down in Mayo Collaborative Servs. v.
Prometheus Labs. Inc., 566 US 66, 757-77 (2012) was a mixed assay and treatment claim, in which
a drug was administered and levels of metabolite were assayed. The U.S. Patent and Trademark
Office’s May 2016 Life Sciences Example 29 presents a different type of mixed assay and treatment
claim in which a subject is tested and if a certain result is obtained, treated with a drug. While the
Patent and Trademark Office considers this hypothetical claim to be subject-matter eligible, the
Federal Circuit has not yet considered the eligibility of this type of claim.
Although the Federal Circuit considered a mixed diagnostic/therapeutic method claim in Cleveland
Clinic v. True Health Diagnostics, LLC 859 F.3d 1352 (Fed. Cir. 2017), it did not reach its
eligibility. Not surprisingly, the Federal Circuit affirmed that claims of three related patents that
contained solely diagnostic testing steps were subject-matter ineligible. Claims of a fourth patent
that contained mixed assay and treatment steps were not challenged by the accused infringer for
lack of subject-matter eligibility. We do not know how the Federal Circuit would treat them.
Cleveland Clinic failed in its attempt to pin inducement to infringe on diagnostic laboratory True
Health. The court found no “specific intent and action” to induce infringement. Although the
Federal Circuit did not analyze it in this manner, the facts did not show that one actor was directing
or controlling another actor. In the absence of such facts, there was no underlying direct
infringement for the induced infringement.
Cleveland Clinic failed to prove that a diagnostic laboratory induced infringement, while Eli Lilly
succeeded in proving that a drug vendor induced infringement. Eli Lilly pointed to the physician as

the direct infringer controlling the steps performed by different actors. Eli Lilly was aided in its
inducement assertion by the proposed drug label of the accused infringer, which taught
administration of the three substances, but Cleveland Clinic had no drug label to show specific
intent of the alleged inducer. Cleveland Clinic’s difficulty suggests that overcoming the obstacle of
divided infringement may not be as easy for a mixed diagnostic and therapeutic method claim as it
was for a solely therapeutic method claim.
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Intellectual Property Alert:
Is Infringement Required to Generate a Case or Controversy for DeclaratoryJudgment Jurisdiction?
By Sarah A. Kagan
November 30, 2017 — Ten years ago, MedImmune successfully sought an expanded scope of
declaratory-judgment jurisdiction, asking the U.S. Supreme Court to permit a suit challenging
validity of a patent of which it was a paying licensee. MedImmune Inc., v. Genentech Inc. 549 U.S.
118 (2007). Now it finds itself on the other side of the argument, arguing that declaratory-judgment
jurisdiction should not be expanded to encompass a case in which the declaratory-judgment plaintiff
is a paying licensee that is not at risk of suit for patent infringement because it does not practice the
patented invention. AbbVie Inc. v. MedImmune Inc. (Fed. Cir. No. 17-1689).
In the prior case, MedImmune persuaded the Supreme Court that declaratory-judgment jurisdiction
was appropriate even though MedImmune was currently licensed to practice the Genentech patent,
protecting MedImmune from immediate risk of suit for infringement. The Court agreed that a
licensee should not need to terminate its license in order to sue for a declaration of invalidity.
Now, in a similar case, MedImmune argues that the expansiveness of the Supreme Court ruling
should not apply to AbbVie because, unlike MedImmune in 2007, AbbVie would not be subject to a
patent infringement suit if it terminated its license since AbbVie does not use the patented
invention. AbbVie argues, however, that if it ceased making payments under the license, it would be
subject to a suit for breach of contract. The contract requires royalty payments until U.S. Patent No.
6,248,516 expires or January 1, 2018, whichever is later. Does declaratory-judgment jurisdiction
under the 2007 MedImmune decision require fear of suit specifically for patent infringement or
merely fear of suit?
AbbVie sued to have the U.S. District Court for the Eastern District of Virginia declare the ’516
patent invalid for obviousness-type double patenting, on the theory that upon declaration of
invalidity, its royalty obligations would cease because the ’516 patent would expire. The district
court declined to find declaratory-judgment jurisdiction, and AbbVie appealed to the U.S. Court of
Appeals for the Federal Circuit.
The underlying facts of the case are complicated. First, the contract is to be construed under U.K.
law, but the term of the royalty obligation is measured by the term of a U.S. patent. Second, the
patent whose term defines the royalty obligation is not one practiced by the licensee. The royalty

obligation is based on sales of a product that is not made, used, or sold according to the patent
claims. Third, the parties dispute whether the “expiration” of a patent under U.K. law occurs upon a
declaration of invalidity. Fourth, the bundle of patent rights is divided among a number of parties.
Fifth, the parties dispute whether MedImmune has rights sufficient to enforce and defend the ’516
patent based on the contract.
At the November 9, 2017, oral argument at the Federal Circuit, the panel of judges subjected
attorneys for both parties to pointed questioning. The panel asked AbbVie whether enough time
remained on the patent term to obtain a final decision of invalidity before the patent’s natural
expiration. The panel asked why the case had not been filed sooner, why AbbVie had not originally
asked for a declaratory judgment on the contract rights, why it had not amended its complaint to ask
for such a judgment, and whether other parties were necessary to adjudicate the contract. The panel
asked MedImmune how AbbVie could get relief if declaratory-judgment jurisdiction was denied by
U.S. courts.
Why are the parties squabbling over a patent expiration date that differs by only six months? The
license obligates AbbVie to pay royalties on sales of HUMIRA®, a TNF-blocking antibody, which
is used to treat rheumatoid arthritis and Crohn’s disease. In 2016, HUMIRA® generated $16 billion
in revenue worldwide. With the stakes that high, whichever way it decides, the Federal Circuit may
not be the last stop for this case.
Click here to hear the arguments in AbbVie Inc. v. MedImmune Inc.
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determined, patentees should consider an
A patent owner must account for many

assessment of district-by-district variances in

considerations before filing patent suits, and

applicable local rules or procedures for patent

of Things (IoT)

this is particularly important for determining

disclosures, production, and case schedule, and

and Industrial IoT

possible venues under the Supreme Court’s

statistical evidence on average time to trial and

Inventions After Alice

recent decision in TC Heartland LLC v. Kraft

patent owner’s success rates in particular

Foods Group Brands LLC.1 For example, a patent

jurisdictions. In this manner, a patentee may

owner’s initial pre-filing analysis must first

determine an ideal forum that will not only be

include a factual and legal investigation to

likely to withstand a venue challenge, but will

determine what entity or entities to sue and

also help ensure the litigation process and costs

what claims to assert, depending on where,

thereof align as best as possible with the patent

how, and by whom the relevant activity

owner’s goals and preferences.

occurs. Then, the patent owner must identify
available venue(s) under TC Heartland, which
will often require additional investigation and

DETERMINATION OF POSSIBLE
PATENT VENUES

analysis, and may consider the possibility of

For decades, plaintiffs could rely on the

utilizing pendent venue, i.e. establishing venue

relatively broad provisions of 28 U.S.C. § 1391

through additional non-patent claims, to

to support venue of patent claims in any

identify additional venues. At this point, many

district where a “substantial part of the events

patent owners end their analysis, often simply

or omissions giving rise to the claim occurred,”

choosing whatever possible venue is closest to

such that venue was proper as long as some

their “home court,” or at least furthest from

infringement occurred in the district, for

the defendant’s. However, in many cases,

example through any sales of the accused

additional examination may provide

product.2 But the Supreme Court’s “sea
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change” decision in TC Heartland has

conditions necessary for this concept. There

dramatically narrowed the scope of forums for

must be a “physical place” in the district “of

patent cases by limiting venue to the terms

the defendant” that is “a regular and

provided in 28 U.S.C. § 1400(b), which

established place of business.”8

provides more limited thresholds for patent
venue: 1) “residence” or 2) a “regular and
established place of business” where
infringement occurred.3 In this new landscape,
patent owners need to perform a factual
investigation into the infringer’s business
activities and premises to determine what
districts may provide a suitable forum under
the limited grounds established in TC
Heartland. In cases involving additional claims,
however, such as unfair competition, patent
owners may also assess the legal viability of
pendent venue in a particular district, even if
2

the factual investigation does not provide a
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strong basis for patent venue under
TC Heartland.

Under this framework, a patent owner should
investigate whether a defendant has any
offices, stores, or other physical locations
where business activity occurs, such as a
storage facility for inventory or promotional
products, or a distribution center.9
Corroborating evidence may include
promotional materials and website content
where the defendant represents there is a
business place in the district.10 Therefore, the
plaintiff should investigate the geographic
scope of the defendant’s business locations,
real estate activity, advertisement and
promotions, business directory listings, and
Internet evidence to help identify possible
“places” of business that would support venue.

IDENTIFYING VENUE OPTIONS UNDER

This analysis must also balance the threshold

TC HEARTLAND

requirement that limits venue to places where

Now, a patent owner may file a patent claim

“acts of infringement” occurred, however, as

“where the defendant resides,” but residence

simply storing or distributing inventory may

under the patent venue statute is limited to

not constitute an act of infringement.11 Thus,

“only” the defendant’s state of incorporation.4

the investigation should also ensure that any

Thus, this provision often provides little

districts with “place[s] of business” also

strategic benefit to plaintiffs, as the choices are

provide a factual basis for acts of infringement

often limited to the defendants’ home venue

rather than related, but arguably non-

or, in many instances, Delaware.

infringing, activity.

If neither of these choices are immediately

PENDENT VENUE MAY PROVIDE

desirable, the patent owner may turn to the

AN ALTERNATIVE BASIS FOR

second ground of Section 1400(b): a district

ADDITIONAL DISTRICTS

“where the defendant has committed acts of

At the same time, patent owners should

infringement and has a regular and established

remember that a factual investigation to

place of business.”5 The threshold requirement

identify districts that qualify as proper venues

of “acts of infringement” follows the traditional

under TC Heartland may not identify every

considerations of acts of making, selling,

possible venue. If the possible claims against a

offering to sell, etc. The interpretation of the

defendant include non-patent claims, then

“regular and established place of business”

there is some support for the doctrine of

requirement varied greatly in the immediate

“pendent venue,” i.e. that the propriety of

wake of TC Heartland,7 but the Federal Circuit

venue over the other claims may support

recently stepped in to define the three

venue over an entire case including those

6

claims.12 While many courts have found that

below how these factors impact the decision

the presence of additional claims will not

on where to file suit.

support an alternative venue that is
disqualified under the specific patent venue
statue,13 there is some support for this
doctrine. Therefore, patentees may want to
assess the availability of alternative claims,
such as unfair competition, and also
investigate whether the pendent venue
doctrine may be available in any additional,
alternative venues.

LOCAL PATENT RULES
Patent owners should consider whether they
want to file suit in a venue having local patent
rules. Approximately 30 district courts have
enacted local patent rules.18 With the
exception of Delaware,19 the jurisdictions with
the most patent cases in recent years all have
local patent rules, including the U.S. District
Court for the Eastern District of Texas,

In a district where pendent venue may be

Northern and Central Districts of California,

available, the propriety of the venue will turn

Northern District of Illinois, and New Jersey.

on “which of the two federal claims is the

Local patent rules are the most prominent

‘primary’ claim,” and that claim’s venue statute

mechanism governing the timing and required

will control.

disclosure of information relating to the party’s

14

Given that many claims rely on

the broader provisions of 28 USC § 1391(b),
this can potentially bring into play forums that
would not be available under the more limited
“primary” claim in a complaint may be
determined by what claims provide a majority
of the counts,15 what claims seek a majority of
damages,16 or what claims constitute the
“principal purpose” in filing the complaint.17
Therefore, if supported by the scope of the
defendant’s activity, the inclusion of additional
claims and utilization of pendent venue, where
available, may provide additional forum
choices for a patentee, who then may consider
the pros and cons of these additional forums
when deciding where and how to file suit.

OTHER FACTORS TO CONSIDER IN
CHOOSING VENUE

3

Local patent rules provide predictability and
structure to the substance and timing of
disclosures but, in doing so, they inherently
build in time and expense before getting to key
issues in patent cases, such as claim
construction.20 Local patent rules typically
have claim construction issues identified and
briefed after parties provide their respective
preliminary infringement and invalidity
contentions. If a patent owner’s infringement
case depends on a particular construction of a
claim limitation, filing suit in a venue lacking
local patent rules may provide a better
opportunity to have an early claim
construction before engaging in extensive and
costly disclosures relating to infringement and
invalidity contentions.

After identifying venues that satisfy 28 U.S.C. §

Choosing a venue having local patent rules

1400(b), patent owners should consider a

may provide uncertainty as to a trial date. For

number of factors to choose between the

example, in the Northern District of Illinois, a

available venues. These factors include: (1)

trial date is not typically set when the court

local patent rules, (2) statistics such as time to

issues a case scheduling order. Instead, a trial

trial, patent owners’ success rates, and damages

date is set after the court rules on dispositive

award size, and (3) district court experience

motions. In contrast, the Western District of

with technology or other issues. We address

Wisconsin and Delaware, which lack local
MORE
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terms of 28 USC § 1400(b). What is the

claims and defenses.
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patent rules, typically set a trial date in

If a patent owner has a choice between

the initial scheduling order. Having a trial

multiple venues, the patent owner’s success

date is often advantageous to a patent

rate may guide where to file suit. According to

owner in limiting costs and leveraging

PWC’s 2017 Patent Litigation Study, patent

settlement options.

owners had a 54 percent overall success rate in

Before picking a venue from amongst a
number of possible venues, patent owners
should review whether a venue has local rules
and any differences between local rules in
available venues.
STATISTICS — SPEED TO TRIAL, PATENT
OWNER SUCCESS RATES
Patent owners should also consider statistical
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4

the Eastern District of Texas but a 23 percent
overall success rate in the Southern District of
Texas. If both the Eastern and Southern
Districts of Texas are available, patent owners
should go east and more than double their
statistical chance of success.
In short, patent owners should arm themselves
with the statistics before picking a venue.

evidence relating to patent cases handled in

DISTRICT COURT EXPERIENCE WITH

available venues. A number of companies

TECHNOLOGY OR OTHER ISSUES

provide annual reports that analyze patent cases

Patent owners should also consider whether a

and report information such as time to claim

particular jurisdiction is likely to have

construction rulings, trial or case resolution,

familiarity or experience with the patented

patent owner’s success rate, size of damages

technology or issues likely to arise in the case.

awards, and permanent injunction success rate.

For example, New Jersey and Delaware district

For example, PricewaterhouseCoopers issues an

courts have handled the overwhelming

annual patent litigation study.21 Other

majority of pharmaceutical patent

companies such as IP Law360 and

infringement cases filed in response to

DocketNavigator issue similar reports annually.

abbreviated new drug applications (ANDA)

As a strategic matter, litigants often select
venue based on the speed with which their
case will likely proceed to trial, believing a
quick trial will help keep costs lower and
obtain quicker relief. The Western District of
Wisconsin and Eastern District of Virginia are
well known “rocket dockets” that, based on
time to trial statistics, offer a high probability
of a trial date before other jurisdictions. The
U.S. government provides statistics on time to
trial in various jurisdictions.22

filed with the U.S. Food and Drug
Administration. Since 2009, New Jersey and
Delaware have each handled more than 850
ANDA cases whereas all of the other
jurisdictions combined handled less than 700
cases.23 Because of their experience with
pharmaceutical patents and the ANDA statutes,
complex chemistry, biochemistry, and
pharmaceutical technology and the legal issues
surrounding ANDA issues are less likely to
overwhelm judges in New Jersey and Delaware.

Given its proximity to Silicon Valley, the

6.

Northern District of California has vast

7.

experience with semiconductor, networking,
Internet, and software related patents. Judges
in this venue have issued dozens of opinions
addressing whether subject matter was patent-

35 USC § 271.
See, e.g. Boston Scientific Corporation and Boston Scientific
SciMed, Inc. v. Cook Group Incorporated and Cook Medical
LLC, No. 15-980, 2017 WL 3996110, at *14 (D. Del. Sept. 11,
2017) (“physical presence” in district is required) and Raytheon
Company v. Cray, Inc., No. 15-1554, 2017 WL 2813896, at *11 (E.D.
Tex. June 29, 2017) (“a fixed physical location in the district is
not a prerequisite to proper venue” and place of business inquiry
should “be driven by a fair consideration of the totality of the
circumstances, and not by the siren call of bright line rules”)
(vacated by In re Cray, Inc., 817 F.3d 1355 (Fed. Cir. 2017)).

eligible under 35 U.S.C. §101. A patent owner

8.

In re Cray, Inc., 817 F.3d 1355, 1361 (Fed. Cir. 2017).

anticipating an eligibility challenge to their

9.

Id. at 1362.

10.

Id. at 1363-64.

patent should consider an available venue’s

11.

experience and handling of § 101 issues. For
example, a patent owner may choose to file
suit in a venue where judges typically address
§ 101 issues on a motion to dismiss to have
this important issue decided early in a case,
and before expending resources on discovery.

12.

CONCLUSION

13.

The Supreme Court’s TC Heartland decision
narrowed the venues available to patent

15.

16.

have a choice of multiple venues in which
they may file a lawsuit. A patent owner should

17.
18.

choose a venue that aligns with its desired
litigation and possible settlement strategy, and

19.

that is appropriately in line with legal costs the
patent owner is willing to incur to protect its
rights. As discussed above, local patent rules
and statistics provide insight on the variability
in the timeline of case, extent and timing of
discovery efforts, and likelihood of a patent

20.

owner’s success.

1.

137 S. Ct. 1514 (2017).

2.

28 U.S.C. § 1391(b)(2).

3.

4.

5.

Westech Aerosol Corp. v. 3M Co., No. 17-5067, 2017 WL 2671297,
at *2 (W.D. Wash. June 21, 2017); 28 USC § 1400(b).
TC Heartland, 137 S. Ct. at 1517. The Supreme Court explicitly
declined to address the definition of “residence” as it applies
to foreign companies, or otherwise “express any opinion” on
prior Supreme Court precedence addressing venue over foreign
corporations. Id. at 1520 n. 2.
Id. at 1517.

21.

22.

23.

See, e.g., Solow Bldg. Co., LLC v. ATC Assocs., Inc., 175 F. Supp.
2d 465, 470 (E.D.N.Y. 2001); Elemary v. Phillipp Holzmann A.G.,
533 F.Supp.2d 144, 149-151 (D.D.C. 2008).
See, e.g., PKWare, Inc. v. Meade, 79 F. Supp. 2d 1007, 1018–19
(E.D. Wis. 2000). Cf. Zumba Fitness, LLC v. Brage, No. 11-5361,
2011 WL 4732812, at *2 (C.D. Cal. Oct. 6, 2011).
Solow, 175 F. Supp. 2d at 470.

5

Hsin Ten Enter. USA, Inc. v. Clark Enterprises, 138 F. Supp. 2d 449,
463 (S.D.N.Y. 2000).
In re Grumman Olson Indus., Inc., 329 B.R. 411, 434 (Bankr.
S.D.N.Y. 2005).
Solow, 175 F. Supp. 2d at 470.
A list of U.S. district courts enacting local patent rules may be
found at www.localpatentrules.com.
Although Delaware has not implemented local patent rules,
individual judges (e.g. Judge Stark) have standing orders for
patent cases that “absent agreement of the parties or order an
order of the Court” will result in a scheduling order including
mandatory disclosure of infringement and invalidity contentions,
as well as the production of technical and financial documents.
See http://www.ded.uscourts.gov/sites/default/files/Chambers/
LPS/PatentProcs/LPS-PatentProcedures.pdf. However, Judge
Andrews’ model scheduling order for patent cases does not
include any provisions for infringement or invalidity contentions,
but does include provisions addressing claim construction.See
http://www.ded.uscourts.gov/sites/default/files/Chambers/RGA/
Forms/Rule16_Scheduling_Order-Patent.pdf.
“Claim construction is the single most important event in the
course of a patent litigation. It defines the scope of the property
right being enforced, and is often the difference between
infringement and non-infringement, or validity and invalidity.”
Retractable Techs., Inc. v. Becton, Dickinson & Co., 659 F.3d 1369,
1370 (Fed. Cir. 2011).
PWC’s 2017 Patent Litigation Study may be found at https://www.
pwc.com/us/en/forensic-services/publications/assets/2017-patentlitigation-study.pdf.
The Federal Court Management Statistics may be found at http://
www.uscourts.gov/statistics-reports/analysis-reports/federalcourt-management-statistics.
https://lexmachina.com/media/press/pharmaceutical-patentlitigation-filings-declined-first-time-in-three-years/ (citing data
from April 27, 2017 Lex Machina’s third annual Hatch-Waxman/
ANDA Litigation Report).

Please note there may have been further developments in this case after this article was published.
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owners. Nevertheless, patent owners will often

14.

See, e.g., 35 USC § 271. See also Milo & Gabby LLC v. Amazon.
com, Inc., 144 F.Supp.3d 1251, 1253 (W.D. Wash. 2015) and Milo &
Gabby LLC v. Amazon.com, Inc., No. 13-1932, 2015 WL, 4394673,
at *2, 12-14 (W.D. Wash. July 16, 2015) (in this case, it was
ultimately held that Amazon did not infringe any of the asserted
patents because it did not sell or offer to sell any products, and
therefore did not meet any of the terms under 35 USC § 271,
where any potential liability was solely tied to whether Amazon
or third-parties actively offered products for sale through the
Amazon website, rather than Amazon’s storage and shipping of
those products, which was undisputed).
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KNOW BEFORE YOU GO: IMPACT OF THE
ALICE CASE ON SOFTWARE- AND COMPUTERIMPLEMENTED INVENTIONS IN THE
DISTRICT COURTS
BY ERNEST V.
LINEK AND BRIAN
EMFINGER

The Federal Circuit accepted the case for en
banc review. The outcome was seven different
opinions, with no single opinion supported
by a majority on all points. Seven of the
10 judges upheld the ineligibility of Alice’s

Alice Corp. v. CLS Bank,

method claims and computer-readable medium

Supreme Court 2014

claims, but they did so for different reasons.

The story of Alice v. CLS Bank is likely

Five of the 10 judges upheld the ineligibility

well-known to patent practitioners. Alice
Corporation (Alice) owned four patents on
electronic methods and computer programs
for financial-trading systems on which trades

of Alice’s system claims as not patent eligible,
and five judges disagreed. As a whole, the
panel did not agree on a single standard to
determine whether a computer-implemented

payment were settled by a third party in ways

In 2014, the Supreme Court reduced the

that reduced “settlement risk” — the risk that

Federal Circuit’s multipart test to a two-part

one party will perform while the other will not.

test, namely:

Alice alleged that CLS Bank International and

(1) Does the invention consist in significant

CLS Services Ltd. (collectively “CLS Bank”)

part of a patent-ineligible concept — for

began to use similar technology in 2002.

example, a law of nature, natural

Alice accused CLS Bank of infringement of

phenomenon or abstract idea?

Alice’s patents, the parties could not come to a

(2) If so, the invention is patent-eligible only if

resolution, and CLS Bank sought a declaratory

the remaining parts provide an “inventive

judgment that the claims at issue were invalid.

concept” — that is, elements that ensure a

Alice counterclaimed, alleging infringement.

patent on the invention amounts in

The district court ruled on CLS Bank’s

practice “to significantly more than a

motion for summary judgment, holding

patent upon the ineligible concept itself.”

each of Alice’s patents invalid because

Applying this test, the Supreme Court found

the claimed inventions were directed to

the Alice patents to be invalid under § 101.

abstract ideas and thus not eligible for
patent protection under 35 U.S.C. § 101.

Bottom line of Alice, if your patent claims

On appeal to the Federal Circuit, the original

purpose computer to gather and analyze

are directed merely to the use of a general

panel reversed the lower court’s decision.

MORE
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between two parties who are to exchange

invention is a patent-ineligible abstract idea.

[IMPACT OF THE ALICE CASE, FROM PAGE 7]

data, those claims risk invalidation for lack of

DETAILED FINDINGS

patent-eligible subject matter under § 101.

To assess the impact of Alice on patents

To assess the impact of Alice on patent
litigation in the district courts for softwareand computer-implemented inventions,
we have analyzed rulings on challenges to
patent validity under § 101. The data show
notable differences across the district courts
in their treatment of such challenges. Some
venues appear to be more favorable to either
patent owners or defendants while others
appear to be fairly neutral toward each. And
even within individual district courts, the
data show differences between rulings on
the various types of motions most often
used to challenge patent validity under §
101. This data may be helpful to inform
8

litigation strategies in light of recent court

BANNER & WITCOFF | INTELLECTUAL PROPERTY UPDATE | FALL/WINTER 2017

decisions that will likely limit the forums
available to a party to bring a patent dispute.

directed to computer- and softwareimplemented inventions at the district court
level, we looked at the three most popular
mechanisms for asserting invalidity arising
from a lack of patent-eligible subject matter:
12(b)(6) motions to dismiss, 12(c) motions
on the pleadings, and motions for summary
judgment of patent invalidity. Using data
obtained from DocketNavigator, a patent
litigation intelligence platform, we catalogued
the district courts’ grant and denial of such
motions.1 Where a court denied a motion,
this was often due to a determination that
claim construction was first necessary to
understand the claimed invention. And
motions both granted and denied in part
were typically seen in cases asserting multiple
patents with divergent conclusions as to
their respective validity under § 101.

VENUE CASES

Unsurprisingly, the data showed generally high

Following the Supreme Court’s decision in TC

rates of invalidation at the district court level.

Heartland and the Federal Circuit’s subsequent

We found that, together, these three types

decision in In re Cray, patent owners now must

of motions were granted about 60 percent of

file infringement actions in the jurisdiction

the time and were denied about 40 percent

where the defendant is incorporated, or where

of the time. Motions to dismiss under 12(b)

the defendant has a fixed physical location

(6) amounted to about half of the motions we

that qualifies as a regular and established place

analyzed while 12(c) motions on the pleadings

of business. Forum shopping by the patent

and motions for summary judgment each

owner is no longer permitted — and avoiding

represented about a quarter of the motions

a court that has a history of granting Alice

analyzed. However, all were equally effective

rulings may be difficult, if not impossible.

in disposing of patent infringement claims. We

In a post-TC Heartland and post-Cray
world, parties to patent litigation involving
questions of subject matter eligibility

found that courts granted each type of motion
roughly 60–65 percent of the time and denied
each type about 40–50 percent of the time.

under § 101 would benefit from a sober

Digging deeper into the data, however,

assessment of what to expect from the

revealed that the success rates of particular

venues most likely to hear the dispute.

types of motions varied across the district

courts. We found a district court’s disposition
toward each type of motion could be
categorized in one of three ways based
on the number of motions granted versus
denied: (i) generally neutral toward patent

12(c) Motions on the Pleadings
• Favorable to Patent Owners: E.D. Tex.,
M.D. Fla., and D. Mass.
• Favorable to Defendants: D. Del., C.D.

owners and defendants with an equal split

Cal., N.D. Ill., S.D. Cal., S.D.N.Y., N.D. Tex.,

between grants and denials, (ii) generally

D. Utah, E.D. Va., and W.D. Wash.

favorable toward patent owners with a
tendency to deny the motion more often
than grant it, and (iii) generally favorable

• Neutral Toward Patent Owners and
Defendants: N.D. Cal.

toward defendants with a tendency to grant

We found a slightly different result with 12(c)

the motion more often than deny it. We also

motions on the pleadings. Here, we found

found that venues generally favorable to

the district courts were less likely to split

patent owners or defendants with regard to

grants and denials. The N.D. Cal. was the

one type of motion were not necessarily the

only venue exhibiting a 50/50 split. The other

same with respect to another type of motion.

district courts tended to lean toward granting

12(b)(6) Motions to Dismiss
• Favorable to Patent Owners: D.N.J and

• Favorable to Defendants: E.D. Va.,
N.D. Ill., D. Mass., W.D. Pa., M.D. Fla., and
N.D. Tex.
• Neutral Toward Patent Owners and

E.D. Tex. — found to be neutral toward patent
(6) motions — appeared to be more favorable
for patent owners concerning 12(c) motions
on the pleadings. We found the opposite for
the D. Del. and C.D. Cal. Both of these courts,
while neutral regarding motions to dismiss,
appeared to be more favorable for defendants

Defendants: E.D. Tex., D. Del., N.D. Cal.,

regarding motions on the pleadings. Finally,

C.D. Cal., D. Nev., and W.D. Tex.

we found one court, the D. Mass, more

With respect to 12(b)(6) motions to dismiss,
we found those venues that were generally
favorable to defendants granted the motion

favorable to defendants on 12(b)(6) motions to
dismiss but more favorable to patent owners
regarding 12(c) motions on the pleadings.

to dismiss two to three times more often

Motions for Summary Judgment

than denying it. In addition, only two

of Patent Invalidity

courts, the D.N.J and the S.D. Tex., stood
out as more favorable to patent owners.
Finally, those venues that were generally

9

owners and defendants with respect to 12(b)

• Favorable to Patent Owners: E.D. Tex. and
W.D. Tex.

neutral in their treatment of patent owners

• Favorable to Defendants: D. Del., C.D.

and defendants included some of the more

Cal., N.D. Cal., N.D. Ill., S.D.N.Y., and

popular venues for patent suits such as the

M.D. Fla.

E.D. Tex., D. Del., N.D. Cal., and C.D. Cal.

MORE
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S.D. Tex.

or denying this type of motion. Notably, the

[IMPACT OF THE ALICE CASE, FROM PAGE 9]

We again found a different outcome across

courts are more or less likely to rule on the

the district courts with motions for summary

various mechanisms for challenging subject-

judgment. Here, we found the district courts

matter eligibility should thus help parties

were favorable to either patent owners

determine what will be the most efficient use

or defendants on motions for summary

of their limited resources during litigation.

judgement of patent invalidity. We found
that those district courts more favorable to
defendants granted the motions for summary
judgment about twice as often than denying
them. And we found the two courts that were
more favorable to patent owners — the E.D.
Tex. and W.D. Tex. — denied those motions
about twice as often as granting them. The
M.D. Fla. similarly stood out as being more
favorable to patent owners on 12(c) motions
on the pleadings while being more favorable to
defendants on motions for summary judgment.

BANNER & WITCOFF | INTELLECTUAL PROPERTY UPDATE | FALL/WINTER 2017
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TAKEAWAYS

Insight into such tendencies may assist you
with your litigation strategies. For patent
owners, such insight may help with decisions
of what patents to assert. For defendants, this
insight may guide decisions of the extent to
which resources should be committed to the
various mechanisms for challenging subjectmatter eligibility. This can also include whether
and how strenuously to argue for transfer
to whatever venue might be available under
the new TC Heartland standard. On either
side, such insight may provide guidance as to
potential compromises between the parties.

The tendency to rule in favor of patent

As non-traditional venues see more patent

owners or defendants should not be taken

litigation in the aftermath of TC Heartland

as an indication of how a court is likely to

and Cray, time will tell if further distinctions

rule on any particular patent. Each patent

emerge between district courts’ treatment

is different and must be judged on its own

of challenges to subject-matter eligibility

merits. However, to the extent that parties

and the various motions for disposing of

can observe the unique tendencies of the

patent infringement claims on that basis.

district courts, this can provide meaningful
insight for those parties when making
decisions on whether and how to engage
in patent litigation involving questions of
subject-matter eligibility. No party operates

1.

The ability to draw meaningful conclusions from the data
available should be appreciated. Some venues provided little to
no data due to a dearth or lack of patent infringement suits in
those venues following the Alice decision. Accordingly, to reach
our conclusions, we included in our analysis only those district
courts that have issued at least three rulings on either 12(b)(6)
motions, 12(c) motions, or motions for summary judgment.

with unlimited resources. Understanding how

Please note there may have been further developments in this case(s) after this article was published.
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Maintaining Effective Patent Portfolios in the Biodiesel Industry
From the Winter 2017 print edition of Biodiesel Magazine, Banner & Witcoff attorney Benjamin
C. Spehlmann provides his legal perspective on the complex but important topic of patent
protection in the area of biodiesel technology.
By Benjamin C. Spehlmann | January 10, 2017

Breakthrough technologies with promising
commercial potential must be patent
protected using a comprehensive and robust
approach. Often, multiple patent families,
each based on certain inventive aspects of
the technology that are described in a
single patent application, are pursued by
filing corresponding family member patent
applications in countries of greatest
strategic interest. The total number of
patent applications and patents in a
technology portfolio, essentially the
product of the number of families and
number of countries for each family, can
easily grow into the hundreds.
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An important, emerging biofuel production
process is the IH2 Process, which has been
developed by Gas Technology Institute in
Des Plaines, Illinois. This technology is
currently licensed worldwide by CRI
Catalyst Co., which is part of CRI/Criterion
Inc., the global catalyst technology
company of the Shell Group. The IH2
Process can achieve essentially complete deoxygenation of biomass, including plant-based
(lignocellulosic) feedstocks, rendering diesel boiling-range and other hydrocarbons that are
indistinguishable from their petroleum-derived counterparts. The prevalence of suitable
starting materials has been a factor in the decision to maintain a broad-based patenting
strategy for the IH2 process, which is protected by patent families having, as exemplary
domestic patent family members, U.S. Patent Nos. 8,492,600; 8,841,495; 8,859,831;
8,915,981; 9,447,328; and 9,512,364, as well as a number of U.S. pending applications.
Ongoing Input
Delays between the filing of family member patent applications and the time they are first
examined by patent offices of the various countries are often more than a year. During this
time, a contemplated commercial technology undergoing development can evolve
significantly. Also, further information regarding competitor activities will become available.
Consultation with technical experts is required to understand and consider these factors,
which can critically impact the process of negotiating the scope of the patent owner’s rights.
This process frequently involves amending the patent claims that define the scope of these
rights to overcome initial rejections. Even if claim amendments are deemed to sufficiently
distinguish an inventive process over the prior art, the resulting claims may nonetheless (i) fail
to read on the contemplated commercial design or otherwise (ii) be easily avoided (i.e.,
designed around). In either scenario, the value of the resulting patents in a patent family is
severely compromised.
Technical experts are also most familiar with the story behind their inventive activities, which
led to the substantial investment in seeking broad-based patent protection in the first place.
Patent examiners in the biodiesel area, by virtue of their scientific—typically chemical
engineering—backgrounds, are generally receptive to in-depth technical arguments as to why
the inventor’s solution would not have been obvious in view of the existing knowledge in the
field. Having an inventor present in an examiner interview at the U.S. patent office, for
example, can lead to a deeper appreciation of what might otherwise be dismissed as “attorney
argument.”
Alignment with Business Objectives
As with technical developments, business objectives may change over time. Certain starting
materials (lignocellulose, algae), end product properties (sulfur content, cetane number),

http://www.biodieselmagazine.com/articles/2070332/maintaining-effective-patent-portfoli...
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byproducts (methane, char, CO2) and their uses, and process flow schemes, may become more
or less economically attractive or significant in terms of customer requirements. As new
patent applications are added to a developing portfolio, they should include updated
information, for example by expanding the feedstock definition or description of how the
technology might be integrated with conventional refining processes. Patent claims can be
directed only to the subject matter that is described in the application as originally filed.
Adding to and updating what is normally considered boilerplate information increases
flexibility in how an invention can be defined.
Mining Relevant Property
The initial set of claims drafted for a patent family might not cover all patentable concepts
described in the application. Otherwise, multiple claim formats may be presented but
regarded under the laws of the local patent office to cover multiple inventions, from which
one must be selected. In either situation, more than a single patent application could be
required to realize the full value of the inventors’ contribution to the state of the art. For
example, a parent application of a family might present claims directed to unique and
advantageous operating conditions, such as those used for generating sufficient hydrogen from
biomass to sustain the claimed process. However, a continuation or divisional—with the
designation often depending on the particular country—might be necessary to protect
important properties of the resulting diesel boiling-range hydrocarbons, such as their low
oxygen content. Any subject matter that is disclosed in a patent application, but not
ultimately claimed, becomes dedicated to the public. For this reason, the potential for filing
further applications in a patent family should always be evaluated.
Overall, effective, global patent protection requires developing a portfolio with an
understanding of not only the technology itself, but also the inevitable, ongoing refinements in
its envisioned design and implementation. Such refinements arise from both technical and
business considerations.
Author: Benjamin C. Spehlmann
Attorney, Banner & Witcoff Ltd.
202-824-3000
bspehlmann@bannerwitcoff.com
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IP Management: Creating, Maintaining
and Advancing Your Portfolio to
Increase Your Company’s Bottom Line
Bradley J. Van Pelt and Luke S. Curran
Bradley J. Van Pelt is a principal shareholder at
Banner & Witcoff, Ltd. in Chicago, IL. He concentrates on prosecution, counseling, and litigation
in all areas of intellectual property.
Luke S. Curran is an associate at Banner &
Witcoff, Ltd. in Chicago, IL. He advises on many
aspects of intellectual property law, with particular emphasis on trademark clearance, prosecution, and enforcement.
Intellectual property portfolios commonly rank
as one of the most valuable assets within a company’s corporate arsenal.1 Protecting the company
brand, internal know-how, and innovation plays a
crucial role in maintaining a competitive advantage
in today’s global marketplace. However, the costs
associated with procuring, preserving, and advancing
intellectual property rights can affect the company’s
bottom line. This can put pressure on the company’s
decisionmakers. Outside of the ability to halt the disingenuous efforts of infringers and obtain monetary
damages when asserting IP rights, there are other
creative and less litigious ways to extract additional
value from your portfolio.
According to the “Intellectual Property and the
U.S. Economy: 2016 Update,” the licensing of IP
rights totaled $115.2 billion in revenue in 2012,
which included 28 industries deriving revenues from
licensing.2 By way of example, IBM has enjoyed a
successful licensing program. Although IBM may
spend several billion dollars a year on research and
development, it is able to recapture approximately $1
billion a year through an effective licensing strategy.
Implementing a tailored approach to IP monetization can enable companies to realize additional value
from product development efforts and recover a portion of the development costs. Patents, for instance,
commonly serve leveraging purposes and can lead
to advantageous terms when negotiating contracts
for the business. Licensing patents to vendors can
open the door to competitive pricing and more favorable contract terms, and develop cross-licensing
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opportunities to help reduce the scope of the company’s risk of infringement. Alternately, patent rights
can be sold off, act as collateral for financing, and
may even be used to obtain tax deductions. Patent
rights also may be employed as marketing tools. By
touting a product as patented, this may foster the
public perception that the company is innovative
and that the product is superior, which can also help
secure equity backing.
Similarly, it is well-settled that trademarks frequently act as a critical driver of value.3 The value
of a trademark usually is linked directly to the
mark’s earning power and goodwill. While acting as
a source identifier to facilitate consumers’ purchasing decisions, trademarks engender the inherent
ability to rapidly appreciate in value. If properly
safeguarded, marks may potentially live in perpetuity. By maintaining strict quality standards for their
goods and services provided in connection with the
mark in addition to advertising to inform consumers of these qualities, trademark owners invest in
their marks. In turn, this investment leads to greater
profits and source recognition. As a result, developing, managing, and advancing a trademark portfolio
has transitioned from a primarily legal issue into
a strategic agenda. In 2017, according to Brand
Finance,4 the most powerful and valuable brand was
Google. The Google brand was valued at more than
$109 billion and surpassed Apple, which held the
title as world’s most valuable brand for the last five
years in a row. Exhibit 1 catalogs the top 10 most
valuable brands according to the “Annual Report on
the World’s Most Valuable Brands.”
Traditionally, IP portfolios are assigned value
based on one of the following methods: (1) the
income approach (value based on previous and future
income streams under the asset); (2) the cost approach
(value of the asset should not exceed cost of replacing
the asset); (3) the market approach (value of the asset
based on comparing publicly available similar asset
transactions); and (4) the royalty approach (value
based on cost to license).5 While these approaches
can be useful in informing a company’s decision on

The Licensing Journal

1

Exhibit 1

whether to maintain or procure IP, these approaches
may be difficult to apply and may not always account
for the company’s vision.
Accordingly, in order to appraise the commercial
and competitive value of intangible assets—whether
patents or trademarks—it is important to first blueprint how the asset is being represented (or should
be). With increased cost pressures and complexities
in asset protection, it is critical that rights holders
appreciate the total value from the company’s IP
portfolio. In order to extract additional economic
rents, it is essential to take a holistic approach by
mapping and prioritizing assets when developing,
acquiring, and pruning the IP portfolio.

Enlisting a Diverse IP
Committee
Recognizing the shift to a globalized business
environment, the ability to traverse the nuances of
maximizing, controlling, and extracting value from an
IP portfolio requires continually evaluating IP rights
throughout their lifecycles. For instance, focusing too
heavily on volume may result in a breadth of rights;
however, these rights may not be aligned with the underlying goals of the business. Company objectives often
pivot, the technology may change or become obsolete,
or the company may no longer be selling the particular product. If the cost of keeping the rights exceeds its
expected value—under the cost or income approach—
consider reevaluating the need to retain those rights.
Under these circumstances, companies often consider
abandoning or trying to sell off that segment of the
portfolio. In turn, this will reduce maintenance fees,
renewals expenses, and ongoing prosecution costs.
For a comprehensive approach to combating IP
management issues, consider enlisting an IP committee (which can include engineering, business
development, marketing, and legal professionals) to
prioritize certain filings and manage portfolios. An IP
committee helps ensure the company is focused on
rights critical to the business strategy while confirming that the company has a consistent prosecution
strategy. In short, the committee helps answer the
question “why do we own this asset” while realigning
IP procurement efforts with the business strategy.

Prioritization and Portfolio
Mapping
Once the committee is assembled, it is critical to
discern the landscape of the IP rights in the portfolio.

2
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Mapping key patents and future trends can help
companies see opportunities, threats, strengths, and
weakness of patents that are proprietary to the business. This form of information proves to be incredibly
valuable in any IP analysis. Determine whether the
patent covers core products, whether it has current
use or exists for defensive purposes, or whether it can
be used for leveraging. One of the primary benefits of
auditing a patent portfolio is that it affords companies the opportunity to take a step back, see certain
trends, and block competitors from moving into a
desired space.
Exhibit 2 illustrates an example of mapping patents and future trends. In this example, the gray area
represents the entire patent landscape, and the boxes
represent patents. Potential patent filings (brown
boxes) may have the opportunity to block competitor
ACME’s patents (green boxes) from moving into a
particular space.
Likewise, when auditing a trademark portfolio,
whether domestic or international, it is critical to map
the process of how, why, when, and where a company
creates and adopts each mark. These are questions
the IP committee is well-suited to address. From
core brands to marks with limited use, the IP committee must plan the audit and outline prosecution
strategy while considering key and emerging markets
(e.g., Cuba and Iran), jurisdictions where products
are manufactured, and countries where counterfeiting is common. Further, instituting an IP committee

ultimately will generate a fundamental understanding
of the underlying process and interaction between
legal and other departments, which affords the opportunity to better advance the portfolio by identifying
and eliminating inefficiencies.
When evaluating an existing trademark portfolio,
IP committees may consider implementing a fourtiered approach ranging from most important marks
(first tier) to least important marks (fourth tier).
These rights can be ranked and prioritized accordingly, and the business subsequently can focus on the
rights more central to its core business. First-tier status can be assigned to marks that are used in multiple
markets and in connection with the brand’s full range
of products and services. The second tier traditionally
houses secondary brands that represent individual
products or services across a range of jurisdictions.
Customarily, the third tier is reserved for marks used
with the provision of limited or restricted goods or
services, such as sub or regional brands. Finally,
rank non-traditional marks, slogans, common law
marks, and marks intended to be used for a limited
time under the fourth-tier umbrella. Also, in order
to realize additional value and fill in coverage gaps,
it is critical to chart the nature of each mark, the
goods and services covered, what rights are included,
and whether they align with business strategies. An
annual audit enables companies with substantial
portfolios to find value in marks that have been otherwise overlooked while anticipating future needs.

Exhibit 2 Example IP Landscaping

Technological
Landscape

Open Space for
New Patents
Blocking Patent
Applications To
Be Filed

“ACME” Patents
Timeline/Direction
of “ACME” Patents

MARCH 2017

The Licensing Journal

3

By mapping a trademark portfolio, the company
also can identify gaps and new opportunities to
expand the portfolio. These checkups often unearth
legal exposures by uncovering failures to seek registration of important marks in relevant markets,
registrations inadequately covering goods or services used in commerce, and applications that lack
commercial value. Armed with a clear picture of
their assets, rights holders can realize additional
value and protection through more creative means,
such as identifying opportunities for non-traditional
marks, licensing, and new uses for existing marks.
Equipped with this knowledge, the owner can more
confidently prosecute marks for new or existing
goods and services in order to fill voids and prune
the portfolio.

Traversing New Markets
With the information derived from the IP audit, a
company entering a new market is better equipped to
forecast its IP needs and the associated costs. When
exploring new markets from a trademark perspective, companies can examine the IP landscape to
determine whether to obtain additional registrations
and defensive registrations to preempt squatters.
When expanding to new markets or applying for
new marks, a modicum of forethought often pays
dividends. Preempt squatters by acquiring social
media handles and domain names that reflect the
brand and key variations concurrently when filing
applications. Whether domestic or abroad, value can
be added to existing marks through diligent and meritorious enforcement efforts because mark owners are
shouldered with the affirmative obligation to police
violations of their IP rights. Additional value also is
realized by recording registrations covering primary
brands with customs offices in key regions to assist
in the seizure of counterfeit goods and halt the efforts
of counterfeiters that trade off the brand’s goodwill.
From a patent perspective, international rights can
be a fairly large line item for companies as they can
get prohibitively expensive if a particular invention is

1.

2.
3.

4

See Louis Carbonneau, “IP Strategies for Changing Times,” IPWatchdog
(April 7, 2015) (estimating that “in excess of 85 percent of the valuation
of the Nasdaq Index companies (and of the new global wealth being created) lies in intangible assets.”).
See Intellectual Property and the U.S. Economy: 2016 Update,
United States Patent and Trademark Office, https://www.uspto.gov/
learning-and-resources/ip-motion/intellectual-property-and-us-economy.
See, e.g., Brand Finance, The Annual Report on the World’s Most Valuable
Brands (2017) (valuating Google as the most valuable brand of 2017 at

filed in many different jurisdictions. It is important
to make sure that your foreign filings correspond
with the company’s international business ambition.
For example, decisionmakers should consider the
viability and likelihood that the company would ever
enforce IP rights abroad.
Take, for instance, Europe. In terms of patents,
it can be prohibitively expensive because the patent
must be validated in each of the desired countries.
In Europe, all applications are initially examined
at the European Patent Office and once the application grants, the applicant must decide where to
validate the patent. If a single patent is validated in
all of Europe, the costs could amount to hundreds
of thousands of dollars in annuity fees. One strategy
might be to select only key European economies
(e.g., Germany, France, and the United Kingdom),
which may often afford sufficient protection. For
example, if a competitor can be halted in one of
these jurisdictions, it can have the effect of blocking
the competitor throughout Europe. The competitor
is not likely to redesign the particular product for
the specific country in Europe; rather, they only will
have one product for all of Europe.

Moving Forward
In a globalized marketplace, strive to become
proactive as opposed to reactive. Legal intricacies of
creating, maintaining, and advancing a comprehensive IP portfolio commonly are not addressed until
confronted by an impediment. In order to enjoy a
vibrant and profitable portfolio, whether patents or
trademarks, rights holders must realign IP assets with
business strategy in an age of increased complexities in asset protection. Participation and interaction
between lawyers, executives, marketing departments,
business units, and product development teams is
critical to developing a strong IP strategy while promoting a secure IP culture. Aggressively develop,
prosecute and advance IP and meticulously reevaluate the portfolio annually in order to extract additional economic rents.

4.
5.

more than $109 billion and valuating the second-ranked Apple brand at
$107 billion).
Id. (evaluating the top brands based on brand strength index (e.g., brand
investment, brand equity, and brand performance), brand royalty rate,
and brand revenues.
See International Trademark Association, “Assignments, Licenses and
Valuation of Trademarks,” (April 2015) (emphasizing that goodwill is
an “intangible asset that provides added value to the trademark owner’s
worth.”).
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Intellectual Property Alert:
Federal Circuit Avoids “Foundational Change in the Theory of the Statutory
On-Sale Bar”
By Surendra K. Ravula
May 4, 2017 — On May 1, 2017, the U.S. Court of Appeals for the Federal Circuit reached its
ruling in Helsinn Healthcare S.A. v. Teva Pharmaceuticals USA Inc., No. 16-1284. As we wrote
back in October 2016, this case is important because it could affect how selling a product or
offering to sell a product can count as invalidating prior art against a patent under 35 U.S.C. § 102
of the America Invents Act (AIA).
Procedural History
Briefly, Helsinn brought an infringement suit under the Hatch-Waxman Act, alleging that Teva’s
proposed generic drugs infringed four of its patents for a chemotherapy-related drug. Prior to
patenting, the drug underwent various Food and Drug Administration (FDA) trials. During this
time, Helsinn entered into a publicly disclosed supply and purchase agreement, which prescribed an
ordering procedure and pricing scheme for any drug formulations that the FDA ultimately
approved. However, while the sale of the drug was publicly disclosed in a Securities and Exchange
Commission (SEC) filing, the dosage amounts to be used were not disclosed. After the drug was
approved, Helsinn proceeded with patent filings covering various embodiments of the drug and was
granted four patents, one of which was governed by the AIA.
The district court concluded that the patents-in-suit were valid and infringed. While Teva
challenged the validity of the AIA patent based on the on-sale bar, the court disagreed, holding that
the AIA had changed how the on-sale bar worked. In particular, the court held that 35 U.S.C.
102(a)(1) now requires a public sale or offer for sale of the claimed invention for the on-sale bar to
apply. Because the public disclosure of the contract at issue did not publicly disclose the precise
dosage levels claimed in the patents, the district court concluded that the contract did not trigger the
on-sale bar. The district court further concluded that the patented invention was not ready for
patenting at the time of the alleged sale because the claimed invention had not been reduced to
practice by that time.
Holding
The Federal Circuit reversed the district court and held that the asserted claims were invalid due to
an invalidating sale prior to the critical date. In particular, the Court reasoned that a contract
contingent on FDA approval was still an invalidating sale even though the details of the invention
were not publicly disclosed through the disclosure of the contract. If the details of the sale were
public, as was the case here, the Court reasoned that “the details of the invention need not be

publicly disclosed in the terms of the sale.” The Court further held that the asserted claims were
ready for patenting prior to the critical date.
What It Means
For decades, courts have held that secret, confidential, or non-public sales or offers for sale trigger
the on-sale bar if the invention is ready for patenting by the time of the sale. While Helsinn argued
that the AIA’s addition of a new category of prior art that is “otherwise available to the public” now
meant that secret sales were no longer invalidating, the Court disagreed. Helsinn further argued that
applying the on-sale bar in this case was unfair because “it would distinguish between verticallyintegrated manufacturers that have in-house distribution capacity and smaller entities like Helsinn
that must contract for distribution services from a third party.” However, the Court rejected
Helsinn’s argument, concluding that it “would largely eviscerate the on-sale bar provision except as
to sales to end users.”
The Court relied heavily on contract law principles to reach its decision and noted that the contract
at issue “bears all the hallmarks of a commercial contract” because it includes specific terms
relating to price, method of payment, and method of delivery. The Court further concluded that
“[t]here can be no real dispute that an agreement contracting for the sale of the claimed invention
contingent on regulatory approval is still a commercial sale as the commercial community would
understand the term.” This structure, the Court noted, is called a condition precedent in the law of
contracts.
The Court’s holding means that the AIA does not overturn decades of judicial precedent by
changing the interpretation of the on-sale bar – a change the Court referred to as a “foundational
change in the theory of the statutory on-sale bar.” Because the Court did not find any evidence of
legislative intent to support the notion that sales documents must publicly disclose the details of the
claimed invention before the critical date, the Court concluded that Congress did not intend to
change settled law related to the on-sale bar. Indeed, the Court noted: “If Congress had intended to
work such a sweeping change to our on-sale bar jurisprudence and ‘wished to repeal … [these prior]
cases legislatively, it would do so by clear language.’”
Perhaps leaving open the door for such legislative action, the Court was cautious in extending the
reach of its holding, stating that it “declined the invitation by the parties to decide this case more
broadly than necessary.” In fact, the Court conceded that several legislators had frowned upon the
“extreme results” generated by secret uses deemed to be invalidating and made sure to point out that
determining whether an invaliding sale occurred must necessarily involve a fact-specific analysis.
Indeed, the Court pointed out that it does “not find that distribution agreements will always be
invalidating under § 102(b).” Rather, under the specific facts of this case, this particular supply and
purchase agreement was found to be an invalidating sale.
Finally, in determining that the drug at issue was ready for patenting even though it was still
undergoing FDA testing, the Federal Circuit made clear that the relevant question is still whether
the invention has been reduced to practice or whether the inventor had prepared drawings or other
descriptions of the inventions that were sufficiently specific to enable a person skilled in the art to
practice the invention by the critical date. This question does not depend on whether a regulatory
agency, such as the FDA, has approved the invention’s use in the market. Rather, an invention is

reduced to practice when “the inventor (1) constructed an embodiment … that met all the
limitations and (2) determined that the invention would work for its intended purpose.” Indeed, the
Court noted that the “district court clearly erred by applying too demanding a standard” because
“[t]he completion of Phase III [FDA] studies and final FDA approval are not pre-requisites for the
invention to be ready for patenting.”
Thus, it seems that the pre-AIA law related to the on-sale bar is safe, at least for now. Moreover,
this case confirms the importance of filing a patent application as early as possible and certainly
prior to any public disclosure or sale.
Click here to read the Federal Circuit’s opinion in Helsinn Healthcare S.A. v. Teva Pharmaceuticals
USA Inc.
To subscribe or unsubscribe to this Intellectual Property Advisory,
please send a message to Chris Hummel at chummel@bannerwitcoff.com.

www.bannerwitcoff.com
© Copyright 2017 Banner & Witcoff, Ltd. All Rights Reserved. The opinions expressed in this publication are for the purpose of fostering productive
discussions of legal issues and do not constitute the rendering of legal counseling or other professional services. No attorney-client relationship is
created, nor is there any offer to provide legal services, by the publication and distribution of this edition of IP Alert.
Please note there may have been further developments in this case after this article was published.
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given a broader interpretation during
enforcement than they were given during
procurement. M.P.E.P. § 2111. A broader
construction during prosecution also has been
justified on the ground that patent applicants

Broadest reasonable interpretation (BRI) can

have the opportunity to amend claims while

be a challenging, and at times frustrating, issue

an application is pending before the USPTO,

for patent practitioners. When it comes to

whereas patentees are not permitted to amend

interpreting claim terms, examiners usually

claims during an enforcement action. Id.

grasp the concept of “broadest” but at times
can struggle with the “reasonable” part. Now
that the Supreme Court has confirmed that BRI
is here to stay, in Cuozzo Speed Techs., LLC v.
Lee, 136 S. Ct. 2131 (2016), patent practitioners
should try to find ways to leverage the doctrine
to best serve their clients’ interests.

Several recent decisions by the U.S. Court
of Appeals for the Federal Circuit provide
guidance for practitioners, both when drafting
a patent application and initial claim set,
as well as when arguing that an examiner’s
construction of a claim term or application
of the prior art is unreasonable.

Several policy reasons have been cited in
support of the U.S. Patent and Trademark
Office (USPTO) using BRI to interpret claims

CLEARLY DEFINE CLAIM TERMS
IN THE SPECIFICATION

during examination, in contrast to the

A patentee may be his or her “own

sometimes narrower construction used by

lexicographer and/or may disavow claim

federal district courts and other tribunals as

scope,” but to do so, the “patentee must clearly

outlined in Phillips v. AWH Corp., 415 F.3d 1303

express that intent in the written description.”

(Fed. Cir. 2005). For example, the practice of

M.P.E.P. § 2111.01. Oftentimes patent drafters

BRI functions to ensure that claims are not

avoid including explicit definitions in the
MORE

Appeals to Advance
Key Patents to
Further Corporate
Goals

[BROADEST REASONABLE INTERPRETATION, FROM PAGE 1]

specification due to the risk of unnecessarily

unfettered license to interpret claims to

limiting claim scope. However, in appropriate

embrace anything remotely related to the

situations an applicant may strategically

claimed invention. Rather, claims should

leverage lexicography, for instance to assign

always be read in light of the specification and

a special definition to a term that narrowly

teachings in the underlying patent.” In re Suitco

avoids known prior art or excludes an

Surface, Inc., 603 F.3d 1255, 1260 (Fed. Cir.

inapplicable definition that otherwise may

2010). The specification has been identified

fall under its “plain and ordinary” meaning.

as “the single best guide to the meaning of

If a claim term is not explicitly defined
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a disputed term.” Abbott, 696 F.3d at 1149.

in the specification, it should be expected

In Abbott, the Federal Circuit found that the

that the term may be construed under BRI

PTAB improperly construed “electrochemical

in a way that is broader than the disclosed

sensor” to include wires and cables despite the

embodiments. For example, in In re Chaganti,

specification criticizing prior art that included

468 F. App’x 974, 976 (Fed. Cir. 2012), the

the same, and further despite “every

applicant argued that the Patent Trial and

embodiment showing the electrochemical

Appeal Board’s (PTAB’s) interpretation of

sensor without wires and cables.” Id. at

“intangible property” to include “stocks

1149-50. In finding the PTAB’s interpretation

and bonds” was unreasonable in light of

unreasonable, the Federal Circuit noted that,

the specification. Id. However, the Federal

“[e]ven when guidance is not provided in

Circuit noted that the specification included

explicit definitional format, the specification

several references to “intangible property,”

may define claim terms by implication such

and even though the specification listed types

that the meaning may be found in or

of intangible property that did not include

ascertained by a reading of the patent

stocks and bonds, the list was non-exclusive.

documents.” Id.

Id. Some of the phrasing that indicated a

a statement that “the invented method and

USE TERMS TO EXPLAIN THE
RELATIONSHIP BETWEEN
CLAIM ELEMENTS

system should not be limited by the discussion

When drafting claims, an applicant may use

provided herein.” Id. The PTAB’s interpretation

language to clarify that different elements in

was thus held to be reasonable. Id.

the claims refer to distinct items. Appropriate

non-exclusive list included “related to,”
“intangible forms of property such as,” and

use of antecedent basis, as well as relative

RELY ON SPECIFICATION TO LIMIT
REACH OF BRI

terms, such as “other,” can help to show that a

Even when a claim term is not explicitly

antecedent basis or relative term is improper.

defined in the specification, the specification

For example, in Microsoft Corp. v. Proxyconn,

often provides the best ammunition against an

Inc., 789 F.3d 1292, 1299 (Fed. Cir. 2015), the

unreasonable construction of the term. Under

Federal Circuit found that the PTAB “erred in

BRI, “claim language should be read in light of

concluding that the ‘two other computers’

the specification as it would be interpreted by

could include the caching computer” where

one of ordinary skill in the art.” In re Abbott

the claim language recited a “system

Diabetes Care, Inc., 696 F.3d 1142, 1149 (Fed.

comprising a gateway, a caching computer,

Cir. 2012). BRI “does not give the PTO an

and ‘two other computers.’” The Federal

claim interpretation that ignores the

Circuit noted that “[n]ot only are the ‘two

Federal Circuit noted that, the “claims

other computers’ recited independently from,

expressly require” the continuity member to

and in addition to, the gateway and caching

maintain a continuous electrical connection,

computers, the word ‘other’ denotes a further

“not because they use the term ‘continuity

level of distinction between those two

member,’ but because they use the phrase

computers and the specific gateway and

‘maintain electrical continuity.’” Id.

caching computers recited separately in
the claim.” Id.

CITE OTHER CLAIM LIMITATIONS
TO SHOW A PROFFERED
CONSTRUCTION IS ILLOGICAL
An applicant sometimes may use other
limitations in a claim to show that an overly
broad construction of a term is illogical. The
Federal Circuit has on multiple occasions
found the PTAB’s construction, or the PTAB’s
application of the prior art relative to the
construction, unreasonable when the
limitations explicitly recited in a claim are
relevant to both how the claim should be
interpreted and whether the claim is novel
and non-obvious over the prior art. Note that
“[c]onstruing a claim term to include features
of that term already recited in the claims
would make those expressly recited features
redundant.” Apple, Inc. v. Ameranth, Inc., 842
F.3d 1229, 1237 (Fed. Cir. 2016).

MasterCard Int’l Inc., 844 F.3d 945, 950 (Fed.
Cir. 2016), the PTAB improperly construed
“single merchant.” The Federal Circuit noted
that this limitation required “that, when the
transaction code is requested, the request limits
the number of authorized merchants to one
but does not then identify the merchant, such
identification occurring only later.” Id. Yet, the
PTAB construed the single merchant reference
so that a prior art reference disclosing the
scenario “in which the customer seeks a
transaction code for an identified chain of
stores and, later, picks a specific store within
that chain” anticipated or rendered obvious
the claim at issue. Id. In explaining why the
PTAB’s construction was unreasonable, the
Federal Circuit noted that “[t]he only way to
avoid [the] straightforward logic would be to
separate “single merchant” (in the first clause)
from “particular merchant” (in the second
clause). [However] the claim language of the
single-merchant limitation does not allow that

For example, in PPC Broadband, Inc. v. Corning

separation. Indeed, the second clause speaks

Optical Commc’ns RF, LLC, 815 F.3d 734, 743

expressly of “any particular merchant being

(Fed. Cir. 2016), a claim recited “a continuity

identified as said single merchant.” Id.

member disposed … so as to maintain

when the coupler is in the fully tightened

USE DEPENDENT CLAIMS AND
CLAIM DIFFERENTIATION TO GIVE
FURTHER CONTEXT TO TERMS IN
INDEPENDENT CLAIMS

position on the interface port, and even when

When drafting claims, an applicant may

the post moves relative to the coupler.” Yet,

include additional features or defining

the PTAB “explicitly declined to require the

language in a dependent claim of a target

continuity member to ‘maintain a continuous

scope to help ensure that a corresponding

electrical connection.’” Id. at 744. In finding

term in the independent claim is construed

the PTAB’s interpretation unreasonable, the

at least as broadly as the target scope. If

electrical continuity between the coupler and
the post when the coupler is in the partially
tightened position on the interface port, even

3

MORE
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construction created an illogical result. Other

As another example, in D’Agostino v.

[BROADEST REASONABLE INTERPRETATION, FROM PAGE 3]

a proposed construction of a term in an

Practitioners should keep in mind that the

independent claim “would nullify claims

specification always plays a central role in

that depend from it, the doctrine of claim

giving meaning to claim terms, whether by

differentiation creates a presumption that

an explicit definition or through contextual

such a construction is improper.” Marine

guidance from which the meaning may be

Polymer Techs., Inc. v. HemCon, Inc., 672 F.3d

inferred. Structuring claims in a way that

1350, 1368 (Fed. Cir. 2012). Dependent claims

clarifies the relationship between claim

thus can be used not only to create fallback

elements also may help to avoid unreasonable

positions, but also as a tool to guide the

or unintended constructions of terms during

construction of terms in independent claims.

prosecution. Dependent claims also should be
used to help set inner boundaries on the scope

CONCLUSION

given to terms in independent claims.

Although BRI at times may present a source
of frustration for patent practitioners, it is
possible to strategically navigate the doctrine
to procure strong and defensible patents.
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Please note there may have been further developments in these cases after this article was published.

BANNER & WITCOFF JOINS 2017 LAWYERS HAVE
HEART 5K RUN & FUN WALK IN WASHINGTON, D.C.
Banner & Witcoff participated in
the Lawyers Have Heart 5K Run
& Fun Walk in Washington, D.C.
on June 10, 2017. The annual
race brings together more than
250 organizations and 6,000
runners and walkers to support
the American Heart Association
and help advance its nonprofit
mission of fighting heart
disease and stroke.
Pictured, front row (left to right): Camille Sauer, Elyse Braner, Alisa Abbott, Eleanor Chang and Marcie Burkhart;
Back row: Rachel Johns, Zach Stevenson, Rajit Kapur, Steve Chang, Thomas Vaseliou, Brad Edgington, Ben Koopferstock,
Jeff Chang, Jason Wagner and Dale Faulls. Participants not pictured: Jennifer Brady, Jay Kim, Donna Koenig, Zach
Leciejewski, Deirdre Morris, Teneasha Peirson, Kimberly Turner, Darrell Mottley and Chris McKee.
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predecessor was launched in 2013.1 Unlike the
programs discussed below, AFCP 2.0 proceeds
before the current examiner.2 Participation in
the program does not require any additional
fees; an applicant merely includes a formal

As part of the Enhanced Patent Quality
initiative, the United States Patent and
Trademark Office (USPTO) has gradually
expanded the after-final landscape for patent
applicants. Where options at the close of
patent prosecution were traditionally limited
to full appeals or requests for continued
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examination (RCE), the USPTO has enacted

request and one or more non-broadening claim
amendments in an after-final response.3 The
program authorizes three hours of additional
time for examiners to search and consider the
response.4 If the after-final response does not
place the application in condition for
allowance, an interview is conducted to
discuss the results of the search and

other options for resolving disputes in

consideration with the applicant.5

potentially quicker and more cost effective

Critically, the additional time provided to

manners. These options include the After Final
Consideration Pilot Program 2.0 (AFCP 2.0)
and the Pre-Appeal Brief Conference (PABC)
Pilot. The USPTO recently completed a third
pilot program, the Post-Prosecution Pilot (P3)
Program, and is analyzing the results prior to
any renewal. Based on the renewals/extensions
of AFCP 2.0, it is reasonable to assume that P3,
or a variation thereof, will be reinstated as well.
Each of these programs has something in
common; they afford applicants additional
leverage or incentivize the examiner to
advance the case. Depending on the situation
presented to an applicant, some of these
programs may lower prosecution costs and
reduce application pendency. In this article,
we offer some thoughts and tips on making

examiners rewards them for any use of AFCP
2.0, and therefore provides an incentive for
examiners to advance the application. Patent
examiners are required to meet production
“count” thresholds every two week period
(biweek) based on milestones such as issuing
office actions, disposal (e.g., allowance,
abandonment), and so on.6 The 80 hours of a
biweek are divided into “examination” time
and other time for activities such as training,
and the assigned number of counts is assigned
based on the number of examination hours,
the examiner’s experience level, and the
complexity of the art.7 For example, an
examiner with 72 hours of examination time
per biweek, having average experience in an art
unit of average complexity, must accrue about

the best use of these after-final options.

seven counts every biweek.8 While AFCP 2.0 in

AFTER FINAL CONSIDERATION
PROGRAM 2.0

three hours from the total “examination” time

AFCP 2.0, while technically a pilot program,
has been continually renewed since its

itself does not provide any counts, it removes
and therefore lowers the number of additional
counts needed. Using the assumptions
provided above, reducing the biweekly

examination time burden by three hours

make a statement to that effect. It goes

effectively provides about 0.3 counts, which is

without saying that you do not want to

more than an examiner receives for drafting a

make an inaccurate representation on the

final office action.

record. Furthermore, the non-broadening

9

In short, AFCP 2.0 allows an applicant to
present a new amendment that may advance/
resolve issues without incurring the expense
and delays of an RCE, and gives the examiner
more time to carefully consider an after-final
response.10 According to the USPTO, a majority
of surveyed applicants felt that that AFCP 2.0
was effective in advancing prosecution and
reducing the need for an RCE.11 The survey
results are somewhat generalized; in our
experience, AFCP 2.0 can indeed be effective,
but only under the right circumstances.

statement could be used during litigation
to interpret the claims. These are additional
factors that might make the difference in
deciding whether to use AFCP 2.0 at all.

PRE-APPEAL BRIEF
CONFERENCE PILOT
Most practitioners consider appeal a procedure
of last resort. The full appeal process can take
years and incur thousands of dollars in USPTO
fees and attorney time. Thus, at any given
time, the default best move is to continue
negotiating with the examiner, such as via
AFCP 2.0. Before the pre-appeal brief route

an independent claim in a non-broadening

existed, the applicant was sometimes presented

(i.e., narrowing) manner. In practice, however,

with a Hobson’s choice — accept claim scope

AFCP 2.0 is typically successful in even

of less than what they were entitled to (in the

more limited scenarios. Our own informal

face of a deficient rejection), or put the case

survey of colleagues’ experiences revealed

on indefinite hold to await a Patent Trial and

that AFCP 2.0 is more effective when the

Appeal Board (PTAB) decision.

amendments are extremely limited (e.g.,
merely clarify an already-claimed feature,
or rolling in dependent features) and do
not present new issues or unexpected claim
language. In practice, lengthy amendments,
amendments to multiple claim elements, and
new claim features not previously considered

The PABC Pilot, under certain circumstances,
offers applicants another genuine option. As
in a regular appeal, the application must be
eligible for appeal, which requires that the
applicant’s claims have been twice rejected.12
This is where the similarity ends.

are often deemed to raise too many issues

In the PABC Pilot, the applicant submits,

and result in denial of the AFCP request

simultaneously with a Notice of Appeal, a

by requiring efforts that would exceed the

Pre-Appeal Brief Request for Review. The brief

time allocated under the program. AFCP

is reviewed by a panel of three examiners,

2.0 is also more appropriate where you are

rather than by the PTAB. Whereas a regular

early in the shortened statutory period for

appeal can take years to reach a decision,

response, such that no extensions would be

applicants should expect a decision on pre-

needed if the amendment is not entered.

appeal within 45 days.13 While a regular

Finally, as mentioned above, AFCP 2.0
is only available where an independent
claim is amended yet not broadened.
One catch is that you must affirmatively

appeal brief is usually lengthy and covers all
arguments, a pre-appeal brief must be concise
— it is limited to five pages — and point out a
clear error. Moreover, the official fee for filing
MORE
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a pre-appeal brief is simply the fee for filing

regular lengthy appeal process. Even if it is

a notice of appeal, whereas a regular appeal

a long shot under such circumstances, going

additionally involves an appeal forwarding

through the pre-appeal motions may not be

fee (currently $2000 for large entities).

a waste, as there is little downside to trying;

There are three possible outcomes from filing
a proper pre-appeal brief: the application
may be immediately allowed, prosecution
on the merits may be re-opened (with
a different ground for rejection), or the
application may remain under appeal and
the applicant is given time to file a full
appeal brief under the appeal process.
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there are no additional fees, and the exercise
would force the applicant to triage and
fine-tune the arguments before a full appeal
brief is filed.

POST-PROSECUTION PILOT PROGRAM
Until recently when it ended by design
on January 11, 2017, the P3 Program had
potential. P3 was promoted as a combination

As mentioned above, the pre-appeal route

of the PABC Pilot and AFCP 2.0.15 Similar

is appropriate for positions involving

to the PABC Pilot, the applicant would file

straightforward objective errors, such as claim

up to five pages of arguments, which were

features clearly missing from references or a

reviewed by a panel of three examiners.

clear lack of prima facie obviousness. Don’t

Similar to AFCP 2.0, the arguments would be

expect to win on a nuanced point. Be picky;

considered an after-final response under 37

don’t necessarily include all of your arguments

C.F.R. § 1.116 (thus no notice of appeal or

as you would in a regular appeal. If the panel

corresponding fee), and the applicant could

feels that the issues are complex, such as

include a non-broadening amendment to the

requiring substantive interpretation of the

claims. Thus, if the rejections were upheld, the

prior art, the pre-appeal will almost certainly

application would remain in after-final status

be bounced to the regular appeal process.

rather than proceed to the PTAB. Unique to

There is one other practical consideration.
The panel for the pre-appeal review conference
includes the examiner of record and a
supervisor.14 The examiner of record will,
per human nature, defend the rejection to

P3, however, the applicant would make an
oral presentation to the panel. In contrast
to the pre-appeal process described above,
this opportunity to interact with the panel
theoretically provided a huge advantage.

the other two panel members (without the

One peculiar limitation with P3 was that

applicant being present at the conference to

the P3 arguments had to be filed within two

rebut). If the examiner of record is a supervisor

months of final rejection. It is unclear why

(you can tell because the examiner signed the

this limitation existed. Hopefully, if the

office action), the other two panel members

USPTO decides to re-institute a version of

should theoretically have no skin in the game.

P3, the time limitation will be relaxed.

However, if the examiner is not a supervisor,
then most likely the examiner’s own supervisor

CONCLUSION

will also be a panel member. Because that

There are, of course, many more conventional

supervisor approved (and likely directed) the

ways to address an after-final application, such

original rejection, the applicant is going in

as requesting an examiner interview (always

with two votes against it. This virtually ensures

a good idea when budget allows), submitting

that the pre-appeal will be transferred to the

a traditional after-final amendment, filing a

request for continued examination, or pursuing

4.

full appeal. These have their place, but because
they constitute the meat-and-potatoes of
after-final practice, these procedures have

5.

6.

been well-studied and need not be addressed
further here. Rather, we have presented
some thoughts and tips on the alternatives:
AFCP 2.0, PABC Pilot, and P3. With the
exception of P3, which for the moment

7.
8.

is no longer available and hopefully will
return in some form, each can be a valuable
(if specialized) tool when used properly.

9.
10.

11.
1.

2.

3.

After Final Consideration Pilot Program 2.0 Description and
Memorandum of Understanding (http://popa.org/static/media/
uploads/uploads/After_Final_Pilot_Agreement_09-23-2014.pdf), at
1. AFCP 2.0 is currently extended until September 30, 2017.

12.

https://www.uspto.gov/patent/initiatives/after-final-considerationpilot-20; After Final Consideration Pilot Program 2.0 Description
and Memorandum of Understanding at 1-2.
https://www.uspto.gov/patent/initiatives/after-final-considerationpilot-20
See, e.g., U.S. Patent & Trademark Office, Examination Time and
the Production System (https://www.uspto.gov/sites/default/files/
Examination%20Time%20and%20the%20Production%20System.
pdf) at 19-20; U.S. Patent & Trademark Office, FY 2011 Examiner
Production Credits and Revisions to Examiner Expectancies
(http://popa.org/static/media/uploads/Agreements/counts-counts31aug2010.pdf) at 2.
Id. at 14-20 [Examination Time and the Production System]
See, e.g., 14-20 [Examination Time and the Production System];
U.S. Department of Commerce, Office of Inspector General,
Report IPE-15722 (available at http://www.americanbar.org/
content/dam/aba/migrated/intelprop/109legis/CommerceDept_
IGReportonPTO.authcheckdam.pdf).
Examiner Production Credits, at 2.
Applicants should receive a response within a month of filing the
AFCP request. See, e.g., https://www.uspto.gov/sites/default/files/
afcp%202-0%20faq.pdf.
https://www.uspto.gov/sites/default/files/afcp%202-0%20faq.pdf.
Practitioners sometimes misunderstand what “twice rejected”
refers to. This requirement refers to twice rejecting the
applicant’s request for a patent, rather than requiring that a
particular individual claim must have itself been rejected twice.
Ex parte Lemoine, 46 USPQ2d 1420 (BPAI 1994).

If the examiner does not have negotiation authority, another
examiner will participate in the examiner interview should one
occur. Id. at 2.

13.

78 Fed. Reg. 29117.

14.

MPEP § 1204.02.

15.

https://www.uspto.gov/patent/initiatives/post-prosecution-pilot.

For additional details, see: https://www.uspto.gov/web/offices/
com/sol/og/2005/week28/patbref.htm.

Banner & Witcoff congratulates clients ReThink LLC and Guard Llama Inc. for their
recent appearances on ABC’s “Shark Tank.”
Trisha Prabhu, a 16-year-old innovator, social entrepreneur and advocate from
Naperville, Ill., appeared on “Shark Tank” on Sept. 23. She invented ReThink as a way
to stop cyberbullying. When a teenager posts a message on social media, ReThink
uses its context sensitive filtering technology to determine whether or not it is
offensive and gives the teenager a chance to reconsider his or her decision.
Joe Parisi, the CEO of Chicago company, Guard Llama, appeared on “Shark Tank” on
April 14. He founded his company to help people who are in danger but can’t call for
help on their cell phone. By pressing a button on the Guard Llama, the device sends
a signal to their phone via Bluetooth, and the phone then automatically sends the
police their location.
Watch their episodes at abc.go.com/shows/shark-tank.
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BANNER & WITCOFF CONGRATULATES INNOVATIVE
CLIENTS FOR APPEARANCES ON ABC’S “SHARK TANK”
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Using Ex Parte Appeals to
Advance Key Patents to Further
Corporate Goals
Bradley J. Van Pelt and Camille
Sauer

Banner & Witcoff Intellectual
Property Update
July 17, 2017

USING EX PARTE APPEALS TO ADVANCE KEY
PATENTS TO FURTHER CORPORATE GOALS
BY BRADLEY J.
VAN PELT AND
CAMILLE SAUER

In many cases, dealing directly with the
examiner will still lead to obtaining rights
quicker than pursing an appeal. However,
special circumstances exist where it makes
sense to appeal. For example, applicants can
be faced with a difficult examiner, an incorrect

been focused on Patent Trial and Appeal Board

application of art, or the invention may be

(PTAB) trials, the U.S. Patent and Trademark

highly important to the business. There are

Office (USPTO) has also taken an initiative

certainly no one-size-fits-all approaches in

to reduce the backlog of ex parte appeals and

deciding whether to file an appeal, but in

to reduce the average pendency of appeals

addition to the potential delay in obtaining

of examiner rejections. In past years, to

rights, certain factors may include the

applicants, the PTAB guised itself as a black

likelihood of success, the overall importance

hole for appealing examiner decisions in

of the case to applicants, costs associated with

slowly processing examiner rejections. In

filing an appeal, and examiner statistics. Below

many instances, this led to applicants being

we address some of the factors involved with

forced to accept narrower claim language

the decision-making process in determining

from examiners or applicants abandoning

whether to appeal an examiner’s rejection.

applications altogether due to prospective
patent rights losing value in light of long wait
times for the PTAB’s decision on the appeal.

CURRENT PENDENCY OF
APPEALS AT THE PTAB

In the past, the PTAB took an average of 2 ½

Applicants typically consider filing an appeal

to 3 years to review an examiner’s rejections.

in instances where applicants regard the

The latest statistics show that the PTAB now

rejections to be improper and, as such, are

reviews decisions on average in 1 ½ years, and

not interested in amending the claims to

the USPTO’s goal is to further reduce overall

advance prosecution. However, one main

pendency to a year. This makes the appeal

factor when deciding whether to appeal is the

process much more attractive to applicants.

delay it will introduce. This factor appears

Illustration No. 1 – Number of
pending ex parte appeals from
Fiscal Years 2010 to 2017
(Source: “USPTO Appeal
and Interference Statistics,”
March 31, 2017)
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Although much of the discussion lately has
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Illustration No. 2 – Number of
judges on the PTAB as of April
20, 2015 (Source: “Patent Trial
and Appeal Board Update,”
May 14, 2015)1

to be changing. One indication that ex parte

of judges who only handle ex parte appeals.

appeals are proceeding through the PTAB at a
faster pace is the trend in the overall reduction
in pending ex parte appeals. Illustration No. 1
shows the number of pending appeals from
Fiscal Year 2010 to Fiscal Year 2017. There has
been a 43 percent reduction in pending ex
parte appeals from Fiscal Year 2012 (the highest

depending on the particular technology at
issue. Illustration No. 3 is a chart released
by the USPTO showing a breakdown of the
pendency of appeals based on the technology
Electronic Commerce, Agriculture, National
Security and License & Review Management

Invents Act (AIA) was enacted), in which
26,484 appeals were pending, to March 2017,
in which only 14,611 appeals were pending.

Roster” and Technology Center 3700
“Mechanical Engineering, Manufacturing
and Medical Devices/Processes Management

This can be attributed to the increase in the

Roster” have the highest pendency of appeals

headcount of PTAB judges brought by the

of around two years. These particular

AIA. As shown in Illustration No. 2, the most

technology centers both include mechanical

recent data shows that the PTAB (or the Board

arts. Although, Technology Center 3600

of Patent Appeals and Interferences prior to

includes some mechanical areas, it also

the formation of the PTAB in 2012) has been

includes electronic commerce, which is highly

continuously increasing the number of its

susceptible to ineligibility rejections under the

judge count at the PTAB, including a number

Supreme Court’s decision in Alice Corp. v. CLS

Illustration No. 3 – Pendency
of appeals by technology
center Fiscal Year 2017
(Source: “USPTO Appeal
and Interference Statistics,”
March 31, 2017)
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recorded year, and also when the America

The average pendency of appeals varies

[EX PARTE APPEALS, FROM PAGE 15]

Bank Int’l, 573 U.S. ___, 134 S. Ct. 2347 (2014),

applicants, examiners have a slight advantage

so this may be why Technology Center 3600

in winning at the PTAB, and Illustration No.

receives many appeals of examiner rejections.

4 reflects this data. Applicants have a less

Certain estimates indicate that recent ex

than 50 percent chance at prevailing at the

parte appeals regarding ineligibility rejections

PTAB. Examiners are affirmed 55 percent of

have an even lower rate of successfully

the time. Examiners are reversed completely

reversing the examiner’s rejections.2

29.9 percent of the time and are reversed in

The lowest appeal pendency is Technology
Center 3900 “Central Reexamination
Unit” followed by Technology Center
2400 “Computer Networks, Multiplex
Communication, Video Distribution,
and Security,” Technology Center 2600
“Communications,” and Technology Center
2800 “Semiconductors, Electrical and
Optical Systems and Components.” The low
pendency in Technology Center 3900 is likely
16

due to the special nature of this technology
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center, which only handles requests for

part 13 percent of the time. However, this data
should be reconciled with the fact that after
filing the appeal brief, certain cases can be
allowed after the appeal conference, meaning
that at the appeal conference, the examiners
decided that the case was allowable based on
the arguments set forth in the appeal brief. For
example, some estimates indicate 19 percent
of appeal briefs filed lead to an allowance
before reaching the PTAB and another 21
percent were pulled from the appeal cycle
by the examiner via an office action.3

reexamination. Also the pendency of appeals

The fact that many cases are pulled from the

of design cases from Technology Center 2900

appeal cycle may indicate that examiners

is relatively higher, which may be somewhat

will only send stronger rejections to the

of a surprise given that design cases are less

PTAB. During the appeal conference three

complicated than utility applications.

examiners, typically the examiner, the
examiner’s supervisor, and a more senior

CHANCES OF SUCCESS IN
WINNING AN APPEAL

examiner, meet and discuss the merits of the

In addition to the likely delay that would be

to continue to argue the rejection and to send

caused by an appeal, an applicant must also

the case to the PTAB for review. In certain

contemplate the overall chance of success

instances, the examiners do not all agree, at

in winning an appeal. Unfortunately for

which point the application may be allowed

case. The examiners must agree on whether

Illustration No. 4 – Appeal
outcomes Fiscal Year
2017 (Source: “USPTO
Appeal and Interference
Statistics,” March 31, 2017)

or prosecution may be reopened. Thus, when

of the rejection. Once the examiner’s answer

dealing with a more difficult examiner and

is mailed, the applicant may file an optional

a weaker rejection, submitting an appeal

reply brief and optionally request an oral

may be more attractive to applicants.

hearing. In order to send the case to the PTAB
at this stage, the applicant must submit a fee of

COSTS ASSOCIATED WITH FILING
EX PARTE APPEALS

$2,000. The applicant can also request an oral

Cost is also an important factor in deciding

Once the briefs and any oral argument have

whether to appeal. Filing an appeal adds

been considered, the PTAB issues its decision,

to the cost of any application. The rules

which may reverse the examiner in whole or

provide that applicants are permitted to file

in part, affirm the examiner, or even set forth

an appeal, once the claims have been twice

new grounds of rejection. Although the USPTO

rejected. Filing an appeal involves filing a

fees are reflected above, this does not include

notice of appeal for a fee of $800 for regular/

the attorney fees associated with the appeal.

large entities. After two months the applicant

The average attorney fees are reflected below

must submit an appeal brief. This contains

in Illustration No. 5, which shows the average

all of the applicant’s arguments and is likely

costs associated with appealing an examiner’s

the most expensive aspect of an appeal. The

decision both with and without oral argument.

hearing by paying the required fee of $1,300.

17

USPTO then conducts an appeal conference

EXAMINER STATISTICS

and two other examiners from the art unit, one

Whether to file an appeal may depend in

of which is the examiner’s supervisory patent

large part on the particular examiner that is

examiner or SPE. During the conference, the

handling the case. Reviewing examiner data

examiners must decide whether to maintain

can be especially important when deciding

the rejection and send the case to the PTAB for

whether to file an appeal with the USPTO.

review. In some instances, during the appeal

Many examiner statistics are tracked by legal

conference, the examiners may decide to allow

research services. Generally, examiners that

the application. However, if the examiners

have higher allowance rates are likely to be

decide that the case should go to the PTAB, the

more favorable to applicants and an appeal

examiner handling the application will draft

may not be necessary. When handling a

an examiner’s answer defending the grounds

case in front of an examiner with a higher

Illustration No. 5 – Average
costs associated with
filing an appeal (Source:
AIPLA 2015 Report of the
Economic Survey)

MORE
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with the examiner handling the application

[EX PARTE APPEALS, FROM PAGE 17]

allowance rate and faced with a rejection,

Nos. 6-8 illustrate some of the examiner data

you may be able to discuss the case with

that is tracked by legal research services. For

the examiner and come to an agreement on

instance, applicants can also review appeal

allowable subject matter. On the contrary,

exit breakdowns, total applicant wins and

if the examiner’s allowance rate is low, an

losses, and whether a particular examiner

appeal may be a more strategic option.

has a low or high reversal rate at the PTAB.

Legal research providers also track various
appeal statistics of examiners. Illustration

This data can be very useful in helping
applicants decide whether to file an appeal.

Illustration No. 6 –
Example examiner appeal
record analysis (Source:
LexisNexis PatentAdvisor)
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Illustration No. 7 –
Example examiner appeal
record analysis (Source:
LexisNexis PatentAdvisor)

Illustration No. 8 –
Example examiner appeal
record analysis (Source:
LexisNexis PatentAdvisor)

CONCLUSION

application. However, now that the USPTO

Applicants have a number of factors to

has reduced pendency, appeals have become

ponder when deciding whether to file an

a better tool to applicants, for example,

appeal – including timing, cost, the examiner

where the invention is important and the

whose rejections are potentially being

applicant is faced with a difficult examiner.

appealed, and the chances of winning an
appeal. In most instances, on balance, it is

1.

more practical to deal with the examiner
to accomplish the applicant’s goals, and,

2.

ultimately, filing an appeal will most likely
remain a last resort for applicants despite
the improved pendency statistics. Filing an
appeal may also add significant costs to the

3.

“Patent Trial and Appeal Board Update,” May 14, 2015; https://
www.uspto.gov/sites/default/files/documents/20150514_PPAC_
PTAB_Update.pdf
“Alice on Dulany Street: How the PTAB handles 101 in ex
parte appeals,” January 31, 2017; http://www.ipwatchdog.
com/2017/01/31/alice-dulany-street-ptab-handles-101-ex-parteappeals/id=77800/
“Ex Parte Appeal as a Potential Means to Quick Allowances,”
March 21, 2016; http://www.ipwatchdog.com/2016/03/21/ex-parteappeals-quick-allowances/id=67297/
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One-hundred percent of graduates of Benjamin Banneker Academic High School, a magnet school
located in Washington, D.C., are accepted into college. During a visit to Banneker High School in
2016, then President Barack Obama praised these achievements: “We have made a lot of progress
in terms of making sure that young people across the country get the kind of great education that
you’re getting here at Banneker. And I am really proud of what we’ve accomplished. I’m proud of
what the District of Columbia has accomplished.”
Banner & Witcoff attorney Jeffrey H. Chang served, alongside scientists, teachers, and
speechwriters, as a volunteer judge at the 2017 Banneker High School Science Fair on Feb. 24.
In a turn of events, the organizers tasked Jeff with judging the chemistry projects, despite his
background in electrical engineering. In addition to judging the numerous science fair projects and
interacting with students, Jeff learned much from the projects, including the quality of local bodies
of water in the D.C. area and which sports drinks truly contain the most electrolytes.
Banner & Witcoff’s Pro Bono Committee, chaired by Darrell G. Mottley, supports local and national
Science, Technology, Engineering and Math (STEM) programs that train the next generation of
innovators and entrepreneurs.
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Technological Improvements,
Illustrative Solutions, and Computer
Code Appendix Shields Against a
Motion to Dismiss on Alice Grounds
Aseet Patel and Brian J. Emfinger
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Property Alert
August 22, 2017

Intellectual Property Alert:
Technological Improvements, Illustrative Solutions, and Computer
Code Appendix Shields Against a Motion to Dismiss on Alice Grounds
By Aseet Patel and Brian J. Emfinger
August 22, 2017 — In Visual Memory LLC v. NVIDIA Corp., Appeal No. 2016-2254, the Court of
Appeals for the Federal Circuit held claims of the patent-in-dispute to be eligible subject matter under
35 USC § 101, reversing the district court’s judgment on the pleadings. The Federal Circuit held the
claims were not directed to an abstract idea, and thus passed step one of the two-part Alice test,i
because those claims were directed to improvements in computer technology, namely an improved
computer memory system.ii Claim 1 is representative:
1. A computer memory system connectable to a processor and
having one or more programmable operational characteristics, said
characteristics being defined through configuration by said computer
based on the type of said processor, wherein said system is connectable
to said processor by a bus, said system comprising:
a main memory connected to said bus; and
a cache connected to said bus;
wherein a programmable operational characteristic of said
system determines a type of data stored by said cache.
Although claim 1 seems broad and the patent specification spans barely six columns, the Federal
Circuit reversed the district court’s judgment on the pleadings because it was persuaded by the
technological improvements and concrete examples with specific values set forth in the patent’s
specification, as well as by the hundreds of pages of computer programming code included as an
appendix to the specification.iii
THE DISPUTED TECHNOLOGY
Visual Memory obtained U.S. Patent No. 5,953,740 with claims reciting an improved computer
memory system.iv The claimed innovation is a memory system having “programmable operational
characteristics” that enables it to be used with different types of processors.v By configuring the
operational characteristics according to the type of processor connected to it, the memory system can
be used with different types of processors without significant performance reductions.vi
The ’740 patent’s specification touts specific advantages over prior art memory systems. One asserted
advantage is that the cache matches or exceeds the performance of larger, prior art caches through
selective configuration of the type of cache data stored (e.g., code vs. non-code data) as well as the

source of that data (e.g., from both a bus master and a processor or from only a bus master).vii The
memory system also includes a “fast page mode” feature that, according to the specification, permits
faster access to main memory by separating memory pages based on the type of data they contain
(e.g., code pages vs. non-code pages) and by storing the address of the most recently accessed memory
page based on the type of processor used.viii
THE FEDERAL CIRCUIT’S APPLICATION OF ALICE
The Federal Circuit applied the two-part Alice test to assess whether the ’740 patent claimed patenteligible subject matter. Quoting Enfish,ix the court explained that the “key question” is “‘whether the
focus of the claims is on the specific asserted improvement in computer capabilities’” or on an abstract
idea “‘for which computers are invoked merely as a tool.’”x
To answer these questions, the court resorted to its now-frequently-used common law analysis to
conclude that the claims of the ’740 patent were more like those directed to Enfish’s self-referential
table and Thales’ motion tracking system than the claims from Content Extraction and TLI
Communications,xi which the court held were directed to the abstract ideas of data recognition/storage
and classifying/storing digital images, respectively. xii The court also scrutinized the claim language
to address counter-arguments that the claimed “programmable operational characteristic” in the ’740
patent is a purely functional feature. Claim 1 requires more, the court noted—namely a main memory,
a cache memory, and configuring the memory system with a computer to store a type of data based
on the type of processor connected to it.xiii Citing to Enfish, the Federal Circuit confirmed that the use
of conventional computer components would not prevent a finding of subject matter eligibility where
the claims are otherwise directed to improvements in computer functionality. xiv Nor would the
concept of categorical data storage underlying those improvements “doom” the claims.xv
The court also employed a problem-solution approach it has followed in some recent decisions.xvi The
’740 patent describes purported solutions to known drawbacks and problems in the prior art, such as:
(i) accepting performance trade-offs for a one-size-fits-all cache design; and (ii) using larger caches
to achieve interoperability with different processor types. xvii In looking at the patent’s specification,
the court observed numerous improvements,xviii such as the ability to use its cache with different types
of processors without significant performance degradation, avoiding efforts to design separate
computer memory systems for different processor types, and outperforming prior art computer
memory systems.xix
With the problems in the prior art spelled out in the specification, the court took to pacifying the
dissent and NVIDIA’s counter-arguments that the claimed “programmable operational characteristic”
is nothing more than a “black box” lacking any implementation details in the specification. xx In other
words, the dissent contended that someone else must supply the innovative programming effort to
actually implement the claimed solution.xxi In response, the court noted that the patent’s specification
includes an appendix with more than 250 microfiche frames of computer code. Because a district
court’s Rule 12(b)(6) ruling must weigh all factual inferences in favor of the non-moving party, i.e.,
Visual Memory in this case, the court stated that it was improper to assume the code appendix is not
sufficient to teach the corresponding programming effort to one of ordinary skill in the art.xxii In any
event, the Federal Circuit clarified that the sufficiency of a patent’s teachings is an enablement
question under 35 USC § 112 rather than an eligibility question under 35 USC § 101.xxiii

Furthermore, the court made clear that the inventors’ claimed innovation is not simply the
programming used to configure a “programmable operational characteristic,” but rather an enhanced
memory system operable with different types of processors.xxiv The court seemed to be persuaded by
the concrete examples with specific values included in the patent’s specification. Such examples
include one in which a system with an Intel™ x386 microprocessor would be configured to store only
code data in its cache, while a system with an Intel™ x486 microprocessor would be configured to
store both code and non-code data in its cache.xxv “Configuring the memory system based on the type
of processor connected to the memory system is the improvement in computer technology to which
the claims are directed,” the court held.xxvi
TAKEAWAYS
Like it did in Enfish, the Federal Circuit reiterated in Visual Memory that an explanation of
technological improvements in a patent’s specification can be an effective tool to bolster subject
matter eligibility of the patent’s claims. Even though the claims in Visual Memory might seem broad
at first blush, the Federal Circuit was persuaded by the recitation of specific, technological
improvements over prior memory systems, by the inclusion of illustrative solutions with concrete,
specific values, and by the incorporation of hundreds of pages of computer programming code into
the ’740 patent’s specification. Although the procedural posture in Visual Memory should not be
discounted, a patent practitioner’s time would be well-served to scrutinize a patent’s specification for
language that supports a problem-solution framework when addressing Alice-based concerns and to
consider including more of such information if Alice-based issues are expected.
Click here to download the decision in Visual Memory LLC v. NVIDIA Corp.
To subscribe or unsubscribe to this Intellectual Property Advisory,
please send a message to Chris Hummel at chummel@bannerwitcoff.com.
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Intellectual Property Alert:
Improvement or Selection Inventions: Cannot Assume Obviousness Elements
By Sarah A. Kagan
September 1, 2017 — Last week, the U.S. Court of Appeals for the Federal Circuit vacated a
rejection for obviousness and remanded an application for a formulation of the herbicide glyphosate
to the Patent Trial and Appeal Board (PTAB). In re Stepan Company (No. 2016-1811, decided
August 25, 2017). The PTAB had previously sustained the examiner’s rejection for obviousness of
the formulation over a single prior art reference, but had not articulated either a motivation to
combine or a reasonable expectation of success. In the split decision of the appellate court, the
majority and dissent squared off over the requirements of a prima facie case when a rejection is
based on a single prior art reference.
The majority (JJ. Moore and O’Malley) held that the usual requirements for a prima facie case
apply whether the rejection is based on one or more references. A rejection must include a
determination that a skilled artisan would have (a) been motivated to combine the teachings of the
prior art, and (b) had a reasonable expectation of success in doing so. The dissent (J. Lourie) opined
that when a rejection is based on a single reference, no reasonable expectation of success or specific
motivation to modify is required. The majority addressed head-on this leniency toward the U.S.
Patent and Trademark Office in making rejections, stating, “[w]hether a rejection is based on
combining disclosures from multiple references, combining multiple embodiments from a single
reference, or selecting from large lists of elements in a single reference, there must be a motivation
to make the combination and a reasonable expectation that such a combination would be successful,
otherwise a skilled artisan would not arrive at the claimed combination.” The majority’s holding is
consistent with the Manual of Patent Examining Procedure’s guidance to examiners for rejections of
a claim to a species based on a single prior art reference disclosing a genus encompassing the
species. §2144.08 (instructing examiners to “determine whether one of ordinary skill in the art
would have been motivated to select the claimed species or subgenus” and “consider the
predictability of the technology.”)
The same issue could play a decisive role in a different appeal to be argued at the Federal Circuit
next week (September 8, 2017). In Merck Sharpe & Dohme B.V. v. Warner Chilcott Company, LLC
(No. 2016-2583), Merck appeals the invalidation by the U.S. District Court for the District of
Delaware of two claims as obvious over a single reference. Among other issues on appeal, Merck’s
second issue is highly reminiscent of the issue in In re Stepan Company: “Did the district court err
in finding subject matter of claim 11 obvious where the court failed to make any findings regarding:
a) why a POSA [person of ordinary skill in the art] would have been motivated to use the
concentrations and load ratios required by claim 11; and b) why a POSA would have had a
reasonable expectation of success in implementing those concentrations and ratios?”

Warner Chilcott’s response to Merck’s second issue aligns with the In re Stepan Company dissent.
(“Merck treats the various teachings of PCT ‘015 as though they were separate prior art
references.”) Warner Chilcott’s argument seems to assume motivation and reasonable expectation
of success because it asserts that the claimed invention merely selects specific parameters that are
generically disclosed in the single prior art reference.
Merck relied on InTouch Technologies Inc. v. VGO Communications Inc. 7512 F.3d 1327 (Fed. Cir.
2014) to support its assertion that the omissions in the PTAB rejection constituted error. While
indeed InTouch Technologies generally supports Merck’s position, InTouch related to multireference obviousness rejections. The In re Stepan Company majority opinion provides more
specific support for Merck’s position. A decision in the Merck case consistent with the In re Stepan
Company majority opinion would grant Merck’s request for reversal of invalidity.
Click here to download the decision in In re Stepan Company.
To subscribe or unsubscribe to this Intellectual Property Advisory,
please send a message to Chris Hummel at chummel@bannerwitcoff.com.
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Tips For Drafting Patents That
Won't Need Alice Step 2
By Phillip Articola
In Visual Memory v. Nvidia Corporation, decided Aug. 15, 2017, the
Federal Circuit held, in a 2-1 decision,[1] that Visual Memory’s
claims directed to an improved cache memory system recite patenteligible subject matter under 35 U.S.C. § 101.[2] Based on the
rationale in that case, as well as other cases in which the Federal
Circuit has found software-related claims to recite patent-eligible
subject matter under 35 U.S.C. § 101, a patent application drafter
can improve the chances that claims he/she writes pass muster
under step one of the Alice two-step patent-eligibility test, thereby
not requiring an analysis of the claims under Alice step two.

Alice Two-Step Test
Phillip Articola
For the past few years, the U.S. Patent and Trademark Office and
the Federal Circuit has been applying the Alice two-step test for
determining patent eligibility of software-related claims, based on the U.S. Supreme Court’s
Alice decision.[3] Alice step one involves determining whether a claim is directed to an
abstract idea. If the claim is not directed to an abstract idea, then the claim recites patenteligible subject matter. If the claim is directed to an abstract idea, then the claim is
analyzed under Alice step two, to determine whether the claim recites “significantly more”
than an abstract idea. If so, the claim recites patent-eligible subject matter. When applying
Alice step two, the decision-maker is to determine whether any element of the claim, or
combination of elements of the claim, is sufficient to ensure that the claim as a whole
amounts to significantly more than an abstract idea.[4]

Provided below is a discussion of recent Federal Circuit cases that have found softwarerelated claims to recite patent-eligible subject matter. Each case provides guidance to a
patent application drafter to improve the chances that his/her claims would be found to
recite patent-eligible subject matter by a USPTO patent examiner, by the USPTO’s Patent
Trial and Appeal Board, and by the Federal Circuit if the case is appealed that far.

Enfish Holding
Enfish’s patents at issue[5] are directed to a self-referential database. In its decision finding
that the Enfish claims recite patent-eligible subject matter under Alice step one, the Federal
Circuit cited several passages in the Enfish patents, which described in detail the
improvements of Enfish’s invention over conventional nonself-referential databases. For
example, the Federal Circuit cited a passage in the Enfish patents for its conclusion “that the
claims are directed to an improvement of an existing technology” based on “the
specifications teachings that the claimed invention achieves other benefits over conventional
databases, such as increased flexibility, faster search times, and smaller memory
requirements.” The Enfish decision cited with approval the Federal Circuit’s Openware[6]
holding, which found that text in the patent specification that disparaged the prior art is
relevant to determine the scope of the invention.

Since the Federal Circuit found the Enfish claims recite patent-eligible subject matter under
Alice step one, the Federal Circuit did not need to address Alice step two.

McRO Holding
McRO’s patents at issue[7] are directed to automatically animating lip synchronization and
facial expression of animated characters. Similar to the Enfish patents, McRO’s patents
disparaged conventional approaches for lip synchronization that are “very tedious and time
consuming, as well as inaccurate due to the large number of keyframes necessary to depict
speech.” Further, McRO’s patents explained that “the present invention overcomes many of
the deficiencies of the prior art and obtains its objectives by providing an integrated method
... allowing for rapid, creative, and expressive animation products to be produced in a very
cost effective manner.” The Federal Circuit explains that MCRO’s patent “aim[s] to automate
a 3-D animator’s tasks … through rules that are applied to the timed transcript to determine
the morph weight outputs.”
The Federal Circuit applied Alice step one, and held that McRO’s “claims are limited to rules
with specific characteristics,” whereby “[t]he specific, claimed features of these rules allow
for the improvement realized by the invention.” The Federal Circuit then cited a portion of
McRO’s specification that explains “the claimed invention here is allowing computers to
produce accurate and realistic lip synchronization and facial expressions in animated
characters that previously could only be produced by human animators.” From this
disclosure, the Federal Circuit held that McRO’s claims are directed to a patentable,
technological improvement over the existing, manual 3-D animation techniques,” and thus
are not directed to an abstract idea when applying Alice step one. Like the Enfish decision,
the Federal Circuit did not need to address Alice step two.

Visual Memory Holding
Visual Memory’s patent at issue[8] is directed to an improvement in cache memory, in
which a cache memory “possess[es] programmable operational characteristics that are
programmable based on the type of processor connected to the memory system.” Based on
this improvement, the invention “offers faster access to main memory and increases system
performance,” as explained in the patent specification and as cited with approval by the
Federal Circuit in a 2-1 majority opinion.
In this regard, the Federal Circuit majority opinion found that the Visual Memory claims at
issue are similar to the Enfish claims, in that both are directed to an improvement of an
existing technology. Similar to the Enfish decision, the Federal Circuit majority opinion cited
passages from the Visual Memory patent specification that explained the benefits of Visual
Memory’s cache over conventional caches. From this, the Federal Circuit majority opinion
held that “the [Visual Memory] claims are directed to a technological improvement: an
enhanced computer memory system,” and, since “the specification discusses the
advantages offered by the technological improvement …, this is not a case where the claims
merely recite ‘the use of an abstract mathematical formula on any general purpose
computer,’ a purely conventional computer implementation of a mathematical formula, or
generalized steps to be performed on a computer using conventional computer activity,”
which are cases in which claims were found by the Federal Circuit majority opinion to be
directed to patent-ineligible subject matter.

Additionally, the Federal Circuit majority opinion cited 263 frames of computer code
included as an appendix in the Virtual Memory patent for “teach[ing] one of ordinary skill in
the art the innovative programming effort required for a computer to configure a
programmable operational characteristic of a cache memory … based on the type of
processor connected to the memory system.” Based on these 263 frames of computer code,
and based on the fact that all factual inferences must be drawn in favor of the nonmoving
party (Visual Memory in this case), the Federal Circuit majority opinion held that the
decision by the district court to dismiss this case under Rule 12(b)(6) as having claims that
do not meet 35 USC Section 101 was improper.
Like with the Enfish decision and the McRO decision, since the Visual Memory claims met
Alice step one, the Federal Circuit majority opinion did not need to address Alice step two.
The Federal Circuit reversed the decision of the district court that found the claims to be
patent ineligible.

Tips for Patent Application Drafters
Based on the above three decisions finding patent-eligible subject matter for softwarerelated claims by the Federal Circuit, under Alice step one a patent application drafter
should strongly consider explaining in detail the benefits of the claimed invention with
respect to the conventional art, since that appears to have been a factor in finding claims
patent-eligible in these cases. This explanation may even go as far as disparaging the
conventional art, in order to highlight the improvements provided by way of the claimed
invention, as was cited with apparent approval by the Federal Circuit in Enfish and McRO.
Also, based on the Visual Memory decision, a patent application drafter should strongly
consider including source code and/or pseudo code in a software-related patent application
that he/she is drafting, in order to get around any possible “black box” issue that the
dissenting opinion in Virtual Memory cited as a basis for possibly finding a claim patent
ineligible under the Alice two-step test. Such source code and/or pseudo code may be
included as an appendix to the patent application, as was done in the Visual Memory patent.
Lastly, if the patent application drafter is fortunate enough to be writing a patent application
on an invention that includes a combination of software-related features and hardwarerelated features such as sensors or antennas, then, like the Federal Circuit decision in
Thales Visionix Inc. v. United States,[9] care should be taken to explain in detail in the
patent application the improvement in the use of the hardware-related features (as
controlled by software) over conventional approaches that use the same hardware-related
features, as this was an important reason why the Federal Circuit held that Thales claims
recite patent-eligible subject matter under Alice step one.
Good luck!

Phillip J. Articola is of counsel with Banner & Witcoff Ltd. in Washington, D.C.
The opinions expressed are those of the author(s) and do not necessarily reflect the views
of the firm, its clients, or Portfolio Media Inc., or any of its or their respective affiliates. This
article is for general information purposes and is not intended to be and should not be taken
as legal advice.

[1] The majority opinion was written by Judge Stoll, joined by Judge O’Malley. The
dissenting opinion was written by Judge Hughes.
[2] 35 USC § 101: Inventions patentable. Whoever invents or discovers any new and useful
process, machine, manufacture, or composition of matter, or any new and useful
improvement thereof, may obtain a patent therefor, subject to the conditions and
requirements of this title.
[3] See Alice Corp. Prop. Ltd. v. CLS Bank Int’l, 134 S. Ct. 2347 (2014).
[4] See, for example, 2014 Interim Eligibility Guidance Quick Reference Sheet issued by
USPTO.
[5] Enfish LLC v. Microsoft Corporation et al., 822 F.3d 1327 (Fed. Cir. 2016).
[6] Openware Sys., Inc. v. Apple Inc., 808 F.3d 509 (Fed. Cir. 2015). Openware Sys. Inc.
has since changed its name to Unwired Planet LLC.
[7] McRO Inc. v. Bandai Namco Games America, 837 F.3d 1299 (Fed. Cir. 2016).
[8] Visual Memory v. Nvidia Corporation, Appeal No. 2016-2254 (Fed. Cir. 2017).
[9] Thales Visionix Inc. v. United States, Appeal No. 2015-5150 (Fed. Cir. 2017).
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Intellectual Property Alert:
Clinical Trials: When is the Right Time to File for a Patent?
By Sarah A. Kagan
September 20, 2017 — Not uncommonly, clinical investigators ask, “When is the right time to file a
patent application?” One case under consideration at the U.S. Court of Appeals for the Federal Circuit
may give some guidance on this question. A panel of that court heard the appeal of Sanofi v. Watson
Laboratories (Nos. 16-2722, 16-2726) at oral hearing on Thursday, Sept. 7, 2017. The appeal was the
consequence of Abbreviated New Drug Application (ANDA) litigation, in which Sanofi initially sued
eight generic drug-maker defendants for alleged infringement of its patents relating to its antiarrhythmia drug Multaq® (400 mg dronedarone tablets).
One of the Sanofi patents (U.S. 8,318,800) is directed to a pharmaceutical composition, and one (U.S.
8,410,167) is directed to methods of reducing risk of cardiovascular hospitalization by administering
the drug to a patient who has at least one of six named risk factors. The defendants had filed
applications with the U.S. Food and Drug Administration (FDA) for approval to market generic
versions of Multaq®.
The judge in the U.S. District Court for the District of Delaware (Sanofi v. Glenmark
Pharmaceuticals, 204 F.Supp.3d 665 (2016)) found that the defendants had not proven that the
method patent was invalid for obviousness. The primary reference prospectively disclosed a Phase I
clinical study and stated “…it is expected that treatment with this compound will result in a significant
reduction in the need of rehospitalization for cardiovascular reasons.” The defendants argued that the
authors’ statement of expected results demonstrated that a person of skill in the art would have had a
reasonable expectation of success in practicing the claimed invention. The district court had found
that the statement was merely a statement of a scientific hypothesis that the study was designed to
test and did not provide a reasonable expectation of success.
During oral argument, defendants urged that a hypothesis was legally sufficient to show obviousness,
and to support its position, cited to section 2107.03 (IV) of the Manual of Patent Examining Procedure
(MPEP) (guidelines for examination of applications for compliance with the utility requirement). One
judge of the panel noted that the MPEP does not have the status of law. Even if a hypothesis is
sufficient to show utility, however, it may not be sufficient to show obviousness.
At the trial the patentee had presented expert testimony that interpreted and contextualized the
authors’ statement of expectations within the document as a whole, i.e., that it was a mere hypothesis

or hope rather than an expectation of success. The appellate court will likely give deference to the
district court’s determination that this testimony was credible.
Indeed, such a finding would be consistent with positions that the Patent Trial and Appeals Board
(PTAB) has taken in other cases. For example, in an unrelated proceeding, the PTAB denied a petition
to institute inter partes review based on an Internet posting of a clinical trial (Coalition for Affordable
Drugs v. Biogen MA Inc. (IPR2015-01136)). The PTAB stated that FDA Phase II studies may or may
not establish that a drug works to treat a particular disease or condition. Moreover, the PTAB stated
that prior to completion and evaluation of Phase II, a person of skill in the art would not necessarily
understand that the drug is useful for treatment of the disease or condition. The PTAB distinguished
between a hope and a reasonable expectation of success. The PTAB’s position is consistent with the
district court’s in the Sanofi case.
As a general rule, filing before initiation and publication of clinical studies may prevent the need to
litigate the issue of whether the hypothesis of a clinical study provides a reasonable expectation of
success in the context of an obviousness attack under 35 U.S.C. §103. More importantly, it may avoid
a potentially more devastating attack for anticipation under 35 U.S.C. §102. If a challenger can make
an anticipation attack, the patentee will have no opportunity to argue that there was no reasonable
expectation of success, because a reasonable expectation is not required to prove anticipation.
Click here to listen to the oral arguments in Sanofi v. Watson Laboratories.
To subscribe or unsubscribe to this Intellectual Property Advisory,
please send a message to Chris Hummel at chummel@bannerwitcoff.com.
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A.

Patentability, Validity, and Procurement of Patents
1.

Statutory Subject Matter – What is Patent-Eligible?

Apple, Inc. v. Ameranth, Inc., 842 F.3d 1229 (Fed. Cir. 2016). Ameranth owns three
patents relating to a system that allows food to be ordered over the Internet. The
system provides a first menu that has categories and items, and software that
generates a second menu from the first menu by allowing categories and items to be
selected. The patents explain that there was allegedly no simple technique “for
creating restaurant menus and the like for use in a limited display area wireless
handheld device or that is compatible with ordering over the Internet.” Apple filed
Covered Business Method (CBM) review proceedings against the patents, which the
Patent Trial and Appeal Board (PTAB) instituted. After finding that the patents met
the definition of “covered business method patent,” the PTAB held that many of the
claims were unpatentable under 35 U.S.C. § 101 because they were directed to the
abstract idea of “generating a second menu from a first menu and sending the second
menu to another location.”
The Federal Circuit affirmed in part, applying the Supreme Court’s two-part test in
Alice Corp. v. CLS Bank, 134 S.Ct. 2347 (2014). First, the Federal Circuit agreed
that under the first part of the two-part test, the claims were “directed to” the abstract
idea of a system with menus with particular features. According to the court, “They
do not claim a particular way of programming or designing the software to create
menus that have these features, but instead merely claim the resulting systems.
Essentially, the claims are directed to certain functionality – here, the ability to
generate menus with certain features.” Second, the Federal Circuit agreed that under
the second part of the test, the generically-recited central processing unit, data storage
device, and operation system components were “typical” hardware elements that
were described in the patent as being conventional. It also concluded that various
“features” recited in the claims constituted insignificant “post-solution activities that
do not support the invention having ‘an inventive concept.’” The court explained
that the invention was described as a restaurant preparing a device that could be used
by a server taking orders from a customer, which replaces a server’s notepad or
mental list with an electronic device programmed to allow menu items to be selected
as a customer places an order.
Apple had also appealed from the PTAB’s decision finding that certain dependent
claims were patentable. Dependent claim 3, for example, recited “wherein the
modified second menu can be linked to a specific customer at a specific table directly
from the graphical user interface of a hand-held device.” The PTAB had found that
Apple had not provided sufficient evidence that such limitations were conventional.
The Federal Circuit reversed on this point, concluding that “the specification merely
states that the user interface could permit linking of orders with customers, with no
disclosure of how this would be technologically implemented.” It cited prior case
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law for the proposition that “a claim that merely describes an ‘effect or result
dissociated from any method by which [it] is accomplished’ is not directed to patenteligible subject matter.” The court agreed with Apple that “the claimed linking of
orders to customers is a classic example of manual tasks that cannot be rendered
patent eligible merely by performing them with a computer.” As to another
dependent claim, which recited “wherein the manual modification involves
handwriting capture,” the Federal Circuit also agreed with Apple that such limitations
were unpatentable because “Ameranth claims no more than the use of existing
handwriting and voice capture technologies using a computer system.”
Amdocs (Israel) Ltd v. Openet Telecom, Inc., 841 F.3d 1288 (Fed. Cir. 2016).
Amdocs sued Openet Telecom for infringing four patents relating to a system
designed to solve an accounting and billing problem faced by network service
providers. The system allows network service providers to bill for IP network usage
with a distributed architecture that minimizes the impact on network and system
resources by collecting data close to its source, thus reducing congestion in network
bottlenecks. The patents explain that the invention provides an advantage over prior
art systems that stored information in a single location, which made it difficult to
keep up with massive record flows from the network devices, which required large
databases.
The district court granted Openet’s motion for judgment on the pleadings, ruling that
the claimed inventions were invalid as patent-ineligible under 35 U.S.C. § 101. On
appeal, applying the two-step framework of Alice, the Federal Circuit reversed. The
majority first explained that there is no generally-accepted definition of an “abstract
idea.” It then compared the claimed invention to inventions in prior-decided cases
and found the claimed invention to be most closely aligned with the one in BASCOM
Global Internet Services, Inc. v. AT&T Mobility LLC, 827 F.3d 1341 (Fed. Cir.
2016). In that case, the Federal Circuit concluded that a content-filtering system
employing a distributed architecture was patent-eligible because the design was not
conventional or generic, and the claims did not preempt all ways of filtering content
on the internet. The majority in this case found that the claims were directed to an
“inventive concept” – namely, a “distributed fashion” and “close to the source of
network information.” According to the majority, “this claim entails an
unconventional technological solution (enhancing data in a distributed fashion) to a
technological problem (massing record flows which previously required massive
databases).” Judge Reyna dissented, concluding that the majority merely compared
the claims to some, but not all, of the prior decisions involving patent eligibility
determinations. Among other things, the dissent criticized the majority’s reliance on
the patent specification, as compared to the claims, in reaching its decision.
Intellectual Ventures I LLC v. Symantec Corp., 838 F.3d 1307 (Fed. Cir. 2016).
Intellectual Ventures sued Symantec for infringing three patents: The ’050 patent is
directed to methods of screening emails for unwanted content; the ’142 patent is
directed to methods of routing email messages based on rules; and the ’610 patent is
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directed to using computer virus screening in the telephone network. The district
court ruled that the claims of the ‘050 and ‘142 patent were invalid under 35 U.S.C. §
101 as being directed to an abstract idea, but found the claims of the ’610 to be not
invalid. The Federal Circuit affirmed the invalidity rulings on the ’050 and ’142
patent, but reversed on the ’610 patent, making all three patents invalid.
As to the’050 patent, which claimed a three-step method for filtering emails for
spam, the Federal Circuit agreed with the district court’s conclusion that receiving
email identifiers, characterizing the emails based on the identifiers, and
communicating the characterization – in other words, filtering emails – is an abstract
idea. According to the court, “it was long-prevalent practice for people receiving
paper mail to look at an envelope and discard certain letters, without opening them,
from sources from which they did not wish to receive mail based on characteristics of
the mail.” The court thus concluded that the claims did not add any “inventive
concept” to the abstract idea. Importantly, the court also rejected the plaintiff’s
argument that because the jury determined that none of the prior art rendered the
claims invalid, the claims could not be found to be “routine and conventional.”
Citing the Supreme Court’s 1981 Diamond v. Diehr case, the court stated that “the
novelty of any element or steps in a process, or even of the process itself, is of no
relevance in determining whether the subject matter of a claim falls within the 101
categories of possibly patentable subject matter.”
As to the ’142 patent, which claimed a four-component “post office” for receiving
and redistributing email messages on a computer network, the Federal Circuit agreed
with the district court’s comparison of the claims to a corporate mailroom, pointing
to the background section of the patent, which referred to human actions in
controlling the flow of printed information in companies. Because the claimed
components were implemented on a generic computer, the court concluded that “each
step does no more than require a generic computer to perform generic computer
functions.” Thus, the invalidity holding was affirmed.
As to the ’610 patent, which the district court found not invalid, the Federal Circuit
reversed. The ’610 patent claims a virus screening method. But the Federal Circuit
noted that “performing virus screening was a long prevalent practice in the field of
computers, and, as the patent admits, performed by many computer users.”
Therefore, “virus screening is well-known and constitutes an abstract idea.”
Applying the second step of the Mayo/Alice test, the court concluded that the claimed
invention was directed to using well-known virus screening software in the telephone
network. The mere recitation of generic computers and the telephone network did
not impart an “inventive concept” to the claims.
Judge Mayer filed a concurring opinion, arguing that patents “constricting the
essential channels of online communication run afoul of the First Amendment,” and
“claims directed to software implemented on a generic computer are categorically not
eligible for patent.”
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Judge Stoll filed a dissenting opinion, arguing that the ’610 patent represented an
“architectural shift” from prior virus screening methods, which occurred locally on a
user’s computer, rather than in a telephone network as claimed.
Intellectual Ventures I LLC v. Capital One Fin. Corp., 850 F.3d 1332 (Fed. Cir.
2017). The Federal Circuit held that claims relating to a system and method for
dynamically managing XML documents were invalid because they recited patentineligible subject matter. Under the first step of the Alice test, the court concluded
that the claims were “at their core, directed to the abstract idea of collecting,
displaying and manipulating data.” The court found that although limited to XML
documents, “the patent’s recitation of XML documents specifically, does little more
than restrict the invention’s field of use.” Under the second step of the Alice test, the
court concluded that there was no “inventive concept” that would otherwise
transform the abstract idea into a patent-eligible application of that idea.
Intellectual Ventures I LLC v. Erie Indem. Co., 850 F.3d 1315 (Fed. Cir. 2017). In
yet another case involving Intellectual Ventures, the Federal Circuit held that claims
directed to a method for creating a database and an index to search the database were
invalid because they were directed to patent-ineligible subject matter. Under step one
of the Alice test, the court found that the claims were directed to the abstract idea of
creating an index and using that index to search for and retrieve data. “This type of
activity, i.e., organizing and accessing records through the creation of an indexsearchable database, includes longstanding conduct that existed well before the
advent of computers and the Internet.” Under step two of Alice, the court found that
they lacked an “inventive concept.” “While limiting the index to XML tags certainly
narrows the scope of the claims, in this instance, it is simply akin to limiting an
abstract idea to one field of use or adding token post solution components that do not
convert the otherwise ineligible concept into an inventive concept.”
Thales Visionix Inc. v. United States, 850 F.3d 1343 (Fed. Cir. 2017). Thales owns a
patent relating to inertial motion-tracking relative to a moving platform, and sued the
United States for patent infringement. The Court of Federal Claims held that the
patent was invalid because it was directed to an abstract idea of using laws of nature
governing motion to track two objects. The Federal Circuit reversed. Applying the
first step of Alice, the court found that the claims were directed to a system and
method that use inertial sensors in a non-conventional manner to reduce errors in
measuring the relative position and orientation of a moving object on a moving
reference frame.
Visual Memory LLC v. NVIDIA Corp., 2017 WL 3481288 (Fed. Cir. Aug. 15, 2017).
In another good-news case for patent owners, the Federal Circuit reversed a district
court’s conclusion that a computer-related patent was drawn to patent-ineligible
subject matter. Visual Memory’s patent relates to a configurable memory system that
is able to reconfigure the memories based on an operational characteristic of the
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system:

Claim 1 of the patent recites the following:

After Visual Memory sued NVIDIA for patent infringement, NVIDIA filed a motion
to dismiss under Rule 12(b)(6) for failure to state a claim, because the claims were
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allegedly drawn to an abstract idea. The district court agreed and granted the motion,
concluding that under the first step of Alice, the claims were directed to “the abstract
idea of categorical data storage,” which humans have practiced for many years.
Under step two of Alice, the district court found no inventive concept because the
claimed computer components were generic and conventional.
The Federal Circuit reversed. First, in applying the first step of Alice, the court
concluded that the claims were analogous to those found patent-eligible in its prior
Enfish and Thales cases. The claims in Enfish were patent-eligible because they were
directed to an improvement in computer functionality. The claims in Thales were
patent-eligible because its inertial sensors improved the accuracy of prior art systems.
In this case, the court concluded that the claims “are directed to an improved
computer memory system, not to the abstract idea of categorical data storage.” The
court pointed to the patent specification, which explained multiple benefits that
flowed from the improved memory system. Judge Hughes dissented, arguing that the
claims were directed to categorical data storage.
Key take-aways: To the extent possible, patent drafters should describe softwarerelated inventions in such a way that they provide improvements in computer-related
functionality, speed, or other measures of performance. Self-serving statements in
the patent might come in handy to defend the patent-eligibility of the claims. Also,
courts are being encouraged to dismiss lawsuits at the pleading stage for patents that
cover ineligible inventions. Arguing for parallels between previously-decided cases
and facts in a particular case seems to be the standard mode of determining an
outcome.
Cleveland Clinic Found. v. True Health Diagnostics LLC, 859 F.3d 1352 (Fed. Cir.
2017). The Federal Circuit affirmed the dismissal of a patent infringement action
brought by The Cleveland Clinic over patents for testing for an enzyme in a bodily
sample and for treating a patient with cardiovascular disease as being directed to
patent-ineligible subject matter. First, the Federal Circuit agreed that it was not error
for the district court to address only a limited number of claims as being
“representative” of all claims in the patents. “Where, as here, the claims ‘are
substantially similar and linked to the same’ law of nature, analyzing representative
claims is proper.” Second, the Federal Circuit agreed that under the two-part Alice
test, the claims were directed to a law of nature – namely, “seeing MPO already
present in a bodily sample and correlating that to cardiovascular disease.” There was
also no “inventive concept” that would otherwise transform the natural phenomena
into a patentable invention.
2.

Obviousness

Apple Inc. v. Samsung Electronics Co., 816 F.3d 788 (Fed. Cir. 2016), vacated on
rehearing en banc, 839 F.3d 1034 (Fed. Cir. 2016). Apple sued Samsung for
infringing various patents relating to smartphones, including a patent relating to a so7
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called “swipe to unlock” feature. A California jury found the patents valid and
infringed, and awarded Apple $120 million in infringement damages. The Federal
Circuit reversed the validity finding, concluding that two prior art references rendered
obvious the “swipe to unlock” feature. The claim required that the phone
“continuously move the unlock image on the touch-sensitive display in accordance
with the movement of the detected contact.” A first prior art reference showed an
unlocking mechanism for a touchscreen allowing a user to unlock a phone by
continuously touching the screen of the device in a left-to-right motion. A second
prior art reference showed a touchscreen-based toggle switch that shows an image of
a moving switch as the user swipes a finger across the screen. The Federal Circuit
rejected Apple’s first argument – that the secondary reference “taught away” from the
claimed combination because it mentioned that in testing, users seemed to prefer
switches that are pushed instead of switches that slide. The Federal Circuit also
rejected Apple’s second argument – that the secondary reference was not in the same
field of endeavor as the claimed invention, pointing to language in Apple’s own
patent specification that the invention broadly related to “transitioning touch screen
devices between interface states.” Finally, after considering Apple’s extensive
evidence of secondary factors of nonobviousness, including commercial success,
long-felt need, copying by others, and industry praise, the court found that the
evidence was not closely tied to the merits of the claimed invention and could not
overcome the strong prima facie case of obviousness.
New: Upon rehearing en banc, the full Federal Circuit vacated the panel’s decision
and reinstated the jury’s verdict. As to what a prior art reference teaches and whether
a skilled artisan would have been motivated to combine the prior art, the en banc
court noted that both were questions of fact that were properly for the jury to decide.
According to the full court, the district court properly ruled that the second prior art
reference had statements suggesting that a sliding-switch feature was
disadvantageous. The jury was entitled to accept Apple’s version of this evidence,
which was that the second prior art reference would not have motivated a person to
modify the primary reference to arrive at the claimed invention. “Our job is not to
review whether Samsung’s losing position was also supported by substantial
evidence or to weigh the relative strength of Samsung’s evidence against Apple’s
evidence. We are limited to determining whether there was substantial evidence for
the jury’s findings, on the entirely of the record.” According to the full court, “A
reasonably jury could infer from this testimony that an ordinary artisan would not
have been motivated to combine elements from a wall-mounted touchscreen for
home appliances and a smartphone, particularly in view of the ‘pocket dialing’
problem specific to mobile devices that Apple’s invention sought to address.” The
full court also rejected the panel’s view that the evidence of industry praise, copying,
commercial success, and long-felt need was insufficient to support the verdict that the
invention was not obvious, pointing out that Samsung’s own internal documents
showed that Samsung had praised the slide-to-unlock feature as “a creative way of
solving UI [user interface] complexity.” As to commercial success, the full court
pointed to evidence introduced by Apple showing that customers would be less likely
8
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to purchase a portable device without the slide-to-unlock feature, and showing that
the feature was the first feature shown in Apple’s original iPhone TV commercial.
Key take-away: This case again illustrates how even extensive evidence of
secondary factors of non-obviousness, such as commercial success, might not
overcome a strong prima facie case of obviousness. Moreover, certain judges on the
Federal Circuit seem to give very little weight to such evidence.
Southwire Co. v. Cerro Wire LLC, 2017 WL 3927195 (Fed. Cir. Sept. 8, 2017).
Southwire owns a patent for a method of manufacturing an electric cable, wherein a
lubricant is incorporated into an outer sheath and results in a reduction in pulling
force needed to install the cable. Among other things, the patent claims a method of
manufacturing the cable, with a “functional” requirement that the finished cable have
a characteristic that “an amount of force required to install said cable . . . is at least
about a 30% reduction” in comparison to a non-lubricated cable. Cerro Wire filed a
request for inter partes reexamination of the patent, and the PTO concluded that all of
the claims would have been obvious over a combination of prior art including a
patent to Summers. The Summers patent also disclosed using a lubricant, although it
did not expressly state that it resulted in a 30% reduction in pulling force. The
examiner concluded that such a limitation was “inherent” in Summers. The Federal
Circuit affirmed, but on a slightly different basis. According to the Federal Circuit,
inherency cannot be relied upon unless “the limitation at issue necessarily” is present
in the reference. Because there was no evidence that Summers necessarily disclosed
a 30% reduction, relying on inherency was improper.
However, the Federal Circuit concluded that because Summers disclosed the same
process as the claimed invention for the same purpose, “where all process limitations
are expressly disclosed by [the prior art reference] except for the functionally
expressed [limitation at issue], the PTO can require an applicant to prove that the
subject matter shown to be in the prior art does not possess the characteristic relied
on.” According to the court, in the absence of evidence that the claimed 30%
reduction would have been unexpected, “there is no indication that the limitation is
anything other than mere quantification of the results of a known process.” The court
also noted that the patent itself never even mentioned the 30% reduction, which
prompted the court to comment that the 30% limitation was merely an observed
result of an old process, “written into the claim in an attempt to avoid the prior art
process.”
Intercontinental Great Brands v. Kellogg, 2017 WL 3906853 (Fed. Cir. Sept. 7,
2017). The Federal Circuit affirmed a summary judgment ruling that a claim directed
to a food container would have been obvious. Kraft’s patent is directed to a
resealable cookie package:
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Kraft (now Intercontinental) sued Kellogg for infringement, but the district court held
that Kellogg was entitled to summary judgment that the claims would have been
obvious. The Federal Circuit affirmed, concluding that even though there was
extensive evidence of secondary factors of nonobviousness, including commercial
success, industry praise, and copying, that evidence was insufficient to overcome a
strong prima facie case of obviousness. Judge Reyna dissented, arguing that the
court improperly found a prima facie case before considering the secondary factors of
nonobviousness.
3.

On-Sale Bar Under the AIA

Helsinn Healthcare S.A. v. Teva Pharms. USA, Inc. 855 F.3d 1356 (Fed. Cir. 2017).
In a case of first impression, the Federal Circuit interpreted the “on-sale bar”
provisions of the post-AIA version of 35 U.S.C. § 102(b). Helsinn owns patents
relating to intravenous formulations of a medicine used to reduce nausea. It sued
Teva for alleged infringement. More than one year before filing for one of the
patents, Helsinn entered into publicly-announced agreements with another company
to license the patent and for a supply and purchase arrangement under which the
other company agreed to pay $11 million, plus future royalties on distribution of the
patented medicine. The license agreement stated that if certain clinical trials were
unfavorable, the agreements could be terminated. However, the publicly-announced
agreements did not publicly disclose the price terms and specific dosages covered by
the agreement. The clinical trials proved successful, and the FDA approved the drug.
The district court ruled that the AIA had changed the law regarding on-sale bar,
requiring that there be a “public sale or offer for sale of the claimed invention,”
which was not met because the “sale” did not publicly disclose details of the
invention.
The Federal Circuit reversed. The court recognized that the AIA amended section
10
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102 of the patent statute to bar patentability of an invention if it was “patented,
described in a printed publication, or in public use, on sale, or otherwise available to
the public before the effective filing date of the claimed invention.” At issue was
whether the “otherwise available to the public” required that details of the claimed
invention be publicly disclosed in order to invalidate the patent, such that a “secret
sale” would not invalidate a patent. The Federal Circuit held that it did not.
Although Helsinn argued that certain statements made by members of Congress
during passage of the AIA showed an intent to change the law, the Federal Circuit
distinguished those statements as being directed to public use of a claimed invention,
as opposed to a sale of an invention. And, the court noted that the sale itself in this
case was public. It rejected the argument that the disclosed details of the sale must
disclose every part of the claimed invention. “We conclude that, after the AIA, if the
existence of the sale is public, the details of the invention need not be publicly
disclosed in the terms of the sale” in order for that sale to be invalidating.
4.

PTAB Proceedings

Oil States Energy Servs. v. Greene’s Energy Group, LLC, 137 S.Ct. 2239 (No. 16712, Supreme Court). The United States Supreme Court has granted certiorari in this
case, agreeing to decide whether the inter partes review scheme created in 2012 by
the America Invents Act (AIA) is unconstitutional because Congress allegedly may
not delegate to the U.S. Patent and Trademark Office the power to invalidate granted
patents.
SAS Institute v. Lee, 137 S.Ct. 2160 (No. 16-969, Supreme Court). The United
States Supreme Court has granted certiorari in this case, agreeing to decide whether
the PTO may decide to institute trial (and issue a final written decision) as to only
some of the claims challenged by a petitioner, or whether it must literally follow the
statute and issue a final written decision “with respect to the patentability of any
patent claim challenged by the petitioner.”
EmeraChem Holdings, LLC v. Volkswagen Group of Am., 859 F.3d 1341 (Fed. Cir.
2017). In one of a few recent cases in which the Federal Circuit has “reined in” the
Patent Trial and Appeal Board (PTAB), the Federal Circuit ruled that the PTAB
violated the Adminstrative Procedure Act (APA) by failing to provide a patent owner
with notice and opportunity to respond to the PTAB’s reliance on a prior art
reference. EmeraChem owns a patent for a method of regenerating a catalyst by
passing a gas over it. Volkswagen petitioned for inter partes review (IPR) of the
patent on four different grounds, and included a claim chart citing a Saito reference
for claims 3, 16, and 20. The PTAB instituted trial, identifying Saito as the basis for
invalidity for claims 3, 16, and 20. In its final written decision, however, the PTAB
relied on another reference – Stiles – to disclose the limitations of claim 3.
The Federal Circuit reversed in part and remanded, concluding that the PTAB
violated the APA because EmeraChem was not provided with adequate notice of or
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opportunity to respond to the PTAB’s reliance on Stiles for determining that claims
3, 16, and 20 were invalid. Although Volkswagen’s petition stated broadly that the
claims were obvious over “the combination of Campbell and either Hirota or Saito, in
view of Stiles,” the detailed claim chart submitted with the petition relied on Saito for
the claim 3 limitation, and did not mention Stiles. And the PTAB’s institution
decision similarly relied only on Saito for invalidating claim 3. According to the
Federal Circuit, “Where the petitioner uses certain prior art references to target
specific claims with precision, or the Board does the same in its decision to institute,
the patent owner is directed to particular bases for alleged obviousness. A general
statement that lists all challenged claims and all asserted prior art is not a separate,
additional articulation that each of the claims may be obvious over any combination
of all listed prior art.” The Federal Circuit distinguished its earlier decision in In re
Cuozzo Speed Tech., LLC, 793 F.3d 1268 (Fed. Cir. 2015) on the basis that in that
case, the PTAB clearly instituted trial on grounds that were implicitly but not
explicitly made in the petition. “Thus, in Cuozzo, the institution decision gave the
patentee notice of the prior art combination that the final decision relied upon.”
Rovalma, S.A. v. Bohler-Edelstahl GmbH & Co. KG, 856 F.3d 1019 (Fed. Cir. 2017).
In another rebuke to the PTAB, the Federal Circuit held that the PTAB failed to
adequately explain its decision to invalidate patent claims directed to a method of
making steel. Bohler filed an IPR petition against Rovalma’s patent. The PTAB
instituted review based on Bohler’s interpretation of the claims. In its final written
decision, however, the PTAB rejected Bohler’s construction and adopted Rovalma’s
(the patent owner) instead. Bohler had not submitted arguments or evidence for
unpatentability based on Rovalma’s construction. Nevertheless, the PTAB
determined that Rovalma’s own submissions showed that the claims would have
been obvious.
The Federal Circuit reversed, concluding that the PTAB did not adequately explain
the basis for its findings, including its implicit findings regarding what was shown in
the prior art. Nor did the PTAB adequately explain why a person would have been
motivated to modify the prior art as necessary to meet the claims. “Without more
explanation that we have, we are not prepared to reach a bottom-line judgment on
Rovalma’s substantial-evidence challenge.” The court also stated that “we will not
decide whether the Board violated Rovalma’s procedural rights. To make that
decision, we would need to be able to determine what evidence the Board relied on to
support its implicit factual findings.”
Secure Axcess, LLC v. PNC Bank Nat’l Ass’n, 848 F.3d 1370 (Fed. Cir. 2017).
Secure Axcess sued about 50 financial companies for infringing a patent relating to a
system and method for authenticating a web page. Although the claims of the patent
did not specifically recite a financial product or service, some parts of the patent
specification suggested that the claimed invention could be used in such systems or
applications. The PTAB instituted a Covered Business Method (CBM) review of the
patent, concluding that the claims were eligible for CBM review and that they were
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obvious. The Federal Circuit reversed, concluding that in order for a patent to qualify
as a CBM patent, it must claim a finance-related activity. It is not enough that the
claims perform operations “used in” the practice of a financial product or service and
that are incidental to a financial activity.
Key Take-Away: To avoid having a patent be subjected to a CBM review, avoid
directly reciting financial-related features in the claims, even if the invention could be
applied to a financial institution, such as a bank, insurance company or stock
brokerage.
In re NuVasive, Inc., 841 F.3d 966 (Fed. Cir. 2016). Medtronic filed two IPR
petitions against NuVasive’s patents relating to spinal fusion implants. The PTO
instituted trials against both patents, concluding that most of the claims were
unpatentable. In one of the IPRs, Medtronic’s petition did not include any reference
to Figure 18 of a prior art reference. When NuVasive filed its patent owner response,
it argued that no single reference taught an implant that was both longer than 40 mm
and had a length at least 2.5 times its width. In response, Medtronic for the first time
pointed to Figure 18 of the primary reference and argued that it disclosed an implant
whose length was greater than 40 mm and at least 2.5 times its width as claimed.
NuVasive objected on the basis that this was a new argument raised for the first time
in Medtronic’s reply. NuVasive also attempted to address the matter at oral
argument, but the Board refused to allow NuVasive to make substantive arguments in
response. In its final written decision, the Board relied on Medtronic’s reply
regarding the primary reference.
The Federal Circuit held that NuVasive’s procedural rights under the Administrative
Procedure Act were violated. The court explained that a patent owner is
“undoubtedly entitled to notice of and a fair opportunity to meet the grounds of
rejection” based on due process and APA guarantees. In this case, NuVasive was
entitled to an adequate opportunity to respond to the facts about the primary
reference, and it was not provided with sufficient opportunity to respond. Because
Medtronic did not provide notice about the Figure 18 disclosure in its petition,
NuVasive’s response did not provide the required opportunity to address the factual
assertion about Figure 18 on which the Board ultimately relied. Not until after
Medtronic’s reply, after NuVasive’s patent owner response, was NuVasive given fair
notice of the Figure 18 factual assertions. At no point after the reply did the Board
give NuVasive an opportunity to respond to that point. The Board refused to permit
NuVasive to file a surreply or to even to address the matter during oral argument.
The Federal Circuit also rejected the argument that NuVasive’s opportunity to file
“observations” on Medtronic’s expert testimony provided it with an adequate
opportunity to respond. Accordingly, the Federal Circuit vacated and remanded the
decision to the PTO.
In re Van Os, 844 F.3d 1359 (Fed. Cir. 2017). The Federal Circuit vacated and
remanded a decision by the PTAB that found that claims directed to a touchscreen
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interface were obvious over certain prior art because the combination would have
been “intuitive.” The court criticized the PTAB’s lack of “reasoned analysis.”
According to the court, “Absent some articulated rationale, a finding that a
combination of prior art would have been ‘common sense’ or ‘intuitive’ is no
different that merely stating the combination ‘would have been obvious.’ . . . Here,
neither the Board nor the examiner provided any reasoning or analysis to support
finding a motivation to add Gillespie’s disclosure to Hawkins beyond stating it would
have been an ‘intuitive way’ to initiate Hawkins’ editing mode.” Judge Newman
dissented in part, arguing that the case should not have been remanded for further
proceedings but instead reversed outright to award a patent.
In re Stepan Co., 2017 WL 3648528 (Fed. Cir. Aug. 25, 2017). In yet another rebuke
to the PTAB, the Federal Circuit vacated and remanded a decision that had affirmed
an examiner’s rejection that a claim to an herbicidal formulation would have been
obvious. According to the Federal Circuit, “The Board failed to explain why it
would have been ‘routine optimization’ to select and adjust the claimed surfactants
and achieve a cloud point above at least 70o C.” “Stating that a person of ordinary
skill in the art would have arrived at the claimed invention through routine
optimization falls short of this standard [requiring it to present its reasoning in
detail].”
Ultratec, Inc. v. Captioncall, LLC, 2017 WL 3687453 (Fed. Cir. Aug. 28, 2017). The
Federal Circuit vacated and remanded the PTAB’s decision invalidating Ultratec’s
patent claims because the PTAB failed to consider material evidence and failed to
explain its decisions to exclude the evidence. CaptionCall retained the same
invalidity expert in both concurrent litigation and in various IPRs it brought seeking
to challenge the patents. Ultratec sought to introduce the trial testimony into the
IPRs, alleging that the expert’s trial testimony conflicted with declarations he
submitted in the IPRs. Ultratec moved to supplement the record with the trial
testimony, but because Ultratec failed to first request authorization to file the motion,
the PTAB expunged the motion from the record. Ultratec then requested
authorization to file a motion to submit portions of the expert’s trial testimony, but
the PTAB denied the request without explanation. The Federal Circuit concluded that
the PTAB abused its discretion when it refused to admit and consider the expert’s
testimony and when it refused to explain its decision.
Key take-away: Although rare, there are a few recent decisions where the Federal
Circuit has reversed the PTAB, especially in IPR proceedings. The APA may
provide a new avenue of attack where the PTAB does not seem to play fairly with
one party, or shifts its position during the proceedings.
Credit Acceptance Corp. v. Westlake Servs., 859 F.3d 1044 (Fed. Cir. 2017). Credit
Acceptance owns a patent relating to a system and method for financing allowing a
customer to purchase vehicles from a car dealership. Westlake filed two Covered
Business Method (CBM) reviews on the patent at the U.S. PTO, arguing that the
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claims were patent-ineligible under 35 U.S.C. § 101. The PTAB instituted review of
only certain claims in the first petition, and then, based on a change in intervening
case law, later instituted claims on the other claims in the second petition, concluding
that all the claims were unpatentable. Credit Acceptance appealed, arguing that
Westlake should have been estopped from maintaining the second petition after a
final written decision on the first petition was issued by the PTAB.
The Federal Circuit affirmed. First, the Federal Circuit concluded that
notwithstanding the statutory language stating that a decision by the PTAB whether
to institute review “shall be final and nonappealable,” the Federal Circuit had the
power to review the PTAB’s decision to institute both petitions. The court held that
“the estoppel dispute in this case is neither a challenge to the Board’s institution
decision, nor is it ‘closely tied’ to any ‘statute related to the Patent Office’s decision.”
As to the merits, the Federal Circuit held that estoppel did not apply, because
different claims were at issue in the two proceedings, and estoppel applies on a
claim-by-claim basis. “Because a final written decision does not determine the
patentability of non-instituted claims, it follows that estoppel does not apply to those
non-instituted claims in future proceedings before the PTO.”
Phigenix, Inc. v. ImmunoGen, Inc. 845 F.3d 1168 (Fed. Cir. 2017). Phigenix filed a
petition for inter partes review of a patent owned by ImmunoGen, and the PTAB
instituted trial, but ultimately concluded that the claims would not have been obvious.
Phigenix appealed, but ImmunoGen filed a motion in the Federal Circuit seeking to
dismiss the appeal on the ground that Phigenix lacked standing because it had not
been sued or otherwise been threatened by ImmunoGen. The Federal Circuit
dismissed the appeal. First, the court concluded that Phigenix had the burden of
producing evidence that it met the “injury-in-fact” requirement imposed by Article III
of the Constitution. Second, the court found that Phigenix failed to meet that burden,
because the mere existence of the patent was not sufficient to create any injury. The
court also rejected Phigenix’s argument that because it was estopped from further
challenging the patent, it suffered an injury.
Covidien LP v. Univ. of Florida Research Found. Inc., IPR2016-1274 (PTAB Jan.
25, 2017). The PTAB held that 11th Amendment sovereign immunity applies to
IPRs, such that patents owned by a sovereign (such as a state or a state entity) are not
subject to IPRs.
NeoChord, Inc. v. Univ. of Maryland, IPR2016-208 (PTAB May 23, 2017). Same
holding.
Note: On September 8, 2017, Allergan, a global pharmaceutical company,
announced that it had reached an agreement with the Saint Regis Mohawk Indian
Tribe, whereby Allergan’s patents covering its RESTASIS drug were transferred to
the Indian tribe in exchange for payment. Allergan announced its intention to seek to
have the IPR against its patents dismissed on the grounds of sovereign immunity.
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Allergan is also in litigation over the patents.
5.

Indefiniteness of Patent Claims

In re Walter, 2017 WL 3587778 (Fed. Cir. Aug. 21, 2017) (nonprecedential). Walter
obtained a patent relating to artificial reefs for cultivating marine life. The reefs
include concrete walls joined together to form a hollow interior and include stones
for supporting aquatic lifeforms:

According to the patent, the reef can take any shape, including pyramidal, prismatic,
and cylindrical arrangements. During a reexamination of the patent, the patent
examiner rejected the claims over various prior art, and Walter amended the claims to
recite that the reef’s support structure was “block-like.” Walters submitted an expert
declaration asserting that the plain and ordinary meaning of “block-like” was a solid
support structure made up of discrete pieces or blocks joined together in some
manner. Walter argued that the prior art failed to disclose such “block-like”
structures. In response, the patent examiner rejected the claims as indefinite, pointing
to a dictionary that defined “block-like” as a solid piece of material that has flat sides
and is usually square or rectangular in shape, which was inconsistent with the
expert’s assertions. The PTAB affirmed the examiner, and the Federal Circuit
affirmed the decision. Citing the U.S. Supreme Court’s 2014 decision in Nautilus,
Inc. v. Biosig Instruments, Inc., a claim is indefinite if it fails to inform, with
reasonable certainty, those skilled in the art about the scope of the invention. “Here,
‘block-like’ is a term of degree without any accompanying guidance in the intrinsic
record for determining its scope. The term ostensibly covers a range of shapes that
are sufficiently ‘like’ a ‘block’ and excludes those that are not. But nothing in the
intrinsic record offers ‘objective boundaries’ for ascertaining whether a given shape
falls into either category.”
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B.

Interpretation and Infringement of Patents
1.

Claim Construction

Aylus Networks, Inc. v. Apple Inc., 856 F.3d 1353 (Fed. Cir. 2017). In a case of first
impression, the Federal Circuit held that statements made by a patent owner during
an inter partes review (IPR) – and, more specifically, made in a patent owner’s
preliminary response – could be relied upon to disclaim a particular interpretation of
claims (i.e., prosecution disclaimer). Aylus sued Apple for infringing a patent
directed to a system for streaming and displaying media content. Apple then filed
two IPR petitions in the PTO, one of which challenged all claims of the patent, the
other challenging only certain claims of the same patent. The Patent Trial and
Appeal Board (PTAB) instituted trial in one of the petitions that challenged all
claims, but did not institute trial in the other petition. As to the instituted trial, the
PTAB denied institution as to claims 2, 4, 21, and 23. Aylus then filed a voluntary
dismissal in the district court of all claims except as to claims 2 and 21. Thereafter,
Apple filed a motion for summary judgment of non-infringement, arguing that based
on certain statements made by Aylus in its preliminary responses to Apple’s
petitions, Aylus had disclaimed an interpretation that was necessary for infringement.
The district court agreed and granted Apple’s motion for summary judgment.
On appeal, Aylus argued that (1) statements made during an IPR may not be relied
upon to support a finding of prosecution disclaimer; and (2) its statements did not
constitute a “clear and unmistakable disclaimer of claim scope.”
As to the first argument, the Federal Circuit decided, as a matter of first impression,
that statements made during an IPR could give rise to prosecution disclaimer. The
doctrine of prosecution disclaimer, according to the Federal Circuit, was “deeply
rooted” in Supreme Court precedent. The court concluded that competitors were
entitled to rely on statements made during proceedings before the PTO, and that the
doctrine “ensures that claims are not construed one way in order to obtain their
allowance and in a different way against accused infringers.” Although prior cases
had involved prosecution disclaimer in the context of original examination, reissue,
and reexamination, the court found no reason to treat IPRs differently. The court also
rejected Aylus’s argument that because the statements were made in a patent owner’s
preliminary response, they were not part of the IPR proceeding itself.
As to the second argument, the Federal Circuit agreed with the district court’s
conclusion that Aylus’s repeated statements that “only the CPP is invoked” amounted
to a “clear and unmistakable surrender” of the claimed subject matter.
MPHJ Tech. Investments, LLC v. Ricoh Am. Corp., 847 F.3d 1363 (Fed. Cir. 2017).
MPHJ, a notorious patent “troll,” mailed thousands of threatening letters to momand-pop shops in the United States, alleging that they infringed its “scan-to-email”
patents. A number of companies including Ricoh petitioned the PTO for inter partes
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review, which was granted. After the PTAB invalidated the patents, MPHJ appealed,
arguing for a narrow definition of “seamless.” The Federal Circuit affirmed,
concluding that although the provisional application on which the patent was based
provided support for a narrower definition, those statements were omitted when the
later non-provisional application was filed.
Key take-away: This case illustrates one of the risks of filing provisional
applications containing rushed or insufficiently vetted explanations of a later-claimed
invention. Differences between the provisional and later-filed non-provisional
application could be used by an accused infringer to avoid infringement.
2.

U.S. Supreme Court Limits Infringement Liability for
Arranging Assembly Overseas

Life Technologies Corp. v. Promega Corp., 137 S.Ct. 734 (2017), reversing 773 F.3d
1338 (Fed. Cir. 2014). Section 271(f)(1) of the patent statute creates patent
infringement liability for any person who supplies or causes to be supplied from the
United States “all or a substantial portion of the components of a patented invention,”
where such components are combined outside the United States in a manner that
would infringe the patent if such combination occurred in the United States. In this
case, Promega Corporation was the exclusive licensee of a patent directed to a
“toolkit” for genetic testing. Promega sublicensed the patent to Life Technologies for
manufacturing the kits in certain law enforcement licensed fields worldwide. Life
Technologies manufactured in the United Kingdom all but one of the components of
the patented combination, and that one component it manufactured in the United
States and shipped it the United Kingdom, where it was combined with the other
components.
Several years into the agreement, Promega sued Life Technologies for infringing the
patent on the ground that Life Technologies was selling the kits outside of the
licensed fields, for use in clinical and research markets. As part of its infringement
case, Promega relied on section 271(f) of the U.S. patent statute, arguing that Life
Technologies was supplying “all or a substantial portion” of the patented
combination from the United States and combining that portion overseas, resulting in
infringement. A jury found that Life Technologies infringed the patent, but the
district court set aside the verdict on the ground that only “one component” of the
invention was supplied from the United States, whereas the patent statute requires
“all or a substantial portion of” such components to be supplied from the United
States. The Federal Circuit reversed and reinstated the jury’s verdict, concluding that
“substantial” meant “important” or “essential,” and that the U.S.-supplied component
was a “main” and “major” part of the patented invention.
The U.S. Supreme Court reversed. First, the Court agreed that the statutory term
“substantial” was ambiguous, finding that it could refer either to qualitative
importance or a quantitatively large size. Second, however, based on other words in
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the statute, it found that “all” and “portion” conveyed a quantitative meaning. “All”
means the entire quantity, without reference to relative importance. Consequently,
the Court found that nothing in the statute suggested a qualitative interpretation of the
word “substantial.” Third, the Court concluded that it was difficult to identify with
any certainty whether one component of the claimed invention was more important
than another. Finally, the court concluded that because the statute referred to
“components” in the plural, multiple components – as opposed to a single component
– must exist in order to satisfy the patent statute. In this case, because only a single
component was supplied, no infringement could be found. “We hold that the phrase
‘substantial portion’ in 35 U.S.C. § 271(f)(1) has a quantitative, not a qualitative,
meaning. We hold further that § 271(f)(1) does not cover the supply of a single
component of a multicomponent invention.” 137 S.Ct. 743.
Note: Section 271(f)(2) is a rarely-invoked section of the patent statute, so it is
unlikely that this case would have a major impact on most patent infringement cases
brought each year in the United States. However, this decision might give patent
licensees more freedom to sell patented inventions overseas where no counterpart
patents exist. There is also some uncertainty regarding how many components of a
patented invention would be needed to satisfy the “substantial portion” prong of the
statute, and disputes could also arise as to what are separate (versus integral)
“components” under the statute.
3.

Induced Infringement After Akamai

Eli Lilly and Co. v. Teva Parenteral Medicines, Inc., 845 F.3d 1357 (Fed. Cir. 2017).
This recent case illustrates the application of the so-called “Akamai rule,” following
the U.S. Supreme Court’s decision in Limelight Networks, Inc. v. Akamai Techs.,
Inc., 134 S.Ct. 2111 (2014) and the Federal Circuit’s subsequent interpretation of that
rule in Akamai Techs., Inc. v. Limelight Networks, Inc., 797 F.3d 1020 (Fed. Cir.
2015) (en banc). In this case, Lilly owns a patent relating to the administration of a
chemotherapy drug in combination with folic acid and vitamin B12, which inhibit
certain side effects of the drug. Under the provisions of the Hatch-Waxman Act,
Teva notified Lilly that it intended to market a generic version of the drug, including
product labelling that instructed physicians to take folic acid and vitamin B12 in
combination with the drug. Lilly sued, asserting that such activities would constitute
induced infringement of the patent, because Teva’s product labelling caused the
physicians to directly infringe the patents.
The district court, applying the Federal Circuit’s 2015 Akamai case, concluded that
Lilly had proved direct infringement – a necessary predicate for induced infringement
– by the physicians, who administered the chemotherapy drug and advised patients to
take the folic acid and vitamins. Under that test, where no single actor performs all
of the steps of a method claim, direct infringement may be found if the acts of one are
attributable to the other such that a single entity is responsible for the infringement.
In Akamai, the Federal Circuit held that directing or controlling others’ performance
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can be shown if one actor (1) conditions participation in an activity or receipt of a
benefit of one or more steps of the patented method, and (2) establishes the manner
or timing of that performance. Here, the district court concluded that the product
labelling (taking folic acid and vitamin B12 in conjunction with the chemotherapy
drug) in the specific manner and timing prescribed meant that the performance of all
steps was attributable to the physicians, even though the patients were the ones
performing the vitamin-taking step. Therefore, the physicians were the direct
infringers, and Teva’s product labelling induced them to perform the patented
method.
The Federal Circuit affirmed, concluding that the drug treatment was a benefit to be
conditioned, and that taking the folic acid and vitamin B12 as prescribed was a
condition of the patient’s participation in the treatment. The court rejected Teva’s
argument that mere guidance or instruction was insufficient to show “conditioning”
under Akamai. There was no requirement to impose a legal obligation on the
participants in order to meet this test. As to the second prong, the court found that
the product labelling was specific regarding the dose and timing, and thus satisfied
the test for infringement.
C.

Enforcement of Patents
1.

U.S. Supreme Court Puts Limits on Patent Suit Locations

TC Heartland LLC v. Kraft Foods Group Brands LLC, 137 S.Ct. 1514 (2017). The
patent venue statute, 28 U.S.C. § 1400(b), states that “any civil action for patent
infringement may be brought in the judicial district where the defendant resides, or
where the defendant has committed acts of infringement and has a regular and
established place of business.” In a 1957 case, the U.S. Supreme Court held that a
domestic corporation “resides” only in its state of incorporation, and rejected the
argument that “resides” should be interpreted under the broader definition of
“residence” that appears in the general venue statute, 28 U.S.C. § 1391(c), which
provided that “residence” included any jurisdiction in which an entity was subject to
personal jurisdiction. Fourco Glass Co. v. Transmirra Prods Corp., 353 U.S. 222
(1957).
TC Heartland makes flavored drinks and is an Indiana corporation having its
headquarters in Indiana. Kraft Foods sued TC Heartland in Delaware for patent
infringement. Although TC Heartland is not incorporated in Delaware and has no
regular business presence there, it shipped a small number of products into Delaware.
TC Heartland moved to dismiss or transfer the case to Indiana, arguing that venue
was improper in Delaware, citing the U.S. Supreme Court’s Fourco case. The
district court denied the motion and the Federal Circuit denied a petition for a writ of
mandamus, concluding that later statutory amendments had effectively amended
section 1400(b), allowing TC Heartland to be sued in Delaware, where it was subject
to personal jurisdiction.
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The U.S. Supreme Court reversed, concluding that its Fourco case was still good law
and that the Federal Circuit’s contrary 1990 decision in VE Holding Corp. v. Johnson
Gas Appliance Co., 917 F.2d 1574 (Fed. Cir. 1990) was wrongly decided. The
Supreme Court began by revisiting its 1957 Fourco decision, which held that the
term “resides” under the patent venue statute limited venue to a company’s state of
incorporation, and was not subject to interpretation under a broader definition of
“resides” found in the general venue statute, 28 U.S.C. § 1391(c). But in 1990, the
Federal Circuit held in VE Holding Corp. that because the 1988 amendments to the
general venue statute, § 1391(c), amended that section to state that “for purposes of
venue under this chapter,” which chapter included section 1400(b), the amendments
to the statute had effectively overruled the Fourco decision.
First, the U.S. Supreme Court noted that Congress had not amended section 1400(b),
so the Supreme Court’s holding that section 1400(b) (the patent venue section)
overrode the more general venue section of the statute remained intact.
Consequently, “resides” for purposes of patent venue is limited to a company’s state
of incorporation. Second, the Supreme Court concluded that Congress provided no
clear indication that it was intending to override the more limited venue provision
found in section 1400(b), and found no material differences between the way the
general venue statute was written in 1957 and the more modern version. Finally, the
more recent version of the general venue statute states that it does not apply when
“otherwise provided by law.” Because of this, the statutory scheme expressly
recognized that certain exceptions to the general venue statute were possible.
Accordingly,
Key take-aways: First, although this case originated in Delaware, the biggest impact
of this case will be on patent infringement suits brought in the Eastern District of
Texas, where few companies will meet the definition of “resides” or “has a regular
and established place of business.” Fewer cases have been filed there recently, and
that court has been starting to transfer cases out of the district that failed to meet the
venue definition under the TC Heartland standard. Battles have recently formed
around the meaning of “regular and established place of business,” and on whether
defendants have waived the right to transfer because TC Heartland did not represent
a change in existing law. Second, more patent infringement cases are now being filed
in Delaware, where many companies are incorporated and can easily meet the
definition of “resides.”
2.

Infringement Damages for Design Patents – What is the “Article?”

Apple Inc. v. Samsung Electronics Co., 786 F.3d 983 (Fed. Cir. 2015), reversed and
remanded, 2016 WL 7078449 (Sup. Ct. December 6, 2016). In this long-running
dispute between Apple and Samsung involving patented smartphone technology, a
jury awarded Apple $399 million in damages against Samsung based on Samsung’s
“entire profit” for infringement of Apple’s design patents. Samsung appealed,
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arguing that the jury should have been instructed that Apple could only recover
damages for “profit attributable to the infringement.” The Federal Circuit rejected
this argument, concluding that the wording of the patent statute – 35 U.S.C. § 289 -permits an award of the “total profit” made by the infringer, without any
apportionment. In a footnote, the court dismissed the concerns of a group of law
professors who had filed an amicus brief urging that such a rule “makes no sense in
the modern world.” According to the Federal Circuit, “Those are policy arguments
that should be directed to Congress.”
On December 6, 2016, a unanimous U.S. Supreme Court vacated the decision and
remanded for further proceedings. The Court started by noting that the statute, 35
U.S.C. § 289, states that a person who manufactures or sells “any article of
manufacture to which [a patented] design or colorable imitation has been applied
shall be liable to the owner to the extent of his total profit.” Where there is a single
component, such as a dinner plate, the entire product is the “article of manufacture”
for purposes of damages. However, for a multi-component product, such as a kitchen
oven, “identifying the ‘article of manufacture’ to which the design has been applied is
a more difficult task.” The Court rejected the Federal Circuit’s holding that the entire
Samsung smartphone was the only permissible “article of manufacture” under the
statute.
In this case, Apple obtained three design patents, covering a black rectangular front
face with rounded corners; a rectangular front face with rounded corners and a raised
rim; and a patent covering a grid of 16 colorful icons on a black screen:

The jury’s $399 million damages award was based on Samsung’s entire profit for its
infringing smartphones. But the Supreme Court held that an “article of manufacture”
is not limited to the end product (i.e., the smartphone), but could instead cover a
component of the end product. Beginning with vintage dictionaries, the Court
explained that an “article of manufacture” is “simply a thing made by hand or
machine.” A component of a product, then, also meets the definition of an “article of
manufacture.” The fact that a component may be integrated into a larger product
does not put it outside the category of articles of manufacture. The Court also noted
that the U.S. PTO permits design patents for components of multi-component
products. The Court also rejected the Federal Circuit’s reasoning that the
components of the smartphones could be “articles of manufacture” because
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consumers could not purchase those components separately from the smartphones.
Because the parties did not brief the issue regarding what test or standard should be
used for determining what the relevant “article of manufacture” was in this case, the
Court remanded for the Federal Circuit to make this determination in the first
instance.
3.

Applicants in 35 U.S.C. § 145 Actions Must Pay PTO’s Attorney Fees

Nantkwest, Inc. v. Matal, 860 F.3d 1352 (Fed. Cir. 2017), rehearing en banc granted,
Appeal No. 16-1794. In a case of first impression, the Federal Circuit held that
patent applicants who challenge a PTO determination in district court under 35
U.S.C. § 145 must pay attorneys’ fees to the U.S. PTO. In this case, the PTO rejected
a patent application directed to a method of treating cancer, and the PTAB affirmed
the examiner’s rejection. Instead of appealing directly to the Federal Circuit, the
applicant appealed to the U.S. district court under 35 U.S.C. § 145. After the PTO
prevailed, it filed a motion requesting not only its expenses but the “attorney fees” of
the PTO. The district court denied the motion. The Federal Circuit reversed,
concluding that the statutory section stating that “All the expenses of the proceedings
shall be paid by the applicant” included the right to award attorneys’ fees incurred by
the PTO. The court concluded that the word “expenses” in the statute includes
attorneys’ fees. Judge Stoll dissented, arguing that under the so-called “American
Rule,” each party must bear its own attorney’s fees unless there is express statutory
authorization to the contrary. She concluded that the statutory did not expressly
authorize such fees.
4.

Patent Exhaustion

Impression Prods. Inc. v. Lexmark Int’l., 137 S.Ct. 1523 (2017), reversing 816 F.3d
721 (Fed. Cir. 2016) (en banc). Lexmark is a printer manufacturer that has patents
covering its printer cartridges. Lexmark sold some of its cartridges in the U.S. and
sold others overseas. Some of the cartridges were sold, at a discount, subject to an
express “single-use/no resale” restriction. Lexmark also sells “regular cartridges” at
full price that are not subject to the single-use restrictions. Impression Products
bought some of the used Lexmark cartridges, refurbished them, and re-sold them in
the United States. It also imported other cartridges sold by Lexmark overseas.
Lexmark sued Impression for patent infringement, alleging that: (1) Impression’s sale
of the re-used discounted single-use cartridges in the United States violated its
patents; and (2) Impression’s importation of all of its cartridges that were first sold
overseas violated its patents. Impression argued that Lexmark’s sale of its cartridges
“exhausted” its patent rights, such that Lexmark could no longer control the further
sale or importation of them.
Upon rehearing en banc, the full Federal Circuit first decided to re-affirm its 1992
Mallinckrodt, Inc. v. Medipart, Inc. decision, which held that a patentee who sells a
patented article subject to a single-use/no-resale restriction that is communicated to a
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purchaser does not exhaust its patent rights as to that patented article. It rejected the
district court’s conclusion that the U.S. Supreme Court’s 2008 decision in Quanta
Computer, Inc. v. LG Electronics had silently overruled the Mallinckrodt decision.
According to the court, “A sale made under a clearly communicated, otherwiselawful restriction as to post-sale use or resale does not confer on the buyer and a
subsequent purchaser the ‘authority’ to engage in the user or resale that the restriction
precludes.”
As to the second issue, whether the imported cartridges that were first sold by
Lexmark overseas could be blocked by Lexmark’s U.S. patent rights, the Federal
Circuit agreed that, following its 2001 Jazz Photo decision, a patent owner’s overseas
sales did not “exhaust” U.S. patent rights that would allow importation of such
patented articles. It rejected Impression’s argument that the U.S. Supreme Court’s
2013 Kirtsaeng decision reaching a different result in the case of copyrights should
also be applied to patent rights. According to the court, the Supreme Court’s contrary
result under copyright law was based in part on the wording of the copyright statute,
whereas the patent statute was worded differently.
In a decision authored by Chief Justice Roberts, the U.S. Supreme Court reversed.
The Court began by re-tracing its 2013 copyright decision in Kirtsaeng v. John Wiley
& Sons, where the Court held that the doctrine of exhaustion has “an impeccable
historic pedigree, tracing its lineage back to the common law’s refusal to permit
restraints on the alienation of chattels.” Citing 17-century Lord Coke, the Court
explained that if an owner restricts the resale or use of an item after selling it, that
restriction is void, because it is against trade and traffic, and bargaining and
contracting between men. Next, the Court concluded that Congress had enacted the
patent statute “against the backdrop of the hostility toward restraints on alienation.”
Third, the Court delved into examples of what it deemed to be absurd results
resulting from a contrary rule – automobile manufacturers, for example, would be
able to use the patent laws to prevent repair shops from replacing parts in
automobiles, which would “clog the channels of commerce.” Fourth, the Court cited
its 2008 decision in Quanta Computer v. LG Electronics, where “we held that the
patentee could not bring back an infringement suit because ‘the authorized sale . . .
took its products outside the scope of the patent monopoly.” Finally, the Court
distinguished a patent owner’s ability to place restrictions on a license, “because a
license does not implicate the same concerns about restraints on alienation as a sale.”
It distinguished its 1938 decision in General Talking Pictures because, in that case,
the licensee made sales that were outside the scope of the license grant.
As to Lexmark’s cartridges that were sold overseas and then imported into the United
States by Impression Products, the Court concluded that those sales too were
exhausted. The Court again relied on the “common law’s refusal to permit restraints
on the alienation of chattels,” which it found “makes no geographical distinctions.”
The Court also explained that patent exhaustion “remains an unwritten limit on the
scope of the patentee’s monopoly,” which Congress had not overruled. The Court
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distinguished the situation where the patent owner had not authorized the overseas
sale of the patented item.
Key take-away: This case will likely curtail the ability of patent owners to place
post-sale restrictions on patented items. Although contract law might still provide
remedies for violating shrink-wrap agreements and similar devices, patent owners are
unlikely to go after individual consumers, and resellers like Impression Products are
likely beyond the reach of patent owners going forward.
5.

Laches Out as Defense in Patent Infringement Suits

SCA Hygiene Prods. Aktiebolag v. First Quality Baby Prods, LLC, 137 S.Ct 954
(2017). Sweeping away decades of case law, the U.S. Supreme Court abolished the
equitable doctrine of laches from patent infringement cases. In 2003, SCA notified
First Quality that its products infringed SCA’s patents. First Quality responded that
its own patent pre-dated SCA’s patent. SCA asked the U.S. PTO to re-examine the
patent, which it did in 2007, confirming the validity of the patent. Then, in 2010,
SCA sued First quality for patent infringement. The district court granted summary
judgment on the grounds of equitable estoppel and laches. The Federal Circuit
affirmed, concluding that Congress had “codified a laches defense” that barred
recovery.
The U.S. Supreme Court reversed. First, the Court acknowledged that laches was an
equitable remedy intended to protect defendants against unreasonable, prejudicial
delay in bringing lawsuits. Second, the Court revisited its 2014 Petrella decision,
where Court held that laches could not preclude a claim for damages when brought
within the copyright act’s 3-year statute of limitations. According to the Court, when
Congress has spoken on timeliness and provides a rule for determining whether a
claim is timely enough, that is the end of the inquiry. Third, although the statute of
limitations under the copyright act and the patent act are worded differently, the
Court concluded that no different result was warranted. Because the patent statute
provides that “no recovery shall be had for any infringement committed more than
six years prior to the filing of the complaint,” Congress must have intended that a
patentee may recover damages for any infringement committed within six years of
filing the claim. The Court also rejected the argument that the patent statute’s
provision was not a true statute of limitations, which runs forward from the date that
a cause of action accrues, but instead runs backward from the time of suit. The Court
also rejected the argument that an established body of case law showed that the
defense of laches had been retained in patent cases.
6.

Exceptional Cases and Attorney Fees

Bayer Cropscience AG v. Dow Agrosciences LLC, 851 F.3d 1302 (Fed. Cir. 2017).
Bayer sued Dow for patent infringement of patents relating to genetically engineered
soybeans, but the district court entered summary judgment for Dow, based on a
license agreement between the parties. After the Federal Circuit affirmed, Dow filed
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a motion for attorneys’ fees on the basis that the case was “exceptional,” and the
district court agreed, awarding attorneys fees under 35 U.S.C. § 285 to Dow. Bayer
appealed, but the Federal Circuit affirmed, agreeing with the court’s conclusion that
Bayer’s reading of the agreement at issue was “fallacious” and “implausible.” Bayer
could provide no witnesses who supported its reading of the agreement, and the
evidence clearly supported a contrary reading of the agreement. The district court
also found that Bayer’s request for a preliminary injunction was “frivolous and
unnecessarily increased the costs of litigation.” Applying an abuse of discretion
standard of review, the Federal Circuit held that the district court adequately
explained its reasoning and reached a conclusion that was not an abuse of discretion.
7.

Specificity Required to Assert Infringement in Litigation

Lyda v. CBS Corp., 838 F.3d 1331 (Fed. Cir. 2016). Lyda sued CBS Corp. for
infringing two patents relating to using devices to electronically vote on game shows
or reality shows. Lyda asserted that CBS’s show “Big Brother” infringed the patents
by allowing TV audience members to vote using text messages on their cell phones
that allegedly contained codes identifying the sender and a vote selection. The
complaint alleged “the participation of people under the control or direction of an
independent contractor engaged by the Defendant CBS Interactive to send votes
using text messages.” The defendants moved to dismiss the complaint under Rule
12(b)(6) for failure to state a claim. The district court granted the motion, ruling that
the plaintiff had not sufficiently alleged which of the defendants’ alleged practices
constituted infringement, making it “impossible to discern what actions, activities,
services, or products are infringing Plaintiff’s patents.”
The Federal Circuit agreed that the minimal pleading requirements of Form 18 [now
repealed for cases filed after December 1, 2015, making them subject to the Supreme
Court’s Twombly/Iqbal pleading standard] did not apply to cases of indirect
infringement, which was effectively what the plaintiff was pleading by pointing to the
joint activities of multiple parties. In order to sufficiently plead a case of indirect
infringement, a plaintiff must plead “facts sufficient to allow a reasonable inference
that all steps of the claimed method are performed and either (1) one party exercises
the requisite ‘direction or control’ over the others’ performance or (2) the actors form
a joint enterprise such that performance of every step is attributable to the controlling
party.” In this case, the plaintiff did not allege any facts that CBS controlled the
independent contractors or unnamed third parties, and thus could not provide a
reasonable inference that each step was performed by or should be attributable to the
defendants. [Note: although the “control” test for method claims does not apply to
system claims, in this case, the system claims were drafted like method claims and
the plaintiff effectively treated them like method claims, so all the claims fell
together.]
Please note there may have been further developments in these cases after this article was published.
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Intellectual Property Alert:
Obviousness: The Analytic Framework May Control the Outcome
By Sarah A. Kagan
October 2, 2017 — Some aspects of the law of obviousness seem hard to apply, as they are
repeatedly challenged on appeals to the Court of Appeals for the Federal Circuit. One such aspect is
the role of objective indicia of nonobviousness, which are sometimes also referred to as “secondary
considerations.” How do they interact with the prior art considerations? This aspect is at play in the
appeal of Merck Sharp & Dohme B.V. v. Warner Chilcott Co., LLC, 212 F.Supp.3d 531 (D. Del.
2016), which was argued at the Federal Circuit on September 8, 2017 (Case No. 16-2583).
The Supreme Court in Graham v. John Deere Co., 383 U.S. 1 (1966) set out three factors by which
obviousness or nonobviousness is to be determined: (1) scope and content of the prior art, (2)
differences between the prior art and the claimed invention, and (3) level of skill in the art. The
Court additionally indicated that secondary considerations “might be utilized to give light to the
circumstances surrounding the origins of the subject matter sought to be patented.” The Court stated
that the secondary factors, including commercial success, long felt but unmet need, and failure of
others “may have relevancy.”
The Orange Book lists U.S. Patent No. 5,989,581 (the ’581 patent) as protecting Merck’s
NuvaRing®, a hormone-releasing vaginal ring. Warner Chilcott filed an Abbreviated New Drug
Application (ANDA) seeking to market a generic version before expiry of Merck’s ’581 patent.
Warner Chilcott asserted that the ’581 patent was invalid for obviousness, and the District Court for
the District of Delaware agreed. Merck appealed the obviousness determination on multiple
grounds.
At trial, Merck presented evidence of commercial success, industry recognition, and long-felt need.
The district court discounted all evidence of objective indicia of non-obviousness because it found
no nexus to the “inventive features.” Merck asserted that the court used an improper legal standard
because rather than looking for a nexus between the objective indicia and the invention as a whole,
it looked to connect them to individual inventive features. Moreover, Merck asserted in its brief that
the district court’s analysis of the objective indicia was improper, because it occurred after the court
concluded that the invention was obvious, i.e., that there were no inventive features. Because of the
improper timing and improper comparison, Merck argued, the district court could not have found
the required nexus between the secondary considerations and the claimed invention.

Merck also urged that NuvaRing® was entitled to a presumption of a nexus because the objective
indicia are tied to a product that is disclosed and claimed in the patent. The failure to accord the
presumption to NuvaRing® improperly shifted the burden of producing evidence, Merck argued,
from Warner Chilcott (to attack the nexus) to Merck (to prove a nexus).
In its brief, Warner Chilcott denied that burden shifting had occurred. It relied on an exceedingly
fine distinction: “Accordingly, while the burden of proof never shifted, Merck had the
‘responsibility to set forth evidence in opposition,’ such as evidence of a supposed ‘teaching
away.’”
At the oral hearing at the Federal Circuit, the panel of three judges was interested in the issues
relating to the objective indicia of non-obviousness. Merck reminded the panel that the district court
made two legal errors in its analysis: (1) it failed to presume a nexus even though the evidence
related to a commercial product that was disclosed in the patent and co-extensive with the claims;
and (2) it looked for a nexus to inventive features rather than to the invention as a whole. Until its
rebuttal time, Merck did not discuss the issue of the order of consideration of the objective indicia
with respect to other obviousness factors.
Warner Chilcott’s counsel was peppered with questions from the panel, including on the issue of the
objective indicia. Warner Chilcott defended the district court’s analysis by pointing to its proper
statements of the law that objective indicia should be considered along with other Graham factors,
even though the district court appeared to consider the objective indicia only after finding the
claimed subject matter obvious over the prior art. The panel indicated that correctly stating the law
did not mean that the district court correctly understood it. The panel pointed to the district court’s
use of the term “rebut,” questioning Warner Chilcott’s assertion that the district court correctly
understood (and implicitly correctly applied) the legal standard. The term “rebut” seemed to
indicate to the panel that the district court improperly shifted the burden to Merck to rebut the
conclusion of obviousness with its objective evidence.
When the panel questioned Warner Chilcott on Merck’s asserted entitlement to a presumption of a
nexus between its objective indicia and the patent claims, Warner Chilcott urged that there was
nothing new in the commercial product and that the objective indicia did not demonstrate that there
was something new. This position was consistent with the district court’s opinion (looking for
inventive features), but did not engage the notion of a presumption of a nexus.
Despite the years of case law on the objective indicia of non-obviousness, applying them to the
question of obviousness over prior art is difficult. The secondary considerations do not directly
relate to the cited prior art but to obviousness in a more general sense of acceptance in the market or
field of endeavor, i.e., “to the circumstances surrounding the origins of the subject matter sought to
be patented.” We look forward to the Federal Circuit’s clarification of the proper weighing of the
prior art considerations with the objective indicia of obviousness or nonobviousness. Will the panel

give deference to the weighing of the district court judge or will it reverse based on an alleged
improper analytic process?
Click here to listen to the arguments in this case.
To subscribe or unsubscribe to this Intellectual Property Advisory,
please send a message to Chris Hummel at chummel@bannerwitcoff.com.
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Intellectual Property Alert:
Federal Circuit Discredits Special Disclosure Rule for Antibodies
By Sarah A. Kagan
October 31, 2017 — For decades, patents claiming antibodies have enjoyed a charmed life. Rather
than requiring a written description of the antibodies per se, the U.S. Patent and Trademark Office
has allowed claims based on a written description of the antigen to which the antibodies bind. This
leniency was perhaps based on the state of the art at some time in the past. It was considered routine
to obtain an antibody specific for an antigen by inoculating an animal and collecting antibodies
made by the animal. The animal was a black box; an innovator did not need to understand how the
animal made the antibody or know the structure of the antibody.
Fast forward to the present, when antibodies are highly engineered and determining their structures
is routine. Now, the reasons for the past leniency may no longer pertain.
As a result of past leniency, antibody patent claims were often broad and specifications may not
have described making any antibodies at all. Without any disclosed antibodies, moreover, a patent
applicant could not obtain narrower claims based on actual properties of real antibodies.
The U.S. Court of Appeals for the Federal Circuit recently considered a jury instruction based on
the past Patent and Trademark Office practice and found it improper, remanding the case to the
district court. Amgen Inc. v. Sanofi (No. 17-1480) (decided October 5, 2017). While the outcome of
the dispute between the litigants is unknown, subject to the remand, the legal issue of written
description of antibodies is decided.
The Federal Circuit traced the leniency back to guidelines published by the Patent and Trademark
Office in 2000, and revised in 2008. The guidelines state that “functional characteristics when
coupled with a known or disclosed correlation between function and structure” may satisfy the
written description requirement of 35 U.S.C. § 112. See also M.P.E.P. § 2163(II)(3)(a). The court in
Enzo Biochem, Inc. v. Gen-Probe Inc., explained the leniency as applied to antibodies by pointing
to the “well-defined structural characteristics for the five classes of antibody, the functional
characteristics of antibody binding, and the fact that antibody technology is well developed and
mature.” 323 F. 3d 956, 960 (Fed. Cir. 2002).
The Federal Circuit previously declined to apply the Patent and Trademark Office guideline,
pointing to the absence of a novel antigen, the non-routine nature of making the claimed antibodies,
and the lack of evidence in support of the patentee’s contentions of the state of the art. Centocor
Ortho Biotech, Inc. v. Abbott Laboratories, 636 F. 3d 1341 (Fed. Cir. 2011). But the court did not
thoroughly discredit the guideline as it does in the recent Amgen Inc. v. Sanofi opinion.

The Amgen panel found the following problems with the jury instructions (and implicitly with the
Patent and Trademark Office guidelines): (a) they improperly substitute an enablement analysis for
a written description analysis; (b) no evidence connects an antigen’s structure with corresponding
antibodies’ structure; and (c) they flaunt the statutory requirement for a written description of the
invention (antibodies) and substitute a description of the antigen.
The Amgen holding puts the onus squarely on the patent applicant to provide a written description
of the claimed antibodies per se in its specification. The written description may, for example, be
based on sequencing of one or more antibodies, or based on one or more deposited hybridomas.1 If
an applicant can show that disclosed antibodies share structural features that correlate with their
binding specificity, then generic claims may still be available, albeit narrower than previously
possible. If no such showing can be made, then an applicant is likely in the future to obtain
narrower claims than previously possible. Such claims may be limited to particular sequenced
antibodies or deposited antibodies. Applicants may, however, secure claims of some more modest
breadth based on complementarity determining regions, stability modifications, detectability
modifications, half-life in the body modifications, or complement recruitment modifications.
As the Amgen holding heralds the end of special treatment for antibody claims, it simultaneously
brings this subject matter back in line with all other technologies. The U.S. patent system has
generally run on a technologically neutral basis, generally eschewing special exceptions to
patentability. Additionally, under the Trade-Related Aspects of Intellectual Property (TRIPS)
Agreement, the United States is obligated to make patent rights available without discrimination for
technological type. The downfall of the leniency to antibodies is a gain for the integrity of the
overall system.
Click here to download the decision in Amgen v. Sanofi.
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Intellectual Property Alert:
Is the Safe Harbor for Divisional Applications Shrinking?
By Sarah A. Kagan
November 6, 2017 — In October, the U.S. Court of Appeals for the Federal Circuit heard arguments in
a pair of related cases that may add yet another boundary to the safe harbor of §121. One suit was an
appeal from an ex parte reexamination in the U.S. Patent and Trademark Office (In re Janssen Biotech,
Inc., No. 17-1257) and the other was an appeal from the U.S. District Court for the District of
Massachusetts in a patent infringement action (Janssen Biotech, Inc., v. Celltrion Healthcare Co.
LTD., No. 17-1120).
Since 1952, patent statute 35 U.S.C. §121 has sweetened the sting of the Patent and Trademark
Office’s restriction practice by providing a safe harbor from subsequent rejections between patents
that result from the restriction. Typically, such rejections present as obviousness-type double patenting
rejections. The safe harbor statute provides:
If two or more independent and distinct inventions are claimed in one application, the Director
may require the application to be restricted to one of the inventions. If the other invention is
made the subject of a divisional application which complies with the requirements of section
120 it shall be entitled to the benefit of the filing date of the original application. A patent
issuing on an application with respect to which a requirement for restriction under this section
has been made, or on an application filed as a result of such a requirement, shall not be used as
a reference either in the Patent and Trademark Office or in the courts against a divisional
application or against the original application or any patent issued on either of them, if the
divisional application is filed before the issuance of the patent on the other application. The
validity of a patent shall not be questioned for failure of the Director to require the application
to be restricted to one invention.
Over the past decade, the Federal Circuit has construed the statute and delineated situations where it
does not apply. In 2008, the Federal Circuit barred the use of the §121 safe harbor for a patent that was
designated as a continuation-in-part. Pfizer, Inc., v. Teva Pharmaceuticals, USA, Inc., 518 F.3d 1353.
The court held that the protection of §121 is limited to divisional applications. Pfizer at 1362.
In 2009, the Federal Circuit again blocked the use of the §121 safe harbor. This time it barred
application of the §121 safe harbor to patents whose parent applications were designated as
continuations, even though they may have been filed in response to a restriction requirement. Amgen v.
Hoffman-La Roche, Ltd., 580 F.3d 1340. Following the reasoning of the Pfizer opinion, the court held
that on its face the statute only applied to divisional applications, and a continuation application, like a
continuation-in-part application, is not a divisional application. Amgen at 1353. The court harmonized

its decision with prior cases that permitted the §121 safe harbor to continuation applications, as long as
they descended from a proper divisional application.
In 2015, the Federal Circuit again denied the application of the §121 safe harbor to a patent. This time
the patent was designated as a divisional application, but it had gained this designation through the
reissue of a patent initially designated as a continuation-in-part. G.D. Searle LLC v Lupin
Pharmaceuticals, Inc., 790 F.3d 1349 (2015). The court held that deleting the new matter during
reissue did not alter the nature of the underlying application. The court reasoned that the patent had
enjoyed the benefit of the new matter in the form of issued claims (before their cancellation in the
reissue process). The court presented this as an issue of fairness and equity. Additionally, the court
denied the safe harbor because the target and reference patents did not result from a common
restriction requirement.
Now Janssen comes to the court with a continuation-in-part patent that it tries to redesignate as a
divisional using the reexamination process. Janssen filed a patent application, which matured into U.S.
6,284,471 (’471), designating it as a continuation-in-part. During an ex parte reexamination, the ’471
claims were rejected as obvious over the issued claims of a sister application and over the issued
claims of a continuation-in-part of the ’471 itself. In order to obtain the benefit of the §121 safe harbor
generated by a restriction requirement in a common parent application, Janssen amended the
specification to delete new subject matter that had rendered the ’471 a continuation-in-part and
amended the priority claim to indicate that the ’471 was a divisional of the common parent application.
Despite these amendments, the Patent Trial and Appeal Board maintained the rejection that the ’471
claims were unpatentable for obviousness-type double patenting. Janssen appealed to the Federal
Circuit.
The Federal Circuit heard arguments on October 3, 2017. Janssen argued that Searle did not create a
per se rule that late designations of divisional status are ineffective to gain the benefit of the §121 safe
harbor. Unlike Searle, Janssen argued, it did not have any issued claims that relied on the new subject
matter, so it had not enjoyed any benefit of the continuation-in-part status as Searle had. Janssen also
pointed to §120 (which is incorporated into §121), which explicitly mentions amending priority claims
and designating a status for those amended priority claims. This statutory provision, Janssen argued, is
inconsistent with the Patent and Trademark Office’s position that an application must be filed as a
divisional to gain the benefit of the §121 safe harbor.
The Federal Circuit may be poised to continue down the path of increasing stringency in requirements
to obtain the benefit of the §121 safe harbor. However, during the hearing, the panel asked the Patent
and Trademark Office solicitor whether there should be a bright-line rule that §121 only applies to
applications filed as divisional applications. The solicitor replied that it already was a bright-line rule.
The panel noted that the Federal Circuit’s bright-line rules had not fared well upon Supreme Court
review. We will see whether this was merely a quip or a genuine concern that will inform the Federal
Circuit’s decision.
To subscribe or unsubscribe to this Intellectual Property Advisory,
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Intellectual Property Alert:
Is a Product-by-Process Limitation a Fig Leaf?
By Sarah A. Kagan
November 13, 2017 — Patent applicants may claim their product inventions using product-byprocess recitations. These can be useful when one has no analysis at hand that permits describing a
product with sufficient physical attributes. Yet, for patentability, the physical attributes must be
such that the product is novel and non-obvious over the prior art. Thus, an applicant guesses that the
product is different but does not yet know how to describe it or compare it to the prior art.
When confronted with prior art during examination or in a post-issuance challenge, one must be
able to successfully distinguish the product. Moreover, the distinction must be made without regard
to the process by which the product is made. Thus, the use of a product-by-process claim permits a
patent applicant to file earlier, but ultimately the patent applicant must do the analytic work
necessary to distinguish over prior art.
The downside to a product-by-process claim is that it will have a narrower scope of protection to
stop infringers. It will only encompass products that are actually made by the recited process. Thus,
it must be patentable over a broader range of subject matter than the protection it provides.
The indirect description of a product-by-process claim may collide with an assertion of inherent
anticipation, in which case both items will need to be analyzed and compared. Such a collision is at
issue in a pending appeal to the Federal Circuit from a decision in an inter partes review (IPR) at
the Patent Trial and Appeal Board (PTAB). The parties presented their oral arguments to the court
on November 7, 2017, in United Therapeutics Corp. v. SteadyMed LTD (Case No. 17-2121).
All of United Therapeutics’ challenged claims in U.S. Patent 8,497,393 are product-by-process
claims. The process involved both synthesizing a compound (step (a): “alkylating a compound of
structure II with an alkylating agent….”) and purifying it (steps (b)-(d): “hydrolyzying,
…contacting…with a base B to form a salt, …reacting the salt with an acid….”). United
Therapeutics aimed to distinguish its claims over the prior art by asserting a higher average level of
purity. But it was foiled in its attempt by the PTAB’s construction of claim 1. Claim 1 reads:
A product comprising a compound of formula I or a
pharmaceutically acceptable salt thereof, wherein said product is
prepared by a process comprising….

By construing the claim terms “product” and “comprising” according to their usual and customary
meanings, the PTAB rendered United Therapeutics’ purity distinction untenable. The open-ended
term “comprising” permits other components in the product. Thus, even if United Therapeutics
successfully showed that the recited process yielded a higher purity compound than the prior art, it
would not distinguish claim 1 over the prior art because the product recited in the claim was open
to, e.g., contaminants.
United Therapeutics did not appeal claim 1, but did appeal a selected set of claims dependent on
claim 1. United Therapeutics challenges the PTAB’s construction of claim 1 (as it is incorporated
into the appealed dependent claims), seeking a construction that includes impurity profiles as part of
the meaning of “product.”
Claim 2 recites that “the purity of compound of formula I in said product is at least 99.5%.” This
claim potentially avoids the open-ended “comprising,” but the PTAB found this claim to be
inherently anticipated by the cited Phares reference. On appeal, United Therapeutics challenges the
legal and factual basis for the PTAB’s conclusion of inherent anticipation of claim 2. United
Therapeutics urges that the case law supporting the PTAB’s conclusion actually pertained to
obviousness rather than anticipation. Applying obviousness case law, United Therapeutics asserted,
inappropriately shifted the burden of proof to United Therapeutics. Proper inherent anticipation case
law requires that the prior art necessarily demonstrate the recited property, not as a matter of
possibilities and probabilities. United Therapeutics explained that the scientific evidence relied on
by the PTAB to infer purity of Phares’ product was highly variable, and thus the Phares’ product
did not necessarily have the recited purity level.
Both a product-by-process claim and inherent anticipation create definitional and evidentiary issues
for a patentee. A patent applicant cannot always avoid an assertion of inherent anticipation, but it
can avoid product-by-process claims. If a patent applicant wants to take advantage of the early
filing benefit of a product-by-process claim when analysis of the product is still unavailable, it may
be prudent to follow up its initial filing with a second filing when product analysis is available. A
second filing may be, e.g., a second provisional application or a continuation-in-part application. At
that time, it may replace or augment its product-by-process claims with straight product claims.
These should reduce the evidentiary showings that may be required later in a contested setting.
A product-by-process claim may seem like a boon when trying to file early, but it may obscure a
future problem.
Click here to listen to the arguments in United Therapeutics Corp. v. SteadyMed LTD.
To subscribe or unsubscribe to this Intellectual Property Advisory,
please send a message to Chris Hummel at chummel@bannerwitcoff.com.

www.bannerwitcoff.com
© Copyright 2017 Banner & Witcoff, Ltd. All Rights Reserved. The opinions expressed in this publication are for the purpose of fostering productive
discussions of legal issues and do not constitute the rendering of legal counseling or other professional services. No attorney-client relationship is
created, nor is there any offer to provide legal services, by the publication and distribution of this edition of IP Alert.

Please note there may have been further developments in this case after this article was published.

Inherent Risks to a Common
Prosecution Strategy
Sarah A. Kagan

Banner & Witcoff Intellectual
Property Alert
November 20, 2017

Intellectual Property Alert:
Inherent Risks to a Common Prosecution Strategy
By Sarah A. Kagan
November 20, 2017 — The U.S. Court of Appeals for the Federal Circuit affirmed the decision of
the U.S. District Court for the District of Delaware, holding Sanofi’s patents, U.S. 8,318,800 and
U.S. 8,410,167, not proven invalid for obviousness and not proven narrowed by prosecution
disclaimer. Sanofi v. Watson Laboratories (Case 16-2722, 16-2726). The court’s November 9,
2017, decision affirmed the infringement of Sanofi’s patents directed to cardiovascular drug
dronedarone (Multaq®) compositions and methods of using it. The court held that Watson’s
proposed new generic version of dronedarone with its proposed label induces infringement.
In response to Sanofi’s charge of infringement, Watson attempted to limit the scope of the ’800
patent claims to exclude Watson’s proposed formulation. Specifically, Watson urged the court to
apply a limitation from a parent application’s prosecution history as a prosecution disclaimer.
Sanofi employed a common prosecution strategy in pursuing the ’800 patent family. Rather than
extensively arguing claims were distinct from the prior art, it added a limitation to claims in a parent
application to satisfy an examiner’s objections. When the narrowed claims were allowed, Sanofi
pursued the original broader claims, without the added limitation, in a continuation application.
Sanofi was successful in obtaining claims in the continuation that did not have the added limitation.
Watson urged that the disclaimer of the parent application should be read into the continuation
claims. In essence, it asserted that a negative claim limitation Sanofi omitted in the continuation
claims should nonetheless be read into the claim.
The court declined to apply the disclaimer in this case because the purported disclaimer was
directed to specific claim terms that had been omitted in the continuation application. The purported
disclaimer was not directed to “the invention itself,” the court held, but only to the claims
containing the limiting terms.
The court recognized that Sanofi’s prosecution strategy (narrow first patent followed by a broader
second patent) “fit a familiar pattern.” It did not give any indication that this strategy was
disfavored. However, there may be risks when using the narrow-first-patent-followed-by-a-broadersecond-patent strategy.

First, as demonstrated in this case, an applicant risks creating a prosecution disclaimer or a
prosecution history estoppel. These can occur when statements made in prosecuting a narrow claim
are used to limit the construction of a claim or the scope of equivalents accorded to a claim. Second,
a continuation application may put the term of a parent application at risk. Under Gilead Sciences,
Inc. v. Natco Pharmaceuticals Ltd., 753 F. 3d 1208 (Fed. Cir. 2014), cert. denied, 135 S. Ct. 1530
(2015), an earlier expiring patent can serve as an obviousness-type double patenting reference
against a later expiring patent. This can truncate the term of the later expiring patent. This may
occur with any pair of commonly owned patents that do not have patentably distinct claims and do
not share a common expiration date. Such pairs of patents may, for example, be a parent and child
application, if one of them is accorded patent term adjustment. Alternatively, such pairs of patents
may derive from different priority applications. If a narrow parent and a broad continuation have
different expiration dates, an applicant may need to weigh the benefit of the longer term against the
benefit of having a broader claim. This will be a very fact-sensitive decision.
Applicants must think of each of their patent families as a coherent whole rather than as separate
and independent applications. Comments made during prosecution of one application may influence
the scope of another application. Different patent expiration dates can truncate the longer term to
the length of the shorter term. Thus, applicants would do well to review parent application file
histories for any possible disclaimers by argument and/or amendment. Disclaimers may also be
found in statements made in post-examination challenges in the Patent and Trademark Office or in
the courts. Applicants can affirmatively rescind any such possible disclaimers during examination
of continuation applications. A coherent and consistent strategy in prosecuting and enforcing a
patent family will help avoid these problems. Prescience would also be helpful.
Click here to download the decision in Sanofi v. Watson Laboratories.
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A.

Patentability, Validity, and Procurement of Patents
1. Patent Eligibility – More Abstract Ideas
Apple, Inc. v. Ameranth, Inc., 842 F.3d 1229 (Fed. Cir. 2016). Ameranth owns three
patents relating to a system that allows food to be ordered over the Internet. The
system provides a first menu that has categories and items, and software that
generates a second menu from the first menu by allowing categories and items to be
selected. The patents explain that there was allegedly no simple technique “for
creating restaurant menus and the like for use in a limited display area wireless
handheld device or that is compatible with ordering over the Internet.” Apple filed
Covered Business Method (CBM) review proceedings against the patents, which the
Patent Trial and Appeal Board (PTAB) instituted. After finding that the patents met
the definition of “covered business method patent,” the PTAB held that many of the
claims were unpatentable under 35 U.S.C. § 101 because they were directed to the
abstract idea of “generating a second menu from a first menu and sending the second
menu to another location.”
The Federal Circuit affirmed in part, applying the Supreme Court’s two-part test in
Alice Corp. v. CLS Bank, 134 S.Ct. 2347 (2014). First, the Federal Circuit agreed
that under the first part of the two-part test, the claims were “directed to” the abstract
idea of a system with menus with particular features. According to the court, “They
do not claim a particular way of programming or designing the software to create
menus that have these features, but instead merely claim the resulting systems.
Essentially, the claims are directed to certain functionality – here, the ability to
generate menus with certain features.” Second, the Federal Circuit agreed that under
the second part of the test, the generically-recited central processing unit, data storage
device, and operation system components were “typical” hardware elements that
were described in the patent as being conventional. It also concluded that various
“features” recited in the claims constituted insignificant “post-solution activities that
do not support the invention having ‘an inventive concept.’” The court explained
that the invention was described as a restaurant preparing a device that could be used
by a server taking orders from a customer, which replaces a server’s notepad or
mental list with an electronic device programmed to allow menu items to be selected
as a customer places an order.
Apple had also appealed from the PTAB’s decision finding that certain dependent
claims were patentable. Dependent claim 3, for example, recited “wherein the
modified second menu can be linked to a specific customer at a specific table directly
from the graphical user interface of a hand-held device.” The PTAB had found that
Apple had not provided sufficient evidence that such limitations were conventional.
The Federal Circuit reversed on this point, concluding that “the specification merely
states that the user interface could permit linking of orders with customers, with no
disclosure of how this would be technologically implemented.” It cited prior case
3
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law for the proposition that “a claim that merely describes an ‘effect or result
dissociated from any method by which [it] is accomplished’ is not directed to patenteligible subject matter.” The court agreed with Apple that “the claimed linking of
orders to customers is a classic example of manual tasks that cannot be rendered
patent eligible merely by performing them with a computer.” As to another
dependent claim, which recited “wherein the manual modification involves
handwriting capture,” the Federal Circuit also agreed with Apple that such limitations
were unpatentable because “Ameranth claims no more than the use of existing
handwriting and voice capture technologies using a computer system.”
***
Intellectual Ventures I LLC v. Capital One Fin. Corp., 850 F.3d 1332 (Fed. Cir.
2017). The Federal Circuit held that claims relating to a system and method for
dynamically managing XML documents were invalid because they recited patentineligible subject matter. Under the first step of the Alice test, the court concluded
that the claims were “at their core, directed to the abstract idea of collecting,
displaying and manipulating data.” The court found that although limited to XML
documents, “the patent’s recitation of XML documents specifically, does little more
than restrict the invention’s field of use.” Under the second step of the Alice test, the
court concluded that there was no “inventive concept” that would otherwise
transform the abstract idea into a patent-eligible application of that idea.
***
Intellectual Ventures I LLC v. Erie Indem. Co., 850 F.3d 1315 (Fed. Cir. 2017). In
yet another case involving Intellectual Ventures, the Federal Circuit held that claims
directed to a method for creating a database and an index to search the database were
invalid because they were directed to patent-ineligible subject matter. Under step one
of the Alice test, the court found that the claims were directed to the abstract idea of
creating an index and using that index to search for and retrieve data. “This type of
activity, i.e., organizing and accessing records through the creation of an indexsearchable database, includes longstanding conduct that existed well before the
advent of computers and the Internet.” Under step two of Alice, the court found that
they lacked an “inventive concept.” “While limiting the index to XML tags certainly
narrows the scope of the claims, in this instance, it is simply akin to limiting an
abstract idea to one field of use or adding token post solution components that do not
convert the otherwise ineligible concept into an inventive concept.”
***
Thales Visionix Inc. v. United States, 850 F.3d 1343 (Fed. Cir. 2017). Thales owns a
patent relating to inertial motion-tracking relative to a moving platform, and sued the
United States for patent infringement. The Court of Federal Claims held that the
patent was invalid because it was directed to an abstract idea of using laws of nature
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governing motion to track two objects. The Federal Circuit reversed. Applying the
first step of Alice, the court found that the claims were directed to a system and
method that use inertial sensors in a non-conventional manner to reduce errors in
measuring the relative position and orientation of a moving object on a moving
reference frame. This, according to the Federal Circuit, was sufficient to support a
finding of patentable subject matter.
***
Visual Memory LLC v. NVIDIA Corp., 867 F.3d 1253 (Fed. Cir. 2017). In another
good-news case for patent owners, the Federal Circuit reversed a district court’s
conclusion that a computer-related patent was drawn to patent-ineligible subject
matter. Visual Memory’s patent relates to a configurable memory system that is able
to reconfigure the memories based on an operational characteristic of the system:

Claim 1 of the patent recites the following:
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After Visual Memory sued NVIDIA for patent infringement, NVIDIA filed a motion
to dismiss under Rule 12(b)(6) for failure to state a claim, because the claims were
allegedly drawn to an abstract idea. The district court agreed and granted the motion,
concluding that under the first step of Alice, the claims were directed to “the abstract
idea of categorical data storage,” which humans have practiced for many years.
Under step two of Alice, the district court found no inventive concept because the
claimed computer components were generic and conventional.
The Federal Circuit reversed. First, in applying the first step of Alice, the court
concluded that the claims were analogous to those found patent-eligible in its prior
Enfish and Thales cases. The claims in Enfish were patent-eligible because they were
directed to an improvement in computer functionality. The claims in Thales were
patent-eligible because its inertial sensors improved the accuracy of prior art systems.
In this case, the court concluded that the claims “are directed to an improved
computer memory system, not to the abstract idea of categorical data storage.” The
court pointed to the patent specification, which explained multiple benefits that
flowed from the improved memory system. Judge Hughes dissented, arguing that the
claims were directed to categorical data storage.
Key take-aways: To the extent possible, patent drafters should describe softwarerelated inventions in such a way that they provide improvements in computer-related
functionality, speed, or other measures of performance. Self-serving statements in
the patent might come in handy to defend the patent-eligibility of the claims. Also,
courts are being encouraged to dismiss lawsuits at the pleading stage for patents that
cover ineligible inventions. Arguing for parallels between previously-decided cases
and facts in a particular case seems to be the standard mode of determining an
outcome.
6
Copyright 2017

Sommer, Kelly, Wright

***
Cleveland Clinic Found. v. True Health Diagnostics LLC, 859 F.3d 1352 (Fed. Cir.
2017). The Federal Circuit affirmed the dismissal of a patent infringement action
brought by The Cleveland Clinic over patents for testing for an enzyme in a bodily
sample and for treating a patient with cardiovascular disease as being directed to
patent-ineligible subject matter. First, the Federal Circuit agreed that it was not error
for the district court to address only a limited number of claims as being
“representative” of all claims in the patents. “Where, as here, the claims ‘are
substantially similar and linked to the same’ law of nature, analyzing representative
claims is proper.” Second, the Federal Circuit agreed that under the two-part Alice
test, the claims were directed to a law of nature – namely, “seeing MPO
[myeloperoxidase] already present in a bodily sample and correlating that to
cardiovascular disease.” There was also no “inventive concept” that would otherwise
transform the natural phenomena into a patentable invention.
***
Secured Mail Sols. LLC v. Universal Wilde, Inc., 873 F.3d 905 (Fed. Cir. 2017). The
Federal Circuit affirmed the district court’s finding that seven patents were not
patent-eligible under 35 U.S.C. 101. Specifically, the patent “claims embrace the
abstract idea of using a marking” such as a barcode or QR code “affixed to the
outside of a mail object to communicate information about the mail object, i.e., the
sender, recipient, and contents of the mail object.” And the claims, which were “nonspecific and lack technical detail,” merely “cite well known and conventional ways to
allow generic communication between a sender and recipient using generic computer
technology,” and thus fail to “transform the nature of the claim into a patent-eligible
application of the abstract idea.”
***
Smart Sys. Innovations, LLC v. Chicago Transit Auth., 873 F.3d 1364 (Fed. Cir.
2017). Smart Systems asserted four patents against Chicago Transit Authority, each
relating to open-payment fare systems allowing riders “to conveniently and quickly
access mass transit by using existing bankcards.” This eliminated “the need for, and
added operational cost of, dedicated fare-cards.” The Northern District of Illinois
found the asserted claims ineligible as directed to an abstract idea and lacking an
inventive concept.
Claim 14 of US 7,566,033 was one representative claim and recites:
14.
A method for validating entry into a first transit
system using a bankcard terminal, the method comprising:
downloading, from a processing system associated
7
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with a set of transit systems including the first transit system,
a set of bankcard records comprising, for each bankcard
record in the set, an identifier of a bankcard previously
registered with the processing system, and wherein the set of
bankcard records identifies bankcards
from a plurality of issuers;
receiving, from a bankcard reader, bankcard data
comprising data from a
bankcard currently presented by a holder of the bankcard,
wherein the bankcard
comprises one of a credit card and a debit card;
determining an identifier based on at least part of the
bankcard data from the currently presented bankcard;
determining whether the currently presented bankcard
is contained in the set of bankcard records;
verifying the currently presented bankcard with a
bankcard verification
system, if the bankcard was not contained in the set of
bankcard records; and
denying access, if the act of verifying the currently
presented bankcard with the bankcard verification system
results in a determination of an invalid bankcard.
In upholding the district court’s decision, the Federal Circuit found that the claims
were directed to an abstract idea and thus failed the first step of the Alice test. The
lower court had held that the claims covered the abstract concept of paying for a
subway or bus ride with a credit card. The Federal Circuit went even broader,
characterizing the asserted claims as directed to the “formation of financial
transactions in a particular field (i.e., mass transit) and data collection related to such
transactions.” The Court stated that “claims directed to the collection, storage, and
recognition of data are [] directed to an abstract idea.” Opinion at 14 [see Errata].
Although some exceptions have been found where the claims have resulted in an
improvement of a technological process, the Court found that the claims at issue
merely collected, stored, and linked data as part of allowing access to a transit
system.
In assessing whether the claims possessed an inventive concept that could remedy
their failure under step one, the Federal Circuit agreed with the district court’s
characterization of the claim as merely “invoking various computer hardware
elements, which save time by carrying out a validation function on site rather than
remotely,” which “does not change the fact that in substance, the claims are still
directed to nothing more than running a bankcard sale—that is, the performance of an
abstract business practice.”
Judge Linn dissenting, arguing that the claims of some asserted patents, including the
8
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‘003 patent reproduced above, were not directed to an abstract idea in the first step.
The dissent reference preemption as a key touchstone of abstract idea analysis, and
implored the majority to look at the claims as a whole. “Claims directed not merely
to basic building blocks of scientific or technological activity but instead to
innovative solutions to real problems that result from human activity and are not
capable of performance solely in the human mind should be fully eligible for patent
protection and not lightly discarded.” Dissent at 7.
***
Two-Way Media Ltd. v. Comcast Cable Communications, LLC, 874 F.3d 1329 (Fed.
Cir. 2017). The patents at issue in this appeal related to a way to broadcast data on a
network. One of the claims required a method “for transmitting message packets”
that included “converting a plurality of streams of audio and/or visual information
into a plurality of streams of addressed digital packets,” “routing” each stream to
users, “controlling the routing of the stream of packets in response to selection
signals received from the users,” and “monitoring the reception of packets” and
“accumulating records” that indicate which streams were received by which users.
The district court concluded that the claims were invalid under 35 U.S.C. § 101. The
Federal Circuit concluded that the claims required functional results and “do[] not
sufficiently describe how to achieve these results in a non-abstract way.” Even
though the patentee’s claim constructions were adopted, the claims as construed did
not “indicate how the claims are directed to a scalable network architecture that itself
leads to an improvement in the functioning of the system.” Thus, the claim was
directed to an abstract idea. Turning to the second step of the Alice test, the court
explained that while the specification disclosed “a system architecture as a
technological innovation,” the claim did not recite those features. “The main
problem that Two-Way Media cannot overcome is that the claim—as opposed to
something purportedly described in the specification—is missing an inventive
concept.” The claims here did not “specify[] the rules forming the communication
protocol or specifying parameters for the user signals.” Moreover, the Federal
Circuit rejected the argument here that an inventive concept was found in the
ordering of steps. Here, the claims used only “conventional” ordering of steps.

2. Anticipation
Organik Kimya AS v. Rohm & Haas Co., 873 F.3d 887 (Fed. Cir. 2017). The Federal
Circuit affirmed the PTAB’s decisions sustaining the patentability of the claims of
two patents at issue in IPR proceedings. After IPR was instituted, the patent owner’s
expert conducted experiments based on the teachings of the cited prior art, and
verified that the art does not inherently include the features of the claims. The
petitioner did not conduct its own experiments, and therefore its criticisms of the
patent owner’s expert’s experiments were unconvincing.
***
9
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3. Obviousness
Merck Sharp & Dohme Corp. v. Hospira, Inc., 874 F.3d 724 (Fed. Cir. 2017). This
was an appeal from a judgment that a patent related to a process for making
ertapenem, an antibiotic compound was invalid. The district court had found that the
claims were invalid even though the steps of the method were not disclosed in the
prior art. Instead, the district court concluded that the “recipe” for the final
formulation was nothing more than conventional manufacturing steps that would
have been obvious from the disclosures and thus were the product of routine
experimentation. The district court also found that the evidence of secondary
considerations was not significant enough to outweigh the case of obviousness that
had been presented. The Federal Circuit affirmed. Judge Newman dissented.
The Federal Circuit concluded that the district court was correct in its finding that the
purported solution arrived at in the patent was “nothing more than conventional
manufacturing steps that implement the principles disclosed in the prior art.” The
claimed subject matter “would have been discovered by routine experimentation
while implementing known principles.” Regarding the evidence of secondary
considerations, the Federal Circuit found that the district court erred in discounting
evidence of commercial success just because there was a (different) blocking patent
that gave the patentee dominance in the market. “[M]ultiple patents do not
necessarily detract from evidence of commercial success of a product or process,
which speaks to the merits of the invention, not to how many patents are owned by a
patentee.” But, even though the district court erred in its decision about secondary
considerations, “the court did not err in concluding that the claims would have been
obvious at the time the invention was made in light of the merely ordinary
experimentation required to arrive at the ’150 patent . . . .”
Judge Newman’s dissent focuses on her belief that the Federal Circuit has been
relegating “secondary considerations” to a secondary role to rebut a prima facie case
of obviousness rather than to the role that they should have under Graham in
weighing all facts regarding obviousness together.
***
Bayer Pharma AG v. Watson Labs, Inc., 874 F.3d 1316 (Fed. Cir. 2017). This was
an appeal from a judgment in an ANDA case. The patent claims were directed to a
drug for treating erectile dysfunction were not obvious. The drug was formulated to
dissolve in the patient’s mouth. The district court concluded that the claims were not
obvious over the prior art. The ANDA defendant appealed. The Federal Circuit
reversed based on what it saw to be three clearly erroneous fact findings by the
district court. First, it concluded that the district court’s finding that there was no
motivation to formulate ED drugs in an orally-dissolving form. The Federal Circuit
identified a number of prior art teachings that contradicted this conclusion, which it
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referred to as “simply not accurate.” Second, the Federal Circuit concluded that the
district court’s finding that the prior art did not disclose a mixture of sorbitol and
mannitol in the tablet was clearly erroneous. The Federal Circuit explained that the
district court incorrectly focused on the commercial availability of such a product
rather than the teachings of the prior art. “Upon consideration of the entire record
and under a proper analysis, we conclude that the district court clearly erred in
finding that a person of ordinary skill in the art would not have been motivated to
formulate an ODT [oral dosage tablet] with sorbitol and mannitol.” Finally, the
Federal Circuit concluded that the district court’s determination that the prior art
taught away from the combination was also clearly erroneous. The parties did not
dispute that the prior art disclosures of the pharmaceutically active compound
showed that it would have a bitter taste. The Federal Circuit explained that “the
teaching away inquiry does not focus on whether a person of ordinary skill in the art
would have merely favored one disclosed option over another disclosed option.” As
the Federal Circuit had explained in other cases, “[i]n assessing whether prior art
teaches away, that ‘better alternatives exist in the prior art does not mean that an
inferior combination is inapt for obviousness purposes.’ In re Mouttet, 686 F.3d
1322, 1334 (Fed. Cir. 2012).” Where two solutions are present in the prior art “the
fact that there may be reasons a skilled artisan would prefer one over the other does
not amount to a teaching away from the lesser preferred but still workable option.”
In evaluating the legal conclusion of obviousness, the Federal Circuit came back to
this point and explained that just because the active ingredient may be bitter was
insufficient to find the claims nonobvious. “While a skilled artisan may have
preferred a delayed-release formulation over the claimed immediate-release
formulation, ‘that the prior art as a whole suggest the desirability of a particular
combination need not be supported by a finding that the prior art suggests that the
combination claimed . . . is the preferred, or most desirable combination.’ In re
Fulton, 391 F.3d 1195, 1200 (Fed. Cir. 2004).”
***
Southwire Co. v. Cerro Wire LLC, 870 F.3d 1306 (Fed. Cir. 2017). Southwire owns
a patent for a method of manufacturing an electric cable, wherein a lubricant is
incorporated into an outer sheath and results in a reduction in pulling force needed to
install the cable. Among other things, the patent claims a method of manufacturing
the cable, with a “functional” requirement that the finished cable have a characteristic
that “an amount of force required to install said cable . . . is at least about a 30%
reduction” in comparison to a non-lubricated cable. Cerro Wire filed a request for
inter partes reexamination of the patent, and the PTO concluded that all of the claims
would have been obvious over a combination of prior art including a patent to
Summers. The Summers patent also disclosed using a lubricant, although it did not
expressly state that it resulted in a 30% reduction in pulling force. The examiner
concluded that such a limitation was “inherent” in Summers. The Federal Circuit
affirmed, but on a slightly different basis. According to the Federal Circuit,
inherency cannot be relied upon unless “the limitation at issue necessarily” is present
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in the reference. Because there was no evidence that Summers necessarily disclosed
a 30% reduction, relying on inherency was improper.
However, the Federal Circuit concluded that because Summers disclosed the same
process as the claimed invention for the same purpose, “where all process limitations
are expressly disclosed by [the prior art reference] except for the functionally
expressed [limitation at issue], the PTO can require an applicant to prove that the
subject matter shown to be in the prior art does not possess the characteristic relied
on.” According to the court, in the absence of evidence that the claimed 30%
reduction would have been unexpected, “there is no indication that the limitation is
anything other than mere quantification of the results of a known process.” The court
also noted that the patent itself never even mentioned the 30% reduction, which
prompted the court to comment that the 30% limitation was merely an observed
result of an old process, “written into the claim in an attempt to avoid the prior art
process.”
***
Intercontinental Great Brands v. Kellogg, 869 F.3d 1336 (Fed. Cir. 2017). The
Federal Circuit affirmed a summary judgment ruling that a claim directed to a food
container would have been obvious. Kraft’s patent is directed to a resealable cookie
package:

Kraft (now Intercontinental) sued Kellogg for infringement, but the district court held
that Kellogg was entitled to summary judgment that the claims would have been
obvious. The Federal Circuit affirmed, concluding that even though there was
extensive evidence of secondary factors of nonobviousness, including commercial
success, industry praise, and copying, that evidence was insufficient to overcome a
strong prima facie case of obviousness. Judge Reyna dissented, arguing that the
court improperly found a prima facie case before considering the secondary factors of
12
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nonobviousness.
***
Corning v. Fast Felt Corp., 873 F.3d 896 (Fed. Cir. 2017). The Federal Circuit
reversed the PTAB’s finding of non-obviousness in an IPR proceeding where the
PTAB used an overly narrow claim construction to find that it would not have been
obvious to combine the cited art. The patent’s specification described preferred
embodiments focused on materials with particular characteristics, but the claims were
“plainly not so limited.” Nevertheless, the PTAB incorrectly limited its claim
construction to exclude materials without the particular characteristics, which was
error. This led the PTAB to incorrectly conclude that one of skill in the art would not
have been motivated to combine the cited art—a conclusion that the Federal Circuit
reversed when considering the claims under the proper broadest-reasonableinterpretation standard.

4. Indefiniteness and Enablement
BASF Corp. v. Johnson Matthey Inc., No. 2016-1770, -- F.3d – (Fed. Cir. Nov. 20,
2017). The patent at issue in this case related to a system for performing catalytic
conversion of nitrogen oxides in an exhaust gas stream. The claims did not recite the
materials to be used in the system, but instead claimed “a material composition B
effective to catalyze selective catalytic reduction (SCR) of NOx,” and “a material
composition A effective for catalyzing NH3 oxidation.” Material B was placed on
top of material A, which was also located “on the outlet end of the gas passage.” The
district court concluded that the claim was indefinite because materials A and B were
not claimed by what they were, but rather by functional language (i.e., “effective to
catalyze” and “effective for catalyzing.” The Federal Circuit reversed.
The accused infringer argued that the “effective” claim language failed to provide
objective boundaries on (1) what amount of effectiveness is required, and (2) how to
measure the effectiveness. The Federal Circuit explained that the Nautilus
definiteness test “does not exclude claim language that identifies a product by what it
does.” “What is needed is a context-specific inquiry into whether particular
functional language actually provides the required reasonable certainty. The
specification here included a number of examples of materials and provided
experimental results. The Federal Circuit concluded that the invention was not in the
materials themselves, which a person of ordinary skill in the art would have been
aware of, but instead in the arrangement of the materials in the system. And, even
though the specification did not explain how to determine which materials were
effective, the court explained that “[t]he mere observation of information not
‘recited’ does not answer the question whether a person of ordinary skill would need
to be given the level and measurement information to understand, with reasonable
certainty, whether a composition is ‘effective to catalyze’ the SCR (of NOx) or
AMOx reactions.” The Federal Circuit therefore concluded that the claims were not
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indefinite.
***
Mastermine Software, Inc. v. Microsoft Corp., 874 F.3d 1307 (Fed. Cir. 2017). After
a claim construction ruling and a ruling that certain claims were indefinite
Mastermine stipulated to invalidity and noninfringement and reserved the right to
appeal the district court’s claim construction order. On appeal, Mastermine raised
two issues: (1) whether the district court erred in interpreting the term “pivot table” to
require data be present in the table; and (2) whether the district court erred when it
interpreted certain claims as reciting two classes of statutory subject matter and
holding them invalid under IPXL Holdings, L.L.C. v. Amazon.com, Inc., 430 F.3d
1377 (Fed. Cir. 2005). The Federal Circuit affirmed the claim construction ruling,
but reversed the holding of indefiniteness.
The patents-in-suit related to software that could take data from a client relationship
management database and automatically create pivot tables. The representative claim
discussed by the court recited “further invoking the spreadsheet application from the
reporting module installed within the CRM software application using the API to
automatically generate a pivot table within the electronic worksheet according to the
database query, wherein the pivot table contains the CRM data from the CRM
database . . . .” The question was whether the term “pivot table” requires the table to
be populated with data. This case presented a holistic analysis of the intrinsic record
to conclude that the district court’s conclusion was correct. First, the Federal Circuit
examined the claim language and concluded that “[e]ach time the claims recite the
generation of a pivot table, they further recite within the same limitation that the
generated pivot table contains data or presents data.” Looking to the specification,
the Federal Circuit concluded that “the specification explains that the purpose of
pivot tables in the context of the invention is to display data that can be viewed,
summarized, and manipulated by users, and such user action is available upon the
generation of the pivot tables.” The Federal Circuit also concluded that the
prosecution history further supported the interpretation of the claims even though
there was no disclaimer of claim scope. The Federal Circuit explained that
statements in the prosecution history were relevant even though the statements did
“not amount to a disclaimer,” but they do “at a minimum, further support the district
court’s construction.”
Turning to the indefiniteness issue, the district court had concluded that the following
claim language resulted in mixed subject matter claiming: “wherein the reporting
module . . . presents a set of user-selectable database fields . . . receives from the user
a selection . . . and generates a database query as a function of the user selected
database field.” The Federal Circuit stepped through is prior cases concerning mixed
claiming and explained that the claim at issue in this case merely claimed
functionality that was required for a “reporting module,” not steps that needed to be
executed in order to meet the claim. “[T]hese claims do not claim activities
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performed by the user.” Therefore, although the claim “includes active verbs—
presents, receives, and generates—these verbs represent permissible functional
language used to describe capabilities of the ‘reporting module.’”
***
In re Walter, 2017 WL 3587778 (Fed. Cir. Aug. 21, 2017) (nonprecedential). Walter
obtained a patent relating to artificial reefs for cultivating marine life. The reefs
include concrete walls joined together to form a hollow interior and include stones
for supporting aquatic lifeforms:

According to the patent, the reef can take any shape, including pyramidal, prismatic,
and cylindrical arrangements. During a reexamination of the patent, the patent
examiner rejected the claims over various prior art, and Walter amended the claims to
recite that the reef’s support structure was “block-like.” Walters submitted an expert
declaration asserting that the plain and ordinary meaning of “block-like” was a solid
support structure made up of discrete pieces or blocks joined together in some
manner. Walter argued that the prior art failed to disclose such “block-like”
structures. In response, the patent examiner rejected the claims as indefinite, pointing
to a dictionary that defined “block-like” as a solid piece of material that has flat sides
and is usually square or rectangular in shape, which was inconsistent with the
expert’s assertions. The PTAB affirmed the examiner, and the Federal Circuit
affirmed the decision. Citing the U.S. Supreme Court’s 2014 decision in Nautilus,
Inc. v. Biosig Instruments, Inc., a claim is indefinite if it fails to inform, with
reasonable certainty, those skilled in the art about the scope of the invention. “Here,
‘block-like’ is a term of degree without any accompanying guidance in the intrinsic
record for determining its scope. The term ostensibly covers a range of shapes that
are sufficiently ‘like’ a ‘block’ and excludes those that are not. But nothing in the
intrinsic record offers ‘objective boundaries’ for ascertaining whether a given shape
falls into either category.”
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***
Amgen Inc. v. Sanofi, 872 F.3d 1367 (Fed. Cir. 2017). The Federal Circuit reviewed
two drug patents whose validity was challenged on written description, enablement,
and obviousness grounds. Regarding written description, the Federal Circuit held that
evidence of a particular species covered by a genus claim, even if the evidence is
developed after the patent’s priority date, is admissible to show “whether a patent
‘fails to disclose a representative number of species falling within the scope of the
genus.’” The Federal Circuit also held that “disclosing an antigen does not satisfy the
written description requirement for a claim to an antibody.”
Regarding enablement, the Federal Circuit held that post-priority-date evidence that
shows lengthy experimentation was required to enable the full scope of the claims is
also admissible.
Regarding obviousness, the Federal Circuit clarified that Dynamic Drinkware, LLC v.
National Graphics, Inc., 800 F.3d 1375 (Fed. Cir. 2015), applies not only to patents
asserted as prior art under 35 U.S.C. 102(e), but also to published patent applications
asserted under § 102(e). Specifically, for a non-provisional application to have the
priority date of a provisional application for prior-art purposes, the provisional
application “must contain a written description of the invention . . . in such full, clear,
concise, and exact terms, to enable an ordinarily skilled artisan to practice the
invention claimed in the non-provisional application.”
Regarding permanent injunctions, the Federal Circuit clarified that if a plaintiff does
not show “that the public interest would not be disserved by a permanent injunction,”
a court cannot issue the injunction. The Federal Circuit also said that “eliminating a
choice of drugs” by taking a helpful drug off the market “is not, by itself, sufficient to
disserve the public interest” and “cannot be the sole reason for a district court to deny
an injunction.”
***
Soft Gel Technologies, Inc. v. Jarrow Formulas, Inc., 864 F.3d 1334 (Fed. Cir.
2017). This was an appeal from three decisions in inter partes reexamination that
challenged claims of three patents were unpatentable as obvious. The patents at
issue related to “a method for dissolving a substance commonly referred to as
CoQ10 in solvents known as monoterpenes.” According to the patents, “most
solvents that were used to administer CoQ10 in liquid form could dissolve, at most,
only about 5 to 10 percent of the CoQ10.” Thus, “[t]he patents describe the
discovery of monoterpenes as a solvent for CoQ10.” These monoterpenes can
dissolve significant amounts of CoQ10, and the solution can be formulated into a
caplet or soft gelatin for ingestion. The patent claims at issue “focus on solutions of
CoQ10 and a monoterpene called limonene.”
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The Federal Circuit described the Board’s obviousness findings based on five
references as follows:
In each of the three decisions at issue in this case, the Board
found (1) that Motoyama teaches dissolving CoQ10 in
carvone, a monoterpene found in spearmint oil and
peppermint oil, and then encapsulating the solution; (2) the
Khan ’786 patent and Nazzal teach the use of essential oils,
including peppermint oil, spearmint oil, and lemon oil, in
conjunction with CoQ10; and (3) IRAC and Fenaroli teach
that d-limonene (a monoterpene) is the main constituent of
lemon oil. The Board determined that the combination of
those references suggests the invention claimed in the Soft
Gel patents—i.e., using d-limonene, as Motoyama had used
carvone, to dissolve CoQ10 for oral formulations.
Soft Gel made three arguments about why the Board’s conclusion should be
reversed. First, it contended that the Board’s decision that d-limonene was the main
constituent of lemon oil was not supported. The Federal Circuit disagreed and
concluded that the references supported the Board’s conclusion. Second, Soft Gel
presented an argument that the prior art taught away from the claimed invention.
The Federal Circuit first noted that the Khan patent “merely notes the difficulty of
dissolving CoQ10 in many solvents other than essential oils such as lemon oil.” The
Federal Circuit also concluded that “[r]egardless of whether the Khan ’786 patent is
interpreted to disclose dissolving CoQ10 in an essential oil such as lemon oil, [as
opposed to melting the CoQ10], the Khan ’786 patent does not teach away from the
inventions.” The Federal Circuit also rejected Soft Gel’s attempt to show that lemon
oil behaved in a completely different manner than spearmint and peppermint oils.
The Federal Circuit explained that “Soft Gel’s focused attack on the Khan ’786
patent does not undermine the Board’s decision, which is based on a combination of
references. See In re Merck & Co., 800 F.2d 1091, 1097 (Fed. Cir. 1986) (in the
context of teaching away, ‘[n]on-obviousness cannot be established by attacking
references individually where the rejection is based upon the teachings of a
combination of references”).
Soft Gel’s final argument is that a person of ordinary skill in the art would not have
had a reasonable expectation of success in combining the references to use dlimonene in Motoyama’s invention.” The Federal Circuit rejected this too as
“ignor[ing] the finding that the main constituent of lemon oil [as used in two of the
references], is d-limonene, and the statement in Motoyama that the oil solvent that
was the subject of Motoyama’s invention includes ‘terpenes’ such as d-limonene.”
Moreover, one of the references suggested that limonene combined with CoQ10 was
an area of further study. The Federal Circuit further explained that a reasonable
expectation of success did not require “absolute predictability,” in accordance with
its decision in Noelle v. Lederman, 355 F.3d 1343, 1352 (Fed. Cir. 2004).
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5. On-Sale Bar Under the AIA
Helsinn Healthcare S.A. v. Teva Pharms. USA, Inc. 855 F.3d 1356 (Fed. Cir. 2017).
In a case of first impression, the Federal Circuit interpreted the “on-sale bar”
provisions of the post-AIA version of 35 U.S.C. § 102(b). Helsinn owns patents
relating to intravenous formulations of a medicine used to reduce nausea. It sued
Teva for alleged infringement. More than one year before filing for one of the
patents, Helsinn entered into publicly-announced agreements with another company
to license the patent and for a supply and purchase arrangement under which the
other company agreed to pay $11 million, plus future royalties on distribution of the
patented medicine. The license agreement stated that if certain clinical trials were
unfavorable, the agreements could be terminated. However, the publicly-announced
agreements did not publicly disclose the price terms and specific dosages covered by
the agreement. The clinical trials proved successful, and the FDA approved the drug.
The district court ruled that the AIA had changed the law regarding on-sale bar,
requiring that there be a “public sale or offer for sale of the claimed invention,”
which was not met because the “sale” did not publicly disclose details of the
invention.
The Federal Circuit reversed. The court recognized that the AIA amended section
102 of the patent statute to bar patentability of an invention if it was “patented,
described in a printed publication, or in public use, on sale, or otherwise available to
the public before the effective filing date of the claimed invention.” At issue was
whether the “otherwise available to the public” required that details of the claimed
invention be publicly disclosed in order to invalidate the patent, such that a “secret
sale” would not invalidate a patent. The Federal Circuit held that it did not.
Although Helsinn argued that certain statements made by members of Congress
during passage of the AIA showed an intent to change the law, the Federal Circuit
distinguished those statements as being directed to public use of a claimed invention,
as opposed to a sale of an invention. And, the court noted that the sale itself in this
case was public. It rejected the argument that the disclosed details of the sale must
disclose every part of the claimed invention. “We conclude that, after the AIA, if the
existence of the sale is public, the details of the invention need not be publicly
disclosed in the terms of the sale” in order for that sale to be invalidating.
***

6. Derivation
Cumberland Pharms. Inc. v. Mylan Institutional LLC, 846 F.3d 1213 (Fed. Cir.
2017). In this appeal from a final judgment in an ANDA case the Federal Circuit
was presented with two issues: were the district court’s conclusions about derivation
and obviousness clearly erroneous? The Federal Circuit held that neither conclusion
was clearly erroneous. This summary focuses on the question of derivation.
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Defendants contended that the named inventor did not conceive of the subject matter
of the invention, but instead an unidentified official with the United States Food &
Drug Administration conceived of it and communicated it to the named inventor.
Therefore, according to defendants the patent was invalid under 35 U.S.C. § 102(f).
The district court rejected this argument and the Federal Circuit affirmed.
Defendants theory was based on a series of exchanges between the patentee and the
FDA concerning the approval of the drug ACETADOTE®. The original
formulation of this drug, which was an acetylcysteine composition, included edetate
disodium or “EDTA.” This was a known chelating agent and was used to prevent
oxidization of the acetylcysteine—a concern when it came to the stability of the
compound. Although EDTA-containing formulations of acetylcysteine were
believed to be safe (despite side effects), the FDA questioned why the patentee had
included the EDTA and asked that additional data be submitted. During the process
of discussions with the FDA, the inventor had offered to perform studies of
acetylcysteine without EDTA. This proposal was embodied in several letters
between the patentee and the FDA. Eventually ACETADOTE® was approved
including EDTA, and the named inventor conceived of certain studies to test the
stability of the EDTA-free acetylcysteine. Those tests ultimately proved to be
successful and a patent application for a chelating agent-free version of
acetylcysteine was filed.
Defendants argued that the FDA had first raised concerns with the inclusion of
EDTA and the correspondence suggested making an EDTA-free version of
acetylcysteine. The district court concluded that this theory and the evidence did not
support a finding of derivation. The Federal Circuit explained that a party
challenging a patent for derivation must “show that there was a ‘prior conception of
the claimed subject matter and communication of the conception’ to the named
inventor.” Price v. Symsek, 988 F.2d 1187, 1190 (Fed. Cir. 1993). “Conception is
keyed to the claimed invention: ‘A conception must encompass all limitations of the
claimed invention.’ Singh b. Brake, 317 F.3d 1334, 1340 (Fed. Cir. 2003).”
“Conception requires more than ‘a general goal or research plan’; it requires a
‘definite and permanent,’ ‘specific, settled idea,’ namely the idea defined by the
claim at issue. Burroughs Wellcome Co. v. Barr Labs., Inc., 40 F.3d 1223, 1228
(Fed. Cir. 1994).” The Federal Circuit further noted that the inventors named on the
patent were presumed to be the correct inventors, and that the burden that a
challenger had to carry was a heavy one.
The Federal Circuit first noted that the claimed invention was a formulation of
acetylcysteine that was substantially free of any chelating agents. This, the Federal
Circuit explained, meant that even if the letters from the FDA had suggested
removal of EDTA, there was no showing that they contemplated making a
formulation that was free of a chelating agent. “A request for justification of the
inclusion of EDTA, supported by data, is not the same as a suggestion to remove it,
let alone to remove it and not replace it with another chelating agent.” Additionally,
while appellant argued that “the request for data to support the inclusion of EDTA
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required [the patentee] to undertake research that would have inevitably led it to the
invention,” that was not enough to show derivation because “derivation is not
proved by showing conception and communication of an idea different from the
claimed invention even where that idea would make the claimed idea obvious.”
And general research proposals were not sufficient to provide a “definite and
permanent idea” that is required to show conception of an invention. “The kind of
general research suggestion at issue here, whatever its role in an obviousness
analysis, does not establish the conception required for derivation.”
After reviewing the evidence, the Federal Circuit concluded that the district court
“could properly find that the study requirement in the Approval Letter did not
specify that Cumberland must test an EDTA-free formulation of acetylcysteine
without adding any other chelating agents.” Additionally, the requirement to make
an EDTA-free formulation could have been met in a number of different ways
including “adding other chelating agents . . . .” Finally, the Federal Circuit noted
that the named inventor was the drafter of the testing protocol that led to the
reduction to practice of the claimed chelating agent-free formulation of
acetylcysteine. Therefore, the judgment was affirmed as to the district court’s
conclusions about derivation.

B.

Interpretation and Infringement of Patents
1. Claim Construction
Aylus Networks, Inc. v. Apple Inc., 856 F.3d 1353 (Fed. Cir. 2017). In a case of first
impression, the Federal Circuit held that statements made by a patent owner during
an inter partes review (IPR) – and, more specifically, made in a patent owner’s
preliminary response – could be relied upon to disclaim a particular interpretation of
claims (i.e., prosecution disclaimer). Aylus sued Apple for infringing a patent
directed to a system for streaming and displaying media content. Apple then filed
two IPR petitions in the PTO, one of which challenged all claims of the patent, the
other challenging only certain claims of the same patent. The Patent Trial and
Appeal Board (PTAB) instituted trial in the petition that challenged all claims, but
did not institute trial in the other petition. As to the instituted trial, the PTAB denied
institution as to claims 2, 4, 21, and 23. Aylus then filed a voluntary dismissal in the
district court of all claims except as to claims 2 and 21. Thereafter, Apple filed a
motion for summary judgment of non-infringement, arguing that based on certain
statements made by Aylus in its preliminary responses to Apple’s petitions, Aylus
had disclaimed an interpretation that was necessary for infringement. The district
court agreed and granted Apple’s motion for summary judgment.
On appeal, Aylus argued that (1) statements made during an IPR may not be relied
upon to support a finding of prosecution disclaimer; and (2) its statements did not
constitute a “clear and unmistakable disclaimer of claim scope.”
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As to the first argument, the Federal Circuit decided, as a matter of first impression,
that statements made during an IPR could give rise to prosecution disclaimer. The
doctrine of prosecution disclaimer, according to the Federal Circuit, was “deeply
rooted” in Supreme Court precedent. The court concluded that competitors were
entitled to rely on statements made during proceedings before the PTO, and that the
doctrine “ensures that claims are not construed one way in order to obtain their
allowance and in a different way against accused infringers.” Although prior cases
had involved prosecution disclaimer in the context of original examination, reissue,
and reexamination, the court found no reason to treat IPRs differently. The court also
rejected Aylus’s argument that because the statements were made in a patent owner’s
preliminary response, they were not part of the IPR proceeding itself.
As to the second argument, the Federal Circuit agreed with the district court’s
conclusion that Aylus’s repeated statements that “only the CPP is invoked” amounted
to a “clear and unmistakable surrender” of the claimed subject matter.
***
MPHJ Tech. Investments, LLC v. Ricoh Am. Corp., 847 F.3d 1363 (Fed. Cir. 2017).
MPHJ, a notorious patent “troll,” mailed thousands of threatening letters to momand-pop shops in the United States, alleging that they infringed its “scan-to-email”
patents. A number of companies including Ricoh petitioned the PTO for inter partes
review, which was granted. After the PTAB invalidated the patents, MPHJ appealed,
arguing for a narrow definition of “seamless.” The Federal Circuit affirmed,
concluding that although the provisional application on which the patent was based
provided support for a narrower definition, those statements were omitted when the
later non-provisional application was filed.
Key take-away: This case illustrates one of the risks of filing provisional
applications containing rushed or insufficiently vetted explanations of a later-claimed
invention. Differences between the provisional and later-filed non-provisional
application could be used by an accused infringer to avoid infringement.
***
In re: Smith Int’l, Inc., 871 F.3d 1375 (Fed. Cir. 2017). Smith Int’l (“Smith”)
appealed a PTAB ex parte reexamination ruling relating to U.S. 6,732,817, a patent
relating to oil and gas drilling. In dispute, among other questions, was the
construction of “a body.” Some claims, such as claim 28, simply recited “a body.”
Other claims, such as claim 93, recited “a body defining an outermost diameter of the
expandable downhole tool when the tool is in a retracted configuration.” The PTAB
affirmed the examiner’s construction of “body” as a broad term which may
encompass other components, such as a mandrel and cam sleeve. The Court
disagreed, arguing that, even under the broadest reasonable interpretation standard,
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the PTAB’s construction was unreasonably broad. The Court noted that the correct
inquiry under the broadest reasonable interpretation standard is “not whether the
specification proscribes or precludes some broad reading of the claim term adopted
by the examiner . . . [i]t is an interpretation that corresponds with what and how the
inventor describes his invention in the specification, i.e., an interpretation that is
consistent with the specification.” This ruling may reaffirm the general
understanding that a specification controls the interpretation of the claims.
***
IPCom GmbH & Co. v. HTC Corp., 861 F.3d 1362 (Fed. Cir. 2017). This was an
appeal from a final decision of the Patent Trial and Appeal Board in an inter partes
reexamination that concluded that the claims of U.S. Patent No. 6,879,830 were
invalid for obviousness. The patentee appealed that decision, and the Federal
Circuit (Chen, Prost, Clevenger) vacated and remanded the Board’s judgment for a
claim construction determination, but affirmed its fact-findings in all other respects.
Several issues were raised on appeal, including the question of whether the Board
erred in construing a term that the parties had agreed was a means-plus-function
term.
Independent claim 1 of the ’830 patent read as follows
1. (Unamended) A mobile station for use with a network
including a first base station and a second base station that
achieves a handover from the first base station to the second
base station by: storing link data for a link in a first base
station, holding in reserve for the link resources of the first
base station, and when the link is to be handed over to the
second base station:
initially maintaining a storage of the link data in the first base
station, initially causing the resources of the first base station
to remain held in reserve, and
at a later timepoint determined by a fixed period of time
predefined at a beginning of the handover, deleting the link
data from the first base station and freeing up the resources of
the first base station, the mobile station comprising:
an arrangement for reactivating the link with the first base
station if the handover is unsuccessful.
In an earlier decision regarding the same patent, the Federal Circuit concluded that
the limitation “an arrangement for reactivating the link with the first base station”
was a means-plus-function term. See HTC Corp. v. IPCom GmbH & Co KG, 667
F.3d 1270 (Fed. Cir. 2012). In the case on appeal from the Patent Office, “the Board
recognized that ruling [but] it failed to properly construe that limitation.” During
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proceedings before the Office, the patentee proposed a three step algorithm for the
“arrangement for reactivating” term. The Board concluded that the patentee’s
proposed algorithm was not the corresponding structure for the function, but erred
when it “failed to identify what it believed to be the correct algorithm from the
specification,” which “led to an incomplete construction of the claim limitation and
is incompatible with [the Federal Circuit’s] holding in In re Donaldson Co., 16 F.3d
1189, 1193 (Fed. Cir. 1994) (en banc).
The Federal Circuit explained
The Board’s analysis was erroneous because it never specified
what it believed was the actual algorithm disclosed in the
’830 patent for performing the “arrangement for reactivating
the link” function. It was not enough for the Board to reject
the individual steps of IPCom’s proposed three-step
algorithm. As we explained in Donaldson, “the PTO may not
disregard the structure disclosed in the specification
corresponding to such language when rendering a
patentability determination.” Donaldson, 16 F.3d at 1195.
And in HTC Corp., we held that “the functional claiming in
claims 1 and 18 of the ’830 patent must include an adequate
algorithm.” HTC Corp., 667 F.3d at 1283. Here, as in
Donaldson, the Board never engaged in a comparison of the
asserted prior art’s disclosure to the “structure” disclosed in
the ’830 patent, due to the Board’s failure to determine what
the ’830 patent describes as the structure (i.e., the algorithm in
combination with the processor and transceiver) for
performing the “arrangement for reactivating the link”
function. Like Donaldson, the Board here impermissibly
treated the means-plus-function limitation in its patentability
analysis as if it were a purely functional limitation.
In light of this issue, the Federal Circuit vacated the Board’s judgment and
remanded “for the Board to identify the corresponding algorithm (if any) in the
specification in the first instance consistent with our holdings in Donaldson and
HTC Corp.
***

2. Limitations on Infringement Liability for Arranging Assembly
Overseas
Life Technologies Corp. v. Promega Corp., 137 S.Ct. 734 (2017), reversing 773 F.3d
1338 (Fed. Cir. 2014). Section 271(f)(1) of the patent statute creates patent
infringement liability for any person who supplies or causes to be supplied from the
United States “all or a substantial portion of the components of a patented invention,”
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where such components are combined outside the United States in a manner that
would infringe the patent if such combination occurred in the United States. In this
case, Promega Corporation was the exclusive licensee of a patent directed to a
“toolkit” for genetic testing. Promega sublicensed the patent to Life Technologies for
manufacturing the kits in certain law enforcement licensed fields worldwide. Life
Technologies manufactured in the United Kingdom all but one of the components of
the patented combination, and that one component it manufactured in the United
States and shipped it the United Kingdom, where it was combined with the other
components.
Several years into the agreement, Promega sued Life Technologies for infringing the
patent on the ground that Life Technologies was selling the kits outside of the
licensed fields, for use in clinical and research markets. As part of its infringement
case, Promega relied on section 271(f) of the U.S. patent statute, arguing that Life
Technologies was supplying “all or a substantial portion” of the patented
combination from the United States and combining that portion overseas, resulting in
infringement. A jury found that Life Technologies infringed the patent, but the
district court set aside the verdict on the ground that only “one component” of the
invention was supplied from the United States, whereas the patent statute requires
“all or a substantial portion of” such components to be supplied from the United
States. The Federal Circuit reversed and reinstated the jury’s verdict, concluding that
“substantial” meant “important” or “essential,” and that the U.S.-supplied component
was a “main” and “major” part of the patented invention.
The U.S. Supreme Court reversed. First, the Court agreed that the statutory term
“substantial” was ambiguous, finding that it could refer either to qualitative
importance or a quantitatively large size. Second, however, based on other words in
the statute, it found that “all” and “portion” conveyed a quantitative meaning. “All”
means the entire quantity, without reference to relative importance. Consequently,
the Court found that nothing in the statute suggested a qualitative interpretation of the
word “substantial.” Third, the Court concluded that it was difficult to identify with
any certainty whether one component of the claimed invention was more important
than another. Finally, the court concluded that because the statute referred to
“components” in the plural, multiple components – as opposed to a single component
– must exist in order to satisfy the patent statute. In this case, because only a single
component was supplied, no infringement could be found. “We hold that the phrase
‘substantial portion’ in 35 U.S.C. § 271(f)(1) has a quantitative, not a qualitative,
meaning. We hold further that § 271(f)(1) does not cover the supply of a single
component of a multicomponent invention.” 137 S.Ct. 743.
Note: Section 271(f)(2) is a rarely-invoked section of the patent statute, so it is
unlikely that this case would have a major impact on most patent infringement cases
brought each year in the United States. However, this decision might give patent
licensees more freedom to sell patented inventions overseas where no counterpart
patents exist. There is also some uncertainty regarding how many components of a
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patented invention would be needed to satisfy the “substantial portion” prong of the
statute, and disputes could also arise as to what are separate (versus integral)
“components” under the statute.
***

3. Induced Infringement After Akamai
Sanofi v. Watson Labs. Inc., 875 F.3d 636 (Fed. Cir. 2017). This was an appeal from
a judgment of infringement and no invalidity in an ANDA case. One of the patents at
issue in this case claimed methods of reducing hospitalization by administering a
drug to patients that have certain specified characteristics. The district court
concluded that the proposed label for the drug would have encouraged infringement
by prescribing physicians. On appeal the ANDA defendants contended that the
district court had erred because the drug could be (and was) prescribed to patients
that did not have the specific conditions—heart conditions—required by the claims.
The ANDA defendants contended that because the drug “has substantial
noninfringing uses not forbidden by the proposed labels, . . . the district court could
not permissibly find intend to encourage an infringing use.” The Federal Circuit
rejected this argument and explained that “there is no legal or logical basis for the
suggested limitation on inducement.” Instead, “[t]he content of the label in this case
permits the inference of specific intent to encourage the infringing use. As noted
above, inducement law permits the required factual inferences about intended effects
to rest on circumstantial evidence in appropriate circumstances.” The Federal Circuit
therefore affirmed the district court’s infringement judgment.
***
Eli Lilly and Co. v. Teva Parenteral Medicines, Inc., 845 F.3d 1357 (Fed. Cir. 2017).
This recent case illustrates the application of the so-called “Akamai rule,” following
the U.S. Supreme Court’s decision in Limelight Networks, Inc. v. Akamai Techs.,
Inc., 134 S.Ct. 2111 (2014) and the Federal Circuit’s subsequent interpretation of that
rule in Akamai Techs., Inc. v. Limelight Networks, Inc., 797 F.3d 1020 (Fed. Cir.
2015) (en banc). In this case, Lilly owns a patent relating to the administration of a
chemotherapy drug in combination with folic acid and vitamin B12, which inhibit
certain side effects of the drug. Under the provisions of the Hatch-Waxman Act,
Teva notified Lilly that it intended to market a generic version of the drug, including
product labelling that instructed physicians to take folic acid and vitamin B12 in
combination with the drug. Lilly sued, asserting that such activities would constitute
induced infringement of the patent, because Teva’s product labelling caused the
physicians to directly infringe the patents.
The district court, applying the Federal Circuit’s 2015 Akamai case, concluded that
Lilly had proved direct infringement – a necessary predicate for induced infringement
– by the physicians, who administered the chemotherapy drug and advised patients to
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take the folic acid and vitamins. Under that test, where no single actor performs all
of the steps of a method claim, direct infringement may be found if the acts of one are
attributable to the other such that a single entity is responsible for the infringement.
In Akamai, the Federal Circuit held that directing or controlling others’ performance
can be shown if one actor (1) conditions participation in an activity or receipt of a
benefit of one or more steps of the patented method, and (2) establishes the manner
or timing of that performance. Here, the district court concluded that the product
labelling (taking folic acid and vitamin B12 in conjunction with the chemotherapy
drug) in the specific manner and timing prescribed meant that the performance of all
steps was attributable to the physicians, even though the patients were the ones
performing the vitamin-taking step. Therefore, the physicians were the direct
infringers, and Teva’s product labelling induced them to perform the patented
method.
The Federal Circuit affirmed, concluding that the drug treatment was a benefit to be
conditioned, and that taking the folic acid and vitamin B12 as prescribed was a
condition of the patient’s participation in the treatment. The court rejected Teva’s
argument that mere guidance or instruction was insufficient to show “conditioning”
under Akamai. There was no requirement to impose a legal obligation on the
participants in order to meet this test. As to the second prong, the court found that
the product labelling was specific regarding the dose and timing, and thus satisfied
the test for infringement.
***

4. Other Wrinkles Regarding Infringement
Intellectual Ventures I, LLC v. Motorola Mobility LLC, No. 2016-1795 (Sept. 13,
2017). This case generally relates to Intellectual Ventures I, LLC and Intellectual
Ventures II, LLC’s (“Intellectual Ventures’”) assertion of file transfer system patents
against Motorola Mobility, LLC (“Motorola”). Motorola argued, inter alia, that a
claim which could be read to cover “long-term” or “permanent” storage was invalid
for lack of a description because the specification explicitly excluded such long-term
or permanent storage. The Federal Circuit disagreed, noting that Motorola had it
backwards: the specification was limiting on the interpretation of the claims, such
that the explicit exclusion of long-term or permanent storage in the specification
would be read into the claim. Relatedly, Intellectual Ventures argued that the only
requirement for infringement of system claims was that the infringer benefit from the
“system as a whole.” The Court disagreed, noting that case law supported the
proposition that to “use” a system was to “control (even if indirectly) and benefit
from each claimed component.” This ruling may reaffirm the understanding that
infringing a system includes both “control” and “benefit” of each claimed
component of a system, rather than (as some may argue) either “control” or
“benefit.”
***
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Shire Dev., LLC v. Watson Pharms., Inc., 848 F.3d 981 (Fed. Cir. 2017). This was
an appeal from an ANDA case in which the district court concluded that the accused
infringer’s products infringed and its validity challenges were insufficient to prove
that the asserted claims were invalid. The sole issue on appeal was the question of
infringement. The Federal Circuit reversed and remanded for entry of judgment of
noninfringement.
This case turned on whether a Markush group defined by the word “consisting of”
could include additional components. The district court concluded that could based
on the Federal Circuit’s decision in Norian Corp. v. Stryker Corp., 363 F.3d 1321,
1331 (Fed. Cir. 2004). That case addressed a patent claim to a “kit” for preparing
calcium phosphate for repairing teeth and bones. The claimed components of the
“kit” were all chemicals. The question in that case was whether the inclusion of a
spatula with the kit avoided infringement. The Federal Circuit held that it did not
because “the spatula has no interaction with the chemicals, and is irrelevant to the
invention.” Id. at 1332.
In this case, the claim recited “an inner lipophilic matrix consisting of” certain
materials and “an outer hydrophilic matrix” which “consists of” certain compounds.
The accused formulation included magnesium stearate within the extragraunular
space (i.e., in the outer matrix). The district court concluded that this formulation
still infringed because “the component outside of the Markush group—i.e., the
lipophilic magnesium stearate in the hydrophilic outer matrix—is unrelated to the
invention.” The district court concluded that the magnesium stearate “is
overwhelmed by the hydrophilic properties” of the other chemicals.
The Federal Circuit concluded that because the evidence showed that the
magnesium stearate maintained its lipophilic characteristics in the outer matrix, it
“functionally relates to the invention, and its presence in the outer matrix violates
the ‘consisting of’ requirement in” the second Markush group of the claim. The
patentee argued that the magnesium stearate was not lipophilic enough to render the
outer matrix lipophilic. But, the Federal Circuit explained that Norian did not limit
“related” components to only those that advance or intend to advance a Markush
group’s allegedly inventive elements. To reach another conclusion, the Federal
Circuit explained, would be to equate “consisting of” with “comprising.”
The Federal Circuit also rejected the argument that since the patent discloses
examples in which magnesium stearate were used in the outer matrix, the claim
must encompass such an embodiment. The court explained that the patentee had not
“overcome the exceptionally strong presumption” that Markush groups are closed.
***
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5. Laches Out as Defense in Patent Infringement Suits
SCA Hygiene Prods. Aktiebolag v. First Quality Baby Prods, LLC, 137 S.Ct 954
(2017). Sweeping away decades of case law, the U.S. Supreme Court abolished the
equitable doctrine of laches from patent infringement cases. In 2003, SCA notified
First Quality that its products infringed SCA’s patents. First Quality responded that
its own patent pre-dated SCA’s patent. SCA asked the U.S. PTO to re-examine the
patent, which it did in 2007, confirming the validity of the patent. Then, in 2010,
SCA sued First quality for patent infringement. The district court granted summary
judgment on the grounds of equitable estoppel and laches. The Federal Circuit
affirmed, concluding that Congress had “codified a laches defense” that barred
recovery.
The U.S. Supreme Court reversed. First, the Court acknowledged that laches was an
equitable remedy intended to protect defendants against unreasonable, prejudicial
delay in bringing lawsuits. Second, the Court revisited its 2014 Petrella decision,
where Court held that laches could not preclude a claim for damages when brought
within the copyright act’s 3-year statute of limitations. According to the Court, when
Congress has spoken on timeliness and provides a rule for determining whether a
claim is timely enough, that is the end of the inquiry. Third, although the statute of
limitations under the copyright act and the patent act are worded differently, the
Court concluded that no different result was warranted. Because the patent statute
provides that “no recovery shall be had for any infringement committed more than
six years prior to the filing of the complaint,” Congress must have intended that a
patentee may recover damages for any infringement committed within six years of
filing the claim. The Court also rejected the argument that the patent statute’s
provision was not a true statute of limitations, which runs forward from the date that
a cause of action accrues, but instead runs backward from the time of suit. The Court
also rejected the argument that an established body of case law showed that the
defense of laches had been retained in patent cases.
***

6. Patent Exhaustion
Impression Prods. Inc. v. Lexmark Int’l., 137 S.Ct. 1523 (2017), reversing 816 F.3d
721 (Fed. Cir. 2016) (en banc). Lexmark is a printer manufacturer that has patents
covering its printer cartridges. Lexmark sold some of its cartridges in the U.S. and
sold others overseas. Some of the cartridges were sold, at a discount, subject to an
express “single-use/no resale” restriction. Lexmark also sells “regular cartridges” at
full price that are not subject to the single-use restrictions. Impression Products
bought some of the used Lexmark cartridges, refurbished them, and re-sold them in
the United States. It also imported other cartridges sold by Lexmark overseas.
Lexmark sued Impression for patent infringement, alleging that: (1) Impression’s sale
of the re-used discounted single-use cartridges in the United States violated its
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patents; and (2) Impression’s importation of all of its cartridges that were first sold
overseas violated its patents. Impression argued that Lexmark’s sale of its cartridges
“exhausted” its patent rights, such that Lexmark could no longer control the further
sale or importation of them.
Upon rehearing en banc, the full Federal Circuit first decided to re-affirm its 1992
Mallinckrodt, Inc. v. Medipart, Inc. decision, which held that a patentee who sells a
patented article subject to a single-use/no-resale restriction that is communicated to a
purchaser does not exhaust its patent rights as to that patented article. It rejected the
district court’s conclusion that the U.S. Supreme Court’s 2008 decision in Quanta
Computer, Inc. v. LG Electronics had silently overruled the Mallinckrodt decision.
According to the court, “A sale made under a clearly communicated, otherwiselawful restriction as to post-sale use or resale does not confer on the buyer and a
subsequent purchaser the ‘authority’ to engage in the user or resale that the restriction
precludes.”
As to the second issue, whether the imported cartridges that were first sold by
Lexmark overseas could be blocked by Lexmark’s U.S. patent rights, the Federal
Circuit agreed that, following its 2001 Jazz Photo decision, a patent owner’s overseas
sales did not “exhaust” U.S. patent rights that would allow importation of such
patented articles. It rejected Impression’s argument that the U.S. Supreme Court’s
2013 Kirtsaeng decision reaching a different result in the case of copyrights should
also be applied to patent rights. According to the court, the Supreme Court’s contrary
result under copyright law was based in part on the wording of the copyright statute,
whereas the patent statute was worded differently.
In a decision authored by Chief Justice Roberts, the U.S. Supreme Court reversed.
The Court began by re-tracing its 2013 copyright decision in Kirtsaeng v. John Wiley
& Sons, where the Court held that the doctrine of exhaustion has “an impeccable
historic pedigree, tracing its lineage back to the common law’s refusal to permit
restraints on the alienation of chattels.” Citing 17th-century Lord Coke, the Court
explained that if an owner restricts the resale or use of an item after selling it, that
restriction is void, because it is against trade and traffic, and bargaining and
contracting between men. Next, the Court concluded that Congress had enacted the
patent statute “against the backdrop of the hostility toward restraints on alienation.”
Third, the Court delved into examples of what it deemed to be absurd results
resulting from a contrary rule – automobile manufacturers, for example, would be
able to use the patent laws to prevent repair shops from replacing parts in
automobiles, which would “clog the channels of commerce.” Fourth, the Court cited
its 2008 decision in Quanta Computer v. LG Electronics, where “we held that the
patentee could not bring back an infringement suit because ‘the authorized sale . . .
took its products outside the scope of the patent monopoly.” Finally, the Court
distinguished a patent owner’s ability to place restrictions on a license, “because a
license does not implicate the same concerns about restraints on alienation as a sale.”
It distinguished its 1938 decision in General Talking Pictures because, in that case,
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the licensee made sales that were outside the scope of the license grant.
As to Lexmark’s cartridges that were sold overseas and then imported into the United
States by Impression Products, the Court concluded that those sales too were
exhausted. The Court again relied on the “common law’s refusal to permit restraints
on the alienation of chattels,” which it found “makes no geographical distinctions.”
The Court also explained that patent exhaustion “remains an unwritten limit on the
scope of the patentee’s monopoly,” which Congress had not overruled. The Court
distinguished the situation where the patent owner had not authorized the overseas
sale of the patented item.
Key take-away: This case will likely curtail the ability of patent owners to place
post-sale restrictions on patented items. Although contract law might still provide
remedies for violating shrink-wrap agreements and similar devices, patent owners are
unlikely to go after individual consumers, and resellers like Impression Products are
likely beyond the reach of patent owners going forward.
***

7. Inequitable Conduct
Regeneron Pharms., Inc. v. Merus N.V., 864 F.3d 1343 (Fed. Cir. 2017). In this
case, the district court held U.S. Patent No. 8,502,018 unenforceable for inequitable
conduct. The allegation was that certain people involved in the prosecution of the
’018 patent withheld material references from the examiner during prosecution
despite knowing about those references with an intent to mislead the Patent Office.
The district court was scheduled to hold two bench trials: a first on materiality and a
second regarding intent to deceive. The second trial never occurred. Instead, the
district court sanctioned the patentee in the form of an adverse inference that those
involved with the prosecution had the requisite intent to deceive. The patentee
appealed and a divided panel (Prost, Newman, and Wallach) affirmed.
“[T]he ’018 patent relates to using large DNA vectors to target and modify
endogenous genes and chromosomal loci in eukaryotic cells.” A use of this
invention “is that users may target and modify specific genes in mice so that the
mice develop antibodies that can be used by humans.” Claim 1 of the ’018 patent
recites
A genetically modified mouse, comprising in its germline
human unrearranged variable region gene segments inserted at
an endogenous mouse immunoglobulin locus.
After being sued for infringement, the defendant asserted an affirmative defense of
inequitable conduct based on the alleged intentional withholding of four references
from the Patent Office. The Federal Circuit called these four references “the
Withheld References” in its opinion. “[T]hese references were cited in a third-party
submission in related U.S. patent prosecution and in European opposition briefs,”
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but were not disclosed to the Patent Office before the ’018 patent issued. “There
was no dispute that [the patentee] knew of the Withheld References during
prosecution of the ’018 patent,” so the dispute was over whether the references were
“but-for material,” whether they were “cumulative of references the PTO actually
relied on during prosecution,” and whether the patentee had intent to deceive the
PTO.”
The Federal Circuit laid out the two-fold legal requirements for finding inequitable
conduct. First, materiality must be established. Second, intent to deceive must be
shown. With respect to the first requirement, generally “the materiality required to
establish inequitable conduct is but-for materiality.” Therasense, Inc. v. Becton,
Dickinson & Co., 649 F.3d 1276, 1290 (Fed. Cir. 2011) (en banc). A reference is
“but-for” material “if the PTO would not have allowed a claim had it been aware of
the undisclosed prior art.” Id. “In determining the materiality of a reference, the
court applies the preponderance of the evidence standard and gives claims their
broadest reasonable construction.”
But, the Federal Circuit noted that a reference is not material “if it is merely
cumulative.” Dig. Control Inc. v. Charles Mach. Works, 437 F.3d 1309, 1319 (Fed.
Cir. 2006). “A reference is cumulative when it ‘teaches no more than what a
reasonable examiner would consider to be taught by the prior art already before the
PTO.’” Regents of the Univ. of Calif. v. Eli Lily & Co., 119 F.3d 1559, 1575 (Fed.
Cir. 1997).
The intent required to establish inequitable conduct is specific intent to deceive the
PTO. “Proving that the applicant knew of a reference, should have known of its
materiality, and decided not to submit it to the PTO does not prove specific intent to
deceive.” Instead, clear and convincing evidence must show that the applicant made
a “deliberate decision to withhold a known material reference.” Therasence, 649
F.3d at 1290 (emphasis removed).
The inquiry that the Federal Circuit undertakes in its analysis of inequitable conduct
issues in cases of non-disclosure can be characterized by the following flow chart
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The facts are fairly complex, but generally fall into two buckets: (1) facts concerning
the prosecution of the ’018 patent, and (2) facts concerning litigation misconduct.
The combination of facts from both buckets led to the judgment of unenforceability
for inequitable conduct.
Facts concerning prosecution of the ’018 patent. The ’018 patent was part of a
larger family of patents that claimed an effective filing date of December 2000. This
family is shown in the diagram below, which is based on the characterization of the
related applications in the Federal Circuit’s opinion:

“As originally filed, claim 1 of the” application that led to the ’018 patent recited
“[a] genetically modified mouse, comprising in its germline human unrearranged
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variable gene region segments inserted at a mouse immunoglobulin locus.” This
claim was rejected, and, despite an attempt to distinguish the claim from the prior art
by Dr. Smeland, an attorney responsible for prosecuting the ’018 patent, its family
members, and its European counterpart, the Examiner made the rejection final. In
response to the final rejection, Dr. Smeland proposed amending the claim to require
that the variable region gene segments are inserted at “an endogeneous” mouse
immunoglobulin locus. Dr. Smeland also provided a presentation to the Examiner
in which the patentee “asserted that it had developed a commercial embodiment of
the claimed mouse with surprising results,” but it was undisputed that this “assertion
was false.” The Patent Office, however, maintained the final rejection.
The patentee then retained the services of Dr. Brendan Jones to assist with the
prosecution. Together, Drs. Smeland and Jones “planned an in-person meeting with
the Examiner during which they relied on the misleading presentation asserting that
[the patentee] had developed a commercial embodiment of the claimed mouse.”
After that meeting, the Examiner issued a Notice of Allowance, and, by August 6,
2013, the patent had issued.
Yet, days before the Notice of Allowance was issued by the Examiner, “a third-party
filed a submission in the parent application of the ’018 patent, describing three
references. Some of the inventors or authors of the prior art had been in contact
with one of the inventors of the ’018 patent “expressing concerns about his
characterizations of the prior art in related publications.” Even though Dr. Smeland
knew of the Withheld References during prosecution of the ’018 patent, they were
not disclosed there. But, after the ’018 patent issued, the Withheld References were
disclosed in all other pending counterpart applications.
Facts Concerning Litigation Conduct. As the Federal Circuit explained, the
patentee’s “behavior in district court was beset with troubling misconduct.” The
following issues with the patentee’s litigation conduct are summarized in the
Federal Circuit’s opinion:


In its court-ordered infringement contentions, the patentee treated the
entire claim as one limitation, forcing the accused infringer to move to
compel more detailed infringement contentions on a limitation-bylimitation basis. The court gave the patentee an opportunity to make
changes to the contentions, and the patentee refused. Experienced patent
counsel “asserted that he did not understand what the district court was
asking for or how to break a claim down into elements.” The district court
found this to be “obfuscation” and a “tactical choice.”



Under the local rules of the district, the plaintiff was to propose claim
terms and proposed constructions first and the accused infringer was to
respond to them. Rather than disclose terms and constructions, the
patentee asserted no terms required construction. “The district court
issued an order expressing its concern that [the patentee] was attempting to
33
Copyright 2017

Sommer, Kelly, Wright

‘game’ the system by shifting the burden to [the defendant] to propose
constructions and then take shots at those proposals.”


The patentee disclosed a memo called the “Jones Memo,” which included
a chart and memo created in the course of Dr. Jones’s analysis of whether
to disclose the Withheld References. The Jones Memo was first listed on
a privilege log, but on the eve of Dr. Jones’s deposition, it was produced.
The defendant claimed that the production of this memorandum waived
privilege and the plaintiff argued that it was not privileged and so no
waiver occurred. A motion to compel was filed. In reaching deciding that
motion, the district court conducted an in camera review of certain
withheld documents. The district court ordered the plaintiff to provide it
with “[a]ll documents relating to groups or individuals who at the time of
creation or subsequently thereto received a copy of the chart or memo” and
“[a]ll documents and communications . . . referring or relating in any way
to Dr. Jones’s chart and memo.” While a binder of documents was
submitted by the plaintiff to the Court, it did not include all of the
requested documents, and the patentee provided only those documents that
“directly” related to the Jones Memo. The district court found that the
memorandum was privileged and its production resulted in a waiver of
privilege.



After the plaintiff produced documents that it believed were within the
scope of waiver, a dispute arose about whether all such documents had
been produced. The district court issued an order outlining categories of
documents that the plaintiff had to produce under its earlier order, and the
plaintiff confirmed all such documents had been produced. This turned
out to be false, as the Court would discover in connection with a dispute
over another privilege waiver.



Under the district court’s local rules, direct testimony in a bench trial was
put in via trial affidavit. The plaintiff put in trial affidavits from Dr.
Smeland and Dr. Jones. Numerous documents listing these two people as
authors or recipients were on the privilege log, and the accused infringer
argued that the patentee was improperly using the privilege as a sword and
a shield by presenting this testimony. Dr. Jones’s trial declaration was not
consistent with his deposition testimony. Dr. Smeland was offering
opinions on claim scope and his understanding of the Withheld
References. When the district court compared the affidavits to the
privilege log, it noted numerous concerns. “The district court provided a
lengthy list of Dr. Smeland’s problematic assertions to emphasize the
seriousness of the issue.” To resolve the question of whether the patentee
had complied with its discovery obligations, the district court conducted
another in camera review of the “thousands” of documents on the
privilege log. What it found, it described as a “Pandora’s Box.” “Given
the thousands of documents on [the plaintiff’s] privilege log, the district
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court concluded that it could not possibly learn the full extent of the
problem.” Nevertheless, the district court noted three categories of
problems:
o Non-privileged documents were being withheld;
o Documents were being withheld despite being within the Court’s prior order
regarding waiver; and
o Documents precisely related to the trial affidavits were being withheld.
Based on this conduct, the district court determined that serious sanctions were
appropriate. The district court considered a variety of different sanctions, but
ultimately concluded that it was appropriate to draw an adverse inference of an
intent to deceive the Patent Office. This led to judgment of inequitable conduct and
unenforceability of the ’018 patent.
The Federal Circuit’s Decision. The Federal Circuit first construed the claim and
rejected the patentee’s argument that the claim was “limited to a reverse chimeric
mouse.” In doing so, the Federal Circuit applied the “broadest reasonable
interpretation” of the claim since that is the standard applied by the Patent Office
during prosecution. Next, the Federal Circuit affirmed the district court’s
conclusion that the Withheld References were both “but-for material” and noncumulative. As to specific intent, the Federal Circuit stated “[i]n light of
Appellant’s widespread litigation misconduct, including Appellant’s use of sword
and shield tactics to protect Drs. Smeland and Murphy’s thoughts regarding
disclosure of the Withheld References to the PTO during prosecution of the ’018
patent, we conclude that the district court did not abuse its discretion by drawing an
adverse inference of specific intent to deceive the PTO.”
The Dissent. Judge Newman dissented. In her dissent, she disagreed with the
majority’s affirmance on the question of materiality. She also disagreed that the
district court had the power to declare the property right unenforceable due to
litigation misconduct. She claimed that “[p]recedent is long-standing, unambiguous,
and binding,” citing Keystone Driller Co. v. General Excavator Co., 290 U.S. 240
(1933), in which the Supreme Court “established that litigation misconduct can
support dismissal of the suit, whereas patent invalidity or unenforceability must be
established on the law of validity or enforceability. Judge Newman cited to Aptix
Corp. v. Quickturn Design Systems, Inc., 269 F.3d 1369 (Fed. Cir. 2001), in which
the Federal Circuit stated that “the remedies for litigation misconduct bar the
malfeasant who committed the misconduct. The property right itself remains
independent of the conduct of a litigant.” In other words, litigation misconduct can
bar a claim or a litigant from pursuing a claim of infringement, but it cannot destroy
the property right itself by rendering the patent unenforceable. As the Federal
Circuit explained in Aptix “[n]o case law from the Supreme Court or this court
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provides a basis for nullifying property rights granted by the United States when
such property rights did not themselves accrue through inequitable conduct.”

8. Reexamination and Intervening Rights
Presidio Components, Inc. v. Am. Technical Ceramics Corp., -- F.3d --, 2017 WL
5586049 (Fed. Cir. Nov. 21, 2017). The patent in this case related to a multilayer
capacitor design. Among a host of other decisions that were raised on appeal, the
district court entered summary judgment that the accused infringer was entitled to
absolute intervening rights because the claims were amended during an ex parte
reexamination. The issue here was whether despite certain claim amendments the
amended claims were “substantially identical” to the originally-issued claims.
During reexamination, the patentee amended the claims to require “an edge to edge
relationship” between contacts and that “fringe-effect capacitance” “is capable of
being determined by measurement in terms of a standard unit.” The patentee argued
that this amendment was made for the purposes of incorporating the district court’s
claim construction order from an earlier case such that the scope of the claims did not
change. The Federal Circuit disagreed. First, the court noted that the limitation
“capable of being determined by measurement in terms of a standard unit” was not
part of the court’s earlier claim construction. In fact, the district court in the earlier
case concluded that infringement had been established by theoretical measurements.
Second, the court noted that the file history showed that this amendment was made to
obviate a rejection based on the prior art that permitted theoretical calculation of the
fringe effects. “Whether viewed as a disclaimer or evidence relevant to the proper
claim construction, it is clear that the amended claims exclude capacitors with fringeeffect capacitance that could be determined purely through theoretical calculation.”
The Federal Circuit affirmed the district court’s summary judgment ruling and held
that damages could not be recovered for any alleged infringement before the issuance
of the reexamination certificate.

C.

Enforcement of Patents
1. Limits on Patent Suit Venue
TC Heartland LLC v. Kraft Foods Group Brands LLC, 137 S.Ct. 1514 (2017). The
patent venue statute, 28 U.S.C. § 1400(b), states that “any civil action for patent
infringement may be brought in the judicial district where the defendant resides, or
where the defendant has committed acts of infringement and has a regular and
established place of business.” In 1957, the Supreme Court held that a domestic
corporation “resides” only in its state of incorporation. Fourco Glass Co. v.
Transmirra Prods Corp., 353 U.S. 222 (1957).
TC Heartland makes flavored drinks and is an Indiana corporation having its
headquarters in Indiana. It was not registered to do business in Delaware, but its
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products are sold there. Kraft Foods, a Delaware corporation, sued TC Heartland in
Delaware for patent infringement. Although TC Heartland is not incorporated in
Delaware and has no regular business presence there, it shipped a small number of
products into Delaware. TC Heartland moved to dismiss or transfer the case to
Indiana, arguing that venue was improper in Delaware, citing the U.S. Supreme
Court’s Fourco case. The district court denied the motion and the Federal Circuit
denied a petition for a writ of mandamus, concluding that later statutory amendments
had effectively amended section 1400(b), allowing TC Heartland to be sued in
Delaware, where it was subject to personal jurisdiction.
The Supreme Court granted certiorari and reversed. It concluded that the two
amendments to the general venue statute made in 1988 and 2011 did not change the
interpretation of “resides” in the patent venue statute. Thus, Fourco remained good
law, and the Federal Circuit erred when it concluded to the contrary in its 1990
decision in VE Holding Corp. v. Johnson Gas Appliance Co., 917 F.2d 1574 (Fed.
Cir. 1990).
The Supreme Court’s unanimous opinion recounts the history of the venue statutes
starting with the first venue act of 1789. In 1897, Congress first enacted a special
patent venue statute and the Court had been called upon to interpret it in a couple of
cases including Fourco. In that decision, the Supreme Court held that the term
“resides” under the patent venue statute limited venue to a company’s state of
incorporation, and was not subject to interpretation under a broader definition of
“resides” found in the general venue statute, 28 U.S.C. § 1391(c). Congress amended
the general venue statute (§1391(c)) to provide a definition of “resides” “for the
purposes of this chapter.” Relying on this language, in 1990 the Federal Circuit held
in VE Holding Corp. that because the 1988 amendments to the general venue statute
impacted the patent venue statute because it also includes the term “resides” and is in
the chapter with the general venue statute.
The Supreme Court disagreed. First, it noted that when Congress overrules the
Court, it is generally fairly clear about doing so. It was not here. Second, the
Supreme Court noted that while Congress had been changing the general venue
statute, it had not changed the patent venue statute from the version that it analyzed
in its 1957 Fourco decision. Finally, the more recent version of the general venue
statute eliminated the “for purposes of this chapter” language and states that it does
not apply when “otherwise provided by law.” Because of this, the statutory scheme
expressly recognized that certain exceptions to the general venue statute were
possible. And, §1400(b) was just such an exception. The Supreme Court therefore
reversed.
Key take-aways: First, while venue was established by the “resides” language for
almost three decades since VE Holdings, companies will now argue over the “regular
and established place of business” prong. Second, this case will have practical
effects on litigation dockets since cases that were once brought in E.D. Tex. will now
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need to be brought somewhere else. Third, it will be more challenging to bring large
litigation campaigns in a single district, and multi-district patent litigation may
increase. Finally, more patent infringement cases are now being filed in Delaware
since that is where many companies are incorporated, and thus “reside.”
***
In re Cray, No. 871 F.3d 1355 (Fed. Cir. 2017). Raytheon Co. sued Cray, Inc.
(“Cray”) in the Eastern District of Texas. Cray moved to transfer to the Western
District of Wisconsin. Cray argued that, though two if its salesmen worked remotely
from their homes in the Eastern District of Texas, it did not “reside” in the eastern
District of Texas in view of the Supreme Court’s ruling in TC Heartland LLC v.
Kraft Foods Group Brands LLC, 137 S. Ct. 1514 (2017). The district court agreed
that Cray did not “reside” in the Eastern District of Texas, but found that since it had
an employee that worked from his home in the district, Cray had a regular and
established place of business in the Eastern District of Texas. Cray appealed to the
Federal Circuit.
Based on the language of the patent venue statute, 35 U.S.C. § 1400(b), the Court
found “three general requirements” for finding venue in a forum in which the
defendant did not reside: “(1) there must be a physical place in the district; (2) it must
be a regular and established place of business; and (3) it must be the place of the
defendant.” With regard to the “physical place” requirement, the Court noted that the
place need not be a “fixed physical presence in the sense of a formal office or store,”
but there must “still be a physical, geographical location in the district from which
the business of the defendant is carried out.” With regard to the “regular and
established place of business” requirement, the Court emphasized the “regular”
limitation, noting that “regular” suggests “steady[,] uniform[,] orderly[, and]
methodical” such that “sporadic activity cannot create venue.” Similarly, the Court
noted, “established” suggests “stable,” as in “not transient,” such that a work-fromhome employee’s ability to move out of the district without approval at their leisure
would suggest lack of establishment. Finally, the Court noted that the place must be
“of the defendant,” not merely an employee, such that inquiries such as property
ownership of the defendant may be relevant. Applying these factors, the Court found
that the presence of Cray’s work-from-home employee in the district did not mean
that Cray had a “regular or established place of business” in the Eastern District of
Texas.
This case frames what is likely to be the key aspect of disputes under § 1400(b)
when suit is brought in a forum in which a defendant does not reside. It takes a
relatively dated approach about what it means to have a “place of business,” but
that view may be constrained by the approach taken by the Supreme Court in
TC Heartland, which focused on the historical fact that the patent venue statute
had not been amended for many years.
***
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In re Micron Technology, Inc., 875 F.3d 1091 (Fed. Cir. 2017). This case came
before the Federal Circuit on a petition for writ of mandamus. The Federal Circuit
granted the writ to address the question of whether the Supreme Court’s decision in
TC Heartland changed the law and whether an objection to venue was “available” for
the purposes of waiver under Fed. R. Civ. P. 12(h)(1)(A) and Fed. R. Civ. P.
12(g)(2). Here, Micron had filed a Rule 12(b)(6) motion, but did not raise venue in
that motion. Later, the Supreme Court decided TC Heartland. Then Micron filed a
motion to dismiss or transfer for want of venue. The district court applied Fed. R.
Civ. P. 12(g)(2), which requires most 12(b) motions that are “available” to a
defendant to be filed as a single motion, and found that Micron had waived the ability
to present the motion by filing a first motion under Rule 12(b)(6) that did not raise
the venue issue. The question on appeal was whether the defense of lack of venue
was “available” such that the district court correctly found a waiver.
The Federal Circuit held that TC Heartland changed the law. Therefore, under the
language of Fed. R. Civ. P. 12(g)(2), the challenge to venue was not “available” at
the time Micron filed its first Rule 12 motion. The district court, therefore,
incorrectly found waiver. The Court did, however, indicate that the district court
should consider whether Micron had forfeited an objection to venue using the court’s
inherent powers. Specifically, the Federal Circuit explained that “[w]e conclude that
TC Heartland changed the controlling law in the relevant sense: at the time of the
initial motion to dismiss, before the Court decided TC Heartland, the venue defense
now raised by Micron (and others) based on TC Heartland’s interpretation of the
venue statute was not ‘available,’ thus making the waiver rule of Rule 12(g)(2) and
(h)(1)(A) inapplicable.” The Federal Circuit remanded for the district court to
consider forfeiture.
***

2. Limits on Declaratory Judgment Standing
Allied Mineral Prods. Inc. v. OSMI, Inc., 870 F.3d 1337 (Fed. Cir. 2017). OSMI,
Inc, Stellar Materials, Inc., and Stellar Materials, LLC (“Stellar”) sent notice letters to
two Mexican distributors: Ferro Alloys de Mexico S.A. de C.V. (“Ferro”), and
Pyrotec Mexico S. de R.L. de C.V. (“Pyrotek”). The notice letters alleged that Ferro
and Pyrotek were distributing products, made by U.S.-based Allied Mineral Products,
Inc. (“Allied”), which infringed a Mexican patent. Allied responded to the notice
letter on behalf of Ferro and Pyrotek, and Stellar did not respond. Stellar later filed a
patent infringement action against Ferro and Pyrotek in Mexico. Later, Allied filed a
suit against Stellar in the Southern District of Florida, seeking a declaratory judgment
that it did not infringe Stellar’s U.S. Pat. No. 7,503,974. The district court found that
Allied’s complaint failed to allege that Stellar had done anything to give Allied
reason to believe that Stellar would sue Allied. The Federal Circuit agreed, finding
that Stellar had taken no affirmative act towards Allied which would give it reason to
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believe that Stellar would sue it for infringement of the ’974 Patent. Per the Federal
Circuit, mere fear of a future infringement suit fails to provide a substantial
controversy of sufficient immediacy and reality to confer declaratory judgment
jurisdiction. This case thereby seems to suggest that foreign threats and actions,
standing alone, may be insufficient to confer declaratory judgment jurisdiction
for corresponding U.S. patents, particularly where the declaratory judgment
plaintiff is not involved in the foreign suit.
***
First Data Corp. v. Inselberg, 870 F.3d 1367 (Fed. Cir. 2017). Eric Inselberg, a
sports memorabilia dealer, is the inventor on a portfolio of patents relating to systems
by which audiences interact with games (e.g., football games). Inselberg received a
$500,000 loan from Frank Bisignano, providing Bisignano a security interest in the
portfolio. Federal authorities brought charges against Inselberg, making Inselberg
unable to service the loan. Inselberg conveyed the patents to Bisignano. Bisignano
later became the CEO of First Data Corp. (“First Data”), and First Data allegedly
began to practice the patents. Inselberg ultimately sued Bisignano and First Data in
New Jersey state court, arguing that the assignment was invalid. Bisignano and First
Data filed suit against Inselberg in federal court, seeking, inter alia, a declaratory
judgment of noninfringement of the patent portfolio. The district court found that all
claims were properly state law claims associated with the assignment of the portfolio
to Bisignano such that a federal claim of infringement could not exist absent a
finding that the assignment to Bisignano was invalid (and, in turn, that Inselberg
could sue First Data and Bisignano). The Federal Circuit agreed: declaratory
judgment could not be based on a “contingent future event.” This case may suggest
that state suits to overturn assignments and other related conveyances of patent
rights are considered contingent events and declaratory judgment actions may
not be instituted on the assumption that such state suits may be successful.
***

3. Personal Jurisdiction
Xilinx, Inc. v. Papst Licensing GmbH & Co. KG, 848 F.3d 1346 (Fed. Cir. 2017).
An accused infringer filed a declaratory judgment action in his home forum—the
Northern District of California—after receiving threatening letters and having a
meeting in California with German non-practicing entity. The patentee moved to
dismiss for lack of personal jurisdiction. The district court granted the motion. The
Federal Circuit (Prost, Newman, Dky) reversed.
The patentee was “organized under the laws of Germany and has its principal place
of business there.” It is self-described as “a global patent licensing and
monetization firm specialized in enforcing infringed patents with the goal to
conclude a license agreement with the infringer.” The company’s materials explain
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that it performs due diligence on a patent before buying it to see if they believe it is
being infringed. They will then travel to see the alleged infringers to try to conclude
a license agreement. “If negotiations fail,” they will sue in Germany, the United
States, or the Netherlands. The patentee claims to have “years of experience” in
patent litigation and had sued on other patents in other cases in California seven
times between 1994 and 2007.
In this case, the patentee performed due diligence and identified the accused
infringer as a company that they believed to be infringing the patent. They sent two
letters to the accused infringer and then “traveled to California to meet” with the
company. A license agreement was not concluded. Instead, the accused infringer
filed a declaratory judgment action in the Northern District of California. That same
day the patentee sued the accused infringer in Delaware. The California court
dismissed the case when it concluded that it lacked personal jurisdiction over the
patentee.
Since this was a case of specific, and not general jurisdiction, the Federal Circuit
explained that it has “summarized the Supreme Court’s due process jurisprudence in
a three-factor test: “(1) whether the defendant ‘purposefully directed’ its activities at
residents of the forum; (2) whether the claim ‘arises out of or relates to’ the
defendant’s activities with the forum; and (3) whether assertion of personal
jurisdiction is ‘reasonable and fair.’ Inamed Corp. v. Kuzmak, 249 F.3d 1356, 1360
(Fed. Cir. 2001).” As to the first factor, purposeful availment of the forum is key.
As to the second factor, the Court will look to whether the suit arises out of or
relates to the contact with the forum. The Federal Circuit also explained that “[w]e
have considered forum-related activities of the patentee with respect to the patents in
suit that do not necessarily relate to the particular controversy, such as exclusive
licensing, though at the same time we have (appropriately) rejected the existence of
contacts concerning other patents as being pertinent to the minimum contacts
analysis.”
Here, the patentee did not contest that its activities satisfied the minimum contacts
test. “Indeed, there is no question that [the patentee] has the required minimum
contacts with California” because it “purposefully directed its activities to
California” by sending letters and traveling there to discuss the patent in suit. The
traveling to California was described by the Court as being “[e]ven more significant
than the notice letters,” and was recognized as being related to patent enforcement
activities in a “material way.” “As the Supreme Court has explained, ‘physical entry
into the State—either by the defendant in person or through an agent, goods, mail, or
some other means—is certainly a relevant contact.’ Walden v. Fiore, 134 S. Ct.
1115, 1122 (2014).”
Instead of challenging the exercise of jurisdiction on the “minimum contacts” prong,
the patentee focused on the “reasonableness” prong of the inquiry. The Federal
Circuit noted that the “inquiry under the reasonableness prong (step two) is not
limited to the specific facts giving rise to, or relating to, the particular litigation.”
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And, “[w]hile the reasonableness inquiry is not limited to considering the minimum
contacts, the Supreme Court has made clear that the reasonableness prong is
typically satisfied by showing of minimum contacts.” The Supreme Court had
articulated five factors to weigh when addressing whether exercising jurisdiction is
reasonable and fair:
[1] “the burden on the defendant,” [2] “the forum State’s
interest in adjudicating the dispute,” [3] “the plaintiff’s
interest in obtaining convenient and effective relief,” [4] “the
interstate judicial system’s interest in obtaining the most
efficient resolution of controversies,” and [5] the “shared
interest in several States in furthering fundamental substantive
social policies.”
Burger King Corp. v. Rudzewicz, 471 U.S. 462, 476 (1985) (quoting World-Wide
Volkswagen, 444 U.S. at 292).
Because the patentee had sufficient minimum contacts, the Federal Circuit explained
that exercising jurisdiction was “presumptively reasonable.” The Federal Circuit
also noted that the patentee made no arguments about whether factors [2]-[5] were
met. The Court noted that such arguments could not be made because: (1) the
plaintiff was located in the forum, (2) California had a “well-defined interest[] in
commerce and scientific development” and a “substantial interest in protecting its
residents from unwarranted claims of patent infringement,” and (3) California’s
interest was no more or less significant in resolving the dispute than any other forum
because the question in the case concerned federal patent law.
That left the patentee arguing about the first factor—the burden on it. The patentee
focused on the Federal Circuit’s decision in Red Wing Shoe Co. v. HockersonHalberstadt, Inc., 148 F.3d 1355 (Fed. Cir. 1998), which concluded that a court
should not entertain personal jurisdiction on fairness grounds when the activities
directed to the forum constitute cease and desist letters. The Federal Circuit
distinguished this case
We disagree with Papst that this case is controlled by Red
Wing and its holding that certain types of contacts, by
themselves, are not sufficient to establish the reasonableness
of jurisdiction. As we have discussed in the minimum
contacts analysis, Papst has done more than just send letters to
Xilinx. Representatives from Papst traveled to California to
meet with Xilinx in person to discuss Papst’s infringement
contentions and licensing offer with respect to the patents-insuit.5 The Supreme Court noted in Burger King that
“territorial presence frequently will enhance a potential
defendant’s affiliation with a State and reinforce the
reasonable foreseeability of suit there.” 471 U.S. at 476.
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Moreover, the Federal Circuit noted “other facts” that “confirm the view that the
burden on the defendant is not undue,” including (1) the fact that the patentee is a
non-practicing entity residing outside the United States since the patentee “must
litigate its patents in the United States in a for a far from its home office,” and (2)
the patentee had filed a number of earlier cases in California. The Court explained
that it held that the patentee “would not be subject to undue burdens if forced to
defend its patents in California.” Therefore, it reversed the district court judgment
and remanded.
***

NexLearn, LLC v. Allen Interactions, Inc., 859 F.3d 1371 (Fed. Cir. 2017). This was
an appeal from the dismissal of a suit for patent infringement and breach of contract
for lack of personal jurisdiction. The Federal Circuit (Moore, Shall, Hughes),
affirmed the dismissal for lack of personal jurisdiction.
The patentee sued the defendant, a Minnesota company, in the United States District
Court for the District of Kansas for breach of contract and patent infringement.
Since the breach of contract claim was supplemental to the patent infringement
claim under 28 U.S.C. § 1367, the court had to determine whether it had original
jurisdiction over the defendant in the suit for patent infringement.
The patentee relied on the following facts to try to establish personal jurisdiction
over the defendant:


The Defendant entered into an end-user license agreement (“EULA”) for
software called SimWriter® made by the plaintiff in Kansas. This
software was allegedly copied, ultimately leading to the patent
infringement claim. The EULA had a choice of law provision of Wichita,
Kansas.



Defendant entered into a nondisclosure agreement (“NDA”) before testing
SimWriter®. The choice of law provision in the NDA was Kansas law.



Defendant made presentations at trade shows at which Kansas residents
were present and advertised in trade publications.



Defendant and Plaintiff exchanged six emails that generally related to the
subject matter of the litigation. Five were sent before the patent-in-suit
was issued.



Defendant has a website from which its product, called ZebraZapps could
be purchased. Kansas can be selected from a pull-down menu in the
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billing address section when a customer purchases the allegedly infringing
software.


Defendant offered a free trial of its software to one of Plaintiff’s
employees after that employee attempted to unsuccessfully purchase the
product from the website. There was an email pertaining to this trial as
well.

The Federal Circuit explained that “[s]pecific jurisdiction . . . ‘focuses on the
relationship among the defendant, the forum, and the litigation.’” (citing Walden v.
Fiore, 134 S. Ct. 1115, 1121 (2014)). “To comport with due process, the out-ofstate defendant must have ‘minimum contacts’ with the forum State ‘such that the
maintenance of the suit does not offend traditional notions of fair play and
substantial justice.’” (quoting Int’l Shoe Co. v. Washington, 326 U.S. 310, 316
(1945)). “To determine whether specific jurisdiction exists we apply a three-part
test, in which we determine whether (1) the defendant purposefully directed its
activities to the forum State; (2) the claims arise out of or relate to those activities
(collectively, the minimum contacts prong); and (3) the assertion of jurisdiction is
reasonable and fair.”
The Federal Circuit first determined that the defendant’s contacts with the forum
that predated the issuance of the patent-in-suit were not relevant to the jurisdictional
analysis. “Allen’s pre-issuance emails, presentations, and advertisements are not
relevant to NexLearn’s claim that Allen ‘infringes at least claims 1, 3-9, 11, 12, 14,
and 25 of the ’522 patent.’” The court explained that the defendants’ “emails,
presentations, and advertisements predating [the issuance of the patent] cannot
constitute infringing acts given rise to [Plaintiff’s] claim because they did not occur
‘during the term of the patent.’” And, even if the activities related to the defendant’s
trial of plaintiff’s software does relate to the later patent infringement, “they are too
attenuated to form a sufficient contact giving rise to” the patent infringement claim.
The Federal Circuit also concluded that the NDA and EULA were insufficient to
give rise to specific jurisdiction in Kansas. The Federal Circuit observed that the
NDA had expired in 2011, and explained that it “fail[ed] to see how a provision in
an expired NDA” selecting Kansas law “shows reasonable foreseeability of
litigation in Kansas over” patent infringement. The EULA suffered from a similar
problem in that “[i]t does not specify the forum for disputes relating to infringement
of the ’522 patent or relating to the ZebraZapps product.” There was no allegation
of breach of the EULA in the complaint.
Turning next to the website, the Federal Circuit explained that the “ZebraZapps
website alone does not render [defendant] subject to specific jurisdiction in Kansas.”
The court evaluated whether there was “evidence that [defendant] purposefully
availed itself of Kansas and that [Plaintiff’s] claim arises out of or relates to those
contacts.” With respect to websites, the court noted that it had prior cases on the
issue
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We addressed whether a defendant’s website gave rise to
specific jurisdiction in Trintec, in which Trintec alleged Pedre
was subject to specific jurisdiction in the District of Columbia
based on “Pedre’s use of its own interactive website to
advertise its products, which Trintec alleges customers in the
District of Columbia can use to purchase those products from
Pedre.” Trintec Indus., Inc. v. Pedre Promotional Prods., Inc.,
395 F.3d 1275, 1281 (Fed. Cir. 2005). We explained the
difficulty with that specific jurisdiction theory was that
“Pedre’s website is not directed at customers in the District of
Columbia, but instead is available to all customers throughout
the country.” Id. Absent evidence that “any District residents
have ever actually used Pedre’s website to transact business,”
Trintec’s allegations (together with other evidence of Pedre’s
contacts) were insufficient to show specific jurisdiction
existed. Id. at 1281–82.
Here, the defendants “inclusion of Kansas in its dropdown of all states on its website
is not enough to subject [defendant] to jurisdiction in Kansas.” The inclusion of the
“address selector” on the website “may indicate [defendant’s] amenability to selling
ZebraZapps to Kansas residents, but it does not establish minimum contacts arising
out of or related to the infringement claim.” The Federal Circuit noted that there
was no evidence that any Kansas resident other than one of Plaintiff’s employees
ever accessed the website in the first place.
There is no evidence that Allen’s website facilitated the
making, using, offering, or selling of ZebraZapps in Kansas in
order to connect Allen’s website with NexLearn’s patent
infringement claim. In this respect, Allen’s website is
conceptually no different than operating an out-of-state store.
That a store would accept payment from a hypothetical outof-state resident and ship its product there does not create a
substantial connection for an infringement claim between the
store and the hypothetical resident’s forum State. The store’s
willingness to enter future transactions with out-of-state
residents does not, without more, show purposeful availment
of each State in which it would, but has not yet, provided or
even offered a sale. Something more is needed—whether it be
actual sales, targeted advertising, or contractual
relationships—to connect the defendant’s infringing acts of
making, using, offering, or selling its product with the forum
State. What is sufficient may vary from case to case, but it
cannot be that the mere existence of an interactive website,
like the existence of an out-of-state store, is “suit-related
conduct . . . creat[ing] a substantial connection with the forum
State.” Walden, 134 S. Ct. at 1121.
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The Federal Circuit also concluded that the post-issuance emails were insufficient to
create personal jurisdiction, though in doing so, it disagreed with the district court
that the emails were irrelevant just because they were solicited by plaintiff’s
employee. Such an email is not irrelevant because it was solicited by the plaintiff.
Yet, “it is not enough to confer specific jurisdiction.” The only email in the record
was a “mass-email advertisement” about updated features added to the software at
issue in the case. Such emails are too attenuated to form the contacts needed to
establish specific jurisdiction. “While Kansas need not be the only target of
[defendant’s] conduct, [defendant’s] mailing of one advertisement to all of its
nationwide subscribers does not create” enough of a connection with the forum
state. The Federal Circuit further questioned “whether [plaintiff’s] infringement
claim could arise out of or relate to this advertisement because” it does not offer the
product for sale.
The Federal Circuit also disagreed with the district court’s conclusion that the free
trial provided to one of Plaintiff’s employees was irrelevant, but again found that it
was an insufficient contact. The court explained that if the offer gave rise to an act
of infringement, it is immaterial that it was made to an employee of the patent
holder. The Federal Circuit identified a number of cases in which it had previously
held that a single infringing act within a forum may not be adequate to establish
personal jurisdiction
We have previously held that a defendant’s contacts with a
forum State, similar to those here, were insufficient to
establish minimum contacts. In Maynard, for example, we
held Maynard failed to allege Philadelphia Cervical was
subject to specific jurisdiction in Kentucky where
Philadelphia Cervical “(1) sent a letter to Maynard in
Kentucky dated December 1, 1992, (2) maintained an Internet
web page, and (3) sold a Philadelphia Cervical product to
Maynard in Kentucky.” See Maynard v. Phila. Cervical
Collar Co., 18 F. App’x 814, 816–17 (Fed. Cir. 2001). In
Katz, we explained that the defendant’s single sale to the
plaintiff, among the thousands of containers it sold in a
different State, did not subject the defendant to specific
jurisdiction. Katz v. Ladd Uniform Co., 975 F.2d 869 (Fed.
Cir. 1992) (unpublished) (“Katz’s isolated mail-order requests
were for the supply of three gas containers, with a total sales
value of $26.85. . . . Ladd’s isolated action did not satisfy the
‘minimum contacts’ that are necessary to meet the
requirements of due process.”).
***
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4. Appellate Jurisdiction
Phigenix, Inc. v. ImmunoGen, Inc. 845 F.3d 1168 (Fed. Cir. 2017). Phigenix filed a
petition for inter partes review of a patent owned by ImmunoGen, and the PTAB
instituted trial, but ultimately concluded that the claims would not have been obvious.
Phigenix appealed, but ImmunoGen filed a motion in the Federal Circuit seeking to
dismiss the appeal on the ground that Phigenix lacked standing because it had not
been sued or otherwise been threatened by ImmunoGen. The Federal Circuit
dismissed the appeal. First, the court concluded that Phigenix had the burden of
producing evidence that it met the “injury-in-fact” requirement imposed by Article III
of the Constitution. Second, the court found that Phigenix failed to meet that burden,
because the mere existence of the patent was not sufficient to create any injury. The
court also rejected Phigenix’s argument that because it was estopped from further
challenging the patent, it suffered an injury.
***
Preston v. Nagel, 857 F.3d 1382 (Fed. Cir. 2017). This was an appeal from a
decision remanding a case from the District of Massachusetts to Massachusetts
Superior Court after the federal court concluded that it lacked jurisdiction over the
state law claims and that counterclaims seeking declaratory judgment of patent
noninfringement did not meet the case or controversy requirement. The Federal
Circuit (Dyk, Taranto, Hughes) determined that it lacked jurisdiction over the
appeal because 28 U.S.C. § 1447 precludes appellate review of remand decisions
except in certain circumstances that were not applicable to this appeal. In so doing,
the Court concluded that the AIA did not demand a different result.
Plaintiff filed a complaint in Massachusetts Superior Court alleging 15 state law
causes of action against Defendant. Defendant counterclaimed, alleging various
state law claims, and seeking a declaratory judgment of noninfringement of several
patents owned by the Plaintiff. Defendant sought removal given the presence of the
patent claims in the case, and the state court removed the action to federal court.
The district court, however, concluded that it lacked jurisdiction over the state law
claims, and that the declaratory judgment claims failed to meet the case or
controversy requirement. Therefore, the district court concluded that it lacked
jurisdiction over the action and remanded the case back to the Massachusetts
Superior Court. The Defendant appealed to the Federal Circuit, which dismissed the
appeal for lack of jurisdiction.
The questions were whether 28 U.S.C. § 1447 precluded appellate review and
whether the America Invents Act conferred jurisdiction on the Federal Circuit to
hear the appeal under 28 U.S.C. § 1454 under the logic adopted in the Supreme
Court’s decision in Osborn v. Haley, 549 U.S. 225 (2007).
Section 1447(d) of Title 28 provides
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An order remanding a case to the State court from which it
was removed is not reviewable on appeal or otherwise,
except that an order remanding a case to the State court from
which it was removed pursuant to section 1442 or 1443 of
this title shall be reviewable by appeal or otherwise.
Because this provision is to be read in conjunction with section 1447(c), “it
‘preclude[s] review only of remands for lack of subject matter jurisdiction and for
defects in removal procedure.’ Powerex Corp. v. Reliant Energy Servs., Inc., 551
U.S. 224, 229-30 (2007) . . . .” “Here, the district court remanded the case because
it found that it lacked subject matter jurisdiction over Preston’s state law claims and
that Nagel’s patent counterclaims did not present an Article III case or controversy
because they failed to satisfy the immediacy requirement of MedImmune, Inc. v.
Genentech, Inc., 549 U.S. 118, 126-127 (2007).” Since the remand was based on
subject matter jurisdiction, the Federal Circuit concluded that section 1447(d)
“facially controls” and indicated that it was precluded from revisiting the district
court’s decision.
The appellant presented a second argument: that the AIA created an exception to
section 1447(d) where defendants have “invoked § 1454 to remove patent claims
over which federal circuits have exclusive jurisdiction.” In appellant’s view, under
Osborn v. Haley, the AIA overrides the bar imposed by section 1447(d). The
Federal Circuit disagreed.
Osborn v. Haley addressed appeals from removal under the Westfall Act. “Under
the Westfall Act, when federal employees are sued for common-law torts that
occurred in the course of their official duties, the United States is substituted as the
defendant after the Attorney General certifies that the employee has acted within the
scope of his or her federal employment.” This certification is conclusive as to the
question, and the case must be removed to federal court. Against this backdrop, the
Supreme Court concluded that if a federal district court remands the case back to
state court despite the certification by the Attorney General, then that decision is
reviewable on appeal; otherwise the Attorney General’s certification would be
meaningless. But, the Supreme Court noted that this exception to the section
1447(d) bar was narrow—and that remand orders should be reviewed in
“extraordinary” cases.
Appellant argued that the AIA made its appeal “extraordinary. Specifically, the
appellant noted the following changes made by the AIA to abrogate the Supreme
Court’s decision in Holmes Group, Inc. v. Vornado Air Circulation Systems, Inc.,
535 U.S. 826 (2002):
Members of Congress expressed that Holmes Group could
“lead to an erosion in the uniformity or coherence in patent
law that has been steadily building since the [Federal]
Circuit’s creation in 1982,” H.R. Rep. No. 109- 407, at 5
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(2006), and therefore made three changes in the AIA to
address federal jurisdiction of patent claims: (1) 28 U.S.C. §
1338(a) was strengthened to clarify that state courts had no
jurisdiction over “any claim for relief arising under any Act of
Congress relating to patents”; (2) the Federal Circuit’s
exclusive jurisdiction was extended to include cases with
compulsory patent counterclaims, see 28 U.S.C. § 1295(a)(1);
and (3) a provision was added to permit a party to remove to
federal court a case in which any party asserts a patent claim,
see 28 U.S.C. § 1454. See Vermont v. MPHJ Tech. Invs.,
LLC, 803 F.3d 635, 643–44 (Fed. Cir. 2015).
The Federal Circuit disagreed with the appellant’s position. “[N]othing in the AIA
operates like the Attorney General’s certification under the Westfall Act” and the
district court still had to undertake the traditional subject matter jurisdiction inquiry,
making its task “that of the ‘typical case.’” The Federal Circuit further noted that
appellant had another avenue available to it. Appellant could have filed a separate
declaratory judgment action in federal court, and, if the district court concluded that
it lacked subject matter jurisdiction in that case, appellant would be able to take an
appeal of that decision to the Federal Circuit. Thus, applying section 1447(d) to this
case to bar appellate review of the remand decision was not inconsistent with
Congress’s “Holmes Group fix.”
***

5. Exceptional Cases, Attorney Fees, and Sanctions
Bayer Cropscience AG v. Dow Agrosciences LLC, 851 F.3d 1302 (Fed. Cir. 2017).
Bayer sued Dow for patent infringement of patents relating to genetically engineered
soybeans, but the district court entered summary judgment for Dow, based on a
license agreement between the parties. After the Federal Circuit affirmed, Dow filed
a motion for attorneys’ fees on the basis that the case was “exceptional,” and the
district court agreed, awarding attorneys fees under 35 U.S.C. § 285 to Dow. Bayer
appealed, but the Federal Circuit affirmed, agreeing with the court’s conclusion that
Bayer’s reading of the agreement at issue was “fallacious” and “implausible.” Bayer
could provide no witnesses who supported its reading of the agreement, and the
evidence clearly supported a contrary reading of the agreement. The district court
also found that Bayer’s request for a preliminary injunction was “frivolous and
unnecessarily increased the costs of litigation.” Applying an abuse of discretion
standard of review, the Federal Circuit held that the district court adequately
explained its reasoning and reached a conclusion that was not an abuse of discretion.
***
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Nantkwest, Inc. v. Matal, 860 F.3d 1352 (Fed. Cir. 2017), rehearing en banc granted,
869 F.3d 1327 (Fed. Cir. 2017). In a case of first impression, the Federal Circuit held
that patent applicants who challenge a PTO determination in district court under 35
U.S.C. § 145 must pay attorneys’ fees to the Patent Office as “expenses” under 35
U.S.C. § 145.
In this case, the PTO rejected a patent application directed to a method of treating
cancer, and the PTAB affirmed the examiner’s rejection. Instead of appealing
directly to the Federal Circuit, the applicant appealed to the U.S. district court under
35 U.S.C. § 145. After the PTO prevailed, it filed a motion requesting its expenses
including attorney’s fees. The district court denied the motion. The Federal Circuit
reversed in a 2-1 decision with the majority concluding that the statutory section
stating that “All the expenses of the proceedings shall be paid by the applicant”
included attorneys’ fees incurred by the PTO. The court concluded that even if the
American Rule were to be applied (a rule where each party bears its own fees) the
word “expenses” in the statute was clear enough to supplant the American Rule
regarding attorneys’ fees. Judge Stoll dissented, arguing that under the so-called
“American Rule,” each party must bear its own attorney’s fees unless there is express
statutory authorization to the contrary. She concluded that the statutory language did
not expressly authorize such fees.
The Federal Circuit took this case en banc sua sponte on August 31, 2017 and
vacated the panel opinion. The issue on rehearing is whether the panel “correctly
determine[d] that 35 U.S.C. § 145’s “[a]ll the expenses of the proceedings” provision
authorizes an aware of the United States Patent and Trademark Office’s attorney’s
fees?” The USPTO has briefed its side of the issue, and several amicus briefs have
been filed. NantKwest’s brief is currently due in January 2018.
***
Checkpoint Systems, Inc. v. All-Tag Security S.A., 858 F.3d 1371 (Fed. Cir. 2017).
After a patentee lost a jury trial on issues of infringement, validity, and
enforceability of a patent related to anti-theft tags that can be attached to
merchandise, the district court declared the case “exceptional” and awarded the
defendants over six million dollars of attorneys’ fees. That decision was initially
appealed, and the case was remanded by the Supreme Court after the Court’s
decision in Octane Fitness, and the Federal Circuit remanded back to the district
court for a new opinion. The district court again awarded attorneys’ fees, and “[t]he
aspects [of the case] that the district court stated were dispositive were Checkpoint’s
motivation in bringing the lawsuit, inadequate pre-suit investigation, and failure of
[Plaintiff’s] expert to inspect the correct accused product.” The Federal Circuit
(Newman, Lourie, Moore), reversed.
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After noting that “[o]n appeal, all aspects of a district court’s § 285 determination
are reviewed for an abuse of discretion,” the Federal Circuit went on to conclude
that the district court had abused its discretion by having a flawed legal analysis and
improperly assessing the record evidence. Regarding the allegedly improper basis
for bringing a suit, the district court had noted that the suit was brought to “interfere
improperly” with Defendant’s business, and “to protect its own competitive
advantage.” The Federal Circuit explained that “the patent law provides a statutory
right to exclude those that infringe a patented invention. Enforcement of this right is
not an ‘exceptional case’ under the patent law.” And while the Supreme Court’s
decision in Octane Fitness commands the courts to look at the plaintiff’s
“motivation” in bringing suit, if the motivation of the case is to “harass or burden
the opponent,” then that may be relevant to an exceptional case finding, but
motivation to implement the statutory patent right by bringing
suit based on a reasonable belief in infringement is not an
improper motive. A patentee’s assertion of reasonable claims
of infringement is the mechanism whereby patent systems
provide an innovation incentive.
Here, there was no harassment or abuse shown. Given that, the Federal Circuit cited
to its decision in Medtronic Navigation, Inc. v. BrainLAB Medizinische
Comuptersysteme GmbH, 603 F.3d 943, 954 (Fed. Cir. 2010), in which the Federal
Circuit explained that “there is a ‘presumption that an assertion of infringement of a
duly granted patent is made in good faith.’”
With respect to plaintiff’s infringement evidence, the district court found that while
the accused products were made in Switzerland, plaintiff’s expert had (1) inspected
products made on machines in Belgium, and (2) examined defendants’ patents
describing their products. The district court noted that since the accused products
were those made in Switzerland. The district court found that there were differences
between the actual manufacturing process and the process described in the patents
such that reliance on the patents was “insufficient.” The Federal Circuit explained
that the evidence of record demonstrated that the patents sufficiently described the
manufacturing process to be relied upon as evidence of infringement based on the
testimony of defendants’ witnesses, and that there was no material difference
between the tags made in Belgium and those made in Switzerland. The Federal
Circuit observed that “[t]here was no allegation of falsity or fraud or bad faith on the
part of” plaintiff or its expert. Thus, these facts did not warrant a finding of an
exceptional case.
In conclusion, the Federal Circuit stated that “[t]he legislative purpose behind § 285
is to prevent a party from suffering a ‘gross injustice,’” and that a finding that a case
is exceptional should be grounded in a finding of “unfairness or bad faith in the
conduct of the losing party, or some other equitable consideration of similar force,
which makes it grossly unjust that the winner of the particular law suit be left to bear
the burden of his own counsel fees.’” (quoting 1946 legislative history).
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***
AdjustaCam, LLC v. Newegg, Inc., 861 F.3d 1353 (Fed. Cir. 2017). The plaintiff
was the exclusive licensee of the patent-in-suit which related to a clip for a camera
that could either support a camera on a flat surface or could attach it to a computer
monitor. Numerous companies were sued for infringement. During the course of
the case, many settled, most for below the cost of litigating the dispute. The court
construed the claims and explained that the claims required that the clip include a
hinge with a single axis of rotation. This was a problem for the plaintiff, since
Newegg’s accused products had a ball-and-socket joint that allowed more freedom
in adjusting the camera. Nevertheless, plaintiff continued to pursue its infringement
allegations through expert discovery. But, on the eve of summary judgment,
Plaintiff voluntarily dismissed its claims with prejudice, subject to defendant’s right
to seek its attorneys’ fees under 35 U.S.C. § 285, which the court denied.
This decision was on an appeal from the second denial of attorneys’ fees. The
original appeal was remanded in light of the Supreme Court’s decision in Octane
Fitness, LLC v. Icon Health & Fitness, Inc., 134 S. Ct. 1749 (2014). In the order
remanding the case, the Federal Circuit had noted: (1) Octane had relaxed the
standard for finding a case exceptional and thus warranting attorneys’ fees; and (2)
that Newegg’s arguments had “significant merit.” On remand, the case was
assigned to a new judge in light of a retirement, and the court reopened the record.
The court allowed further briefing on the question of whether fees should be
awarded under Octane Fitness. During the course of supplemental briefing, the
plaintiff submitted additional expert testimony to explain its infringement theory—
testimony that had not been in the record before. The district court adopted the
findings of fact from the prior district judge, and denied the fee petition again. The
procedural timing of this case is reflected in the time-line below.

On appeal for the second time, the Federal Circuit (Reyna, Mayer, Hughes)
reversed.
We hold that the district court abused its discretion by not
awarding fees to Newegg for two independent reasons: (1) it
failed to follow out mandate on remand, and (2) its decision
52
Copyright 2017

Sommer, Kelly, Wright

was based on “a clearly erroneous assessment of the
evidence.” Highmark, 134 S. Ct. at 1748 n.2.
With respect to the first reason for reversing—i.e., failure to follow the mandate—
the Federal Circuit explained that it had ordered the district court “to evaluate
whether this case is ‘exceptional’ under the totality of the circumstances and a lower
burden of proof.” But, the district court did not do this. Instead of “engaging in an
independent analysis, the district court adopted the previous judge’s factual findings
wholesale.” While the district court deferred to the previous judge’s findings based
on “in-person evaluations that the trial judge who dealt with this case in the
courtroom arena was best positioned to have made,” the Federal Circuit determined
that the newly-assigned judge “had first-hand knowledge and in-person experience
with the parties,” because of the additional briefing and the fact that the plaintiff
supplemented the record with additional expert opinion, such that “the original facts
had changed since the case was before the original district judge.”
And, while the “district court is in the best position to weigh the evidence,” and “the
district court need not reveal its assessment of every consideration of § 285
motions,” the district court erred in its decision here because it “did not
independently evaluate the evidence in view of the Supreme Court’s intervening
precedent, which changed the standard by which § 285 motions are to be evaluated.”
As a specific example of the district court’s error, it “failed to consider and include
in its analysis [the plaintiff’s] supplemental report that raised new infringement
arguments for the first time on remand.”
As to the second reason for reversing—that the district court made clearly erroneous
factual findings—the Federal Circuit explained that “[t]he record developed over the
past five years points to this case standing out from others with respect to the
substantive strength of [the plaintiff’s] litigating position.” The Federal Circuit
concluded that the record did not show any argument by the plaintiff that the balland-socket configuration in Newegg’s products limited the movement of the hinge
to a single axis of rotation, and that the Plaintiff had never argued otherwise. Thus,
“there is no possible way for Newegg’s products to infringe the ’343 patent,” and a
reasonable fact-finder could not have concluded otherwise.
Moreover, the Federal Circuit explained that Octane indicated that litigating the case
in an “unreasonable manner” could be ground to find a case exceptional. Here, the
district court failed to consider the plaintiff’s litigation conduct, but the Federal
Circuit noted that the plaintiff’s (1) late service of a corrected expert report with new
infringement theories on the day of the expert’s deposition, (2) the provision of a
new declaration when briefing on the § 285 motion was reopened, and (3) in
combination with the other facts, the Plaintiff’s nuisance value settlements all
favored a finding that the case was exceptional and warranted the grant of attorneys’
fees.
***
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Walker v. Health Int’l Corp., 845 F.3d 1148 (Fed. Cir. 2017). The decision on
appeal presented questions about the appropriateness of sanctions for vexatious
litigation and sanctions for filing and pursuing a frivolous appeal. The district
court’s award of sanctions was affirmed and the Federal Circuit awarded fees and
costs for pursuing a frivolous appeal.
The plaintiff had pursued litigation before the district court related to U.S. Patent
No. 7,090,627. The case against HSN was resolved during mediation, which
resulted in a hand-written settlement agreement. According to the agreement
defendant was to pay plaintiff $200,000 within 30 days. After payment was made,
Plaintiff was obligated to dismiss all of its claims with prejudice. After that
agreement was signed at mediation, Plaintiff opposed a motion to stay the litigation
filed by the defendant. Plaintiff said that there were “significant issues that remain
to be resolved, and which may require the filing of an amended complaint.”
Plaintiff’s opposition resulted in the denial of defendant’s motion. Defendant
sought reconsideration while Plaintiff filed motions to push the case forward. In an
email, Plaintiff’s counsel indicated that the case had settled, but indicated that the
Plaintiff wanted additional support for the sales figures provided during mediation.
Ultimately, however, plaintiff signed a general release and defendant paid the
monies owed under the agreement. The district court, however, eventually
concluded that the plaintiff had vexatiously multiplied the proceedings and awarded
defendant its reasonable attorneys’ fees in connection with plaintiff’s filings.
Plaintiff appealed.
While the case was on appeal, defendant sought an award of fees and costs because
it contended that the appeal was frivolous. Following oral argument, the Federal
Circuit ordered the plaintiff (appellant) to show cause why sanctions should not be
granted.
In evaluating the district court’s sanction award, the Federal Circuit applied Tenth
Circuit law, which indicated that “a district court may equitably award attorney’s
fees when ‘the opponent in litigation has acted in bad faith, vexatiously, wantonly,
or for oppressive reasons.’ Ryan v. Hatfield, 578 F.2d 275, 277 (10th Cir. 1978).
The Federal Circuit found that the district court made “detailed findings” that
plaintiff’s conduct was vexatious. The Federal Circuit also concluded that the
district court was within its rights to strike plaintiff’s objections to the fee award.
The court had already heard those arguments in the context of other papers, and so
plaintiff had an opportunity to be heard. Finally, the court disagreed with plaintiff’s
argument that the district court lacked the authority to consider sanctions after the
case was dismissed because “after the merits of a case are dismissed, a district court
retains jurisdiction over whether to grant sanctions.”
Regarding the arguments made on appeal, the Federal Circuit concluded that the
plaintiff had mischaracterized clear precedent and continued to press that
mischaracterization even after the mischaracterization was called to Plaintiff’s
54
Copyright 2017

Sommer, Kelly, Wright

counsels’ contention. Second, the Federal Circuit concluded that certain arguments
raised in the reply—particularly those raised against counsel for defendants and
alleged violations of the Colorado Rules of Professional Conduct—were contrary to
the language of the rule being invoked. The Federal Circuit concluded that the
appeal was both “frivolous as filed” and “frivolous as argued.” The Federal Circuit
also held Walker’s counsel “jointly and severally liable for the damages” that were
assessed.
***

6. Injunctive Relief
Tinnus Enterprises, LLC v. Telebrands Corp., 846 F.3d 1190 (Fed. Cir. 2017). The
magistrate judge issued a report and recommendation recommending that a
preliminary injunction be granted. The accused infringer objected to certain aspects
of the report and recommendation, but, germane to the appeal to the Federal Circuit,
did not object to the aspects of the report addressing claim definiteness. The district
court overruled the objections to the report and recommendation and entered the
preliminary injunction. An appeal to the Federal Circuit followed. While a majority
of the opinion focuses on details regarding infringement and prior art references
alleged to render the claims invalid for obviousness, there are a couple of aspects of
the Federal Circuit’s decision that are noteworthy.
First, the accused infringer’s failure to object to the indefiniteness ruling left it
having to meet a very deferential standard of review. “Under Fifth Circuit law,
where a party fails to object to a magistrate judge’s findings of fact, conclusions of
law, or recommendation to the district court, plain error review applies to those
unobjected-to factual findings and legal conclusions adopted by the district court.”
Douglass v. United Servs. Auto. Ass’n, 79 F.3d 1415, 1430 (5th Cir. 1996) (en
banc). The Federal Circuit noted that when the issue raised on appeal was a factual
one, the “level of obvious error required to meet part of the standard for plain error
is remote.” Casas v. Aduddell, 404 F. App’x 879, 881 (5th Cir. 2010). Here, since
the accused infringer failed to object to the indefiniteness recommendation, the
Federal Circuit applied this very deferential standard of review.
Second, the Federal Circuit acknowledged that in a parallel post-grant review
proceeding, the PTAB had instituted trial and had concluded that the challenged
claims were invalid for indefiniteness. The Federal Circuit noted that “[t]he
PTAB’s decision is not binding on this court, and based on the record before us and
the applicable standard of review, it does not persuade us that the district court
abused its discretion in granting the preliminary injunction.” The Federal Circuit
invited the accused infringer to “ask the district court to reconsider its preliminary
injunction in light of the PTAB’s” final written decision.
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Third, the accused infringer argued that the district court erred in its conclusions
regarding irreparable harm by relying on evidence that pre-dated the issuance of the
patent-in-suit. The Federal Circuit explained that the case relied upon by the
accused infringer—GAF Building Materials Corp. v. Elk Corp. of Dallas, 90 F.3d
479 (Fed. Cir. 1996)—was “inapposite . . . because it addresses the dismissal for
lack of jurisdiction of an action for declaratory judgment of invalidity and
noninfringement of a design patent that had not yet issued.” The court explained
that
Evidence of consumer confusion, harm to reputation, and loss
of goodwill pre-dating the patent is, at the very least,
circumstantial evidence demonstrating the possibility of
identical harms once the patent issues. Neither party has
suggested that the issuance of a patent would somehow
mitigated or otherwise eliminate those harms.
The Federal Circuit, therefore, concluded that the district court’s findings of
irreparable harm were not clearly erroneous.
Genband US LLC v. Metaswitch Networks Corp., 861 F.3d 1378 (Fed. Cir. 2017).
An appeal was taken from the denial of a permanent injunction after the jury
concluded that the defendant had infringed and that the patent was not shown to be
invalid. The Federal Circuit (Lourie, Taranto, Chen), vacated and remanded
because the Federal Circuit could not determine from the record whether the district
court applied the correct legal standard and that the record lacked adequate factual
findings to determine whether an injunction was appropriate under the correct legal
standard.
Genband and Metaswitch are competitors in a market for certain voice over IP
network equipment and software. Genband sued Metaswitch alleging infringement
of several patents related to this technology and obtained a verdict of infringement
and liability for over $8 million in damages. Following the jury verdict, the district
court ruled on various equitable defenses and Genband’s request for a permanent
injunction. The district could held that “Genband had not established irreparable
harm from the infringing activities,” but did so by stating that “‘it is Genband’s
burden to demonstrate that the patented features drive demand for the product.’”
This “drive demand” formulation, according to the Federal Circuit, left open the
question about whether the district court applied too rigorous a legal standard when
it concluded that Genband had failed to show irreparable harm. Regarding the
district court’s “drive demand” formulation, the Federal Circuit explained
[T]he ‘drive demand’ formulation could require that the
infringing feature be ‘the driver’ of decisions by consumers
treated collectively as a kind of unit, even requiring proof that
no or almost no buyers would buy the product but for the
infringing feature. Or it could require less, e.g., that the
56
Copyright 2017

Sommer, Kelly, Wright

infringing feature be ‘a driver’ of decisions by a substantial
number of individual consumer decision-makers considering
multiple features.
The Federal Circuit then explained that
[I]t has been clear since at least Apple III that a standard of
the less demanding variety—as an interpretation of ‘drive
demand,’ a standard based on ‘a driver’ as opposed to ‘the
driver,’ applied in the multi-consumer, multi-feature
context—is the governing one for what suffices to meet the
causation component of the requirement of irreparable injury,
i.e., that the injury asserted to be irreparable by injury from
the defendant’s use of infringing features.”
After walking through the various decisions in the various Apple appeals, the
Federal Circuit concluded
The clarified standards set forth in Apple III and Apple IV
govern the causal-nexus inquiry, at least in a multi-purchaser,
multi-component situation in which only a component of a
larger product or system is covered by the patent in suit.[]
The formulations in those decisions avoid a too-demanding
causal-nexus requirement that might be attributed to the
“drive demand” language. The standard prescribed by Apple
III and Apple IV, as appropriate to the multi-purchaser, multicomponent context, lies between the unduly stringent “sole
reason” standard we rejected in Apple III and Apple IV and
the unduly lax “insubstantial connection” standard we
rejected in Apple II. The standards seek to reflect “general tort
principles of causation,” Apple III, 735 F.3d at 1361, and to
make proof of causal nexus practical “from an evidentiary
standpoint,” Apple IV, 809 F.3d at 641, in a multipurchaser,
multi-component setting.
Where the patentee relies on lost sales to show irreparable
injury, it matters what reasons various buyers have for making
the purchases lost to the patentee. If all but an insignificant
number of purchases from the infringer would have been
made even without the infringing feature, the causal
connection to the asserted lost-sale-based injury is missing.
But this court’s cases have now made clear that, under the
causation approach suitable for a multi-feature, multipurchaser context, the patentee may be able to make the
causal connection between infringement and the relevant lost
sales through evidence of various kinds, e.g., that the
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infringing features significantly increased the product’s
desirability, that soundly supports an inference of causation of
a significant number of purchasers’ decisions.
The Federal Circuit concluded that “given the roles of fact-finding and discretion in
the inquiry, it is for the district court, not for this court, to undertake application of
the proper causal-nexus standard to the full record in this case.” And, while
Genband asked the Federal Circuit to rule that delay in filing the case could not be
considered in evaluating irreparable harm in the permanent injunction context, the
Federal Circuit refused to do so, and indicated that the district court could consider
that fact along with the other evidence to evaluate irreparable harm under the
appropriate legal standard.

7. More Specificity Required to Assert Infringement in Complaints
Lifetime Industries, Inc. v. Trim-Lok, Inc., 869 F.3d 1372 (Fed. Cir. 2017). Lifetime
Industries, Inc. (“Lifetime”) sued Trim-Lok, Inc. (“Trim-Lok”) for direct and indirect
infringement of U.S. 6,966,590, a patent directed to a two-part seal for use in RVs.
Trim-Lok moved to dismiss Lifetime’s original complaint and, ultimately, Lifetime’s
first and second amended complaints for, inter alia, failing to identify accused
products. The district court found that Lifetime thereby failed to plead both direct
and indirect infringement. Lifetime appealed, arguing in part that its compliance with
Form 18 of the Appendix of Forms to the Federal Rules of Civil Procedure was
sufficient to state a claim. The Court, noting that Form 18 was since abrogated,
nonetheless agreed with Lifetime, finding that Lifetime properly stated a claim under
the standards set forth in Ashcroft v. Iqbal, 556 U.S. 662, 678 (2009) and Bell Atl.
Corp. v. Twombly, 550 U.S. 544 (2007). Specifically, the Court noted that Lifetime
was not required to “prove its case at the pleading stage.” This case may emphasize
that the Twombly / Iqbal rules predominate patent pleading standards such that
accused products need not be perfectly defined at the pleading stage.
***

D.

PTAB Proceedings
1. Inter Partes Reviews Challenged as Unconstitutional
Oil States Energy Servs. v. Greene’s Energy Group, LLC, 137 S.Ct. 2239 (No. 16712). In one of the most hotly anticipated cases of the year, the Supreme Court is set
to weigh in on the constitutionality of inter partes review proceedings created by the
America Invents Act in 2011. On November 27, 2017, the Supreme Court heard
argument regarding whether IPRs are unconstitutional because Congress allegedly
may not delegate to the U.S. Patent and Trademark Office the power to invalidate
granted patents. Specifically, the main question presented is whether IPR operates to
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“extinguish[] private property rights through a non-Article III forum without a jury.”
IPR proceedings have quickly been embraced as a quicker and cheaper substitute for
litigation, allowing accused infringers to divide out the issue of patent validity and
take it before a panel of Administrative Patent Judges at the USPTO. IPRs are hardly
the first proceeding through which the USPTO reviewed and acted on issued patents:
ex parte reexamination has been part of the rules for over 30 years.
Oil States’ U.S. Pat. No. 6,179,053 was subject to an IPR petition filed by Greene’s,
and the PTAB found all challenged claims to be unpatentable. Oil States appealed to
the Federal Circuit, but the decision was affirmed in a Rule 36 disposition with no
written opinion (this approach is growing more controversial). Although there was
no opinion in this case, an earlier decision by the Federal Circuit concluded that
“assigning review of patent validity to the PTO is consistent with Article III,” as
“patent rights are public rights” and thus are “subject to review by an administrative
agency. (See MCM Portfolio LLC v. Hewlett-Packard Co., 812 F.3d 1284 (Fed. Cir.
2015)).
Article III of the Constitution prevents Congress from taking acts that “withdraw
from judicial cognizance any matter which, from its nature, is the subject of a suit at
the common law, or in equity, or admiralty.” This has been interpreted to mean that
only Article III courts can decide matters previously handled under the common law
at courts in England at the time the Constitution was drafted. The Court has
recognized as one exception to this rule a type of “public rights” that are properly
handled by administrative agencies.
Oil States had also argued that, while the Crown had once possessed the right to
revoke a patent, that right had been abrogated to the courts. Thus, according to Oil
States, patent rights are within the exclusive purview of Article III courts. Oil States,
in its brief and at oral argument, further argued that IPR proceedings differ from
reexaminations because the reexamination process is “fundamentally examinational
and not adjudicational in nature.” The Justices questioned Oil States on this point at
length and seemed skeptical that IPR presented different issues of constitutionality
compared to reexaminations. Ultimately, Oil States’ position is that patent rights are
private rights subject only to adjudication by Article III courts, and that IPR is an
unconstitutional exercise of the judicial power by the USPTO. In support of this
argument, Oil States presented examples of the similarities between trials in Article
III courts and IPR proceedings.
Greene’s Energy argued that “patent rights emanate solely from federal statute,”
making them a type of public right amenable to adjudication outside of Article III
courts. Further weighing in favor of constitutionality is the natural expectation that if
Congress has the authority to create and define the laws governing patents, including
imposing limitations on its enforcement and term, then why could they not revisit
whether a patent was improperly granted.
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Justices appeared split during the oral argument. The Court’s opinion is likely to be
handed down by June 2018. If deemed unconstitutional, it remains to be seen what
the impacts will be for patents that had been cancelled by the USPTO, and what the
impacts on patent litigation will be.
***

2. Final Written Decisions and Challenged Claims
SAS Institute v. Lee, 137 S.Ct. 2160 (No. 16-969). The United States Supreme Court
heard oral arguments in this case on November 27, 2017. The primary issue is
whether the PTO may decide to institute trial (and issue a final written decision) as to
only some of the claims challenged by a petitioner, or whether 35 U.S.C. § 318(a)
requires issuance of a final written decision “with respect to the patentability of any
patent claim challenged by the petitioner.”
During oral argument, the Justices questioned counsel for SAS regarding whether
this issue merely sought to end-run the Court’s holding in Cuozzo recognizing that
IPR proceedings may only be instituted on a limited claim set. But some lines of
questioning indicated the Justices found SAS’s position not fully unsupported by the
language of the statute. A dispositive question here may be whether “any patent
claim challenged” in the statutory language means (1) claims challenged in the
petition or (2) claims challenged and actually instituted.
***

3. Amendments in IPR Proceedings
Aqua Prod., Inc. v. Matal, 872 F.3d 1290 (Fed. Cir. 2017). In this en banc decision,
the Federal Circuit invalidated the way that the PTAB handled amendments in PTAB
trial proceedings. The PTAB had been placing the burden on the patent owner to
show patentability of all proposed substitute claims in a motion to amend. There was
no rule on point.
In the absence of a regulation regarding amendments of patent
claims, the Federal Circuit held that the burden should not be
on the patent owner to show that proposed substitute claims
are unpatentable. Under the statute, Petitioner bears the
burden of proving that challenged claims are unpatentable and
this includes amended claims are also unpatentable. The
decision itself is comprised of 5 opinions, including 3
plurality opinions. The holding is very narrow given that a
majority of the judges could not reach a consensus on the
reason for the result. The lead opinion states
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Upon review of the statutory scheme, we believe that § 316(e)
unambiguously requires the petitioner to prove all
propositions of unpatentability, including for amended claims.
This conclusion is dictated by the plain language of § 316(e),
is supported by the entirety of the statutory scheme of which it
is a part, and is reaffirmed by reference to relevant legislative
history. Because a majority of the judges participating in this
en banc proceeding believe the statute is ambiguous on this
point, we conclude in the alternative that there is no
interpretation of the statute by the Director of the Patent and
Trademark Office (“PTO”) to which this court must defer
under Chevron, U.S.A. Inc. v. Natural Resources Defense
Council, Inc., 467 U.S. 837 (1984). And we believe that, in
the absence of any required deference, the most reasonable
reading of the AIA is one that places the burden of persuasion
with respect to the patentability of amended claims on the
petitioner.[] Finally, we believe that the Board must consider
the entirety of the record before it when assessing the
patentability of amended claims under § 318(a) and must
justify any conclusions of unpatentability with respect to
amended claims based on that record.
The effects of this decision has yet to be seen at the PTAB. Certainly, patent owners
believed that amending claims in inter partes review was challenging. Amendments
were rarely granted, though in the last couple of years, more motions to amend had
been granted.
***

4. Sovereign Immunity in IPR Proceedings
Covidien LP v. Univ. of Florida Research Found. Inc., IPR2016-1274 (PTAB Jan.
25, 2017). The PTAB held that 11th Amendment sovereign immunity applies to
IPRs, such that patents owned by a sovereign (such as a state or a state entity) are not
subject to IPRs.
***
NeoChord, Inc. v. Univ. of Maryland, IPR2016-208 (PTAB May 23, 2017). Same
holding as in Coviden, above.
***
Mylan Pharmaceuticals, Inc. et al, v. Saint Regis Mohawk Tribe / Allergan,
IPR2016-01127 (PTAB). On September 8, 2017, Allergan, a global pharmaceutical
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company, announced that it had reached an agreement with the Saint Regis Mohawk
Indian Tribe, whereby Allergan’s patents covering its RESTASIS drug were
transferred to the Indian tribe in exchange for payment. Allergan announced its
intention to seek to have the IPR against its patents dismissed on the grounds of
sovereign immunity. Allergan is also in litigation over the patents.
Allergan and the Indian tribe implored the PTAB to stay the proceedings on the eve
of the oral hearing to consider the tribal immunity issue. The PTAB delayed the oral
hearing and sought briefing from the parties on the matter. On November 3, 2017,
the PTAB issued an order permitting third parties to file amicus briefing regarding
whether the IPR should be dismissed on grounds of tribal immunity. Thirteen
Amicus briefs were filed ahead of the deadline. The parties may respond to the
amicus briefs by December 15, 2017.
***

5. Conduct of IPR Proceedings – Federal Circuit Guidance
EmeraChem Holdings, LLC v. Volkswagen Group of Am., 859 F.3d 1341 (Fed. Cir.
2017). In one of a few recent cases in which the Federal Circuit has “reined in” the
Patent Trial and Appeal Board (PTAB), the Federal Circuit ruled that the PTAB
violated the Adminstrative Procedure Act (APA) by failing to provide a patent owner
with notice and opportunity to respond to the PTAB’s reliance on a prior art
reference. EmeraChem owns a patent for a method of regenerating a catalyst by
passing a gas over it. Volkswagen petitioned for inter partes review (IPR) of the
patent on four different grounds, and included a claim chart citing a Saito reference
for claims 3, 16, and 20. The PTAB instituted trial, identifying Saito as the basis for
invalidity for claims 3, 16, and 20. In its final written decision, however, the PTAB
relied on another reference – Stiles – to disclose the limitations of claim 3.
The Federal Circuit reversed in part and remanded, concluding that the PTAB
violated the APA because EmeraChem was not provided with adequate notice of or
opportunity to respond to the PTAB’s reliance on Stiles for determining that claims
3, 16, and 20 were invalid. Although Volkswagen’s petition stated broadly that the
claims were obvious over “the combination of Campbell and either Hirota or Saito, in
view of Stiles,” the detailed claim chart submitted with the petition relied on Saito for
the claim 3 limitation, and did not mention Stiles. And the PTAB’s institution
decision similarly relied only on Saito for invalidating claim 3. According to the
Federal Circuit, “Where the petitioner uses certain prior art references to target
specific claims with precision, or the Board does the same in its decision to institute,
the patent owner is directed to particular bases for alleged obviousness. A general
statement that lists all challenged claims and all asserted prior art is not a separate,
additional articulation that each of the claims may be obvious over any combination
of all listed prior art.” The Federal Circuit distinguished its earlier decision in In re
Cuozzo Speed Tech., LLC, 793 F.3d 1268 (Fed. Cir. 2015) on the basis that in that
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case, the PTAB clearly instituted trial on grounds that were implicitly but not
explicitly made in the petition. “Thus, in Cuozzo, the institution decision gave the
patentee notice of the prior art combination that the final decision relied upon.”
***
Rovalma, S.A. v. Bohler-Edelstahl GmbH & Co. KG, 856 F.3d 1019 (Fed. Cir. 2017).
In another rebuke to the PTAB, the Federal Circuit held that the PTAB failed to
adequately explain its decision to invalidate patent claims directed to a method of
making steel. Bohler filed an IPR petition against Rovalma’s patent. The PTAB
instituted review based on Bohler’s interpretation of the claims. In its final written
decision, however, the PTAB rejected Bohler’s construction and adopted Rovalma’s
(the patent owner) instead. Bohler had not submitted arguments or evidence for
unpatentability based on Rovalma’s construction. Nevertheless, the PTAB
determined that Rovalma’s own submissions showed that the claims would have
been obvious.
The Federal Circuit reversed, concluding that the PTAB did not adequately explain
the basis for its findings, including its implicit findings regarding what was shown in
the prior art. Nor did the PTAB adequately explain why a person would have been
motivated to modify the prior art as necessary to meet the claims. “Without more
explanation that we have, we are not prepared to reach a bottom-line judgment on
Rovalma’s substantial-evidence challenge.” The court also stated that “we will not
decide whether the Board violated Rovalma’s procedural rights. To make that
decision, we would need to be able to determine what evidence the Board relied on to
support its implicit factual findings.”
***
In re Van Os, 844 F.3d 1359 (Fed. Cir. 2017). The Federal Circuit vacated and
remanded a decision by the PTAB that found that claims directed to a touchscreen
interface were obvious over certain prior art because the combination would have
been “intuitive.” The court criticized the PTAB’s lack of “reasoned analysis.”
According to the court, “Absent some articulated rationale, a finding that a
combination of prior art would have been ‘common sense’ or ‘intuitive’ is no
different that merely stating the combination ‘would have been obvious.’ . . . Here,
neither the Board nor the examiner provided any reasoning or analysis to support
finding a motivation to add Gillespie’s disclosure to Hawkins beyond stating it would
have been an ‘intuitive way’ to initiate Hawkins’ editing mode.” Judge Newman
dissented in part, arguing that the case should not have been remanded for further
proceedings but instead reversed outright to award a patent.
***
In re Stepan Co., 868 F.3d 1342 (Fed. Cir. 2017). In yet another rebuke to the PTAB,
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the Federal Circuit vacated and remanded a decision that had affirmed an examiner’s
rejection that a claim to an herbicidal formulation would have been obvious.
According to the Federal Circuit, “The Board failed to explain why it would have
been ‘routine optimization’ to select and adjust the claimed surfactants and achieve a
cloud point above at least 70o C.” “Stating that a person of ordinary skill in the art
would have arrived at the claimed invention through routine optimization falls short
of this standard [requiring it to present its reasoning in detail].”
***
Ultratec, Inc. v. Captioncall, LLC, 872 F.3d 1267 (Fed. Cir. 2017). The Federal
Circuit vacated and remanded the PTAB’s decision invalidating Ultratec’s patent
claims because the PTAB failed to consider material evidence and failed to explain
its decisions to exclude the evidence. CaptionCall retained the same invalidity expert
in both concurrent litigation and in various IPRs it brought seeking to challenge the
patents. Ultratec sought to introduce the trial testimony into the IPRs, alleging that
the expert’s trial testimony conflicted with declarations he submitted in the IPRs.
Ultratec moved to supplement the record with the trial testimony, but because
Ultratec failed to first request authorization to file the motion, the PTAB expunged
the motion from the record. Ultratec then requested authorization to file a motion to
submit portions of the expert’s trial testimony, but the PTAB denied the request
without explanation. The Federal Circuit concluded that the PTAB abused its
discretion when it refused to admit and consider the expert’s testimony and when it
refused to explain its decision.
Key take-away: Although rare, there are a few recent decisions where the Federal
Circuit has reversed the PTAB, especially in IPR proceedings. The APA may
provide a new avenue of attack where the PTAB does not seem to play fairly with
one party, or shifts its position during the proceedings.
***

6. Sufficiency of Board Fact-Findings
Personal Web Techs., LLC v. Apple, Inc., 848 F.3d 987 (Fed. Cir. 2017). This was
an appeal from a final written decision of the Patent Trial and Appeal Board
concluding that all of the claims challenged during inter partes review were invalid
for obviousness. The patent owner appealed the Board’s claim construction
decisions and the sufficiency of the Board’s obviousness findings. As to the former
issue, the Federal Circuit affirmed the Board’s constructions. As to the latter issue,
the Federal Circuit vacated the Board’s obviousness determination and remanded for
a more complete fact-finding.
To support a conclusion of obviousness, the Board needed to find “all of the
elements” of the challenged claims in the prior art. “But that would not be enough,”
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according to the Federal Circuit. “[T]he Board had to find that a person of ordinary
skill in the art would have been motivated to combine the prior art in the way
claimed” by the challenged claims and that a person of ordinary skill in the art “had
a reasonable expectation of success in doing so.” These findings must be explicit, as
the Federal Circuit has frequently explained.
“We review the Board’s IPR decisions to ensure that they are not ‘arbitrary,
capricious, an abuse of discretion, . . . otherwise not in accordance with law . . . [or]
unsupported by substantial evidence.’ 5 U.S.C. § 706(2)(A), (E).” To allow judicial
review, the agency must “provide an administrative record showing the evidence on
which the findings are based, accompanied by the agency’s reasoning in reaching its
conclusions.” Synopsys, Inc. v. Mentor Graphics Corp., 814 F.3d 1309, 1322 (Fed.
Cir. 2016). The Board’s decisions must be based on “logical and rational” reasons.
“[T]he grounds upon which the administrative agency acted” must be “clearly
disclosed and adequately explained.”
In this case, not only did the Board’s decision fail to identify the evidence that
supported its conclusion accurately, but its “most substantial discussion of” the
question of motivation to combine “merely agrees” with the Petitioner’s argument.
“But that reasoning seems to say no more than that a skilled artisan, once presented
with two references, would have understood that they could be combined. And that
is not enough: it does not imply a motivation to pick out those two references and
combine them to arrive at the claimed invention.”
The Federal Circuit explained that
The amount of explanation needed to meet the governing
legal standards—to enable judicial review and to avoid
judicial displacement of agency authority— necessarily
depends on context. A brief explanation may do all that is
needed if, for example, the technology is simple and familiar
and the prior art is clear in its language and easily understood.
See Ariosa, 805 F.3d at 1365–66. On the other hand,
complexity or obscurity of the technology or prior-art
descriptions may well make more detailed explanations
necessary. Here, the Board’s explanation is wanting. Apple’s
attempts in this court to explicate both the Board’s
explanation and the underlying evidence do not persuade us
otherwise.
Therefore, the court remanded to the Board to “reconsider the merits of the
obviousness challenge, within proper procedural constraints.”
***
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7. Covered Business Method (CBM) Reviews
Secure Axcess, LLC v. PNC Bank Nat’l Ass’n, 848 F.3d 1370 (Fed. Cir. 2017).
Secure Axcess sued about 50 financial companies for infringing a patent relating to a
system and method for authenticating a web page. Although the claims of the patent
did not specifically recite a financial product or service, some parts of the patent
specification suggested that the claimed invention could be used in such systems or
applications. The PTAB instituted a Covered Business Method (CBM) review of the
patent, concluding that the claims were eligible for CBM review and that they were
obvious. The Federal Circuit reversed, concluding that in order for a patent to qualify
as a CBM patent, it must claim a finance-related activity. It is not enough that the
claims perform operations “used in” the practice of a financial product or service and
that are incidental to a financial activity.
Key Take-Away: To avoid having a patent be subjected to a CBM review, avoid
directly reciting financial-related features in the claims, even if the invention could be
applied to a financial institution, such as a bank, insurance company or stock
brokerage.
***

8. Multiple Petitions and Estoppel
Credit Acceptance Corp. v. Westlake Servs., 859 F.3d 1044 (Fed. Cir. 2017). Credit
Acceptance owns a patent relating to a system and method for financing allowing a
customer to purchase vehicles from a car dealership. Westlake filed two Covered
Business Method (CBM) reviews on the patent at the U.S. PTO, arguing that the
claims were patent-ineligible under 35 U.S.C. § 101. The PTAB instituted review of
only certain claims in the first petition, and then, based on a change in intervening
case law, later instituted claims on the other claims in the second petition, concluding
that all the claims were unpatentable. Credit Acceptance appealed, arguing that
Westlake should have been estopped from maintaining the second petition after a
final written decision on the first petition was issued by the PTAB.
The Federal Circuit affirmed. First, the Federal Circuit concluded that
notwithstanding the statutory language stating that a decision by the PTAB whether
to institute review “shall be final and nonappealable,” the Federal Circuit had the
power to review the PTAB’s decision to institute both petitions. The court held that
“the estoppel dispute in this case is neither a challenge to the Board’s institution
decision, nor is it ‘closely tied’ to any ‘statute related to the Patent Office’s decision.”
As to the merits, the Federal Circuit held that estoppel did not apply, because
different claims were at issue in the two proceedings, and estoppel applies on a
claim-by-claim basis. “Because a final written decision does not determine the
patentability of non-instituted claims, it follows that estoppel does not apply to those
non-instituted claims in future proceedings before the PTO.”
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***

E.

New Precedential and Informative PTAB Decisions
1. Precedential PTAB Decisions
a. General Plastic Indus. Co., Ltd. v. Canon Kabushiki Kaisha, IPR201601357 (PTAB Sept. 6, 2017)
This precedential decision was handed down by an expanded panel of the PTAB to
address the issue of “follow-on” petitions and the circumstances under which the
Board may deny a petition for inter partes review when it is not the first challenge
made by the petitioner to the patent. This decision was based on a request for
rehearing, and in it the Board denied the request for rehearing.
In this case, the first petition raised a challenge based on a specific reference, but the
Board denied the petition “on the merits”—i.e., concluding that the petition had not
shown a reasonable likelihood that the prior art would render the claims
unpatentable. As a result of that decision, Petitioner performed an additional prior
art search and identified additional prior art references. It then presented those
references in the “follow-on petitions.” At the time this was done, the Petitioner had
the benefit of (1) the Patent Owner Preliminary Response, (2) the Board’s institution
decision, and (3) the Board’s decision denying rehearing.
The Board made precedential a list of considerations that it will use to evaluate what
it calls “follow-on” petitions. The factors were originally set forth in the Board’s
decision in NVIDIA Corp. v. Samsung Elec. Co., IPR2016-00134 (PTAB May 4,
2016). Those factors are
1. whether the same petitioner previously filed a petition
directed to the same claims of the same patent;
2. whether at the time of filing of the first petition the
petitioner knew of the prior art asserted in the second petition
or should have known of it;
3. whether at the time of filing of the second petition the
petitioner already received the patent owner’s preliminary
response to the first petition or received the Board’s decision
on whether to institute review in the first petition;
4. the length of time that elapsed between the time the
petitioner learned of the prior art asserted in the second
petition and the filing of the second petition;
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5. whether the petitioner provides adequate explanation for
the time elapsed between the filings of multiple petitions
directed to the same claims of the same patent;
6. the finite resources of the Board; and
7. the requirement under 35 U.S.C. § 316(a)(11) to issue a
final determination not later than 1 year after the date on
which the Director notices institution of review.
These factors were deemed “non-exhaustive,” but was provided to inform
practitioners and the public of the Board’s considerations in evaluating follow-on
petitions. The Board explained that these considerations are to “serve to act as a
baseline of factors to be considered in our future evaluation of follow-on petitions.”
The Board rejected the petitioner’s argument that the Board needed to employ 35
U.S.C. § 325(d) as the basis for rejecting follow-on petitions. The Board held that it
had broad discretion conferred upon it by the Director whose power derives from the
statutory language of 35 U.S.C. § 314(a). The Board explained that “§325(d) is not
intended to be the sole factor in the exercise of discretion under §314(a).”
In this case, the Board indicated that it was
concerned . . . by the shifts in the prior art asserted and the
related arguments in the follow-on petitions. . . . Multiple,
staggered petitions challenging the same patent and same
claims raise the potential for abuse. The absence of any
restrictions on follow-on petitions would allow petitioners the
opportunity to strategically stage their prior art and arguments
in multiple petitions, using our decisions as a roadmap, until a
ground is found that results in a grant of review.[] All other
factors aside, this is unfair to patent owners and is an
inefficient use of the inter partes review process and other
post-grant review processes.
The Petitioner had argued that the Board’s second factor—i.e., whether the
Petitioner “should have known” of prior art—was impossible to meet because IPR is
limited to patents and printed publications and for a publication to constitute prior
art it must be reasonably accessible to a person of ordinary skill in the art. The
Board disagreed and explained that the relevant inquiry is whether the additional
prior art “could have been found with reasonable diligence,” and thus “a petitioner is
free to explain why a reasonably diligent search could not have uncovered the newly
applied prior art.” Here, however, the record was silent about why the Petitioner
could not have found the new prior art in any earlier searches through reasonable
diligence.
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Based on its analysis, the Board denied the request for rehearing and concluded that
the Petitioner had not shown that the Board had abused its discretion in denying the
petition under 35 U.S.C. § 314(a) and 37 C.F.R. § 42.108(a).
b. Ex Parte McAward, Appeal No. 2015-006416 (PTAB Aug. 25, 2017)
In this precedential decision, the Board reaffirmed its prior holding in Ex Parte
Miyazaki, 89 USPQ2d 1207, 1211 (BPAI 2008) (precedential) that the Office
applies a different standard for indefiniteness than the Courts do in infringement
litigation. The Board explained that “[t]he instant decision reaffirms, after the
Supreme Court’s decision in Nautilus, Inc. v. Biosig Instruments, Inc., 572 U.S. __,
134 S. Ct. 2120 (2014), the USPTO’s long-standing approach to indefiniteness and
the reasons for this approach.”
The patent application related to “water leakage detectors . . . which are easily
connectable to flexible water hoses, and can be coupled together to monitor leakage
from hot and cold supplies.” Representative claim 1 recited that “the water detector
is configured to be reliably installed by an untrained installer or a homeowner and to
not require the services of a plumber or electrician to perform installation, thereby
permitting widespread and cost effective adoption.” The examiner concluded that
this phrasing rendered the claim indefinite and unclear. After stepping through the
PTO’s mandate to ensure that clear claims issue, the PTAB agreed with the
examiner and affirmed the rejection.
The Board explained that “[t]he USPTO bears responsibility for testing claims for
definiteness prior to issuance.” Therefore, the Office carries the initial burden of
showing that the claim is indefinite. But, in connection with applying the “broadest
reasonable interpretation of a claim . . . the Office establishes a prima facie case of
indefiniteness with a rejection explaining how the metes and bounds of a pending
claim are not clear because the claim contains words or phrases whose meaning is
unclear.” The Board explained
The Office plays an important role in ensuring that proposed
patent claims are clear, unambiguous, and drafted as precisely
as the art allows. Claim clarity keeps the rights afforded by
patents commensurate with the invention's contribution to the
art. Packard, 751 F.3d at 1313. Interpreting the claims as
broadly as reasonable during prosecution allows the Office to
fulfill this important role.
****
The Office’s application of the broadest reasonable
interpretation for pending claims and its employment of an
interactive process for resolving ambiguities during
prosecution naturally results in an approach to resolving
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questions of compliance with§ 112 that fundamentally differs
from a court’s approach to indefiniteness. To that end, the
Office's approach effectively results in a lower threshold for
ambiguity than a court's. Miyazaki, 89 USPQ2d at 1211
(stating that an examiner may use “a lower threshold of
ambiguity when reviewing a pending claim for
indefiniteness”). The different approaches to indefiniteness
before the Office and the courts stem not from divergent
interpretations of§ 112, but from the distinct roles that the
Office and the courts play in the patent system. The lower
threshold makes good sense during patent examination
because the patent record is in development and not fixed, the
Office construes claims broadly during that period, and an
applicant may freely amend claims.
While the Board relied heavily on the Federal Circuit’s decision in Packard, which
was decided before Nautilus, the Board concluded that Nautilus did not change the
PTO’s approach to indefiniteness:
We do not understand Nautilus, however, to mandate a
change in the Office's approach to indefiniteness in patentexamination matters in which, as discussed above, the claims
are interpreted under the broadest reasonable interpretation
standard and an opportunity to amend the claims is afforded.
Applying the approach that the USPTO uses to analyze indefiniteness, the Board
concluded that the claim language identified by the examiner was “unusual because,
rather than further defining the water detector’s structure, including by reference to a
function that the water detector is capable of performing, the claim language
attempts to further define the water detector’s structure by the skill level required to
install the water detector.” The claim language was therefore “ambiguous and
vague,” and thus the structure that it was attempting to define was also unclear.
Therefore, the Board affirmed.
Key Takeaways:


Because the USPTO applies a broader notion of indefiniteness than the
Courts do, arguing indefiniteness to the USPTO based on cases decided in
litigation may not be sufficient to avoid a rejection.

c. Athena Automation Ltd. v. Husky Injection Molding Sys. Ltd., IPR201300290 (PTAB Oct. 25, 2013)
Although this decision issued quite some time ago, the Patent Office recently
designated it as a precedential decision. The key reason for its precedential
designation is its treatment of the question of whether a petition for inter partes
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review can be denied based on assignor estoppel grounds. The Board concluded that
it could not be.
In response to the petition, the patentee argued that the petition should be denied
because one of the named inventors was “the founder, co-owner, President, Chief
Executive Officer, and one of the two directors on the Board of Directors of
Petitioner . . . ,” thus leading patent owner to argue that petitioner was estopped
from challenging validity of the patent before the PTAB.
Refusing to apply the doctrine of assignor estoppel, the Board explained that 35
U.S.C. § 311(a) indicates that “a person who is not the owner of a patent may file
with the Office a petition to institute an inter partes review of the patent.”
“Consequently, under the statute, an assignor of a patent, who is no longer an owner
of the patent at the time of filing, may file a petition requesting inter partes review.”
This, the Board explained, was a clear expression of Congress’s broad grant of the
ability to challenge patents at the PTAB. The Board also looked to the statutes
authorizing the International Trade Commission to determine “[a]ll legal and
equitable defenses” in “all cases.” In contrast, the PTAB was not given such a
charge. Moreover, the Board noted that it does not apply assignor estoppel in
reexamination proceedings. “Because we are not persuaded that assignor estoppel,
an equitable doctrine, provides an exception to the statutory mandate that any person
who is not the owner of a patent may file a petition for an inter partes review, we
decline to deny this petition based on the doctrine of assignor estoppel.”
Key Takeaways:


The Board will not consider equitable defenses to a petition for PTAB
trial.



Patentees should consider implementing contractual obligations in their
assignments precluding the filing of a challenge before the PTAB by any
entity owned or controlled by the inventor or the inventor themselves. If
that is done, the Petitioner could be enjoined from the proceeding as a
matter of contract law.

d. Ex parte Schulhauser, Appeal No. 2013-007847 (PTAB Apr. 28, 2016)
This precedential Board decision addresses the broadest reasonable interpretation of
method claims in which certain steps are written in conditional format (i.e., “if” X,
then Y). The Board held that applying the broadest reasonable interpretation
standard, method claims that have conditional limitations can be shown to be
unpatentable by a disclosure of either of the conditions specified in the claims being
satisfied.
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Application claim 1 was directed to a method of using an implantable medical
device to warn a patient of a cardiac condition. The claim included the following
relevant limitations
comparing the electrocardiac signal data with a threshold
celectrocardiac criteria for indicating a strong likelihood of a
cardiac event;
triggering an alarm state if the electrocardiac signal data is not
within the threshold electrocardiac criteria;
determining the current activity level of the subject from the
activity level data if the electrocardiac signal data is within
the threshold electrocardiac criteria.
The Board explained that the “triggering” and “determining” steps are “mutually
exclusive” meaning that in instances in which “the electrocardiac signal data is not
within the threshold electrocardiac criteria, then an alarm is triggered and the
remaining method steps need not be performed.” And, the Board concluded that the
remaining method steps of claim 1 only needed to be performed “if the determining
step is reached.” “Thus, in the event that the electrocardiac signal data is not within
the threshold electrocardiac criteria and an alarm is triggered, the remaining steps of
claim 1 need not be performed in the method as recited.” “Based on the claim
limitations as written, the broadest reasonable interpretation of claim 1 encompasses
an instance in which the method ends when the alarm is triggered in response to the
cardiac signal not being within the threshold electrocardiac criteria, such that the
step of ‘determining the current activity level of the subject’ and the remaining steps
need not be reached.”
This type of an analysis was not applied to claims written in “means-plus-function”
format, however since they are “directed to a different statutory class of invention
than process claim 1.” “Although claim 11 recites functions that are substantially
similar to the steps recited in the method of claim 1 . . . claim 11 is directed to a
system,” and “[t]he broadest reasonable interpretation of a system claim having
structure that performs a function, which only needs to occur if a condition
precedent is met, still requires structure for performing the function should the
condition occur.” Thus, the system claims were deemed to be narrower than the
method claims.
Key Takeaways:


Under this decision, claims written in conditional format may be viewed
more broadly and infringed when only one prong of the method is
performed, but may be more challenging to obtain from the Patent Office
and more susceptible to an invalidity challenge.
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Try to use different statutory classes of invention to ensure adequate
protection if a method claim must be written in conditional format.



Subsequent Board decisions applying this case have recognized that the
use of the word “if” was not dispositive and there are other ways to draft
conditional claims that raise the same issue of interpretation.

2. Informative PTAB Decisions
a. Cultec, Inc. v. Stormtech LLC, IPR2017-00777 (PTAB Aug. 22, 2017)
The Board’s decision in Cultec, Inc. v. Stormtech LLC, IPR2017-00777 (PTAB
Aug. 22, 2017) provides an example of how the Board may go about exercising
discretion to deny a petition based on arguments and prior art presented during the
original patent examination.
During prosecution of the application that issued as the patent challenged in this
inter partes review proceeding a third party made a Third Party Submission under
37 C.F.R. § 1.290. The third party submission was filed by the same attorney that
was acting as lead counsel for the petitioner in the IPR proceeding. The Board,
however, did not make a finding that the same party was behind both filings. The
third party submission called the examiner’s attention to a reference called “Cobb,”
which had been cited against a related patent during examination. The Third Party
Submission also included a detailed claim chart about how Cobb applied to the thenpending claims. The Board found that the claim charts submitted with the Petition
were “an expanded version of the claim chart submitted with the Third Party
Submission.” Two other references called “Fouss” and “Brochu” were also
provided in the Third Party Submission. The examiner considered the Third Party
Submission and all of the references provided with that submission.
The Petition for inter partes review raised the following grounds:

The Board denied institution under 35 U.S.C. § 325(d). That statute provides
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In determining whether to institute or order a proceeding
under this chapter, chapter 30, or chapter 31, the Director may
take into account whether, and reject the petition or request
because, the same or substantially the same prior art or
arguments previously were presented to the [Patent and
Trademark] Office.
35 U.S.C. § 325(d). Here, the Board found that not only was the primary Cobb
reference identified in the Third Party Submission, but claim charts similar to those
provided with the Petition were included. Moreover, the Fouss reference was
applied “through the examination” of the application that led to the challenged
patent. The Board further concluded that the teachings relied upon in the Ellis
reference were no different than the teachings relied upon from the Brochu reference
identified in the Third Party Submission. Finally, with respect to the November
reference, the Board concluded that “the disclosure relied on in November is
substantially the same as Cobb, previously presented by the Office through the Third
Party Submission.”
Key Takeaways:


The Board has discretion to deny petitions even if the art is not identical to
that considered during prosecution;



Filing a Third Party Submission during prosecution may have
consequences if a party wishes to file an inter partes review petition after a
patent issues; and



If filing for inter partes review using art cited during prosecution, explain
why the challenge brings something new to the table for consideration by
the Office.

b. Hospira, Inc. v. Genentech, Inc., IPR2017-00739 (PTAB Jul. 27, 2017)
This informative decision illustrates another example of how the PTAB may
exercise its discretion in denying a petition for inter partes review that attempts to
revisit a decision made by a patent examiner. In this case, the petitioner filed a
petition for inter partes review based on three references: (1) Nabholtz, (2) LeylandJones, and (3) Yardley. Of these references, Nabholtz had been previously applied
against the claims by the Patent Office. The key here was that Nabholtz was only
prior art if the patent being challenged in the inter partes review proceedings was
not entitled to the filing date of the provisional application it was based on.
The chain of applications at issue here could be summarized as follows:
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The question of whether the claims were entitled to the filing date of the provisional
application—and thus whether Nabholtz was prior art—was front and center during
prosecution. The examiner rejected the claims initially based on Nabholtz, and even
maintained the rejection after amendments and a response by the applicant. Then,
after the applicant conducted an interview with the examiner, the applicant cancelled
all pending claims and then submitted new claims in accordance with the discussion
had during the interview. The applicant then argued that the claims were supported
by the written description of the provisional application and the examiner agreed.
The rejection over Nabholtz was withdrawn and ultimately, the patent at issue in the
IPR proceeding issued.
Of the three references raised in the Petition, Nabholtz was the oldest, and thus the
most likely to be prior art to the challenged claims. The Board substantively
reviewed Petitioner’s challenge and concluded that it had not submitted adequate
evidence to show that the claimed subject matter was not entitled to the date of the
provisional application under §112.
But, the Board went further than that and also indicated that it was declining to
institute under 35 U.S.C. § 325(d). The Board explained:
Our discretion under § 325(d) involves a balance between
several competing interests. See Neil Ziegman, N.P.Z., Inc. v.
Stephens, Case IPR2015-01860, slip op. at 12–13 (PTAB Feb.
24, 2016) (Paper 11) (“While petitioners may have sound
reasons for raising art or arguments similar to those
previously considered by the Office, the Board weighs
petitioners’ desires to be heard against the interests of patent
owners, who seek to avoid harassment and enjoy quiet title to
their rights.”) (citing H. Rep. No. 112-98, pt. 1, at 48 (2011)).
“On the one hand, there are the interests in conserving the
resources of the Office and granting patent owners repose on
issues and prior art that have been considered previously.”
Fox Factory, Inc. v. SRAM, LLC, Case IPR2016-01876, slip
op. 7 (PTAB Apr. 3, 2017) (Paper 8). “On the other hand,
there are the interests of giving petitioners the opportunity to
be heard and correcting any errors by the Office in allowing a
patent—in the case of an inter partes review—over prior art
patents and printed publications.” Id.

75
Copyright 2017

Sommer, Kelly, Wright

Applying these principles, the Board concluded that “the Examiner considered fully
the written description and enablement issues underlying Applicant’s claim to
priority.” The issue presented in the petition was “the same or substantially the
same prior art or arguments previously [] presented to the Office,” and thus the
Board exercised its discretion to decline to institute under §325(d). The Board also
noted that the remainder of the references could not be prior art if the challenged
patent claims were entitled to the filing date of the provisional application, and as
such the Board denied the petition as to the other challenges as well.
Key Takeaways:


If representing a patentee at the PTAB, make sure to explore the
prosecution history to determine if arguments are being rehashed; if they
are argue § 325(d).



If representing Petitioners before the PTAB in a trial proceeding, ensure
that you explain in detail why any arguments that might be viewed as a
“rehash” are actually based on new evidence and arguments that were not
before the Office.

c. Unified Patents, Inc. v. Berman, IPR2016-01571 (PTAB Dec. 14, 2016)
This informative decision issued by the Board provides additional insight into when
the Board may exercise its discretion to deny a petition under § 325(d) based on
issues presented to the Patent Office during examination and when it might not.
While the entirety of the petition was denied, only part of it was denied on § 325(d)
grounds.
The Petition presented the following challenges to claims of the patent:

The Patent Owner argued that the Board should deny institution under § 325(d)
because the Russell reference—which was relied on for each proposed ground for
trial—was applied by the patent examiner and used to reject claims during
prosecution. The Patent Office issued an office action rejecting certain claims on
anticipation grounds over the Russell reference. Certain claims were amended, and
claims 5-18 were added. After that amendment, an examiner interview was held.
During the interview, the examiner indicated that the new and amended claims were
patentable over Russell and withdrew the rejection. While prosecution would
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continue because of other prior art references, Russell did not come back up during
examination.
As can be seen in the table above, the petition here presented a number of
challenges, each of which was based on Russell. As to all challenges based on
Russell alone or in view of the Intel Manual, the Board declined to institute trial
under 35 U.S.C. § 325(d). This was the case even though the claims being
challenged in the petition were never rejected over Russell during prosecution. The
Board explained that
Although these issued claims were never rejected over
Russell, they were added in Amendments immediately
following the Office Action (Mar. 31, 1994) rejecting original
claims 1, 2, and 4 over Russell, and preceding the next Office
Action (Nov. 25, 1994). The Examiner Interview Summary
evidences consideration by the Examiner of Russell for the
newly added claims. . . . Furthermore, in the November 1994
Office Action, the Examiner withdrew the anticipation
rejection over Russell and explicitly indicated that another
subset of the claims appeared to be allowable over the prior
art of record. . . . . Accordingly, based on the record before
us, we find that Russell was considered previously by the
Office with regards to claims 2–8 and 10–16.
The Board found that reliance on the Intel Manual was not enough to make the
argument different from that already considered. Specifically, the Board concluded
that the “Petition relies on Intel User’s Manual in substantially the same manner as
the Examiner used in Russell.” Thus, reliance on the Intel Manual to provide this
feature that was in Russell presented “substantially the same prior art as that
presented previously to the Office by Russell.” The Board concluded that since the
Petition did not present “any argument distinguishing the Examiner’s prior
consideration of Russell or to provide a compelling reason why we should
readjudicate substantially the same prior art and argument as those presented during
prosecution and considered by the Examiner. This would not be an efficient use of
Board resources in this matter.”
With respect to claims 9 and 16, however, the Board reached a different conclusion.
The Board observed that the Marlton reference was not being used for a teaching
that was found in Russell. Since “[t]he Petition relies on Marlton, not Russell, to
disclose distorting a displayed image by using different scaling factors in the
horizontal and vertical directions” and Marlton did not appear on the face of the
patent as being considered during prosecution, the Board concluded that it would not
exercise its discretion to deny the petition’s challenge based on Marlton under §
325(d). It did, however, go on to deny this challenge to claims 9 and 16 as being
based on insufficient proof.
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Key Takeaways:

F.



If representing a patentee in a PTAB trial, consider raising § 325(d) if
there is any overlap of the references used in challenging the claims. This
is so even if the patent examiner may have applied the reference using one
statutory provision (e.g., anticipation) and the petition presents a challenge
based on another statutory provision (e.g., obviousness). This decision
shows that the Board may be receptive to such arguments.



If representing a petitioner in a PTAB trial, care should be taken to explain
why the challenge presents issues different from those presented during
examination. Do not overlook parts of the file history; instead, if using
prior art addressed during prosecution address the file history.



If representing a petitioner before the PTAB in a trial, using references that
were not discussed during examination might avoid §325(d), but not
necessarily (as in the use of the Intel Manual in this case).

New Rules About Privilege At the PTAB
The Patent Office promulgated a final rule regarding the applicability of privilege to
patent practitioners. This rule, which will be applicable in PTAB trial proceedings
“is primarily intended to protect communications made when seeking patents at the
USPTO or foreign IP offices, such as when prosecuting applications or
contemplating whether to file.”1 The rule, codified at 37 C.F.R. § 42.57, provides
Privilege for patent practitioners.
(a) Privileged communications. A communication between a
client and a USPTO patent practitioner or a foreign
jurisdiction patent practitioner that is reasonably necessary
and incident to the scope of the practitioner's authority shall
receive the same protections of privilege under Federal law as
if that communication were between a client and an attorney
authorized to practice in the United States, including all
limitations and exceptions.
(b) Definitions. The term “USPTO patent practitioner” means
a person who has fulfilled the requirements to practice patent
matters before the United States Patent and Trademark Office
under § 11.7 of this chapter. “Foreign jurisdiction patent
practitioner” means a person who is authorized to provide

1 Rule on Attorney-Client Privilege for Trials Before the Patent Trial and Appeal Board, 82 Fed. Reg. 51,570,
51,571 (Nov. 7, 2017).
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legal advice on patent matters in a foreign jurisdiction,
provided that the jurisdiction establishes professional
qualifications and the practitioner satisfies them. For foreign
jurisdiction practitioners, this rule applies regardless of
whether that jurisdiction provides privilege or an equivalent
under its laws.
(c) Scope of coverage. USPTO patent practitioners and
foreign jurisdiction patent practitioners shall receive the same
treatment as attorneys on all issues affecting privilege or
waiver, such as communications with employees or assistants
of the practitioner and communications between multiple
practitioners.2
The rule was promulgated to address problems that existed before the PTAB in
uniformity of the application of privilege and to make decision-making easier at the
Board. “When the [privilege] issue arises before PTAB, Administrative Law Judges
make legal determinations as to which communications may be protected from
disclosure on a case-by-case basis, based on the Federal Rules of Evidence and
common law.”3 “Different approaches are taken, and results sometimes conflict.
This may lead to administrative inefficiencies and inconsistencies in outcomes, as
PTAB must select which set of common law rules to follow.”4
In promulgating this rule, the Patent Office made clear that it was not expanding the
scope of work that may be properly done by patent agents. This was in response to
comments suggesting that patent agents should not be permitted to practice before
the PTAB in patent challenges. The Patent Office responded that the rule did not
address the scope of work that a patent agent could perform (that is defined in 37
C.F.R. § 11.5(b)) and that under the rules a patent agent may lawfully practice
before the PTAB.
The Patent Office also indicated that it believed that the rule was still needed after
the Federal Circuit’s decision in In re Queen’s University at Kingston, 820 F.3d
1287 (Fed. Cir. 2016) because: (1) that was a 2-1 decision that could be overruled en
banc, or (2) reversed by the Supreme Court.5
Key Takeaways:


Clients will hold a privilege for communications with patent agents and
most foreign patent practitioners who are acting within the scope of their
authority;

2 Id., 51,575.
3 Id., 51,571.
4 Id.
5 Id., 51,572.
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The privilege will be applied the same way it is for U.S. attorneys, so long
as they are acting within the scope of their authority; and



Federal privilege rules apply and so do its exceptions.

G. Guidance on Motion to Amend Practice At The PTAB
Following the Federal Circuit’s decision in Aqua Products, Chief Judge Ruschke
issued guidance on motions to amend to the PTAB. In the memorandum, he
explains that “if a patent owner files a motion to amend . . . and that motion meets
the requirements of 35 U.S.C. § 316(d) (i.e., proposes a reasonable number of
substitute claims, and the substitute claims do not enlarge the scope of the original
claims of the patent or introduce new matter), the Board will proceed to determine
whether the substitute claims are unpatentable by a preponderance of the evidence
based on the entirety of the record, including any opposition made by the petitioner.”
The regulatory requirements for a motion to amend will not change, and motions
must still include a discussion of written description support, and respond to the
grounds of unpatentability at issue in the trial. And, the memorandum noted that the
parties have a duty of candor, “which includes a patent owner’s duty to disclose to
the Board information that the patent owner is aware of that is material to the
patentability of substitute claims . . . .” The memorandum indicates that parties may
call the Board to obtain additional briefing for pending motions to amend.

H. Proposed Legislation
1. A Bill To End Tribal Immunity As A Grounds For Immunity In
Inter Partes Review (S. 1948)
By way of background, over the summer Allergan assigned a number of patents to
its blockbuster drug RESTASIS® to the St. Regis Mowhawk tribe. The assignment
was made after the PTAB had agreed to institute trials challenging the patents and
only one week before the oral hearing in the matter. The PTAB has agreed to take
amicus briefs in the question of the applicability of tribal immunity, and numerous
briefs were filed.6 The assignment to the tribe was clearly a ploy to avoid having
the patents challenged in inter partes review.
On October 5, 2017, Senator McCaskill (D-MO) introduced a bill that would
eliminate tribal immunity for the purposes of PTAB trials. The bill is short and
provides
Section 1. Abrogation of Tribal Immunity In Certain
Patent Claims.

6 See Mylan Pharms. Inc. v. Allergan, Inc., IPR2016-01127 (PTAB).
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(a) Definition.—In this section, the term “Indian tribe” has the
meaning given the term in section 4 of the Indian Gaming
Regulatory Act (25 U.S.C. 2703).
(b) Abrogation of Immunity For Purposes of Inter Partes
Review.—Notwithstanding any other provision of law, an
Indian tribe may not assert sovereign immunity as a defense in
a review that is conducted under chapter 31 of title 35, United
States Code.7
The bill has been read and referred to the Committee on Indian Affairs as of October
5, 2017. There has not been any further action on this bill.

2. The STRONGER Patents Act (S. 1390).
The “Support Technology and Research for Our Nation’s Growth and Economic
Resilience Patents Act of 2017” or the “STRONGER Patents Act of 2017” includes
a number of provisions designed to make patents stronger. The proposed legislation
begins with a number of findings, including on that refers to “unintended
consequences” of the AIA such as “strategic filing of post-grant review proceedings
to depress stock prices and extort settlements, the filing of repetitive petitions for
inter partes and post-grant reviews that have the effect of harassing patent owners,
and the unnecessary duplication of work by the district courts of the United States
and the Patent Trial and Appeal Board.”
The first substantive section of the proposed legislation deals with changes to inter
partes review. The proposed changes include:


Claims should be construed by the PTAB in the same manner that the
district courts apply. It requires claim construction that gives a claim “the
ordinary and customary meaning of the claim as understood by a person
having ordinary skill in the art to which the claimed invention pertains,”
and requires construction in accordance with the prosecution history.



The burden of proving invalidity would be by clear and convincing
evidence and require that the PTAB apply a presumption of validity.



The act would also add a standing requirement for filing for inter partes
review that mirrors the limitations on covered business method patent
review.



Precluding institution of an inter partes review if there had been a prior
institution of an inter partes review against the patent.

7 To Abrogate the sovereign immunity of Indian tribes as a defense in inter partes review of patents. S. 1948, 115th
Cong. (Oct. 5, 2017).
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Parties would have the right to file an interlocutory appeal from a decision
to institute (but continue prohibiting appeals from decisions denying
institution).



A party that files a petition for inter partes review cannot file a second
petition on any ground that the petitioner could have raised or did raise
unless the petitioner is charged with infringement of additional claims of
the patent.



Strengthening the estoppel provision and preclude the use of any patents or
printed publications in litigation after a final written decision.



A district court validity finding would be dispositive in the PTAB
proceeding.



If a patent owner moves to amend the claims, the Board can request an
expedited patentability report from a patent examiner.



Creates a presumption of patentability of proposed substitute claims.



Creates a new procedure called an “expedited IPR reexamination,” which
would cause an IPR to be terminated and can be ordered if the patent
owner shows good cause. It would require the patentee to cancel and
replace the claims and would follow the procedures for examination in
sections 132 and 133.



Similar changes are proposed for the post-grant review statute.

The act would also change certain aspects of ex parte reexamination. This includes:


Requiring an identification of the real party in interest.



Creating a 1-year time bar for the filing of a request for reexamination
after the commencement of litigation.

In a section of the bill titled “Restoration of Patents as Property Rights,” the bill sets
forth a presumption that a showing of infringement should lead to an injunction.
The bill also proposes eliminating USPTO fee diversion.
The bill would also change the requirements for induced infringement and would
create a more strict liability framework by stating that inducement may be found
“without regard to whether the accused infringer knew of the patent.”
The bill also adds a provision that would preclude a party from sending a “design for
a product embodying a patented invention” abroad to make that product abroad. A
similar provision is also included for supplying a “specification” for a “patented
process” to cause performance of that process abroad.
82
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The bill also includes a section that is directed to “targeting rogue and opaque
letters.” It makes certain activities related to the enforcement of a patent an unfair
business practice and can subject the sender of such a letter to an enforcement action
by the Federal Trade Commission. The bill is intended to supplant the state laws
that have taken effect over recent years.

3. “Trade Protection Not Troll Protection” (H.R. 2189)
This bill is focused on limiting the use of the International Trade Commission by
certain entities that do not practice their patents in the United States. It would
eliminate the ability to show the existence of a domestic industry through licensing
efforts. It would also limit the ability to rely on activities of licensees to show
domestic industry “unless the license leads to the adoption and development of
articles that incorporate the claimed patent . . . .” It would also make the ITC’s 100day expedited pilot program a statutory requirement.
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TRENDS AND PRACTICE TIPS IN THERAPEUTIC
ANTIBODY PATENTING
BY PEI WU AND
JOHN P. IWANICKI

The novelty requirement is relatively easy to
meet, e.g., if the target antigen or epitope to
which the antibody binds is new. Compared
to novelty, the nonobviousness requirement
is becoming increasingly difficult to satisfy.
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Antibody technologies have evolved side-

With about 70 mAb products projected to

by-side with the advancement of molecular

be on the market by 2020,2 many of the

cloning, DNA sequencing, phage display

pioneering antibody technologies, including

and transgenic mice techniques. Since the

production of chimeric and humanized

introduction of hybridoma technique by

mAbs (antibodies produced from non-human

Kohler and Milstein in 1975, therapeutic

species with modified protein sequences to be

monoclonal antibodies (mAbs) have become

more similar to antibody variants produced

one of the most attractive and fastest-

naturally in humans), antibody phage display

growing classes of therapeutic agents for

(displaying antibody libraries on a phage

the treatment of diverse diseases including

for rapid in vitro selection and production),

cancers, autoimmune diseases and infections.

transgenic mice (mice engineered to have

Currently, at least 30 therapeutic mAbs achieve

integrated human immunoglobulin (Ig) loci

multi-billion dollar annual sales in the United

for the production of human antibodies), Fc

States.1 Because significant time and cost is

engineering (antibodies having engineered

invested in bringing an antibody therapeutic

constant regions for improved efficacy) and

to market, a sound intellectual property

antibody-drug conjugation (antibodies linked

strategy and sufficient patent protection is

to drug molecules), are now becoming routine.

necessary to ensure commercial success.

Therefore, the mere generation of yet another
therapeutic mAb, absent of any improved

PATENTABILITY

efficacy or unexpected functional properties,

Antibodies, also known as immunoglobulins,

is going to be considered obvious, especially

are proteins used as immune defense or

if the target antigen or epitope is already

therapeutics. Antibody patent applications are

known. Post-KSR, the bar for showing that

subject to similar standards for patentability

an antibody is nonobvious has been raised,

as chemical compound inventions. On

and there is an increased tendency for U.S.

a basic level, a patent application for

Patent and Trademark Office patent examiners

an antibody needs to satisfy novelty,

to reject an antibody claim on the grounds

nonobviousness, written description and

that it is merely applying a known technique

enablement requirements to be patentable.

to a known method or product ready for

improvement to yield predictable results; or

Written description represents another

“obvious to try” — choosing from a finite

battleground in antibody patenting. In the

number of identified, predictable solutions,

1990s, it was a usual practice for applicants

with a reasonable expectation of success.

to broadly claim a genus of antibodies

3

Because significant time and cost is invested in bringing
an antibody therapeutic to market, a sound intellectual
property strategy and sufficient patent protection is
necessary to ensure commercial success.
by relying on what the USPTO called the

counsel and inventors must work closely to

“antibody exception,” which suggested that

characterize the antibody therapeutic and

disclosure of an antigen alone can satisfy

related technology as much as possible.

the written description requirement for

For example, is there any data that support

any antibody that binds to that antigen.

unpredictability such as a showing of

However, a few recent Federal Circuit decisions

no reasonable expectation of success to

have significantly narrowed the “antibody

produce claimed antibody therapeutic, or a

exception.” When the target antigen is novel,

showing that claimed antibody therapeutic

the Federal Circuit, in its 2004 decision in

has unexpected or synergistic results with

Noelle v. Lederman, required that a specification

comparative studies? Additionally, does the

discloses a “fully characterized antigen”

antibody have unusual structural features or

to support a claim to an antibody defined

recognize a new epitope? Functional properties

by its binding affinity to an antigen.4 In

such as improved efficacy, prolonged half-

another case where the novel antigen is

life, reduced toxicity, increased affinity

not characterized, the Federal Circuit, in its

or inhibition of a biological process or

2008 decision In re Alonso, held that written

target, as well as follow up in vivo data and

description is insufficient for a claim to

clinical observations are useful to support

a method of treating neurofibrosarcoma

unpredictability. To anticipate rebutting the

using human monoclonal antibodies, where

rejection, counsel can work with inventors

the specification taught nothing about the

post-filing to design experiments for inclusion

structure, epitope characterization, binding

in expert declarations to further support

affinity, specificity or pharmacological

unpredictability. Finally, secondary indicia

properties common to the large family of

of nonobviousness such as commercial

antibodies implicated by the method.5

success and long-felt unmet need can also

On the other hand, when the antigen is

be used to rebut obviousness rejections.

already known, the Federal Circuit, in its

MORE
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To survive the obviousness challenge,
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2011 decision in Centocor v. Abbott, found that

As a separate requirement, enablement

written description is not sufficient for claimed

frequently comes up with written description

anti-TNF-alpha antibodies wherein both the

in antibody patenting to challenge the scope

variable and constant regions were derived

of claimed antibody genus. A key distinction

from human antibodies, when the specification

from written description is that applicants

only describes a chimeric antibody having

can use post-filing data to show application

the “variable” region of a mouse anti-TNF-

enables claim. In a 2017 case in the U.S.

alpha antibody with the “constant” region

Court for the District of Delaware, Amgen

of a human antibody.6 In another 2014 case,

Inc. et al. v. Sanofi et al., Amgen’s claim to

AbbVie v. Janssen, the Federal Circuit held

monoclonal antibodies that bind to particular

AbbVie’s written description insufficient

epitope residues on a known protein PCSK9

to support a claim to a whole genus of

and block low density lipoprotein receptor

human antibodies to interlukin-12 when

(LDLR) signaling for treatment of high

the specification only describes 300 human

cholesterol survived an invalidity challenge for

VH3/lambda-type antibodies, which are not

lacking written description and enablement

representative of the VH5/kappa-type of the

brought by Sanofi and Regeneron.8 Sanofi

later-invented Stelara mAb by Janssen.7

and Regeneron had an anti-PCSK9 antibody,
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In view of the changing written description landscape,
applicants for antibody patents should rethink
antibody drafting and claiming to balance structure/
function claiming.
In view of the changing written description

which binds an overlapping epitope and

landscape, applicants for antibody patents

blocked binding of PCSK9 to LDLR. Notably,

should rethink antibody drafting and claiming

Amgen’s patent applications included epitope

to balance structure/function claiming. In

and competitive binding testing data such

addition to functional claiming such as epitope

as X-ray crystallography, alanine scanning,

and competitive binding, antibody claims can

deletion studies and binning experiments.

include structural features such as sequences

Pending the appeal outcome, broader epitope

including VH, VL or key CDR residues. Further,

and competitive binding claims supported by

epitope characterization, binding affinity,

extensive test data can help expand the scope

target specificity, pharmacological properties,

of protection for antibody therapeutics.

and data linking structure and function
are helpful for expanding claim scope.

FREEDOM-TO-OPERATE

DEFENSES TO PATENT INFRINGEMENT

When a company is planning to launch a

In the event that a company is sued for

new antibody therapeutic, commercialization

patent infringement, the company can file a

may be blocked by a competitor who

declaratory judgment claim at the district court

holds a broader (dominant) patent. Patent

to seek invalidity and/or non-infringement as

infringement litigation can be costly and

two principal defenses. An invalidity defense

time consuming. As a preventative measure,

asserts that the granted patent is invalid

many companies seek to secure their “freedom

because the claimed invention failed to satisfy

to operate” at an early stage to ensure that

the basic requirements for patentability,

the commercial production, marketing and

such as novelty, nonobviousness, written

use of their new product or process does not

description and enablement requirements.

infringe the patent rights of their competitors.

On the other hand, a non-infringement

A freedom-to-operate (FTO) analysis is the first
step to understanding the competitive patent
landscape. The focus of the FTO search is to

defense asserts that the accused product
or method does not fall within the scope
of the invention claimed in the patent.
The defendant may use administrative

or pending patent applications actually

processes and petition the USPTO to determine

cover contemplated commercialization

the validity of an asserted patent. According

activity. If the FTO search identifies patents

to the America Invents Act (AIA) inter partes

that limit a company’s freedom to operate,

review (IPR) procedure, a petition to the

a few options are available to clear the

USPTO for IPR may be brought on the grounds

ground for the commercialization of a

that the challenged patent claims are invalid

new product or technology. For example,

as anticipated or obvious based on patents or

holders of a subordinate patent may obtain

printed publications.9 Another AIA procedure

a license under each dominant patent. If a

is post-grant review (PGR). A petition to the

subordinate/improvement patent is valuable

USPTO to institute a PGR may be based on

or advantageous, a cross-licensing deal may

any grounds that are available to challenge

be sought with potential licensing partners.

a patent’s validity.10 In choosing between

Another option is to design around the
invention. Prosecution history can be
used as a roadmap to design around
strategies. A company can steer research
or make changes to the product or
process to avoid infringing claims.

these two options, a petitioner should take
into account both the legal considerations,
such as the grounds of invalidity attack, the
time limit for filing petitions, the threshold
requirements for instituting petitions and
the scope of estoppel, as well as business
considerations. For example, if the goal is to

MORE
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determine whether claims of issued patents
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obtain greater certainty before investing in

formulations, combination therapy and

product development, PRG may be attractive.

timing and sequence of co-administration,

If the goal is to remove the blocking patent,

and mechanism of action. New antibody

IPR may be a good option where prior art

formats, including chimerized and humanized

patents and printed publications are the most

antibodies, antigen binding fragments

promising grounds of an invalidity attack.

(Fab), single chain variable fragments (scFv),
receptor-Fc fusion peptides and antibody

CONCLUSION

mimetics, can also be protected by additional

The high cost associated with developing and

patent applications to extend patent term.11

commercializing therapeutic mAbs requires
a sound IP strategy. Patent protection for a

1.

new antibody biologic is often sought early
in the research and development process.

2.

The extensive regulatory review can lead to
significant loss of patent term by the time the
new biologic reaches market. Other followup protection methods should be considered
20

to prolong protection beyond the original
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patents covering the biologic. Second or higher
generation antibodies, including antibodies
with novel indication, improved efficacy,
reduced toxicity and increased half-life,
should be protected. Clinical applications can
be filed, including disease specific, route of
administration, dosage regime, pharmacologic
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PATENTING INTERNET OF THINGS (IoT) AND
INDUSTRIAL IoT INVENTIONS AFTER ALICE
• Framing an IoT invention in a technological
problem-solution construct can be
persuasive for patent eligibility.
Patenting IoT inventions requires strategic
BY ASEET PATEL, AZUKA C. DIKE AND
JARED W. RADKIEWICZ

planning because IoT inventions involve

Sometimes referenced as “ubiquitous

to form an IoT ecosystem — e.g., edge

computing” or “pervasive computing,”

nodes with sensors, network infrastructure,

the Internet of Things (IoT) encompasses

protocols in the connectivity layer,

innovations involving objects with

data servers, and security. And, the

sensors connected to a data network.1 A

IoT landscape spans diverse verticals

company selling products or using processes

(i.e., applications) and horizontals (i.e.,

incorporating IoT must strategize both

platforms), including sensor manufacturers,

offensively and defensively. This article

network infrastructure companies, and

focuses on strategies companies can use to

“Big Data” analytics companies.3

the uncertainty in the current legal landscape,
to protect against copycat competitors
and maintain their competitive edge.

21

Industrial IoT (iIoT) solutions have reaped
large dividends for the manufacturing sector —
manufacturers that embraced smart factories
in 2014 saw an average 28.5 percent increase

In particular, patenting IoT technologies

in revenues that year.4 Meanwhile, human

has become more challenging after the U.S.

IoT products, e.g., wearable fitness trackers,

Supreme Court’s decision in Alice Corp. v. CLS

smart home devices, and autonomous cars,

Bank International. Some takeaway points for

have transformed traditional consumer goods

companies wishing to build their IoT patent

companies. Patent offices worldwide have

portfolios in the wake of Alice include:

observed an uptick in patent filings for IoT

2

• Industrial IoT (iIoT) inventions were eligible
for patenting well before Alice and will
continue to be found patent-eligible when
the invention is appropriately claimed.
• A new arrangement or combination of old

and iIoT technologies.5 Even more so than the
smartphone revolution, the IoT revolution
pervades a myriad of industries and companies,
transforming their business models.6

THE ALICE TWO-PART TEST

sensors claiming a technological solution

A bedrock principle of patent law is that

to an old, long-standing problem can be

“[l]aws of nature, natural phenomena,

patent-eligible.

and abstract ideas are not patentable.” See
Alice Corp. v. CLS Bank Int’l, 134 S.Ct. 2347,

MORE
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build their IoT patent portfolios, in spite of

multiple layers of technology converging

[INTERNET OF THINGS, FROM PAGE 21]

(2014) citing Myriad, 133 S.Ct., at 2116. The

were directed to an improvement of the

U.S. Supreme Court’s 2014 decision in Alice

existing technological process of curing

laid out a two-part test for determining if

rubber. The Diehr Court reiterated that

an invention is patent-ineligible for being

processes involving transformation of an

directed to an abstract idea. The first step in

article into a different state or thing are

the Alice analysis is to determine if the claims

patent-eligible under 35 U.S.C. § 101.

are “directed to” an abstract idea. If claims
are not directed to an abstract idea, they are
patent-eligible. But not all patents with claims
“directed to” abstract ideas are ineligible. The
second test of the Alice analysis looks to what
else is recited in the claims “to determine
whether the additional elements transform
the nature of the claim into a patent-eligible
application.” Alice at 2355 citing Mayo (internal
quotes omitted). Alice limits the spectrum
of IoT inventions that are patent-eligible.
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INDUSTRIAL IoT — REVISITING
DIAMOND V. DIEHR

The problem to be solved was that, at the
time the invention was made, there was no
disclosed method of obtaining an accurate
measure of the temperature inside the press
without opening the press.10 This process of
constantly measuring the temperature inside
the closed mold using a thermocouple sensor,
feeding this information to a computer for
repeated recalculation of cure time, and
signaling by the computer to open the mold
press, at the appropriate time, was previously
unknown in the art.11 The patent claims
recited these process steps with specificity.

Nearly 40 years before Alice, the U.S. Supreme

Although the inventions in Diehr and Parker v.

Court in Diamond v. Diehr held that an

Flook — an earlier U.S. Supreme Court decision

industrial process for molding raw synthetic

— involved similar types of inventions at their

rubber into cured precision products was

core, in that the process claims of both patents

patent eligible.7 By constantly measuring

expressly recite a mathematical formula used

the temperature inside the closed molding

to continuously calculate a value, the Court

machine with a thermocouple sensor, the

noted that the subject matter recited in the

patented process opened the mold press

two claims was strikingly different. In Flook,

at the optimal time using the well-known

the method caused a number (i.e., the “alarm

Arrhenius equation. While a mathematical

limit”) to be continuously updated based on an

formula, such as the Arrhenius equation, is

equation, but did not purport to explain how

an abstract idea ineligible for patenting, the

the variables for the equation were determined;

Diehr invention was patent-eligible because

nor did it purport “to contain any disclosure

it “implements or applies that formula in a

relating to the chemical processes at work, the

structure or process which, when considered

monitoring of process variables, or the means

as a whole, is performing a function which

of setting off the alarm or adjusting an alarm

that patent laws are designed to protect.”9

system.”12 By contrast, in Diehr, the inclusion

The Court reasoned that the claims in Diehr

of acts of continually measuring internal

8

temperature and continually recalculating

electronic flight bags in the cockpit to air

the cure time in the claim, as well as the

traffic control to maintenance equipment.

transformation of raw rubber into cured
rubber, seems to have provided the “something
more” to hold the claim patent-eligible.

One recent court decision offers insight
into patent-eligible cockpit technology.14
The patent at issue in Thales Visionix Inc. v.

Even though Diamond v. Diehr predates Alice

United States is directed broadly to a helmet-

by more than three decades, it provides

mounted display system (HMDS) used by

useful guideposts in navigating the IoT

F-35 fighter pilots.15 The claims were drawn

ecosystem and serves as a primary example

to a method and system for using two inertial

of a computer-based invention that is patent-

sensors arranged in a specific way — one

eligible. The closer to Diehr that a patent

mounted on a helmet, the other mounted on

applicant can recite the IoT invention and

an airplane — to determine the orientation

narrowly tailor claim features that provide a

of the helmet relative to a moving airplane.16

practical application for the invention, the

Taking into account that HDMSs are subject

higher likelihood of success in obtaining

to drift, in which small measurement errors

the patent and withstanding America

accumulate into larger errors when estimating

Invents Act post-grant eligibility challenges.

an object’s position, the claimed invention

Ultimately, appropriately drafting claims

uses a computer running mathematical

and describing the invention in a patent

equations to periodically calculate the relative

application may increase your IoT invention’s

orientation of the helmet. The patent does not

chances of being found patent-eligible.

claim an improvement to a computer or a new

23

CONNECTED AVIATION — iIoT IN THE
AVIATION INDUSTRY
In addition to the manufacturing industry,
the iIoT is revolutionizing the aviation
industry. Companies like Gogo, Inc., and
Boeing, which introduced the Connexion
framework in the early 2000s, are driving
the “Connected Aviation” movement.13 The
aviation iIoT is digitizing everything from

sensor technology, but makes use of generic
inertial sensors and computing platforms.
The Court of Appeals for the Federal
Circuit found the claims to be “nearly
indistinguishable” from those in Diehr for
purposes of patent eligibility. The Court
drew a direct analogy to the Diehr case in
focusing on the overall configuration of parts
that operate together to achieve a particular

MORE
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Even though Diamond v. Diehr predates Alice by more than
three decades, it provides useful guideposts in navigating
the IoT ecosystem and serves as a primary example of a
computer-based invention that is patent-eligible.

[INTERNET OF THINGS, FROM PAGE 23]

goal, whether it is curing rubber or tracking
a helmet mounted display.

17

In particular,

over IoT.21 A review of courts’ reasoning in

in Visionix utilize mathematical equations

these patent suits offers some guidance for

to determine the orientation of the helmet,

companies seeking to patent in the IoT space.

position and orientation information” while
being dictated by the placement of the inertial
sensor and application of laws of physics.18
The Visionix claims “result in a system that
reduces errors in an inertial system that
tracks an objection on a moving platform.”19
Moreover, the Court noted that the claimed
method “eliminates many complications”
of prior art solutions, and that the claimed
invention is “unconventional” and “may seem
somewhat strange” to those within the field.20
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have been embroiled in patent litigations

the Court found that although the claims

“[these] equations…serve only to tabulate the

24

Samsung, Cisco, Intel, Alarm.com, and others

The FitBit v. Jawbone lawsuit involves FitBit’s
patent on its wearable fitness wristband.22
FitBit’s patent described a computer server
in the cloud maintaining a list of eligible
wearable devices for a user and allows the
user’s smartphone to automatically pair with
those bands in the server’s list. It effortlessly
enables the pairing with just a tap on the
band. In the Fitbit lawsuit, the judge, sitting
in the U.S. District Court for the Northern
District of California, ruled on a motion on

In addition to iIoT inventions, consumer facing IoT
inventions are also abundant. So much so that companies
like FitBit, Jawbone, Samsung, Cisco, Intel, Alarm.com, and
others have been embroiled in patent litigations over IoT.
Visionix suggests that drafting a specification

the pleadings that FitBit’s patent appeared

and claims directed to a non-conventional,

to be patent-eligible under Alice. The judge’s

specific arrangement of sensors, even if

reasoning provides a useful takeaway for

the sensors themselves are well known,

companies patenting human IoT inventions

may still provide grounds for patent

— specifically IoT wearables with a small

eligibility. Therefore, even if the inventive

form factor. The court reasoned that despite

concept or technological solution being

the claims likely being directed to an abstract

claimed relies upon conventional sensors,

idea, they recited significantly more than an

a patenting strategy that follows the

abstract idea under step-two of the Alice test.

lessons from Visionix may help to address

Specifically, the court reasoned that, first,

patent-eligibility concerns under Alice.

wearables, like the FitBit’s wristband, have a
small form factor that cannot accommodate

CONSUMER GOODS IoT

a traditional keyboard or buttons. Fitbit’s

In addition to iIoT inventions, consumer

tapping method to complete user validation

facing IoT inventions are also abundant. So

without a keyboard is an inventive concept; it

much so that companies like FitBit, Jawbone,

improves device pairing for wearables — which

is a real-world problem. Second, injecting a

follow the formula of software combined with

server into a traditional interaction between

sensors that interact with the physical world

just a wearable and client device provided an

in some way. These two elements applied in a

inventive concept to the traditional pairing

specific way to solve a particular problem may

steps. At any rate, these reasons were sufficient

be sufficient to be achieve patent eligibility.

to persuade the court to not grant the motion

Finally, with consumer-facing IoT inventions,

on the pleadings and continue forward

consider if the small form factor of the product

with the case. A takeaway for companies

or the specific network infrastructure required

seeking to patent IoT inventions directed

for the invention may provide opportunities

to consumer wearables is that improving

to showcase patent eligibility. Although

the human interface for consumer IoT

there is no panacea for overcoming Alice,

inventions, perhaps because of the apparent

these lessons tailored for IoT/iIoT may give

real-world application, seems to be persuasive

inventors a leg up in obtaining a patent.

in overcoming Alice. Second, the interaction
of multiple nodes in an IoT ecosystem seems

1.

to be another common theme. In FitBit, the
server played an integral function in the
tapping interaction between the various
devices. Overall, just like the court in Visionix

2.
3.

4.

patent to be persuasive, it seems that FitBit’s
patent told a story about a real-world problem
that it solved and likely helped the Court
in finding the patent to be patent-eligible.

CONCLUSION
IoT and iIoT patents are able to overcome
the Alice hurdle by relying on lessons learned
from IoT litigations and court opinions. Alice

5.

6.

problem addressed and solution achieved by
the claimed invention. Successful drafters will
include details about the total technological
solution to the problem domain, including
elements that are otherwise in the prior art.
Second, the examples in Diehr and Visionix
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10.

11.
12.
13.

of IoT inventions that include software and
through the specification that outlines the
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does not necessarily preclude patentability
algorithms. First, try to tell a compelling story
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found the problem-solution story in the
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Connect with the Internet of Things, MIT Technology Review,
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Intellectual Property Alert:
Did the Supreme Court Bless Claims to Methods of Treating?
By Sarah A. Kagan
December 21, 2017 — At the U.S. Court of Appeals for the Federal Circuit oral argument in Vanda
Pharmaceuticals Inc. v. West-Ward Pharmaceuticals (Case Nos. 16-2707 and 16-2708) on Dec. 5,
Judge Lourie challenged each side to defend its position on the subject-matter eligibility of the
claims in U.S. Patent 8,586,610. The claims relate to a method for personalized dosing of
schizophrenia drug iloperidone (FANAPT®), employing both a diagnostic step and a treatment
step. The court probed whether such hybrid claims are subject-matter eligible.
The trial court had found the ’610 claims patent eligible, applying the two-part test from Mayo
Collaborative Services v. Prometheus Laboratories, Inc., 566 U.S. 66 (2012). In step 1 of the
analysis, it found a law of nature. In step 2 of the analysis, however, the trial court found that the
claims contained elements that were not routine or conventional. The trial court defined the law of
nature as the relationship between iloperidone, CYP2D6 metabolism, and QTc prolongation. The
court found the process of using the genetic test for CYP2D6 metabolism to inform the iloperidone
dosage adjustment to be the additional, non-conventional elements.
Vanda’s representative claim 1 bears some striking similarities to the Prometheus patent claim 1 at
issue in the Mayo case itself, as shown below. Both involve determining drug metabolism of a
patient so that the dosage administered can be adjusted for that patient.
Mayo v. Prometheus –
Prometheus’ U.S. 6,680,302
1. A method for treating a patient with iloperidone,
1. A method of optimizing
wherein the patient is suffering from schizophrenia, the therapeutic efficacy for treatment
method comprising the steps of:
of an immune-mediated
gastrointestinal disorder,
comprising:
determining whether the patient is a CYP2D6 poor
(a) administering a drug
metabolizer by:
providing 6-thioguanine to a
subject having said immuneobtaining or having obtained a biological sample from mediated gastrointestinal
the patient; and performing or having performed a
disorder; and
genotyping assay on the biological sample to determine (b) determining a level of 6if the patient has a CYP2D6 poor metabolizer
thioguanine or 6-methylgenotype; and
mercaptopurine in said subject
having said immune-mediated
gastrointestinal disorder,
U.S. 8,586,610
A

B

C

D

E

if the patient has a CYP2D6 poor metabolizer
genotype, then internally administering iloperidone to
the patient in an amount of 12 mg/day or less, and
if the patient does not have a CYP2D6 poor
metabolizer genotype, then internally administering
iloperidone to the patient in an amount that is greater
than 12 mg/day, up to 24 mg/day,
wherein a risk of QTc prolongation for a patient having
a CYP2D6 poor metabolizer genotype is lower
following the internal administration of 12 mg/day or
less than it would be if the iloperidone were
administered in an amount of greater than 12 mg/day,
up to 24 mg/day.

wherein a level of 6-thioguanine
less than about 230 pmol per 8 x
108 red blood cells indicates a
need to increase the amount of
said drug subsequently
administered to said subject and
wherein a level of 6-thioguanine
greater than about 400 pmol per
8 x 108 red blood cells or a level
of 6-methyl-mercaptopurine
greater than about 7000 pmol per
8 x 108 red blood cells indicates a
need to decrease the amount of
said drug subsequently
administered to said subject.

The last clause in each claim (located in row E) sets out the natural law. The evaluation of each
patient is set out in row B. In the Prometheus claim, the amount of drug or metabolite is measured
after the drug is administered to the patient. In the Vanda ’610 patent, a genotype of the patient is
determined, which is associated with poor metabolism. The claims substantially differ from each
other in rows C and D, in which the Vanda ’610 claim has a method of treating (administering a
specific dosage of drug). In contrast, the Prometheus claim has no post-evaluation treatment step.
Even though the Supreme Court in Mayo found the Prometheus claim subject-matter ineligible,
Judge Lourie at the Vanda v. West-Ward hearing referred to the Mayo decision as having
“exempted” methods of treatment (from subject-matter ineligibility invalidity). This is an
interesting interpretation of Mayo, as the Supreme Court specifically found that the administration
of drug of step (a) (row B, above) did not make the claim subject-matter eligible.1 The Mayo court
held that each claim “recites an ‘administering’ step, a ‘determining’ step, and a ‘wherein’ step.
These additional steps are not themselves natural laws but neither are they sufficient to transform
the nature of the claim.” Judge Lourie may be relying for his exemption on the following statement
in Mayo: “Unlike, say, a typical patent on a new drug or a new way of using an existing drug, the
patent claims do not confine their reach to particular applications of those laws.”
West-Ward, the patent challenger, told the court that Vanda’s claims were just like the claims at
issue in Mayo. Both Judge Hughes and Judge Prost seemed to find that assertion surprising. Judge
Hughes asked, “How can you make that statement so broadly? We have dozens of cases that permit
treatment.” Judge Prost countered West-Ward’s assertion of similarity between the Prometheus

1

The Court discounted Prometheus’ administration step (a) as merely defining the population to treat.

claims at issue in Mayo and Vanda’s ’610 claims saying, “Mayo didn’t have any specificity as to
what the method of treatment was….it didn’t go to the dosing.”
Vanda latched onto Judge Lourie’s statement and reiterated without explanation that Mayo exempts
method-of-treatment claims. It also advanced its own novel theory for subject-matter eligibility of
its claims based on the presence of not one, but three separate laws of nature. It urged that this made
it “fail” the Mayo step 1 analysis (i.e., not directed to a law of nature).2 Vanda did not explain how
three natural laws would extricate a claim from the Mayo step 1 analysis.
When Judge Prost asked Vanda what beyond the law of nature was not routine (i.e., Mayo step 2),
Vanda indicated that the change in dosing of iloperidone was not routine for modulating risk of QTc
prolongation. Was Vanda referring to the element in row E above, which aligns with Prometheus’
law of nature? If so, then Vanda may have pointed to the same element as both a law of nature
(Mayo step 1) and “significantly more” than the law of nature (Mayo step 2). Vanda may have been
referring to the steps in rows C and D. These are the treating steps, which the judges seemed to find
significant. These steps also do not have direct analogues in the Prometheus claim. Alternatively,
the law of nature in Vanda’s claim may be the diagnostic step itself (row B).
The panel of judges entered the oral hearing predisposed to see the Vanda claims as directed to a
method of treatment. Vanda pushed the subject-matter eligibility doctrine in more exotic directions,
trying to have its claims clear both steps 1 and 2 of the Mayo test.
This court may ultimately not decide the subject-matter-eligibility question because the panel of
judges at the oral hearing also questioned whether the court had jurisdiction over the appeal. WestWard characterized the appeal as relating to 35 U.S.C. §271(b) inducement to infringe, but it has
not yet marketed or obtained approval of its product. Vanda maintains that the suit relates to 35
U.S.C. §271(e)(2) and West-Ward’s filing of an Abbreviated New Drug Application listing the ’610
patent with the U.S. Food and Drug Administration. Neither party argued that the appellate court
did not have jurisdiction, but the court can raise the issue on its own. If the court finds that it does
not have jurisdiction over the appeal, it will not reach the subject-matter eligibility issue. If the court
finds that it does have jurisdiction, we may learn more of the court’s view of permissible subject
matter in the personalized medicine context.
Click here to listen to the arguments in Vanda Pharmaceuticals Inc. v. West-Ward Pharmaceuticals.
To subscribe or unsubscribe to this Intellectual Property Advisory,
please send a message to Chris Hummel at chummel@bannerwitcoff.com.
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Note that the court and the parties referred interchangeably to “passing” the steps of the Mayo analysis [to yield patent eligible
subject matter] and “failing” the steps of the Mayo analysis [to identify patent ineligible subject matter].
2

Please note there may have been further developments in this case after this article was published.

POST‐ISSUANCE
PROCEEDINGS

How Many Words Do You Have to
Challenge Each Patent Claim in IPR?
Charles W. Shifley

Banner & Witcoff PTAB Highlights
January 4, 2017

How Many Words Do You Have to Challenge Each
Patent Claim in IPR?
By Charles W. Shifley
January 4, 2017 — As almost everyone involved in patent practice knows, inter partes reviews
(IPRs) are the new way to challenge patents. An IPR petition at the Patent Trial and Appeal
Board, if the Board takes the matter up for trial, has a 71 percent statistical chance of killing the
challenged patent. But when you start to write one of these petitions, how many words do you
have per claim for your challenge? The answer is: not too many. Conceivably, you have as few
or fewer than two paragraphs made up of eight sentences available per limitation of the
challenged claims. To do what you need to do, you need to sharpen your use of words.
First, of course, by law or rule, there is no single answer to the number of words per claim.
Petitions may in total have 14,000 words, excepting portions like the table of contents, table of
authorities, mandatory notices, exhibit lists, and certificates of service and word counts. More
length is possible, by motion. Assume you don’t qualify. You might assume that with a typical
patent of 20 claims, 14,000 words gives you 14,000 divided by 20, which equals 700 words per
claim. Assuming 10 word sentences, that’s 70 sentences. Assuming five-sentence paragraphs,
that’s 14 paragraphs, per claim. That’s generous.
But step back. First, type a cover page for your petition — 75 words. Second, write an
introduction — 25 words. Third, write of your compliance with the requirements for a petition,
i.e., your payment of fees, your certification the patent is available for review, and that you are
not barred or estopped — 100 words. Fourth, write a top-level identification of your challenge,
listing the grounds, the associated statutory sections, and the prior art — 100 words. Fifth, write
your positions on claim construction, and assume you write little — 200 words. Sixth, write a
summary of your argument — 350 words. Seventh, write a section explaining the challenged
patent and its prosecution history — 1,200 words. Eighth, write an overview of the prior art,
assuming several references — 1,000 words. Ninth, write a stand-alone section on motivation to

combine, assuming yours is an obviousness challenge — 400 words. Finally, write a short
conclusion — 50 words. The total of these writings is 3,500 words.
The remainder of your 14,000 words after you write 3,500 words as above is 10,500 words.
Divided by 20 claims in our example, this is 525 words per claim. This is also, with 10-word
sentences, 52 or 53 sentences, and with five-sentence paragraphs, 10 or 11 paragraphs. This is
still not too bad.
But go further. Assume it takes 50 words just to list the limitations of each claim in headings and
otherwise. Assume also that you include citations to the prior art for each sentence you state
about the prior art, i.e., you will state the exhibit number for each item of art, and column and
line references. Assume these citations take 50 words per claim. With 20 claims, you have
consumed another 2,000 words for these basics. Redoing the math, you have not 70 sentences
and 14 paragraphs per claim, not 52 or 53 sentences and 10 or 11 paragraphs per claim. You
have 42 or 43 sentences, and eight or nine paragraphs per claim.
This is still a reasonable amount per claim, perhaps. But assume you must write about three
independent claims, each with five limitations, and about the 17 dependent claims, each with two
limitations on average. That means you have to write about 49 limitations in total.
Adjusting the computation, you have about 174 words per limitation, i.e., 17 or 18 sentences in
three or four paragraphs per limitation. You should write about 85 to 90 sentences and 17 or 18
paragraphs for each of the independent claims, and about 34 or 36 sentences and about seven
paragraphs per dependent claim.
But life is cruel. Assume not 20 claims, but 25 or 30, or more. Assume another independent
claim with each increase. Work the average per limitation. Here in a table is the cruel math:
Number of claims
Available sentences
for independent
claims
Available paragraphs
for independent
claims
Available sentences
for dependent claims
Available paragraphs
for dependent claims

25
66-67
13 per limitation

30
56-67
11 per limitation

40
42
8 per limitation

13
3 per limitation

11
2 per

8
Under 2 per

26-27

22-23

17

5

5

3

The pinch is on now. For a patent with, for example, 30 claims, you have two paragraphs with a
total of 11 sentences available per limitation of all independent and dependent claims. For a
patent with 40 claims, you have under two paragraphs and eight sentences for each limitation.
The math can also get much worse, as it is certainly possible to pose hypothetical independent
claims of more than five limitations and dependent claims of more than two limitations.

Did you notice that this assumes to this point one ground of challenge per claim? Assume you
have three grounds for all the claims. The cruel math is now killer math. Divide all the above by
three. For the patent with 30 claims, you now have the same-as-above two paragraphs with 11
sentences available per claim limitation spread across three grounds, meaning less than one
paragraph and less than four sentences per claim limitation per ground.
For a patent that is more complex and deserves more explanation in all parts of a petition, or one
with complex claiming, like multiple dependent claims, or worse, has both complex technology
and claims, how do you fit in all that you need and state all positions for all limitations of all
claims in the available length? Here are some answers by way of tips:
1. Be spare. Be uncompromisingly spare.
2. Group claims. If the challenged patent has dependent claims that repeat for independent
claims, group the dependent claims. For example, if claims 2-10 are repeated as claims
12-20 except for new dependency on claim 11, not claim 1, group the dependent claims
in pairs, 2 & 12, 3 & 13, etc. in your treatment of them.
3. Consider a claim listing, an appendix.
a. If you use a claim listing and file it as an exhibit, see IPR2017-00122 for an
example, you can abbreviate headings by referring to claim limitations by
reference numbers, such as “1a, 1b,” etc.
b. The words of the claim listing do not count toward the word count of 14,000. See
37 C.F.R. 42.24(a)(1)(“word count … not … claim listing.”)
c. Of course, be careful that you don’t make your petition hard to follow and thereby
unpersuasive.
4. Trim citations to the evidence to their essence.
a. Don’t cite, for example, in the form “See Exhibit 1, Mellons U.S. Patent No.
1,234,567 at column 1, lines 1 through 12.” That’s 15 words toward the word
count every time you use something like this.
b. Cite, for example, in the form “Ex. 1001 1:13.” That’s three words, saving 12
words per citation. (Or note that “Ex-1001-1:13” is one.)
5. “POSA” or “POSITA” are one-word substitutes for the eight-word “person of ordinary
skill in the relevant art.”
6. Do the same kinds of trimming with as many parts of your work as possible.
a. You don’t need to repeat, for example, “ground engaging tool” or “peripheral
component interconnect specification” all the time.
b. You can say “tool” or “GET,” or “specification” or “PCIS” after you use the
longer terms.
c. Why must you have prepositional phrases like “the end of the point on the
member”? Say “the member’s point end.”
7. In extremis, split your petition.

a. Split it into two or more petitions. See, e.g., IPR2016-01840, -01841 (Apple
petitions).
b. If you split it so you challenge half the claims in one petition, and half in the
other, you are not filing the second petition on grounds that are cumulative of
those of your first petition, you are filing independent challenges to different sets
of claims.
In sum, be careful when you start writing IPR petitions to stay within word limits. Use several
available techniques to get within limits.
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You Lost the IPR You Started. You Get an Appeal,
Right? No, Maybe Not
By Charles W. Shifley
January 27, 2017 – Inter partes reviews (IPRs) are the new way to challenge patents. An IPR
petition, if the Patent Trial and Appeal Board (PTAB) takes the petition up for trial, has an
approximate 70 percent statistical chance of killing the challenged patent. Still, you can lose.
Thirty percent of petitions lose, where at least one patent claim survives. You get an appeal and
maybe another chance, right?
No, maybe not. Before moving to the point, assume first that you do get an appeal. The appeal is
to the U.S. Court of Appeals for the Federal Circuit. As part of knowing about IPRs, Banner &
Witcoff IPR lawyer Bob Resis has generated a fund of knowledge on how these appeals have
been handled. There have been 116 Federal Circuit IPR decisions (some are combined appeals),
through September 30, 2016. The statistics for success on appeal are not good, and instead, are
very bad. In 66 decisions, the Federal Circuit affirmed the PTAB IPR decision, whatever it was,
without even writing an opinion on the appeal. This is called “Rule 36 affirmance.” That’s more
than half of appeals, about 57 percent, that have been considered by the Court to be so lacking in
merit as to be unworthy of its time and resources to write up its decisions. Now add more. There
have been another 24 affirmances with opinions. That’s almost 80 percent of appeals from PTAB
IPR decisions getting affirmed.
But get this — you may not even get an appeal. One company, Phigenix, did not even get an
appeal, in Phigenix, Inc. v. Immunogen, Inc. Appeal No. 2016-1544 slip op. (Fed. Cir. January 9,
2017). There, the subject was a patent on cancer treatments. Phigenix did not make any products,

and relative to being anything more than a non-practicing entity, an NPE, it said it “has
developed, and is developing, an extensive intellectual property portfolio.” Id. at 3. It asserted it
filed an IPR petition on the Immunogen patent because the patent “encumbered” its “licensing
efforts” while Immunogen “receives millions of dollars in licensing revenues.” Slip op. at 9.
It lost at the PTAB. It appealed. And that went very poorly. Immunogen tried to preempt the
appeal with a motion to dismiss. The motion claimed that Phigenix lacked “Article III standing,”
the necessary prerequisite for someone to bring a case in federal court. Specifically, Immunogen
said Phigenix lacked any injury for which it was seeking a remedy.
Such motions routinely get deferred to being addressed in the appeal briefs, and this one did.
That was good for Phigenix for a while, but it was a small victory. The patent owner repeated its
lack of standing argument in its appeal brief. The Court then took up only standing in its opinion.
Standing, the Court stated, required the party claiming standing to prove (1) an injury “in fact,”
(2) fairly traceable to the challenged conduct of the appellee, (3) that is likely to be redressed by
a favorable judicial decision. Id. at 4. It concluded that Phigenix did not have an injury.
How did Phigenix get a decision out of the PTAB? “Article III standing is not necessarily a
requirement to appear before an administrative agency,” said the Court, quoting from its own
earlier case. Id. at 5. But then why not an injury for appeal, its loss at the PTAB? Because, said
the Court, “an appellant must nevertheless supply the requisite proof of an injury in fact when it
seeks review of an agency’s final action in federal court,” citing a Supreme Court decision. Id.
And, further, Phigenix did “not contend that it faces a risk of infringing, … that it is an actual or
prospective licensee of the patent, or that it otherwise plans to take any action that would
implicate the patent.” Id. at 9.
So then how do you assure you have standing to get an appeal, however poor your chances in it,
from a PTAB decision against you? The answer in most IPRs is that you are in the IPR because
you were sued. Eighty percent of IPRs are filed by those sued for patent infringement. You face
“a risk of infringing.” For the rest, as part of getting your IPR in good shape to win, you should
assure you can “contend [and prove] that [you] face[] a risk of infringing, … that [you are] an
actual or prospective licensee of the patent, or that [you] otherwise plan[] to take any action that
would implicate the patent.” If you simply want to clear out a field that has some problem
patents, before you might enter it in some distant future, or have lesser motives such as shorting
a company stock while you kill the company patents on a blockbuster drug, or wreaking revenge
on a company that killed some of your patents in IPR, think again about what you’re doing.
Work up your standing.
The decision comes at an interesting time. The President of the United States was sued by
“CREW,” Citizens for Responsibility and Ethics, alleging he breached a constitutional clause

against gifts from foreign powers. The allegation of CREW is that it has standing because it has
had to divert resources that it would otherwise use for its mission, to bring the case. It relies on a
Supreme Court case, Havens Realty Corp. v. Coleman, where a housing rights group had
standing on its theory that a company it alleged to be discriminating in housing had frustrated its
mission of assisting equal access in housing through counseling. Havens Realty had standing, but
Phigenix, whose “mission” of licensing was also “frustrated,” did not.
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Supreme Court Confirms Broadest Reasonable
Interpretation Allowed in Inter Partes Review and
Limits Review of Institution Decisions
By Robert H. Resis and Benjamin Koopferstock
Robert H. Resis is a principal shareholder at Banner & Witcoff, Ltd., in Chicago, Illinois. He has a broad
range of experience in intellectual property including patent litigation, patent procurement and
portfolio management, post issuance proceedings in the Patent Office, and freedom to practice
opinions.
Benjamin M. Koopferstock is an associate at Banner & Witcoff in Washington, D.C. He focuses on
patent prosecution.

On June 20, 2016, the Supreme Court decided Cuozzo Speed Technologies, LLC v. Lee.1 The case stems
from an inter partes review (IPR) proceeding in front of the Patent Trial and Appeal Board (PTAB). The
decision,2 which was the first IPR decision on the merits, invalidated several claims of a patent owned
by Cuozzo, which then appealed the decision to the Court of Appeals for the Federal Circuit, and following the Federal Circuit affirmance decision,3 to the Supreme Court. A majority of the Court affirmed the
Federal Circuit in an opinion written by Justice Breyer. The Court held that the U.S. Patent and Trademark Office (USPTO) has rulemaking authority to adopt a standard for claim interpretation in IPR proceedings. The Court also held that the USPTO’s adoption of the broadest reasonable interpretation
(BRI) standard for IPR proceedings is a reasonable exercise of the rulemaking authority that Congress
delegated to the USPTO. The Court further held that the institution decision in the Cuozzo IPR was not
reviewable. Justices Alito and Sotomayor concurred in part and dissented in part, and Justice Thomas
filed a concurring opinion. This article explores the Cuozzo decision and its impact on future IPRs and
district court infringement actions.
What Is IPR?
Congress created IPR proceedings,4 with the passage of the America Invents Act (AIA), to allow third
parties to challenge the validity of issued patents based on prior art patents and printed publications.
Starting on September 16, 2012, IPR proceedings superseded inter partes reexamination proceedings. 5
An IPR differs from an inter partes reexamination proceeding in four principal ways: (1) a three-judge
panel of the PTAB presides over an IPR, whereas a patent examiner handled an inter partes reexamination; (2) discovery, including depositions of declarant experts, is permitted in an IPR, but was not permitted in inter partes reexamination; (3) an IPR has statutory deadlines, including a final written
decision by the PTAB within 12 months of its decision to institute trial on an IPR petition, whereas there
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were no similar statutory deadlines in inter partes reexamination, which could take years to conclude;
and (4) the PTAB rarely grants a motion to amend claims in an IPR, whereas a patent owner could readily amend and add claims in inter partes reexamination.
In most but not all cases, IPR proceedings are instituted by an accused patent infringer in response to
litigation. The accused infringer can challenge the asserted patent in IPR proceedings, which are “a
quicker and cheaper substitute for litigation.”6 Frequently, district courts grant accused infringers’
motions to stay litigation pending IPR proceedings. Over the past few years, the PTAB has invalidated a
large percentage of claims that have been reviewed, and thus IPR has become a very popular avenue for
accused infringers.
One possible reason that the PTAB is invalidating such a large percentage of claims reviewed in IPR is
that the PTAB uses a different standard than the district courts when construing claims. 7 In an IPR, the
PTAB uses the BRI standard, which is the standard used by the USPTO during examination of a patent.
District courts, when construing claims in litigation, use the standard set out by the Federal Circuit in
Phillips, which is known as the plain and ordinary meaning standard.8 The International Trade Commission (ITC) also uses the Phillips standard when construing claims.9
What Was at Issue?
Cuozzo presented two issues to the Supreme Court: (1) whether the BRI standard should be used in IPR
proceedings; and (2) whether the PTAB’s decision to institute an IPR is barred from appeal, or whether
it should be subject to appellate review. The Court agreed unanimously that the USPTO could use BRI
as the standard in IPR proceedings. In regard to the second question, a majority of the justices agreed
that the PTAB’s decision to institute IPR in this case was not reviewable on appeal. Justices Alito and
Sotomayor dissented in regard to whether the institution decision was reviewable, arguing that the
institution decision in Cuozzo, although unlikely to be overturned, should be reviewable.
Is IPR a Mini-Litigation or Continued Examination?
The Court examined the USPTO decision to use BRI in IPR proceedings under the framework of
Chevron.10Chevron describes a two-part test for determining whether an agency interpretation of a
statute receives deference.11 The first step of Chevron involves determining whether the intent of Congress is clear, or whether there is an ambiguity to resolve in the statute in question. 12 If there is some
ambiguity, then under the second step of Chevron, the court determines whether the agency’s interpretation is reasonable.13 The Court found that under the first step of the Chevron framework, the AIA
“contains such a gap: No statutory provision unambiguously directs the agency to use one standard or
the other.”14
Cuozzo argued that the intent of Congress was clearly to create an adjudicatory proceeding, different
from the prior reexamination proceedings, and thus there is no ambiguity in the statute because the
only appropriate standard would be the one used by district courts.15 The justices grappled with
whether IPR proceedings are an extension of patent examination or more analogous to litigation. IPR
shares certain aspects with both examination and litigation.
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Like an applicant in an examination or a patent owner in a reexamination of an issued patent, a patent
owner can present claim amendments once an IPR has been instituted. Additionally, unlike litigation,
there is no presumption of validity of the patent in question during IPR, and the party that initiates the
proceeding “need not have a concrete stake in the outcome; indeed, they may lack constitutional standing.”16 Further, the USPTO can continue an IPR even after the parties settle, and the USPTO can, as it
did in this case, defend the PTAB’s decision in a judicial proceeding.
On the other hand, like litigation, IPR is adversarial and generally includes discovery, briefs, and oral
argument in front of the PTAB. Unlike examination, claim amendments are not entered as a matter of
right during IPR, and there is only a limited opportunity to amend. Additionally, an IPR decision “to
cancel a patent normally has the same effect as a district court’s determination of a patent’s invalidity.”17
The Court examined the similarities and differences between IPR and district court litigation, noting
that although there are characteristics “which make these agency proceedings similar to court proceedings, . . . in other significant respects, inter partes review is less like a judicial proceeding and more like
a specialized agency proceeding.”18 Ultimately, the Court found that, because of the differences between
district court litigation and IPR, “the purpose of the proceeding [IPR] is not quite the same as the purpose of district court litigation.”19 Rather, the purpose of IPR is to “reexamine an earlier agency decision.”20 Concluding their examination under the first step of Chevron, the Court stated that “whether
we look at statutory language alone, or that language in context of the statute’s purpose, we find an
express delegation of rulemaking authority.”21
Is BRI Reasonable?
The Court then turned to the second step of Chevron, concluding that “the regulation represents a reasonable exercise of the rulemaking authority that Congress delegated to the [USPTO].”22 Initially, the
Court noted that “construing a patent claim according to its broadest reasonable construction helps to
protect the public,” and that “past practice supports the [USPTO’s] regulation.”23 The Court also
remarked that § 316 of the AIA24 explicitly authorizes the USPTO to “engage in the process of rulemaking.”25
Cuozzo argued that, unlike during examination where applicants can amend claims freely, patent owners have a limited opportunity to amend claims during IPR proceedings, and the USPTO does not frequently allow an amendment to be entered.26 Thus, according to Cuozzo, the use of BRI during IPR is
unfair to the patent holder. The Court dismissed this argument, stating that the limited opportunity to
amend is “not unfair to the patent holder in any obvious way,” and explained that whether the USPTO is
properly treating submitted amendments was not at issue in this appeal.27
Cuozzo also argued that using plain and ordinary meaning during district court litigation but BRI during IPR would lead to inconsistent outcomes. Chief Justice Roberts remarked, during oral argument,
“it’s a very extraordinary animal in legal culture to have two different proceedings addressing the same
question that lead to different results.”28 But, in the opinion, the Court stated that “inter partes review
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imposes a different burden of proof on the challenger” than district court litigation, and that “[t]hese
different evidentiary burdens mean that the possibility of inconsistent results is inherent to Congress’
regulatory design.”29
Further, the Court described how the USPTO uses BRI throughout examination and in most other proceedings. The USPTO argued that its decision to use BRI during IPR proceedings was reasonable and
“precisely the sort of expert judgment that warrants judicial deference.”30 The Court agreed with the
USPTO, stating that “we cannot find unreasonable the [USPTO’s] decision to prefer a degree of inconsistency in the standards used between the courts and the agency, rather than among agency proceedings.”31
Thomas Concurrence
Justice Thomas concurred with the Court’s opinion, and pointed out his belief that the framework created in Chevron should be revisited by the Court. Justice Thomas argued that ambiguity in a statutory
term should not, by default, be considered an implicit delegation of power to an administrative agency.
But, because the AIA “contains an express and clear conferral of authority to the [USPTO] to promulgate rules governing its own proceedings,” here “[t]he Court avoids those constitutional concerns.” 32
Reviewability of Institution Decision
In the petition seeking IPR of Cuozzo’s claims, Garmin argued that claim 17 was invalid based on three
prior art patents. Claims 10 and 14 were also challenged, but based on a different combination of
patents from claim 17. In its institution decision, the PTAB decided to review claims 10, 14, and 17 based
on the three patents asserted against claim 17. Although Garmin had never explicitly challenged claims
10 and 14 using those three patents, the PTAB reasoned that Garmin implicitly challenged claims 10
and 14 under the same basis as the challenge to claim 17.
Cuozzo argued that the institution decision was improper because the AIA requires a petition to set
forth grounds for challenge “with particularity.”33 Because claims 10 and 14 were not explicitly challenged using the three prior art patents, Cuozzo argued that the PTAB institution decision was
improper. Cuozzo further argued that the decision of whether or not to institute an IPR is particularly
important because once an IPR is instituted, the PTAB “invalidates more than four out of every five
patent claims that reach a final decision.”34
Cuozzo, however, faced a statute. In enacting the AIA, Congress limited the reviewability of the PTAB’s
decision to institute an IPR. Section 314 states: “The determination by the Director whether to institute
an inter partes review under this section shall be final and nonappealable.”35 Cuozzo argued that once
a final decision has been rendered, “nothing bars a party from arguing that the [PTAB’s] final decision
must be set aside because the proceeding was instituted in violation of the statutory restrictions.” 36 The
government’s position was that there is no need to relitigate “threshold questions that do not bear on
the proper scope of the patentee’s exclusive rights.”37

Published in Landslide Magazine, Volume 9, Number 3, ©2017 by the American Bar Association. Reproduced with
permission. All rights reserved. This information or any portion thereof may not be copied or disseminated in any form or
by any means or stored in an electronic database or retrieval system without the express written consent of the American
Bar Association.

4

ABA Section of Intellectual Property Law

Landslide Magazine

A majority of the Court agreed with the government, finding that the institution decision in the Cuozzo
IPR was not reviewable. In the opinion, the Court stated that holding the institution decision reviewable
“would undercut one important congressional objective, namely, giving the [USPTO] significant power
to revisit and revise earlier patent grants.”38 The Court considered the institution decision under the
framework of the Administrative Procedure Act (APA).39 The Court held that under the APA only final
agency decisions are reviewable, and that a decision to institute an IPR is “preliminary,” not “final.” 40
After considering § 314 of the AIA, the APA, prior interpretation of similar patent statutes, and Congress’s apparent intent in enacting laws for IPR proceedings, the Court found that each of these factors
“point in favor of precluding review of the [USPTO’s] institution decisions.” 41 The Court limited the
holding, though, to instances “where the grounds for attacking the decision to institute inter partes
review consist of questions that are closely tied to the application and interpretation of statutes related
to the [USPTO’s] decision to initiate inter partes review.”42 The Court did not decide the effects of § 314
“on appeals that implicate constitutional questions.”43 For example, if a petition fails to give sufficient
notice or if the agency acts outside of the statutory limits of the AIA, then the institution decision may
still be reviewable.44 The Court held that in this case, the challenge to the institution decision based on
the argument that Garmin’s petition was not pleaded with particularity was barred by § 314 of the AIA.
Alito Dissent
Justices Alito and Sotomayor dissented from the Court’s holding regarding the reviewability of an IPR
institution decision. The two justices argued that, because of the presumption in favor of judicial review,
§ 314 only bars an appeal from the institution itself, i.e., an interlocutory appeal. Further, they argued
that § 314 states that an institution decision is “not appealable,” but does not state that the decision is
not subject to any review. Thus, Justices Alito and Sotomayor argued that “nonappealable” should be
interpreted to mean “not immediately or independently appealable, but . . . subject to review at a later
point.”45 In their dissent, the two justices argued that review “of institution-related issues in an appeal
from the [USPTO’s] final written decision at the end of the proceeding” should not be barred. 46
Justice Alito’s opinion also discussed the potential consequences on other patent review mechanisms
created by the AIA, such as post-grant review (PGR) and covered business method (CBM) proceedings.
Justice Alito noted that PGR and CBM review, which are in some ways broader than IPR, are subject to
similar institution decision review restrictions as those in § 314.47
Effects of BRI
A few months before the Supreme Court’s Cuozzo decision, the Federal Circuit discussed the effect of
using BRI instead of plain and ordinary meaning while reviewing an IPR claim construction in PPC
Broadband.48 There, the Federal Circuit reviewed a PTAB conclusion that all challenged claims of three
patents were invalid under BRI. The Federal Circuit stated that there was a significant difference
between BRI and Phillips constructions. The court held that, under Phillips, the correct construction of
the term “continuity member” required, as the patent owner argued, “a continuous or consistent connection.”49 The Federal Circuit noted, however, that BRI is applied in IPRs and that the PTAB’s construction was not unreasonable. The court concluded that the PTAB’s construction—“that the continuity
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member need only make contact with the coupler/nut and the post to establish an electrical connection
there,” without requiring consistent or continuous contact—is the broadest reasonable construction. 50
The court expressly stated the difference was outcome determinative:
This case hinges on the claim construction standard applied—a scenario likely to arise with frequency.
And in this case, the claim construction standard is outcome determinative. . . . [C]laim construction in
IPRs is not governed by Phillips. Under Cuozzo, claims are given their broadest reasonable interpretation consistent with the specification, not necessarily the correct construction under the framework laid
out in Phillips.51
On the basis of the BRI construction of the challenged claims, all of which would have survived under a
Phillips construction, the court affirmed the PTAB determination in the IPR that certain claims were
unpatentable.52
Using PTAB Claim Construction in District Court
Although the Court affirmed the BRI standard for claim construction for IPRs at the PTAB in Cuozzo, it
is not yet clear how or whether district courts should consider previously decided PTAB claim constructions when performing their own Markman hearings/claim constructions. As discussed above, district
courts construe claims using the Phillips plain and ordinary meaning standard, which is intended to be
narrower than the PTAB’s BRI standard.
During oral argument, Chief Justice Roberts considered this issue, asking “is the district court free to
disagree with the [US]PTO reading of the patent?”53 Chief Justice Roberts further questioned how having two separate claim construction inquiries would serve to simplify the patent system. In one hypothetical, Chief Justice Roberts indicated that district courts might not be “bound by this broadestpossible reading.”54 Although discussed during oral argument, the Court provided no guidance in
Cuozzo as to how district courts should consider PTAB claim constructions.
District courts that have considered PTAB claim constructions have struggled in deciding whether to
consider the constructions as intrinsic or extrinsic evidence. Intrinsic evidence, such as the patent itself
or prosecution history, is given greater weight when construing claims than extrinsic evidence, such as
dictionaries or treatises.55 Some district courts have deemed PTAB claim constructions under BRI in
IPRs as further intrinsic evidence in support of a claim construction under Phillips.56 Other district
courts have simply decided not to give any weight to PTAB claim constructions. 57 An argument can be
made that when claims are amended in an IPR, the IPR becomes part of the prosecution history, and
that at least the record evidence in that IPR should be considered as intrinsic evidence when construing
claims under Phillips.58
Consideration of Institution Decisions on Appeal
Although the Court barred review of most IPR institution decisions, the Court did not decide whether
institution decisions could be reviewed based on constitutional considerations. Magnum Oil Tools,59 an
appeal from an IPR final written decision that the Federal Circuit decided after the Supreme Court’s
Cuozzo decision, provides an alternative example of how institution decisions may be considered on
appeal. In Magnum Oil Tools, the patent holder, Magnum, argued that the petitioner had not satisfied
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its burden of proof during IPR proceedings, and that “the Board improperly shifted the burden to Magnum to prove nonobviousness.”60 The Federal Circuit agreed that the PTAB had improperly shifted the
burden of persuasion to the patent holder.
In its opinion, the Federal Circuit cited a portion of the PTAB’s institution decision as an “example of
the Board’s improper shifting of the burden to Magnum.”61 After Cuozzo, it would likely have been
improper for the Federal Circuit to review the institution decision itself. But, the Federal Circuit used
the institution decision as evidence that improper burden shifting occurred during the IPR. Magnum
Oil Tools provides a potential avenue for institution decisions to be considered on appeal, despite the
limits put in place by Cuozzo.
Phillips Construction Available in Some IPRs
When a patent expires during IPR, its claims are construed according to the Phillips standard.62 In a
rule change that became effective on May 2, 2016, a Phillips claim construction, i.e., plain and ordinary
meaning, may also be used in IPR for patents that have not yet expired but are near the end of their
term.63 Within 30 days of filing the petition for IPR, either party may request a “district court-type
claim construction” if the patent challenged in the IPR will expire within 18 months of the filing date of
the petition.64
Future Considerations
After Cuozzo, it appears that BRI will remain the standard for claim construction during IPR. But, the
relationship between IPR and district court litigation remains unclear in some respects. More guidance
on this issue can be expected from the Federal Circuit, particularly with regard to how district courts
should consider PTAB claim constructions. The reviewability of institution decisions has certainly been
curtailed following Cuozzo. Barring exceptional circumstances, the PTAB is likely to be fairly insulated
from review of their decisions on whether to institute an IPR.
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Will Broadest Reasonable Interpretation in IPRs Get
“Trumped?” It’s Possible
By Charles W. Shifley
February 3, 2017 — In 2016, the Federal Circuit and the Supreme Court both resolved that the
U.S. Patent and Trademark Office (PTO) Patent Trial and Appeal Board (PTAB) could have the
PTO choice of having “broadest reasonable interpretation” (BRI) of patent claim terms in inter
partes reviews (IPRs). The case at the Supreme Court was Cuozzo Speed Techs., LLC v. Lee, 136
S.Ct. 2131 (2016). But is it possible that BRI in IPRs could get changed as a result of our last
federal elections that brought us the Trump administration and a new Congress? Surprisingly, it’s
possible.
This is not to stay that the President has any noticeable interest in the PTO, PTAB, IPRs, BRI, or
patent law. He has not been heard by this author to campaign on any aspect of American
innovation. But interest in changing governmental regulations has certainly been one of his
subjects.
Backing up to set the scene for the future, Cuozzo involved the PTAB, IPRs, and BRI, but it also
involved our executive branch federal agencies, their regulations, and how agency interpretations
of law are handled in the courts. Agency interpretations of law were implicated in the Cuozzo
case because it was the PTO that chose BRI for IPRs. It chose BRI as part of its regulations.
With all patent law matters that have ever affected PTO practice, once a subject has been brought
into existence by law, the PTO has adopted regulations about how the PTO would handle the
matter. That happened once the “AIA,” i.e., the America Invents Act, brought IPRs into
existence. The PTO adopted regulations. In this case, it did so because the AIA included a

provision that expressly stated that the PTO could issue such regulations, regulations
“establishing and governing” IPRs. See, e.g., Cuozzo at 2136, 2142.
That express grant of rule-making authority, said both the Federal Circuit and Supreme Court,
brought into play a 1984 Supreme Court decision, Chevron U.S.A. Inc. v. Natural Resources
Defense Council, Inc., 467 U.S. 837. The AIA had left a gap, because it did not state whether
patent claim terms should be interpreted by BRI, as done in patent prosecution — the process of
examining and allowing patent applications — or interpreted as done in courts after patents
issue, known as “Phillips” interpretation. In Chevron, the Supreme Court addressed
Environmental Protection Agency (EPA) regulations. In the Reagan era, the regulations had
taken a new tack that let equipment not meet air pollution standards as long as the plant they
were in did not increase its total emissions. The Natural Resources Defense Council, an
environmental protection group, wanted change in the regulation, and sued Chevron. Siding with
the EPA on behalf of looser clean air regulations, the Supreme Court adopted was has become
known as “Chevron deference” for what the EPA did. The courts, a Justice wrote for the Court,
were not experts in the field of the case. While agencies are not directly accountable to the
people, the President is, and the executive branch can make policy choices, in regulations. The
point, the Court stated, was this — note the reference to a gap:
When a challenge to an agency construction of a statutory provision, fairly
conceptualized, really centers on the wisdom of the agency’s policy, rather than whether
it is a reasonable choice within a gap left open by Congress, the challenge must fail. In
such a case, federal judges — who have no constituency — have a duty to respect
legitimate policy choices made by those who do. The responsibilities for assessing the
wisdom of such policy choices and resolving the struggle between competing views of
the public interest are not judicial ones: “Our Constitution vests such responsibilities in
the political branches.” TVA v. Hill, 437 U. S. 153, 195 (1978)
So a “challenge must fail,” said the Court, leading to the concept “Chevron deference.” And
applied to the PTO rule-making for IPRs, in Cuozzo, that same deference required that the
challenge to BRI “must fail,” as it did fail. We have BRI in IPRs.
Of course, in Chevron, the deference was given to a Reagan-era loosening of a regulation. But
since then, and perhaps most in the last eight years, other, and perhaps many, governmental
regulations have been tightened. Required deference to tight regulations is not something the
current administration and Congress want. The President wants regulations cut back, for
example, two taken away for any new one issued. And the new Congress has already started
acting toward eliminating Chevron deference for governmental regulations. The Regulatory
Accountability Act of 2017 passed the House by a vote of 238-183 and includes an antideference provision. The new Congress wants courts to review agency policy choices anew, de

novo, not with deference. That will be interesting, since they want review anew for existing
regulations, but surely don’t want the same for new, looser regulations.
That point of interest aside, de novo review is not what happened in Cuozzo. Chevron deference
is what happened in Cuozzo. So could BRI in IPRs get “Trumped,” i.e., changed because this
administration and Congress pass an anti-Chevron law because they do not want Chevron
deference of existing tight regulations at federal agencies like the EPA? It’s possible. In a new
Cuozzo-like case, with no deference given to the PTO’s choice of BRI, either or both of the
Federal Circuit and/or Supreme Court could decide the matter de novo to a different result. In
fact, Chief Justice Roberts in Cuozzo at oral argument called BRI and IPRs “bizarre.” So for the
future, “watch this space.”
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Amending claims at the PTAB
– a fool’s errand?
Patent owners have found it tough to meet the requirements for
motions to amend claims in PTAB post issuance review proceedings.
Binal J Patel, J Pieter van Es and Kimberly S Devine examine
the eight decisions where such motions have been granted

1

MINUTE
READ

Only eight motions to amend to substitute claims have been successful in
PTAB post issuance review proceedings. The patent owner has the burden to show patentable distinction
over the prior art of record and also
prior art known to the patent owner.
The Federal Circuit has on a few occasions addressed the PTAB’s stringent
requirements for motions to amend.
The appeal court’s impending ruling
in Aqua Products gives hope to
patent owners regarding the burden
of proof but the decision may be
somewhat limited. While all of the
eight PTAB cases in which claims
have been amended involve narrowing claim language, they vary to
some extent in the types of amendments proposed by the patent owner.
Overall, it remains difficult to convince the PTAB to allow claim amendments. Patent owners should follow
the requirements, know the scope of
prior art to be addressed and provide
constructions for new claims terms.
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A

mong the changes brought about by the America
Invents Act (AIA) was the creation of new post-issuance review proceedings – inter partes review
(IPR), post-grant review (PGR) and covered business method review (CBM) – and the expansion
of the Patent Trial and Appeal Board (PTAB) to
administer these proceedings. Since these post-issuance review
proceedings became available in 2012, thousands have been
filed challenging the patentability of issued patent claims.

Commentary has noted the relatively high success rate of challenges to patents in these post issuance review proceedings. The
patent owner is not without its options. One such option is
moving to amend the claims to preserve the patentability of
those claims. Amended claims that emerge from a PTAB trial
could prove to be powerful in enforcement and litigation efforts.
The PTAB, however, rarely grants motions to amend claims.
As of the writing of this article, the authors are aware of only
eight successful motions to amend to substitute claims. This article will discuss the requirements of a motion to amend, review
the eight cases where the patent owner successfully amended
claims, and then provide takeaways for practitioners considering filing a motion to amend in a PTAB proceeding.

Requirements of motion to amend
to substitute claims
IPR, PGR and CBM practice allow for one motion to amend
by cancelling any challenged claim and/or proposing a reasonable number of substitute claims. 35 USC § 316(d) (IPR); 35
USC § 326(d) (PGR and CBM). The moving party has the
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burden to establish that it is entitled to the requested relief. 37
CFR § 42.20(c).
Before determining whether proposed substitute claims are
patentable over the prior art, the PTAB considers whether the
patent owner has met the several requirements of 37 CFR §
42.121 (IPR) or 37 CFR § 42.221 (PGR and CBM). These requirements include, for example, that the proposed amendment
must respond to a ground of unpatentability involved in the trial
and must not seek to enlarge the scope of the claims or introduce new matter. The motion must also include a claim listing
that shows the changes and sets forth support in the application
disclosure for the amendments. Finally, the patent owner is limited to 25 pages to meet these requirements and also establish
patentability over the prior art (discussed below). 37 CFR §
42.24. Historically, the PTAB has denied many proposed claim
amendments for failure to meet these requirements.
With respect to establishing patentability over the prior art,
pending the Federal Circuit’s In re Aqua Products decision (discussed below), the burden is “on the patent owner to show
patentable distinction over the prior art of record and also prior
art known to the patent owner.” Idle Free Systems v Bergstrom,
Case IPR2012-00027 (PTAB June 11 2013) (setting forth the
PTAB’s requirements regarding establishing patentability, including identifying the added claim features, construing the
new claim terms, and showing patentable distinction over the
prior art); see Microsoft v Proxyconn, 789 F.3d 1292, 1307 (Fed
Cir 2015) (upholding Idle Free approach of allocating to patent
owner burden of showing patentability of proposed amendments).
The PTAB has clarified that the Idle Free reference to “prior art
of record” includes (a) any material art in the prosecution history of the patent, (b) any material art of record in the current
proceeding, including art asserted in grounds on which the
PTAB did not institute review, and (c) material art of record in
any other proceeding before the Office involving the patent.
MasterImage 3D v RealD, IPR2015-00040, 2015 WL 4383224
(PTAB July 15 2015). The PTAB has also explained that “prior
art known to the patent owner . . . should be understood as no
more than the material prior art that Patent Owner makes of
record in the current proceeding pursuant to its duty of candour
and good faith to the Office . . .” Id.; see also Google and Apple v
Contentguard Holdings (CBM2015-00040) (PTAB June 21
2016).
The PTAB most recently explained the scope of prior art to be
considered in a motion to amend in Global Tel*Lin v Securus
Technologies (IPR2015-01255) (PTAB December 14 2016).
There, the PTAB explained that “[a]lthough not required to
prove that the claims are patentable over every piece of prior art
known to a skilled artisan, a patent owner is required to explain
why the claims are patentable over the prior art of record.” Id. at
p16 (citing Microsoft). The PTAB continued that “[i]n addition
to addressing prior art of record, Patent Owner’s ‘duty of candour and good faith to the Office’ ... requires that it identify any
material prior art known to it.” Id. (citing Nike v Adidas (discussed below) and MasterImage 3D).
The Federal Circuit has on a few occasions addressed the

Amended claims that emerge from a
PTAB trial could prove to be powerful in
enforcement and litigation efforts. The
PTAB, however, rarely grants motions to
amend claims
PTAB’s stringent requirements for motions to amend. In Nike
v Adidas, the Court noted that it “cannot not see how the [patent
owner’s] statement [that the proposed claims were patentable
over prior art not of record but known to the patent owner]
would be inadequate absent an allegation of conduct violating
the duty of candour,” which was not present in that case. 812
F.3d 1326, 1331, 1351 (Fed Cir 2016) (concluding that this
was an improper ground on which to deny Nike’s motion to
amend). In Veritas Techs v Veeam Software, the Federal Circuit,
remanded where the PTAB “denied [a] motion to amend based
on its insistence that the patent owner discuss whether each
newly added feature was separately known in the prior art.” 835
F.3d 1406, 1414 (Fed Cir 2016) (arbitrary and capricious for
PTAB to deny motion based on conclusion that patent owner
did not discuss features separately but only discussed the newly
added feature in combination with other known features).

Anticipated Aqua Products decision
regarding burdens – may be limited
In a closely-followed case, the Federal Circuit is in the midst of
rehearing en banc its decision in In re Aqua Products, which may
provide further clarity regarding motions to amend. 823 F.3d
1369, 1374 (Fed Cir) (PTAB did not abuse its discretion in
denying the motion to amend) reh’g en banc granted, opinion vacated, 833 F.3d 1335 (Fed Cir 2016).
The decision, however, may be somewhat limited. The Federal
Circuit only asked the parties to address limited issues primarily
directed to the burdens of proof and persuasion:
• Whether the PTO can require the patent owner to bear the
burden regarding patentability of the amended claims?
Which burdens are permitted under 35 USC § 316(e)?
• When the petitioner does not challenge the patentability of
a proposed amended claim, or the [PTAB] thinks the challenge is inadequate, may the [PTAB] sua sponte raise
patentability challenges to such a claim? If so, where would
the burden lie?
A decision is expected sometime this summer.

Successful motions to amend at the
PTAB
The eight decisions where the PTAB granted motions to
amend are discussed below. While all of the cases involve
M A N A G I N G I P. C O M M A R C H 2 0 1 7
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narrowing claim language, they vary to some extent in the types
of amendments proposed by the patent owner.
• Limitations added based on a district court construction. Google and Apple v Contentguard Holdings (CBM201500040) (PTAB June 21 2016). In this CBM proceeding,
the patent owner filed a conditional motion to cancel claim
1 and replace it with a substitute claim if the PTAB found
the claim unpatentable. The proposed amended claim included the language of the original claim and added a
“wherein” clause that defined a claim term consistent with
a district court construction. The PTAB evaluated the Idle
Free and MasterImage 3D requirements and found that the
amendment responded to a ground of unpatentability and
was supported by the specification. The patent owner argued that the new claim distinguished over several references of record or identified in another IPR and related
litigation. The petitioner argued unpatentability only with
respect to one reference. As to that reference, the PTAB
sided with the patent owner and, as to the remaining references that the petition did not address, the PTAB concluded
the patent owner’s position was unrebutted. Notably, the
PTAB determined that the petitioner had not “presented or
developed [its arguments] adequately in the Opposition itself ” because the petitioner had improperly attempted to incorporate its expert declaration by reference. Id. at p68. The
patent owner also sought and received a finding that the
scope of the amended claim was substantially identical to
the original claim, which presumably was relevant to intervening rights issues.
• Additional steps added to method claims. Global Tel*Lin
v Securus Technologies (IPR2015-01255) (PTAB December
14 2016). In this IPR proceeding, the patent owner proposed to amend several method claims to add steps. For the
first substitute claim, the additional steps incorporated the
patent owner’s proposed claim construction of the original
claims, which the PTAB did not adopt in its construction of
the original claims. The petitioner opposed arguing in part
that (i) the patent owner’s position that certain claim terms
should be given their “plain and ordinary meaning” was inadequate; and (ii) the patent owner failed to consider all the
prior art of record in its patentability analysis. The PTAB
disagreed with both positions because (i) the terms petitioner argued should be construed were either common
terms such as “adult” or child” or were adequately discussed
in the specification; and (ii) the patent owner met its burden
based on the patent owner’s representations under the duty
of candour and good faith along with a detailed analysis of
multiple prior art references.
• Numerical range narrowed. Reg Synthetic Fuels v Neste Oil
Oyj (IPR2014-00192) (PTAB June 5 2015). In this IPR
proceeding, the patent owner sought a substitute claim that
reduced the numerical range of a compound from “10010,000” to “5,000–8,000.” The petitioner did not dispute
that the patent owner satisfied the requirements of 37 CFR
§ 42.121 (for example, the amendment was responsive to a
ground of patentability and was supported in the original
disclosure). Rather, the dispute focused on patentability of
the claims. The petitioner argued that the patent owner
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failed to discuss all of the prior art known to the patent
owner. The PTAB disagreed and focused on the prior art of
record and held that the record “does not establish persuasively that there was any art-recognised benefit to using a
concentration of sulfur over 4431 w-ppm. Absent any indication of a benefit to be obtained from adding even greater
amounts of sulfa, the skilled artisan would have no reason
to make the modifications . . . necessary to result in the
claimed invention.” Id. at p29.
• Markush group listing narrowed. Int’l Flavors & Fragrances v United States (IPR2013-00124) (PTAB May 20
2014). This IPR proceeding is the first case where the PTAB
granted a motion to amend. The patent owner narrowed its
claim by reducing the number of compounds in a Markush
group from six to five. The PTAB agreed that the prior art
reference excluded the narrower limitation. The patent
owner submitted several publications and an expert declaration to support its non-obviousness position that small
changes to the known materials could result in compounds
having very different properties. The PTAB, however, denied the motion as to another substitute claim finding that
the patent owner failed to meet its burden. It should be
noted that the instructive value of this decision may be limited because the petitioner did not oppose the patent
owner’s motion.
• Multiple limitations added. Riverbed Technology v Silver
Peak Systems (IPR2013-00402, IPR2013-00403) (PTAB
December 30 2014). In these two IPR proceedings, the
patent owner successfully amended its claims with multiple
additional limitations. These cases are somewhat unusual
because the petitioner did not argue that any reference
taught or suggested one of the added limitations, nor did it
contend that any specific combination of references would
have rendered obvious the proposed substitute claims as a
whole. These cases are also atypical in that the patent owner
did not include an expert declaration.
• Method steps narrowed. Shin Fu Co of America v The Tire
Hanger Corp (IPR2015-00208) (PTAB April 22 2016). In
this IPR proceeding, the patent owner sought to amend the
claims to add additional details to the method steps. The
PTAB acknowledged the “simplicity of the claimed invention,” id. at p21, but found that the prior art did not anticipate
or render obvious the claimed method. Notably, the patent
owner did not rely on an expert declaration (although the
petitioner did). This case supports the proposition that a
patent owner can group references according to their teachings without having to necessarily address each reference individually.
• Claim amended to overcome an indefiniteness issue.
Chicago Mercantile Exchange v 5th Market (CBM201300027) (PTAB March 23 2015). In this CBM proceeding,
a claim was found to be not unpatentable over the prior art
but indefinite under § 112. The patent owner proposed a
substitute claim that eliminated some language to overcome
the indefiniteness issue. Notably, the patent owner did not
provide further arguments for patentability because the original claim had previously been challenged and found not-
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unpatentable over the prior art. On rehearing, the PTAB
permitted the amendment and explained that, in this instance (where the claim was already found to be not-unpatentable over the prior art), the patent owner did not have
the burden of demonstrating that the proposed, substitute
claim is patentable over the prior art of record.

Takeaways for amending claims
It remains difficult to convince the PTAB to allow claim amendments. The impending ruling by the Federal Circuit in Aqua
Products gives hope to patent owners regarding the burden of
proof. Until then, there are several takeaways for practitioners
and patent owners if they choose to amend their claims.
First, patent owners should know and follow the requirements
of 37 CFR § 42.121 (IPR) or 37 CFR § 42.221 (PGR and
CBM), which include that the proposed amendment must (i)
respond to a ground of unpatentability involved in the trial, (ii)
not seek to enlarge the scope of the claims or introduce new
matter, and (iii) propose a reasonable number of proposed substitute claims. The motion must also set forth written description support in the application disclosure for the amendments.
The PTAB generally requires strict compliance with its rules.
Second, know the scope of prior art to be addressed and the requirements of Idle Free and its progeny as explained, for example,
in Microsoft v Proxyconn and Global Tel*Lin v Securus Technologies.

Address the prior art of record and relevant prior art known to
the patent owner sufficient to satisfy the duty of candour and
good faith to the Patent Office. One way to address the prior
art may be to address the prior art in groups as in Shin Fu. Similarly, provide detailed explanations, with expert support, of why
the amended claims are patentable over the prior art, discussing
particular features and the combination as a whole. Consider
the Veritas decision. Finally, do not improperly incorporate by
reference as in Google v Contentguard. At least for now, until the
Federal Circuit issues its Aqua Products decision, patent owners
should assume they will have a high hurdle to overcome.
Third, provide constructions for new claim terms as required
by the rules. Consider following the guidance of Global Tel*Lin
where the construction sought is plain and ordinary meaning.
Finally, if the PTAB declines to adopt the patent owner’s proposed claim construction in its decision to institute, consider
amending the claim to explicitly recite that construction as express claim limitations.
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In Inter Partes Review, Should I Defend My Patent
with A Preliminary Response? Sure, Join The Club,
Attack Everything About the Petition
By Charles W. Shifley
February 27, 2017 — Inter partes review (IPR) at the Patent Trial and Appeal Board (PTAB) is a
“perfect storm” for patent owners who assert their patents in litigation. The patent owners risk
their patents being attacked by potentially well-funded and highly effective lawyers in front of
technically-expert patent judges, based on worldwide, scouring searches for older patents and
publications, with no presumption that their patents, though examined at the U.S. Patent and
Trademark Office, are valid, and with the patent terms interpreted as broadly as reasonably
possible, setting the patent claims up for cancellation. Seventy percent of patents for which IPRs
proceed to final decision suffer some cancellations.
Patent owners have an early opportunity to file preliminary responses to IPR petitions, to get
their views into the process before the PTAB “institutes” the IPR proceedings and moves toward
final decision. Should they use this opportunity? Early practice was not to use it. But now, if you
want to join the club, then you need to get right on the preliminary responses and attack
everything about petitions.
A large group of Banner & Witcoff lawyers are battle-hardened for IPR practice. We have
prepared and filed petitions for Fortune 100 companies, defended other Fortune 100s, and
defended against them, among other IPR clients we have represented. Our experience has been
that patent owner preliminary responses we have filed have been effective against IPR petitions.
As an example, in defending against two Caterpillar IPR petitions, all but four patent claims
were saved from being canceled. So, among other things we do, we prepare our petitions
anticipating sound — meaning solid and strong — patent owner preliminary responses, like our
own.

But we have also observed a striking pendulum swing in the practices of others, working against
petitions, including our petitions. Starting from not filing preliminary responses at all, the world
seems to have had its pendulum swing through filing sound responses, all the way to the extreme
outer limit of filing responses that attack everything about petitions, whether the attacks are
sound or not.
Here is one example. In a patent owner preliminary response (POPR), others argued that the
petition should be stopped not for one, two or three reasons, but for seven allegedly mandatory
reasons and one discretionary reason — a total of eight reasons. Here’s the run-down.
Reason #1: The petition, the patent owner stated, had to be dismissed because the mandatory
notices required of a petitioner were inadequate. The petition did not state that the patent
involved had child patents, and that lack of information was enough, said the POPR, to require
petition dismissal. The position was taken even though the POPR itself supplied the information.
Reason #2: The petition, the POPR complained, did not construe three patent claim terms. A
PTAB decision, the POPR asserted, was authority that if a petition did not construe claim terms,
it was to be denied. The POPR did not disclose, however, that the decision, Toyota Motor Corp.
v. Blitzsafe Texas, LLC, was directed to a petition’s failure to identify structure corresponding to
means-plus-function patent claim elements, where the petition was a challenge to the claims as
indefinite for lacking corresponding structure, a challenge not permitted in IPR, IPR2016-00422
Paper No. 12, at 25-28 (July 6, 2016). The petition as to which the POPR was filed, further, did
not even include means-plus-function limitations.
Reason #3: The petition and its supporting expert declaration, the POPR claimed, were faulty
because the expert “parroted back” the petition’s language verbatim. The expert’s testimony
should be given no weight, the POPR argued. The case the POPR cited for support, however,
Kinetic Techs., Inc. v. Skyworks Solutions, Inc., faulted the expert’s testimony specifically as not
— giving the “how,” “what,” and “why” of proposed combinations of references, — not
explaining how the teaching of specific references could be combined, — which combinations of
elements in specific references would yield a predictable result, and — how specific
combinations would operate and match the claims, IPR2014-00529 Paper No. 8, at 13-14
(September 23, 2014). This is not a precedent in support of the POPR argument.
Reason #4: The petitioner, the patent owner stated, did not meet its duty to address evidence of
secondary considerations the petitioner allegedly knew to exist. That was enough, the patent
owner stated, for “the Board’s denying the Petition in full.” The petitioner did not cite any
precedent in support of that result for this reason, nor is any known.
Reason #5: The primary reference of a ground, the patent owner asserted, was not demonstrated
as a matter of evidence to deserve the necessary filing date of its parent patent application, of
which it was a continuation, because, the patent owner continued, the petitioner had not put the
parent patent application in the record. The patent owner, however, notably did not itself put the
parent patent application in the record, or attempt any proof whatsoever that the reference was
different in content than its parent application.

Reason #6: The combination of references of the petition, the POPR argued, ignored a “teaching
away” in a reference. In this, the POPR presented some substance, albeit “substance light.” It
argued “teaching away” without citing any precedent, or presenting any argument of how and
why the allegedly “teaching away” statements of the prior art met the doctrine of “teaching
away,” a relatively narrow doctrine.
Reason #7: The combination of references of the petition, the POPR argued, were not proven to
be supported by a motivation of a person of ordinary skill in the art to combine the references. It
asserted a “complete lack of an explanation,” which, of course, if true, was a good point, but was
hyperbole, and not true, when the expert declaration was actually considered, which the PTAB
surely will.
Reason #8, the discretionary reason: The PTAB should dismiss the petition, as a matter of
discretion, the POPR asserted, because some of the prior art included in the petition had been the
subject of the original prosecution of the patent, and that was enough, the POPR said, to lead to
dismissal. The position was taken even though some of the prior art relied on in the petition was
new and not cumulative.
Is a POPR like this effective and to be imitated? We think not. Attacking on the basis that
petitions should be dismissed because mandatory notices are faulty, for lacking child patent
information, among other matters, we think to be not effective. Doing a thorough study of a
petition’s grounds, identifying points that demonstrate that the petition does not present a
reasonable likelihood of success, and cogently presenting those few points in POPRs, is
effective. Grounding the points in PTAB precedents is effective. Attacking a weakness in
motivation to combine is a good attack. But, if you want to join the club, then you need to get
right on the preliminary responses and attack everything about petitions. Or better yet, don’t.
For more Banner & Witcoff PTAB Highlights, please click here.
The Leahy-Smith America Invents Act established new patent post-issuance proceedings, including the inter partes
review, post grant review and transitional program for covered business method patents, that offer a less costly,
streamlined alternative to district court litigation. With the U.S. Patent and Trademark Office’s Patent Trial and
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Your Patent Portfolio and Inter Partes Review — Are
You Watching Your USPTO Correspondence
Addresses? You Should
By Charles W. Shifley
February 28, 2017 — In past years, two things have happened at the same time. First, many
corporations have merged. Larger corporations have bought out smaller corporations.
Conglomerates have piled up purchases of diverse smaller corporations. Corporations have
purchased patent portfolios, sold patent portfolios, taken outside patent prosecution in-house
when patents issue, or in general, changed law firms for patent prosecution, sometimes several
times in series. They have done all the things corporations do, such as splitting apart, going into
bankruptcy reorganizations and doing hostile takeovers. And second, inter partes reviews (IPRs)
have become a preferred way to cancel patents. For the unaware and not careful, the two can
come into conflict and cost patent owners valuable rights. They shouldn’t, but in our experience
they do. A simple watchfulness and set of ministerial actions would overcome the problem, but
sometimes hasn’t. You should do better.
When a patent challenger files its petition for IPR, it does so typically in a situation of dispute
and litigation. That is, the challenger files the petition because the challenger has been sued by
the patent owner. That happens in 80 percent of IPRs. Who, do you think, gets served by the
challenger to give notice to the patent owner that an IPR petition on a patent in litigation has
been filed? The opposing lawyers in the litigation? In-house counsel? Someone else?
We here at Banner & Witcoff know from our many filed IPR petitions that service is directed by
a section of the Code of Federal Regulations — 37 C.F.R. § 42.105. And this “rule” states that
when an IPR petition is filed, it is to be served in at least one mandatory way, and perhaps in an
additional, discretionary way. In the mandatory way, the “petition and supporting evidence must
be served on the patent owner at the correspondence address of record for the subject patent.” In

the possible additional discretionary way, with mandatory service accomplished, the petitioner
may “additionally serve the petition and supporting evidence on the patent owner at any other
address known to the petitioner as likely to effect service.” (emphasis added).
Is the petitioner already sued by the patent owner likely to do the patent owner any favors or
provide any courtesies? Not likely. So the petitioner must and most likely will serve the patent
owner one way, and one way only — “at the correspondence address of record for the subject
patent.”
Think about that in the context of the numerous changes that may have occurred in the legal
representation of corporations as to their patents. Think also how law firms are corporations, and
they themselves have undergone mergers, acquisitions, dissolutions, bankruptcies, and the like.
Many patents, even those in lawsuits, may have, and likely will have, long since separated from
their original legal representatives and their “correspondence address of record.” The original
representatives and address will have been left behind. The original representatives and address
will then have no connection or ties to the patents or their current patent owners, and the
representatives may in fact have conflicts with the patents and owners — potentially even
representing corporations adverse to the current owners and the patents they may be enforcing.
In these situations, is service on the correspondence address of record, unless it has kept up with
corporate and representative changes, likely to provide any real world notice to the current patent
owner? Not likely. In these situations, as well — and we know people do what is in their
financial interest, “follow the money”— are these legal representatives likely to do the patent
owners any favors or provide any courtesies? Not likely, again.
Yet, once patent challengers file petitions for IPR and serve the petitions, the patent owners have
a non-extendable three months to file their preliminary responses to the petitions. Assuming the
usual petitions with strong challenges and expert declarations in support, and assuming the usual
PTAB decisions to institute trials with their usual claim interpretations that are the interpretations
that are continued through the trials without change, patent owners have much to do to prepare
and file their best preliminary responses in their non-extendable three-month periods. They must
(possibly learn what IPRs are, possibly take bids for counsel and): hire counsel; get counsel
moving; possibly locate former employee inventors and interview inventors; locate experts and
engage them; educate the experts in the nature of patents, patent validity law, the specific patents
in the IPRs, their prosecution histories, and the like; analyze the patents under attack, the prior
art being used, the challengers’ expert declarations, and the claim constructions; investigate the
backgrounds of the challengers’ experts for positions contradictory to their declarations;
formulate positions; gather supporting documents including prior art patents, publications,
marketing documents, and the like, in addition to the prior art of the challengers; write up drafts
of the positions in declarations and preliminary responses; refine the positions and drafts;
coordinate across all members of the teams involved; and — as you can see, do quite a lot in
their non-extendable three months, a time period that may involve several patents, if the
challenger filed all challenges of all patents involved on the same day.
No question about it, in these situations every day counts. Yet, service of IPR petitions will be at
the “correspondence address of record.” Could it happen that the address of record is a Post

Office box? Yes. Could it happen that the owners of the box do not check the box often in these
days of e-mail, electronic service, etc.? Yes. Could it happen that the original counsel or worse, a
company engaged to receive maintenance fee notices and pay such fees, gets the service of the
petition, in the form of a box of papers with no cover letter or notice explaining what the box is?
Yes. Could it happen that whomever gets the service has no financial interest in responding to
the service by getting into immediate contact with the patent owner and getting them their first,
immediate notice of the IPR petition? Yes. Could it happen, then, that the non-extendable threemonth period for preliminary response has a significant portion frittered away in simply getting
notice of the IPR petition to the right person to begin to engage and get the preliminary response
underway? Assuredly.
The answer to this problem? Easy. A simple watchfulness and set of ministerial actions
overcome the problem. Check the correspondence addresses of record of all the patents of value
to the company, and especially those patents going into litigation. Update the correspondence
addresses! If not, you could lose precious time in responding to any IPRs filed against your
patents. And you shouldn’t. You should do better.
For more Banner & Witcoff PTAB Highlights, please click here.
The Leahy-Smith America Invents Act established new patent post-issuance proceedings, including the inter partes
review, post grant review and transitional program for covered business method patents, that offer a less costly,
streamlined alternative to district court litigation. With the U.S. Patent and Trademark Office’s Patent Trial and
Appeal Board conducting a large and increasing number of these proceedings, and with the law developing rapidly,
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Is Your Patent Eligible for Covered Business Method
Review? Your Claim Language Matters. Your
Specification Language Might Matter.
By Jeffrey Chang
March 9, 2017 — Out of 3745 patent claims addressed in Covered Business Method (CBM) patent
reviews, less than 3 percent of the claims (107 claims) were found patentable by the Patent Trial and
Appeal Board (Board) in a Final Written Decision. 1 With such numbers, how does a patent owner
avoid institution of a CBM review? The recent Federal Circuit decision in Secure Axcess is telling,
holding that, to qualify for CBM review, a patent must “have a claim that contains, however phrased,
a financial activity element.” 2
Secure Axcess sued about 50 financial companies (and only financial companies) for infringement of
U.S. Patent No. 7,631,191 (’191 patent). Claims 1 and 17 are illustrative:
1. A method comprising:
transforming, at an authentication host computer, received data by
inserting an authenticity key to create formatted data; and
returning, from the authentication host computer, the formatted data to
enable the authenticity key to be retrieved from the formatted data and
to locate a preferences file,
wherein an authenticity stamp is retrieved from the preferences file.
17. An authentication system comprising:
an authentication processor configured to insert an authenticity key into
formatted data to enable authentication of the authenticity key to verify

a source of the formatted data and to retrieve an authenticity stamp from
a preferences file.
A patent is eligible for CBM review if it is “a patent that claims a method or corresponding apparatus
for performing data processing or other operations used in the practice, administration, or
management of a financial product or service …” 3 The Board, in a Final Written Decision, determined
that the ’191 patent was eligible for CBM review, concluding that the ’191 patent claims were
“incidental to a financial activity,” in part because Secure Axcess sued a large number of financial
companies and no other entities. The Federal Circuit reversed, holding that the ’191 patent did not
qualify for CBM review. The Court keyed in on the phrases “a patent that claims” and “a financial
product or service” in the statute. 4
First, the Federal Circuit explained that, according to the statute’s language (“a patent that claims”),
it is the claims that determine whether the patent qualifies for CBM review. However, the written
description may (and often does) matter because the claims are construed or understood in light of
the patent’s written description. 5 The written description of the ’191 patent included phrases such as
“www.bigbank.com,” “merchant site,” “bank,” “credit card companies,” “financial institutions,”
“intermediary settlement institution,” “payment network,” “online commerce system,” and numerous
other financial terms. Despite using these terms, the Federal Circuit determined that the ’191 patent
was not eligible for CBM review because none of the claims, when construed in light of the written
description, qualified the ’191 patent for CBM review. 6
Second, the Federal Circuit noted that, according to the statute’s language (“a financial product or
service”), at least one claim must contain “a financial activity element,” however phrased. 7 Merely
suing financial institutions (even a large number like 50 in this case) for infringement of a patent does
not transform that patent into a patent that is eligible for CBM review. The Federal Circuit also
clarified that avoidance of “particular talismanic [financial] words” does not necessarily result in
avoidance of a CBM review. Rather, and potentially alluding to its earlier discussion, the Court
explained that a patent eligible for CBM review need only have a claim, “when properly construed in
light of the written description,” that recites a “wide range of finance-related activities.” 8
Judge Lourie dissented, focusing on the phrase “used in the practice” in the CBM statute. He wrote
that because claims do not necessarily recite the intended use for the claimed invention, the Board
should turn to the written description to identify whether the claimed invention is used in the practice
of a financial product or service. 9 He concluded that the ’191 patent met this requirement. Judge
Lourie also cited to the fact that Secure Axcess sued 50 financial institutions as an indication that the
’191 patent is used in the practice of a financial product or service. 10
Application of Secure Axcess by the Board in Twilio
The Board applied Secure Axcess in a recent decision. In Twilio, the Board denied institution of CBM
patent review for U.S. Patent No. 9,300,792 (’792 patent), which pertained to “on-line or web-site
registration.” 11 The petitioner argued that the recitation of “service” and “notification” in the claims
were financial in nature because the primary embodiment of the ’792 patent was a “financial fraud
detection system” with notification events “linked to financial activity.” 12 Applying Secure Axcess,

the Board rejected the petitioner’s arguments and held that the ’792 patent did not qualify for CBM
review because the claim terms “service” and “notification” were “generic, context-neutral terms,
without any express or implicit connection to financial products or services,” and the specification
provided examples of using “services” and “notifications” both within and outside of the financial
context. 13
Takeaways for CBM Review Eligibility
Patent Drafters:
•
•
•

Avoid using financial product or service terms in the claims.
If claim terms are defined in the specification, avoid providing definitions that include
financial product or service terms.
If examples of financial concepts are described in the specification, also describe examples of
concepts outside of the financial context.

Patentees/Patent Owners:
•

Advocate for claim constructions that do not use financial product or service terms.

Infringement Defendants/Petitioners:
•

Advocate for claim constructions that include financial product or service terms, and provide
support from the written description for that construction (if applicable).

Please click here to view the decision in Secure Axcess, LLC v. PNC Bank National Association et al.
Please click here to view the decision in Twilio Inc. v. Telesign Corp.
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Secure Axcess, LLC v. PNC Bank National Association et al., No. 2016-1353, slip op., p. 19 (Fed. Cir. Feb. 21, 2017).
AIA § 18(d)(1).
4 Id.
5 Secure Axcess, No. 2016-1353, slip op. at 12-14.
6 Secure Axcess, No. 2016-1353, slip op. at 20-21.
7 Id. at 18-19.
8 Id. at 19.
9 Id. at 5 (Lourie, J., dissenting).
10 Id. at 3.
11 Twilio Inc. v. Telesign Corp., CBM2016-00099, slip op, p. 3 (PTAB Feb. 27, 2017).
12 Id. at 10.
13 Id. at 10-12.
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Please note there may have been further developments in these cases after this article was published.
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We Got Sued for Patent Infringement, We Want a
Stay Pending IPR! How Do We Get One?
Answer: Get Crackin’!
By Charles W. Shifley
March 21, 2017 — Inter partes reviews (IPRs) are knocking down patents in litigation at the
statistical rate of 70 percent once the IPRs are instituted. So if you’re sued for patent infringement,
you certainly want to file an IPR and if possible, get a stay of the litigation to potentially save all
its expenses. Saving unnecessary litigation expenses was a central purpose of IPRs.
So you’re sued. How do you get a stay of the litigation pending the IPR decision? The answer is
get crackin’! Meaning, the most important factor toward a stay is to move early, before the
litigation discovery starts or at least before it becomes involved, and before the court gets invested
in holding hearings and making decisions. So get crackin,’ by preparing and filing the IPR petition
and as soon as it’s filed, moving for a stay as early in the litigation as you can possibly make it
happen.
Banner & Witcoff experiences are that both sides in litigation, when a stay is requested and
opposed, will cite to one standard of law for the court to judge the matter. That standard is a threefactor standard, e.g., “(1) whether discovery is complete and whether a trial date has been set; (2)
whether a stay will simplify the issues in question and trial of the case; and (3) whether a stay
would unduly prejudice or present a clear tactical advantage to the nonmoving party.” Universal
Elecs., Inc. v. Universal Remote Control, Inc., 943 F. Supp. 2d 1028, 1031 (C.D. Cal. 2013)
(quoting Aten Int’l Co. v. Emine Tech. Co., No. SACV 09-0843 AG (MLGx), 2010 WL 1462100,
at *6 (C.D. Cal. Apr. 12, 2010).
Unfortunately, the count of cases on both sides of the decision to stay or not is “legion.” Federal
Circuit Judge Bryson sat by designation in a patent case in district court, in Trover Group, Inc. v.
Dedicated Micros USA, No. 2:13-cv-1047-WCB (E.D. Tex. 2013). Addressing a motion to stay,

Judge Bryson catalogued cases and was able to state that “the majority of cases that have addressed
the issue [of stays before IPR institution decisions] have postponed ruling on stay requests or have
denied stay requests when the PTAB has not yet acted on the petition for review.” Trover, 2015
WL 1069179, at *5 (E.D. Tex. Mar. 11, 2015). He cited about 28 cases. In contrast, however,
Banner & Witcoff experience is that the party moving to stay, as soon as an IPR petition is filed
and before institution, can cite at least a comparable number of cases that grant stays. See, e.g.,
Cannarella v. Volvo Car USA LLC, No. CV-16-6195-RSWL-JEMx. The party may also cite more
than a majority of cases, as well, for stays after Patent Trial and Appeal Board (PTAB) IPR
institution decisions.
But Judge Bryson’s statement in Trover has waylaid some motions to stay, forcing litigation
activities until PTAB IPR institution decisions are made. Another “pithy” statement by another
judge also gets into the mix. In Comcast Cable Commc’ns Corp., LLC v. Finisar Corp. No. C 0604206 WHA, 2007 WL 1052883, at *1 (N.D. Cal. Apr. 5, 2007), Judge Alsip denied a stay, making
the pithy remark that “[i]f litigation were stayed every time a claim in suit undergoes
reexamination, federal infringement actions would be dogged by fits and starts. Federal court
calendars should not be hijacked in this manner.”
Good news for those moving to stay is that Judge Bryson continued in the same decision to laud a
decision of a judge who granted a stay. The judge stated the decision of Landmark Technology,
LLC v. iRobot Corp., No. 6:13-cv-411, 2014 WL 486836 (E.D. Tex. Jan. 24, 2014) was
“instructive” in showing the kind of circumstances that justified a stay. Trover, 2015 WL 1069179,
at *3. In Landmark, the motion to stay was filed only “months into the litigation,” and the “claim
construction hearing was not scheduled to occur” until later. Id. Those were important matters.
Landmark already had discovery underway, and the court had held a scheduling conference. The
stay was granted despite those matters. Moreover, “instructive” Landmark was not what Judge
Bryson addressed in Trover, as he addressed a “pattern of delay” in the filing of an IPR petition
— after the filing of invalidity contentions in the case, to the extreme of the petition filing being a
year after the complaint was filed, and within five days of the ultimate limit of its possible filing.
Id at *6. In the meantime, the parties had “engaged in substantial discovery” and “had initiated”
and then completed patent claim construction briefings. Id.
More good news is that Judge Alsip had a unique case with Comcast. Reviewing matters that came
before and after the quotation above provides context toward understanding—and presenting to a
new court—the exasperated, one-off, flavor of the court’s decision:
“We have now had five hearings in the case, including a Markman hearing. A claim
construction order will be issued soon. …
… some claims in suit will not be covered by the reexamination.
We must remember that validity of the claims in suit has already been tested and
held valid in [a] Texas action, involving as well the same prior-art references. …
As here, reexaminations can be filed by strangers to the litigation (or the litigants
themselves) at seemingly random moments over the span of patent litigation. …
the possible benefits must be weighed in each instance …

Had this motion been made back when Finisar first learned that the reexamination
was under consideration or even when it learned that it had been granted, the
calculus might have been different. But … the Court has invested a large amount
of time in preparing a claim construction ruling. …
Significantly, the parties are on the verge of producing documents after much
preparation to do so. …
We have much work to do in this case … Conceivably, … the calculus will shift in
favor of a stay … but for now the best course is to reap the benefits of the
preparation invested to date, both on claim construction and on discovery.
… various factors … do not neatly address the case management concerns most
pertinent here, namely the large investment in the unfinished claim construction
process and the large investment in preparation to produce a mass of documents,
most of which work would have to be reduplicated later were a stay now granted.
When an accused infringer seeks the protection of the Court’s declaratory relief, it
… should not fold its arms and say, “Now that we have outmaneuvered you … we
will go very slow …”
The problem, of course, for those moving to stay is that it is all too easy to have the preparation of
an IPR petition take many months. They take much time to satisfy the exacting standards of the
PTAB. It is also all too easy to have the patent owner make haste to get its case underway, and to
cause the court entry of a scheduling order, the beginning of discovery, and several court hearings.
The Federal Rules of Civil Procedure, especially Rules 16 and 26, and most Patent Local Rules,
give patent owners great aid in advancing a case early.
Moving for a stay in the circumstances of cases such as Landmark allows something of a “safe
harbor” for great potential success in gaining the stay. But anything else presents the great potential
for the movant to be categorized among the miscreant-movants of Trover and Comcast. So, as
above, get crackin’ by preparing and filing the IPR petition and as soon as it’s filed, moving for a
stay, as early in the litigation as you can possibly make it happen. Most preferably, your crackin’
will have you moving before the court entry of a scheduling order, the beginning of litigation
discovery, and several court hearings, and without a gap of time between the IPR petition filing
and the motion filing.
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In IPR, Is a “Prior Art” U.S. Patent Prior? Be Careful
By Charles W. Shifley
April 17, 2017 — IPR—inter partes review—deals with limited issues: whether patent claims are
valid or invalid under just two grounds of possible invalidity, i.e., anticipation, 35 U.S.C. § 102,
and obviousness, § 103. IPR determines the issues from just two sources of prior art, patents and
publications. So then, easy-peasy, in terms of issues: the IPR petition presents the art, shows it is
prior by its dates, the petitioner and the patent owner have two experts present two opposing
opinions on the content of the prior art versus the claimed invention, and the expert Patent Trial
and Appeal Board (PTAB) judges make a decision. Case over.
But nothing can ever be that easy. For example, is a U.S. patent “prior” if, on its face, it has an
effective filing date before the invention date of the patent that is the subject of the IPR proceeding?
Among the easy-peasy, that should be one of the easy-peasy-est. The answer is yes, a patent
reference with such a filing date is prior art, no evidence required.
You may think so, but be careful. For example, consider two situations. The effective filing date
may be based on the “prior art” patent being a file wrapper continuation (FWC) of an earlier patent
application. Or, the effective filing date may be based on a provisional patent application. In either
case, the “prior art” patent may be what it appeared to be—or may not be—based on the evidence,
not on what the patent appears to be or is determined by the petitioner’s lawyers to be in their work
in preparation for the IPR.
A first example is a hypothetical IPR case with a reference that is a FWC. Assume the petitioner
relies on a reference, “Smith,” that is a FWC and needs the date of its parent to be prior art under
35 U.S.C. § 102(e) (pre-America Invents Act). The petition stated it was a FWC and was prior art.
But—assume also that the patent owner asserts in a preliminary response to the petition that the
petition fails to show that Smith is in fact prior art. Specifically, says the preliminary response,

“Petitioner offers no evidence or even argument to establish that Smith—which depends from an
abandoned, unpublished application—is entitled to Petitioner’s relied-upon priority date.”
What must or can the petitioner do? Banner & Witcoff experience teaches that the petitioner may
do the dramatic, in IPR terms—go for a “replacement” petition; ask the PTAB for leave to file a
motion, and then file a motion to file a “replacement” petition. The replacement petition can add
a table to provide support from the Smith parent, and add the Smith parent as an exhibit.
The patent owner can certainly oppose the motion. And it can assert Dynamic Drinkware v.
National Graphics, Inc., 800 F.3d 1375 (Fed. Cir. 2015), in support.
But what follows can also be dramatic, in IPR terms. The PTAB can grant the motion. It can allow
the replacement petition. It can reason that, yes, the petitioner had the burden of proof, initially
and always. But the petitioner also had, initially, the burden of production, a burden that can shift
back and forth between the parties. The burden of production has been called the burden of going
forward, i.e., the burden of producing enough evidence for a court to consider whether a point of
fact is true. As to Smith as prior art, the PTAB can resolve that the petitioner satisfied, initially,
the burden of production by having argued that Smith was prior art. If the petitioner had also stated
that Smith was a FWC and shared the same disclosure as its parent, that can also be credited. If
the petitioner so satisfied its burden of production, then the burden of production shifted to the
patent owner, to argue or produce evidence that Smith was not prior art.
As above, we assumed that the patent owner argued that the petitioner had not met the petitioner’s
burden. But—the patent owner also had a burden of production, a burden placed on it once the
petitioner met its burden of initial production. Our patent owner failed its burden, because while
the patent owner argued the petition had not met the petitioner’s burden, the patent owner did not
go forward to produce evidence that Smith was not entitled to the filing date of its parent. Id.
The hypothetical is in a situation of a FWC, and the petitioner prevailed because the patent owner
did not present evidence or argument that the FWC lacked the disclosure relied upon for the
reference. Banner & Witcoff is pleased to claim just such a result, as the result is ours as
petitioner’s counsel. But consider the other situation mentioned, with other counsel, the situation
of reliance on the filing date of a provisional patent application. That situation implicates Dynamic
Drinkware directly, as it was a case with that specific, provisional patent application situation. And
the petitioner lost.
The Dynamic Drinkware petitioner challenged a ‘196 patent. 800 F.3d at 1377. It compared claim
1 of the ‘196 patent to a provisional patent application that had its benefit claimed in a “Raymond”
reference. Id. The petitioner did not, however, compare the Raymond reference to the provisional
patent application. Id. That was fatal, stated the PTAB. Id.
The Federal Circuit affirmed. Id. The Court acknowledged that the petitioner provided charts to
the PTAB comparing the claims of the challenged ‘196 patent to the Raymond patent and
comparing claim 1 of the challenged patent to the provisional. Id. at 1381. But the petitioner did
not, stated the Court, demonstrate support in the provisional for the claims of the Raymond patent.
And that, said the Court, was the petitioner’s burden, when challenged, to prove that the Raymond

patent was to be entitled to the date of its provisional application. Id. “A provisional application’s
effectiveness as prior art depends on its written description support for the claims of the issued
patent of which it was a provisional. Dynamic did not make that showing.” Id. Comparing claims
of the challenged patent to both the reference and the provisional of the reference was not a
substitute for comparing the claims of the reference to the claims of the provisional, and the lack
of the “third” comparison caused the petition to fail.
So in relying on the benefit claim of a patent to prove it to be prior art, be careful, very careful. If
the effective filing date is based on the “prior art” patent being a FWC of an earlier patent
application, be careful but confident. On the other hand, if the effective filing date is based on a
provisional patent application, be careful and mind the details. In any situation of relying on a
benefit claim, the patent may be prior art or not based on the evidence, not on what the patent
appears to be or is determined by the petitioner’s lawyers to be in their work in preparation for the
IPR. Because of Dynamic Drinkware, in the situation of reliance on the filing date of a provisional
patent application, carry the burden, if you are the petitioner, in your petition, to demonstrate
support in the provisional for the claims of your reference.
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At the PTAB in IPR, Is There a New Dawn, a New
Day, on Secondary Considerations?
Some, But Not All, Should be Feeling Good
By Charles W. Shifley
May 2, 2017 — A recent IP Law360 article on important Patent Trial and Appeal Board (PTAB)
decisions in early 2017 reported on World Bottling Cap LLP v. Crown Packaging Technology Inc.
The article stated that this case gave hope to patent owners wanting to use secondary considerations
to defeat an inter partes review (IPR) challenge to their patents. The article quoted a comment of the
final decision, “In summary, although we find that petitioner has offered evidence in support of
obviousness, we find that patent owner has offered compelling evidence of secondary considerations
of nonobviousness.” The case is IPR2015-01651, the decision was in the IPR’s Paper 34 entered
January 19, 2017, and quotations are from Paper 34 at 2.
So is this a new dawn, a new day, on secondary considerations such that we should be feeling good?
Consider the case further before you get too jazzed.
World Bottling Cap concerned, as you could expect, bottle caps. Id. at 3. The patent covered a cap
made of thinner, harder steel than compared to conventional caps. Id. The thickness went from the
conventional range of 21 to 23 to a range of 16 to 18, all in millimeters. The hardness went from a
conventional 61 to 62, on a scale that put numbers to hardness, the “30T” scale. Id. Notably, the patent
did not broadly claim caps made with these new numbers, 16 to 18 and 62. Id. at 4. It confined itself
to a cap with these numbers, some conventional features, and a “recessed circular groove.” Id.
The PTAB found that “the differences between the prior art and the claimed invention are minimal.”
Paper 34 at 14. It also found that the only difference between an item of prior art, “Wagner,” and the
invention was “that Wagner does not disclose the hardness of its steel.” Id. But the trend in the crown
cap industry, the PTAB said, was “to use progressively harder materials.” Id. And, “[t]he harder steels
were known,” including a steel with a hardness of 62.5. Id.

Surprise, the PTAB did not conclude for obviousness. Reasons included secondary considerations,
including commercial success and industry praise. Id. at 17-24. The patent owner demonstrated a
connection, a nexus, between the secondary considerations and the success and praise. Id. at 17-19.
The patent owner demonstrated commercial success by proving growing sales in a market that was
in transition, opening widely to new entrants, who were larger competitors with greater economies of
scale. Id. at 19-21. The patent owner’s sales grew 7 percent in market share. Id. The PTAB
distinguished this sales growth from simple displacement of the sales of past products. Id. Growth, it
said, proved success, while replacement would have proved only “a typical obsolescence curve as
one version of a product replaces another.” Id. at 19-20. The patent owner proved industry praise by
proving a praising press release from a major customer, awards from an industry publication, and
governmental praise. Id. at 13.
So patent owners wanting to use secondary considerations to defeat an IPR challenge should feel
good and have hope, no? A decision was made against obviousness in an IPR, for reasons including
secondary considerations. But patent owners should maybe feel good—but maybe not. The PTAB
decision included more than proof of secondary considerations and nexus. It included an industry in
which “the next level of thinner, harder steel was known,” and “there was suggestion to use it,” but
“no one did.” Id. at 23. Further, the IPR record included “persuasive [expert] testimony explaining
the technical challenges of using harder steel … which [was] corroborated” by the testimony of a
second expert. Id. at 23. The testimony was that “the harder steel simply did not work” (emphasis in
original), id., “there was a technical roadblock to using harder steel”—and remember the groove? The
technical roadblock “was overcome by adding grooves.” Id. at 23-24.
It is good to see a patent owner use secondary considerations to overcome an obviousness challenge
in IPR. And owners with secondary considerations to prove should feel good and have reason to hope,
at least those who can also prove a technical roadblock overcome by a claimed feature that is beyond
the major thrust of the patent challenge (grooves vs. hardness here). To such owners, it is not an old
dawn, or an old day. But those owners with secondary considerations and without a technical
roadblock to prove, persuasively, should not be so quick to be feeling so good, just because of World
Bottling Cap.
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Can’t Stop Arguing? IPRs are Right for You
By Charles W. Shifley
May 5, 2017 — We all know the litigator who can’t stop arguing. He’s the one who doesn’t let
you speak in a session with a court. She’s the one who moves to file a sur-reply to get in the last
word in motion briefing that should go brief-response-reply-stop. They’re the ones who file
motions to strike that are largely about getting last words in, not striking. Proceedings veer away
from justice, get delayed, and become wildly overly costly.
If you’re one of these litigators, inter partes reviews (IPRs) are right for you. In fact, we’ll all have
to become more like you because of a recent case from the U.S. Court of Appeals for the Federal
Circuit.
Securus Techs., Inc. v. Global Tel*Link Corp., Nos. 2016-1992 & 1993 (Apr. 25, 2017)
(nonprecedential) concerned two IPR appeals. The Patent Trial and Appeal Board (PTAB) held
that all the claims of a patent were unpatentable. The Federal Circuit affirmed “for those claims
for which the Board provided a reasoned explanation.” Slip op. at 3. For claims with no reason
given, and there were some, the Court vacated and remanded. Id.
The Federal Circuit started its analysis of the appeal by reminding the parties and readers that it
sets aside PTAB decisions when they are arbitrary, capricious, an abuse of discretion, not
otherwise in accordance with law, or not supported by substantial evidence. Id. at 6. Substantial
evidence is just such evidence as a reasonable mind might accept as adequate for a factual finding.
Id. It also reviews PTAB legal conclusions anew. Id.
The Court next dove into the first ground for the appeal. Securus, the patent owner, argued that the
PTAB failed to meet the Court’s review standards, because the PTAB had adopted arguments
raised too late in the IPR. Id. at 7. The Court in the past has required some due process — notice

and opportunity to respond — from the PTAB. Please see, “Finally, the PTAB Gets Told to Give
Patent Owners in IPR Some Due Process,” another one of our highlights.1
The argument did not stop the Federal Circuit. Before it even considered Securus’ argument, the
Court reviewed the invalidity decision, and resolved that the PTAB correctly held the claims
unpatentable. Having biased itself that it should affirm, the Court next moved to the due process
argument. Securus argued that the PTAB’s invalidity analysis relied on a petitioner’s argument
first raised in a reply filed deep into the proceeding, id. at 9 — after the petition, the patent owner’s
response, the patent owner’s discovery period, and the like. But the Court found against a PTAB
error.
Along the way to its pre-ordained conclusion on the first ground for appeal, the Court referenced
trite standards that the PTAB did not have to alert a patent owner in its institution decision to every
legal or factual issue that might arise. Id. at 10. And then the Court turned hard on what Securus
had done and not done at the PTAB: “it is incumbent upon the party complaining of some
procedural violation—such as the inclusion of improper rebuttal in a reply brief—to first raise the
issue below.” Id. Securus, said the Court, “presents no evidence that it availed itself of the
procedures for filing a sur-reply, a motion to strike, or a conference call to challenge [an] allegedly
improper argument.” Id. at 10-11. Next, the Court returned to its conclusory introduction, and
repeated that the PTAB had correctly held claims unpatentable.
What is a reasonable IPR litigator to do, given this decision? The answer is simple. Become the
litigator who won’t stop arguing. Pick apart everything your opponent argues at every stage of the
proceeding to be able to assert the opponent has taken a new position of fact and/or law, or cast
the facts and/or law in a new light. And then “avail[] [yourself] of the procedures for filing a surreply, a motion to strike, or a conference call to challenge [any] allegedly improper argument.”
Because if you don’t, your case will pay. And once we all do this, won’t this be fun?
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How Many Days in Three Months? 90? 91? 92?
Not At The PTAB In IPRs
By Charles W. Shifley
May 11, 2017 — With the common calendar, February can be 28 days, but with January and March’s
62 days, the three months of January through March is 90 days (except for leap years). Three months for
other calendar months can be up to 92 days. But is there always something in the range of 90 to 92 days
in three months at the Patent Trial and Appeal Board (PTAB) in inter partes reviews (IPRs)? No. With
them, the range can be from 90 to 120 days and more. Don’t believe it? Read on.
For many years, the PTAB was out on the road with a roadshow, selling to its audience a graphic like
the one below. Look at the period for a “PO Preliminary Response,” that is a patent owner’s preliminary
response period. Three months, right? In fact, “No more than 3 months,” right? And “No more than 3
months” from “Petition Filed,” right? So it would seem. Three months is three months, 90 to 92 days.

But the PTAB sold its IPRs so well that it recently has had more IPR petitions than it seems to be able
to handle. In the first half of its fiscal year 2017, the PTAB received 1,044 IPR, covered business method
(CBM) reviews, and post grant review (PGR) petitions, a pace that if continued through the full year
would see 2,088 IPR, CBM, and PGR petitions. That would be hundreds more than past years’ annual
totals, and specifically, hundreds more than the 1,683 proceedings of 2016.
The upshot apparently has been at times an overwhelmed PTAB staff. Consider, for example, IPR201700860, at random. A notice confirming the filing date of the petition listed a date of February 7, 2017.
But the date of the notice was March 9, 2017.
What difference does it make that it took more than a month for a notice to issue that the petition was
according a filing date for the date it was actually filed? It makes a difference — the difference is whether
the patent owner preliminary response is due by a date like May 7, 2017, or a date like June 9, 2017, a
difference of 33 days, more than a month. That 33 days kicks back every following due date in an IPR
an equal number of days. The institution decision deadline goes back 33 days, for example.
Each “Notice of Accord Filing Date” entered at the PTAB, as in IPR2017-00860, states the following:
“Patent Owner may file a preliminary response to the petition no later than three months from the date
of this notice” (emphasis added). That’s right, the patent owner is routinely given three months from the
date of the notice — a notice that could have taken 30 or more days to issue — to file a patent owner
preliminary response, not three months from the date of the petition being filed.
Compare the passage of time for the notice in IPR2017-00860 to the passage of time in IPR2017-00001.
In the earlier IPR case, the notice took, from the petition filing date of October 1, 2016, to the notice date
of October 4, 2016, three days.
With the graphic above having been touted by the PTAB, is the notice issued “Notice of Accord Filing
Date” legal in setting the patent owner preliminary response date? The patent law of IPRs provides that
the period for a patent owner preliminary response is “a time period set by the Director [of the USPTO].”
35 U.S.C. §313. The director, by regulations, sets this time period: “The preliminary response must be
filed no later than three months after the date of a notice indicating that the request to institute an inter
partes review has been granted a filing date.” 37 C.F.R. §42.107. Answer, it’s legal: the patent owner
preliminary response can be filed three months after the date of a “Notice of Accord Filing Date,” not
the sooner three months from the filing of the petition.
So friends, in the PTAB in IPRs, how many days can there be in three months, 90, 91, 92? The calendar
says yes. The U.S. Patent and Trademark Office graphic says yes. But the IPR law says no, there can be
as many as three months plus the number of days, however many, it takes the PTAB staff after receipt
of an IPR petition to issue a “Notice of Accord Filing Date.” By example, three months can be at least a
calendar’s maximum 92 days plus another 33 days, meaning 125 days — a total that is more than a
month beyond three months. Petitioners, take note, calculate your schedule based on the workload at the
PTAB. And avoid reliance on USPTO graphics.
Could this be a matter of some petitions challenging many claims, having many grounds, relying on
many exhibits, or using the full word count allowed, 14,000? Do such petitions take longer to review
and accord their filing date? In IPR2017-00863, two claims were challenged on one ground with 20
exhibits and a word count of 8,221 words. Review took from filing on February 9, 2017, to according
the filing date on March 6, 2017. By this example, it isn’t complexity that is slowing down reviews.
Could it be poor organization of some petitions? Not from the petitions referenced here; they are well
organized. Could it be the PTAB is slow-rolling its workload, especially for computer-related
technologies, allowing its judges a better chance to keep up? IPR2017-00863 was on computer network

packet processing. A petition filed April 4, 2017, that received its notice April 12, 2017, IPR2017-1100,
was on biotechnology. Or it could be that PTAB staff has just been backed up.
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What’s the “Stock” Way to Organize an IPR Petition?
Cover, Tables, Introduction, Mandatory Notices,
Payment of Fees, Certification of Standing, Top-Level
Identification of Challenges, Summary of the
Challenged Patent, Level of Skill, Claim Construction,
Overview of the Prior Art, Specifics of the Challenges,
Other Certifications
By Charles W. Shifley
May 25, 2017 — Inter partes reviews (IPRs) have canceled hundreds of patents. IPRs have proved
their value to patent challengers. By latest statistics, from March 2017, they have canceled 16,688
patent claims by decision of the Patent and Trial Appeal Board (PTAB) and another 2,674 claims
canceled or disclaimed by patent owners, for a total of 19,362 patent claims gone.
From surveying these successes, what content in what order is good for a winning petition? The
answer from most advocates writing petitions is the answer of the caption above: Cover, Tables,
Introduction, Mandatory Notices, Payment of Fees, Certification of Standing, Top-Level
Identification of Challenges, Summary of the Challenged Patent, Level of Skill, Claim Construction,
Overview of the Prior Art, Specifics of the Challenges, Other Certifications.
In reality, of course, the contents of petitions could conceivably be quite variable, and all of them
could be successful, although there are basic minimums. On minimums, the petitioner must certify
its grounds for standing, see 37 C.F.R. § 42.104(a), state the relief requested for each claim
challenged, see §§ 42.22(a) and 42.104(b), give a full statement of reasons for the relief requested,

including an explanation of the evidence and governing law, see 42.22(a), provide “mandatory”
notices of the real party-in-interest, related judicial or administrative matters, and the identity of
counsel, if any, see 42.8, effect service of the petition, 42.105(a) and 42.106(a), and be accompanied
by the required fee, see 42.15(a) and 42.106(a). See also 35 U.S.C. § 312 and Macauto USA v.
Baumeister & Ostler GmbH, IPR2012-00004 (September 21, 2012) (notice of defective petition).
More specifically on certifying grounds for standing, the petition must certify the patent is available
for IPR and that the petitioner is not barred or estopped from making an IPR challenge on the grounds
stated in the petition. See Dell Inc. v. Electronics and Telecommunications Res. Inst., IPR2015-00549
Paper 10 (March 26, 2015). More specifically on stating the explanation, the petition must specify
whether a challenge is grounded in 35 U.S.C. § 102 or 103, what references are relied on for each
ground, how the claims are to be construed, where each element of each claim is found in the
references, and which portions of which exhibits support the challenges. The petition, of course, must
prove a reasonable likelihood the petition will be successful. See 35 U.S.C. §314. And it cannot rely
on incorporation by reference from other documents. See Cisco Sys., Inc. v. C-Cation Techs., LLC,
IPR2014-00454 Paper 12 (August 29, 2014).
On possible variations for petition contents, petitions may challenge claims claim-by-claim, or group
them. See 77 Fed. Reg. 48696, Response to Comment 25. A petition may assert one claim
construction, or alternative constructions. See 77 Fed. Reg. 48700, Response to Comment 40. Claim
construction may be a simple statement that claim terms should have their broadest reasonable
interpretation to a person of ordinary skill. See 77 Fed. Reg. 48764. Petitions may include or refrain
from claim charts. Id. They may include or refrain from a statement of material facts. Id.
But nothing in the law, PTAB rules, or precedent requires one order of presentation or another in a
petition. Or “court-style” or “Patent Office style” phrasings, such as “would have been obvious from
the combined disclosures of the prior art, including the ‘123 patent and the ‘456 publication” versus
“should be canceled over Smith in view of Jones” (where the numbers are the last three numbers of
the patent numbers, and “Smith” and “Jones” are the names of the lead inventors of the prior art
references). Or one level of formality or another. The “parties are given wide latitude in how they
present their cases.” Id.
Still, by an informal survey of many IPR petitions from a variety of companies and law firms, a
“stock” way to organize petitions has developed. In short, a consensus has developed among IPR
filers to organize petitions in a specific manner. The organization may or may not best suit the PTAB,
but it has become the convention of petitions. Petitioners include a cover page and follow it on pages
starting italic “i” with a table of contents, a table of authorities, and a table of exhibits. The petition
then truly begins, on its Arabic page “1,” with a few sentences stating who the petitioner is, and what
they want (claims x-y of Patent 1,234,567 canceled). The introduction is followed by the required
mandatory notices, under the heading “Mandatory Notices.” Next are a statement that the fees are
paid, under a heading “Payment of Fees,” and a certificate of standing, under a heading to match the
certificate.
The challenges to the subject patent then really begin. A top-level identification of the challenges is
first in this new beginning, in the form of a table that has a column to identify claims, a column to
identify whether the challenge is 102 or 103, and a column to identify the prior art relied on, by short-

hand name, such as “Smith, Jones.” Some tables vary — but slightly. Where there are multiple
combinations of claims, references, and uses of 102 and 103, the petitions organize them as
“grounds,” as in these table rows:
Ground 1
Ground 2

Claims x-y
Claims xx-yy

102
103

Smith
Smith and Jones

Almost all petitions turn next to a summary of the challenged patent. The summary usually does not
include a technology tutorial, before plunging into the disclosure of the patent, and the claims,
although a few do. (There are a few fun tutorials, such as in the petition of new IPR2017-01380, with
old photos of Model T cars being made.) The summaries often include descriptions of “APA,” the
“admitted prior art,” or more specifically, whatever prior art is acknowledged to have existed in the
Background of the Invention portion of the patent. The summaries of the patent include explanations
of continuation-in-part status, or the content of earlier patents and publications incorporated by
reference, if those are matters to be discussed relative to the dates of the prior art references relied on.
Most summaries relative to the claims include only a description of one or a few representative claims,
which may be a surprise. A few petitions describe the grouping of the claims, for example by
identifying which are the independent claims, which dependent claims are similar to each other, and
the like, but not many petitions do this.
Next, a description of the level of skill in the art is provided under its own heading. But usually, the
description is perfunctory, simply stated, and not justified except by reference to paragraphs of an
expert declaration.
Claim construction is also usually brief, with statements of the constructions provided, and again, not
much justification other than a few references to usages in the patent, or perhaps an expert declaration.
The overview of the prior art has that caption, i.e., “Overview of the Prior Art,” but is a one-by-one
short march through each prior art reference used in the petition’s challenges, not truly an “overview”
such as a tutorial.
The meat of the petition is the section that provides the specifics of the challenges. Most such sections
are straightforward. Under headings 1a, 1b, 1c, 2a, 2b, 2c, etc., with such a heading for each claim
element of each challenged claim, and with each claim element stated verbatim in its heading, most
sections include short statements that use the last names of the inventors of each prior art reference,
and state which prior art reference includes the element. For example, with Smith and Jones, and
headings 1a, 1b, the short statements are in the nature of “Smith discloses a [repetition word-of-word
of the claim element of 1a],” and “Jones discloses a [same for 1b].” Usually, the only other thing in
these descriptions is a pinpoint citation to the specific place the referenced prior art item includes the
disclosure, or a pinpoint citation to paragraphs of an expert declaration, or both.
Obviousness challenges must have more, and do have more. They include short explanations of
reasons for motivation for the combinations of references relied on. These statements are often quite
brief. They are usually done claim by claim, not element by element. Some simply state the motivation
was the known desire of persons of ordinary skill to improve upon the prior art. That has been an
accepted motivation in some cases. See, e.g., In re Peterson, 315 F.3d 1325, 1330 (Fed. Cir. 2003)

(“The normal desire of scientists or artisans to improve upon what is already generally known
provides the motivation to determine where in a disclosed set of percentage ranges is the optimum
combination of percentages.”). Some state the motivation is that the references address the same
problems. Very few provide elaborate explanations, such as working through all the steps of one or
more of the rationales of MPEP 2143.
Almost none of the petitions include claim charts. It may be that the PTAB scared petitioners away
from claim charts by being highly critical of claim charts several times. The PTAB has been critical
of claim charts as not being explanatory enough. See e.g., GN Resound A/S v. Oticon A/S, IPR201500103 Paper 13 (June 18, 2015). They have been critical of claim charts that included anything more
than claim limitations and citations and quotations from references. See B/E Aerospace, Inc. v. Mag
Aerospace, Inc., IPR2014-01510 Paper 3 (October 2, 2014). The PTAB was also critical of a petition
that had claim charts that “omit[ted] arguments from where they are expected.” See Microstrategy,
Inc. v. Zillow, Inc., IPR2013-00034 Paper 23 at 3 (April 22, 2103). Petitioners probably learned too
much from the cases, however, as the PTAB criticisms were at a time of page lengths for petitions,
while lengths have changed to word lengths. When lengths changed to word lengths, the U.S. Patent
and Trademark Office stated it would not object to claim charts with arguments.
Petitions conclude with their other certifications. They certify their appropriate length, and service on
the patent owner.
Is this the right content in the right order for a winning petition? Most advocates seem to think it is.
And the order they have adopted is: Cover, Tables, Introduction, Mandatory Notices, Payment of
Fees, Certification of Standing, Top-Level Identification of Challenges, Summary of the Challenged
Patent, Level of Skill, Claim Construction, Overview of the Prior Art, Specifics of the Challenges,
Other Certifications. (For an interesting variation on this order, see the recent petition in IPR201701439.)
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Unsupported Rule 1.132-Type Declaration by
Interested Inventor Will Not Work for Patent Owner
in an AIA Trial
By Robert H. Resis
June 15, 2017 — Many times, the closest prior art to a patent is the patentee’s own prior art.
When the claimed subject matter of a patent was invented by an inventor, let’s call that inventor
“S,” and the prior art is a patent or published application that names S and another as inventors,
the prior art may be cited during patent prosecution and/or later in an America Invents Act (AIA)
proceeding. For purposes of this article, this prior art may be referred to as a “joint patent or joint
published application.” When that prior art is a reference under pre-AIA 35 U.S.C. 102(a), (e), or
(f) and is cited in a rejection during patent prosecution, one way the applicant can overcome the
rejection is to remove the prior art as a valid reference by filing a declaration by S under 37 CFR
1.132 regarding “inventorship.” As discussed below, while an unsupported 1.132 declaration will
readily be accepted by an examiner in patent prosecution, the Patent Trial and Appeal Board
(PTAB) in an AIA trial will not be persuaded by unsupported assertions of inventorship by an
interested inventor to avoid invalidity based on a prior joint patent or joint published application
under pre-AIA 35 US.C. 102(a), (e) or (f).
The Manual of Patent Examining Procedure 715.01(a), captioned “Reference is a Joint Patent or
Published Application to Applicant and Another,” provides in part for two situations. It first
addresses both, one situation of a reference not claiming the subject matter relied on for the
rejection, and another situation of it being claimed:
An unequivocal declaration under 37 CFR 1.132 by S that he/she conceived or
invented the subject matter that was disclosed but not claimed in the patent or

application publication and relied on in the rejection would be sufficient to
overcome the rejection. In re DeBaun, 687 F.2d 459, 214 USPQ 933 (CCPA
1982).
The second situation is also addressed further:
Where the reference is a U.S. patent or application publication that includes a
claim reciting the subject matter relied upon in a rejection and that subject matter
anticipates or would render obvious the subject matter of a claim in the
application under examination, a declaration under 37 CFR 1.132 must also
explain the presence of the additional inventor in the reference (e.g., the
disclosure in claim 1 of the reference is relied upon to reject the claims; the
affidavit or declaration explains that S is the sole inventor of claim 1, and the
additional inventor and S are joint inventors of claim 2 of the reference).
Disclaimer by the other patentee or applicant of the patent application publication
should not be required but, if submitted, may be accepted by the examiner.
There have been only a limited number of PTAB final written decisions in AIA trials wherein a
patent owner presented a 1.132-like declaration to try to remove a joint patent or joint published
application as a valid reference under pre-AIA 35 US.C. 102(a), (e) or (f). In each case, the
patent owner failed.
Volkswagen Group of America, Inc. v. Emerachem Holdings, LLC, IPR2014-01558
In this inter partes review (IPR), the involved ‘758 patent named Guth and Campbell as
inventors, and a 102(e) prior art Campbell patent named Campbell, Danziger, Guth, and Padron
as inventors. See IPR2014-01558, final written decision entered January 22, 2016. The Campbell
patent was incorporated by reference in its entirety in the specification of the ‘758 patent.
According to the patent owner, Campbell was not prior art because any relevant discussion in
Campbell was said to be a description of an invention made by the inventors named in the
involved ʼ758 patent, i.e., Campbell and Guth. Guth was deceased. According to direct
declaration testimony of Campbell: “Guth and I are the sole inventors of all inventions claimed
in the involved ʼ758 patent.” In the AIA trial, Campbell testified that he and Guth solely
conceived of and invented all of the subject matter in the Campbell patent that was relied upon
by the petitioner in the IPR.
The PTAB noted that the patent owner, however, did not call Danziger or Padron as witnesses,
and did not offer any contemporaneous documentary evidence in support of the Campbell
testimony. The PTAB noted that the petitioner did not cross-examine Campbell, but stated that it

drew no adverse inference from the petitioner’s decision not to cross-examine. The PTAB held
that if a party believes that an opponent has not made out a case with its testimony, the party is
under no obligation to cross-examine, citing Cabilly v. Boss, 55 USPQ2d 1238, 1249 (BPAI
1998).
The PTAB declined to credit the Campbell testimony, and found that the patent owner failed to
carry its burden of production. The PTAB therefore held that the Campbell patent was prior art
under 35 U.S.C. § 102(e). The PTAB stated that principles applicable to the antedating issue
before it include those discussed in In re DeBaun, 687 F.2d 459 (CCPA 1982), which involved
an antedating effort in the context of ex parte patent examination where there was no adverse
party.
In DeBaun, the Court of Customs and Patent Appeals (CCPA), predecessor of the Court of
Appeals for the Federal Circuit, reversed the Board of Patent Appeals and Interferences (BPAI),
predecessor of the PTAB, that had upheld the examiner’s obviousness rejection of DeBaun’s
patent claims based on subject matter in a patent that named DeBaun as a co-inventor. During
prosecution, DeBaun submitted an unequivocal declaration that he alone conceived of the subject
matter. DeBaun’s declaration included paragraph (c), which read “Insofar as the invention of my
pending application … is suggested by … anything contained in [the cited patent naming
DeBaun and another], it was originally conceived by me and described to patent counsel prior to
[the date of the application that issued as the cited patent].” The CCPA held that the BPAI erred
in upholding the rejection in view of DeBaun’s showing that the subject matter disclosed in the
cited patent was his own invention.
The PTAB found facts in DeBaun to be similar to those in the IPR — in DeBaun, the cited patent
reference named two inventors (DeBaun and another), whereas the reissue application on appeal
named one inventor (DeBaun). In the IPR, the relied upon Campbell patent named four
inventors, whereas the involved ʼ758 patent named two inventors — inventors common to the
inventors named in the Campbell patent.
Despite these similarities, the PTAB found that the IPR case differed from DeBaun in at least
two significant ways. First, the Campbell testimony did not contain a paragraph corresponding to
DeBaun’s paragraph (c) (DeBaun, 687 F.2d at 461–462). Hence, the unequivocal statement to
which the DeBaun court may have been referring was not present in the IPR. Second, while
DeBaun’s “story” was corroborated with contemporaneous documentation—DeBaun’s
declaration referenced a contemporaneous drawing that was attached to his declaration—
Campbell’s “story” was not supported by any contemporaneous documentation. According to the
petitioner, the Campbell declaration was “insufficient because there is no accompanying
evidence explaining the inventorship assertions in that declaration.” The PTAB agreed with the

petitioner, noting that here is “2015 uncorroborated testimony by an interested witness about
events occurring prior to 1995—a period of at least twenty years.”
The PTAB also noted that the Campbell testimony set out specific subject matter said to be the
invention of Campbell and Guth. However, no explanation appeared in the patent owner’s
response, or in the Campbell testimony, addressing all of the subject matter of the Campbell
patent upon which the petitioner relied. The PTAB declined to credit the Campbell testimony,
principally because there was “no contemporaneous documentary evidence confirming events
taking place a long time ago reported to us via a witness having an interest in the case.”
Similar PTAB findings and holdings to those in VW v. Emerachem
The PTAB reached similar findings and made similar holdings in Nelson Products, Inc. v. Bal
Seal Engineering, Inc., IPR2014-00572 (final written decision entered September 24, 2015), and
Maxlinear, Inc. v. Cresta Technology Corp., IPR2015-00594 (final written decision entered
August 15, 2016). In the Nelson and Maxlinear IPRs, the PTAB cited DeBaun, and held that the
reference was “by another” and thus prior art under 35 U.S.C. 102(e).
Nelson Products, Inc. v. Bal Seal Engineering, Inc., IPR2014-00572
In Nelson, the petitioner asserted that claims of the ‘662 patent, which named Balsells as the sole
inventor, were unpatentable under 102(e) by Poon, a U.S. published application, that named
Poon and Balsells as joint inventors. The PTAB stated that an applicant may overcome a 102(e)
reference by showing that the relevant disclosure in the reference is a description of the
applicant’s own work. Citing DeBaun, the PTAB emphasized that what is significant is not
merely the differences in the listed inventors, but whether the portions of the reference relied on
as prior art represent the work of a common inventive entity. The issue, according to the PTAB,
is whether all of the evidence, including the references, truly shows knowledge by another prior
to the time the inventor(s) made the invention or whether it shows the contrary. The PTAB stated
that while the petitioner always bears the ultimate burden of persuasion, the patent owner bears
the burden of production on the issue of whether Poon is “by another.”
The patent owner failed to persuade the PTAB that the subject matter of Poon relied on by the
petitioner was not “by another.” The PTAB found that Poon and Balsells were joint inventors
under the standards highlighted by the court in Kimberly-Clark Corp. v. Procter & Gamble
Distrib. Co., 973 F.2d 911, 917 (Fed. Cir. 1992)). According to the PTAB:
They exhibited elements of joint behavior: they worked at the same company,
under common direction, at the same physical location. [They] exchanged notes
and drafts leading to the final invention described in the Poon reference. [They]
worked on the same subject matter and made contributions to the inventive

thought and to the final result. Monsanto Co. v. Kamp, 269 F. Supp. 818, 824
(D.D.C. 1967). The collaborative nature of the invention is apparent in the
evidence presented by Petitioner, in which Mr. Poon and Mr. Balsells could not
avoid acknowledging the elements of their common contributions to the invention
claimed in the Poon reference.
Maxlinear, Inc. v. Cresta Technology Corp., IPR2015-00594
In Maxlinear, the PTAB noted that the patent owner admitted in a proceeding before the
International Trade Commission (ITC) that Favrat was prior art under 102(e) and then argued in
the IPR proceeding that it was not. The PTAB also noted that the testimony and other evidence
in the ITC case corroborated that Favrat was prior art under 102(e), meaning that is was “by
another.” Considering the entire admissible record in the IPR, including the evidence in the ITC
case, the PTAB determined that the preponderance of the evidence demonstrated that Favrat was
“by another” as required by 102(e).
Conclusion
According to Docket Navigator (a search tool for PTAB and other patent cases), as of April 20,
2017, there do not appear to be any other PTAB final written decisions that cite DeBaun. As
shown above, patent owners have had a difficult time persuading the PTAB that a joint patent or
joint published application is not a valid reference under pre-AIA 35 US.C. 102(a), (e) or (f).
The takeaway for patent owners is that, in AIA trials, they cannot simply rely on an unsupported
declaration of inventors named on the patent like they can in patent prosecution with a 1.132
declaration. Rather, in AIA trials, patent owners must carry their burden of production with
corroborating evidence that demonstrates that the joint patent or joint published application is not
a valid reference under pre-AIA 35 US.C. 102(a), (e) or (f).
The takeaway for petitioners is that a joint patent or joint published application can be strong
prior art under pre-AIA 35 US.C. 102(a), (e) or (f), which the patent owner will have a tough
time removing as a valid reference. Indeed, a petitioner may be able to attack a patent in an AIA
proceeding by relying on a joint patent or joint published application that was previously deemed
to not be a valid reference under pre-AIA 35 US.C. 102(a), (e) or (f) in view of an unsupported
Rule 1.132 declaration filed during prosecution of the patent.
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Now That IPR Is Instituted, Stay For Litigation Over
Growlers Is Granted – Cheers!
By Craig W. Kronenthal
June 22, 2017 — Oregon district court grants defendant’s second motion to stay litigation between
two growler manufacturers pending completion of inter partes review (IPR) now that IPR is
instituted.
Drink Tanks Corp. v. GrowlerWerks, Inc., U.S. District Court for the District of Oregon, 3:16-cv410-SI (June 19, 2017)
Drink Tanks sued GrowlerWerks for allegedly infringing Drink Tank’s patent (U.S. Pat. No.
9,156,670) for a growler that keeps your beer from going flat. GrowlerWerks then filed a first
petition for IPR challenging all 19 claims of the ’670 patent. Shortly after filing its first petition,
GrowlerWerks moved the district court for a stay pending the U.S. Patent Trial and Appeal Board’s
(PTAB) decision in the IPR. The court denied this initial stay. In considering whether to stay
litigation, courts generally consider three factors: (1) whether there is undue prejudice or a clear
tactical disadvantage to the non-moving party if the stay is granted, (2) whether the issues will be
simplified if the stay is granted, and (3) the stage of litigation. Considering these factors, the court
found that factors (1) and (2) weighed against granting the initial stay. Regarding factor (2), the
court found that the possibility that the issues would be simplified was speculative at the time,
given that the IPR was not instituted. Indeed, the PTAB later denied GrowlerWerks’ first petition.
However, before the first petition was denied, GrowlerWerks filed a second petition for IPR. The
second petition also challenged all 19 claims of the ’670 patent. The PTAB instituted trial as to 16
of the claims in this second IPR. With the institution decision in hand, GrowlerWerks again moved
the court for a stay. This time the outcome was different.

The court found that the institution decision suggests that the PTAB’s final written decision is
“likely to simplify the issues.” The court highlighted the standard for instituting IPR — that there
is a reasonable likelihood that the petitioner would prevail is establishing unpatentability. The
court also acknowledged that the IPR will not obviate the entirety of the litigation because IPR
was instituted for only 16 of the 19 claims, but explained that factor (2) only requires the potential
that issues will be simplified.
The institution decision also changed the court’s position with respect to whether the non-moving
party would be unduly prejudiced or disadvantaged (factor (1)). Specifically, the court balanced
the institution decision against the fact that the parties are direct competitors and found that factor
(1) was now neutral.
With factor (1) now being neutral and factor (2) now weighing in favor of the stay along with the
early stage of litigation (factor (3)), the court granted the second stay. This order illustrates the
significant impact that an institution decision can have on a motion to stay.
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At the PTAB, If It’s Ancient, Meaning 1997,
It’s Prior Art
By Charles W. Shifley
June 28, 2017 — Some of us in the practice remember the “cited prior art” of Sakraida v. Ag Pro.
The U.S. Supreme Court invalidated a patent on a system to flush out barns for cows, U.S. Patent
3,223,070 of 1965. Notoriously, the first-referenced prior art in the Court’s obviousness analysis
was “among the labors of Hercules.” 423 U.S. 273 at 275 n. 1 (1976). “[Hercules] went to [a]
stream, … [and] conducted [the stream] to the [cattle pen] … so that the water streamed in at one
end … carrying all the dirt [out] with it. … C. Witt, Classic Mythology 119-120 (1883).” Greek
mythology having been what it was, said the Court, the modern day patent was invalid. Never
mind that the patent was on, in part, abrupt release of water from a tank causing a rolling action of
the water on a barn floor, accomplishing cleaning without hand labor, and including a “striking
result,” “great convenience,” “a cheaper and faster way” to clean, and “commercial success.” Id.
at 281-2. Never mind that the real prior art included only “spot delivery of water,” by way of “high
pressure hoses or pipes,” and required “supplemental hand labor” that “took several hours.” Id.
Never mind that the Supreme Court report did not include any indication that the barn-cleaning
people of ordinary skill in 1965 knew any Greek mythology. The invention nevertheless lacked
invention because its combination of elements lacked a “synergistic result.”
So critical prior art at that time in the history of the U.S. Supreme Court and its tests of invalidity
for obviousness, 40 years ago, included the mythic accomplishments of Greek and Roman gods
known to the justices.
Fast forward, to now, and go to the Patent Trial and Appeal Board (PTAB). In 2017, at the PTAB,
obviousness analysis also includes a study of the “ancients,” and the prior art may also include
publications about them, as in Sakraida, although it might surprise you to learn that “ancient” in
this case means 1997.

The proof is from an inter partes review (IPR), Arista Networks, Inc. v. Cisco Systems, Inc.,
IPR2016-00303 (PTAB May 25, 2017). In Arista’s final decision, Paper 53, the PTAB confronted
the question of whether a technical reference manual, an “ATM UNI specification,” on
“asynchronous transfer mode” (ATM) switches, id. at 13, 15, was proven to be a printed
publication, and printed at a prior art time. The evidence of publication included the alleged
publication’s own copyright notice, an Arizona State University card catalog number, and an
uncorroborated declaration of an employee of the parent company of the alleged publisher,
Prentice Hall. Id. at 17-21. The critical date of the patent in IPR was 1998, and the alleged date of
publication was 1993.
As the Arista decision indicates, many PTAB, Federal Circuit, and district court patent cases have
concluded that alleged printed publications were not proven to be what they were claimed to be.
Id. One, Hilgraeve, Inc. v. Symantec corp., 271 F. Supp. 2d 964, 976 (E.D. Mich. 2003), stated
that a copyright notice is “insufficient to establish that a product was known or used by others on
that date.” The PTAB distinguished all relevant such cases in Arista, however, crediting the
copyright notice and the witness declaration. Id. Concerning Hilgraeve, the PTAB noted that
PTAB panels had relied on copyright notices as probative evidence of publication, citing two
panels. Arista at 18.
To our main interest, however, the PTAB most notably credited the copyright notice as not being
subject to a hearsay objection. The objection was not made, it said, but also, said the PTAB,
crediting the copyright notice was appropriate because the notice was on a document allegedly
from 1993. That age, stated the PTAB in a footnote, id. at 18 n. 3, was more than 20 years in the
past, qualifying the notice—and indeed, the whole document—for the hearsay exception of
Federal Rule of Evidence (FRE) 803(16): “The following are not excluded by the rule against
hearsay, regardless of whether the declarant is available as a witness: (16) Statements in Ancient
Documents. A statement in a document that it is at least 20 years old and whose authenticity is
established.” The ATM UNI specification, stated the PTAB footnote, qualified as such an ancient
document. The ATM UNI specification copyright notice, then, was not hearsay and, because the
specification had been authenticated, the notice could be credited, to an end: patent claims invalid.
The Arista reliance on FRE 803(16) is certainly tutorial, or for many of us, at least a reminder. The
PTAB applies the FRE. Thus, before the PTAB, the “ancient” will sometimes be at issue, and the
“ancient” may be as recent as 20 years ago, meaning 1997. So whether your patent invalidity case
is in the Supreme Court or the PTAB, mind the ancients. Their prior art may be the heroic acts of
the gods from antiquity, or their prior art may be the alleged mundane publications from 20 years
more recent than even Sakraida itself. Either way, the ancients may affect your case and its
outcome.
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At the PTAB, Don’t Drive the Wrong Car
By Charles W. Shifley
July 10, 2017 — Inter partes reviews (IPRs) at the U.S. Patent and Trademark Office Patent Trial
and Appeal Board (PTAB) are the way to go to invalidate patent claims, whether you’re in
litigation with a patent owner, or just want to clear out some space to compete. See, e.g.,
https://www.uspto.gov/sites/default/files/documents/Trial_Statistics_2017-05-31.pdf. But don’t
drive the wrong car while you’re there at the PTAB. Here’s what I mean.
IPRs are slow-rolling trials. Everything is routinely done on paper, except for a short final oral
argument. That makes them like other administrative trials, such as patent trials from the past, i.e.,
interference trials, and administrative trials in other spheres, such as workers’ compensation trials.
Like “real” trials, though, they involve the rules of evidence. E.g., 77 Fed. Reg. 48,756, 48,758,
48,772 (Aug. 14, 2012) (“Admissibility of evidence is generally governed by the Federal Rules of
Evidence.”) (“The examination and cross-examination of a witness proceed as they would in a trial
under the Federal Rules of Evidence …”) (citation hereafter “Fed. Reg.” with a page citation.)
Facts must be proved, and IPRs have been lost simply for lack of proof of the facts.
Objections to the evidence introduced to attempt to prove facts are somewhat hard to sustain at the
PTAB. For example, an IPR participant wanting to object to evidence must “object timely to the
evidence at the point that it is offered,” and then must follow up “by filing a motion to exclude the
evidence.” Fed. Reg. 48,767. The motion must (a) identify where in the trial record (i) the objection
was originally made, and (ii) the opponent relied on the evidence, and (b) explain each objection.
Id. Early on, the PTAB indicated that the need for these requirements results from the PTAB
functioning differently than U.S. courts: “[O]ur practice differs from that in a U.S. district court
… All evidence in our proceedings is filed in the form of an exhibit. … Once filed, the exhibit is
‘in evidence.’ … In our proceedings it is the opponent who bears the burden of establishing
inadmissibility of an exhibit.” FLIR Systems, Inc. v. Leak Surveys, Inc., IPR2014-00411, slip. op.
Paper 113 at 5 (PTAB September 3, 2015) (order of sentences in the quotation changed). This

PTAB practice appears in part to be a reflection that the PTAB uses the FRE, but not FRE 103, on
rulings on evidence. Fed. Reg. 48,772.
On the other hand, away from handling issues of admissibility of evidence, if the point to be made
is that the evidence is not sufficient to prove a fact, then that point should be made somewhere
other than a motion to exclude: “A motion to exclude … may not be used to challenge the
sufficiency of evidence to prove a particular fact.” Fed. Reg. 48,767.
Trying to drive a motion to exclude to accomplish a challenge to the sufficiency of evidence is one
way an IPR participant can be trying to drive a wrong car. As the PTAB is now often stating, a
“motion to exclude is the wrong vehicle to challenge … a substantive issue that goes to the
sufficiency of the evidence, not to admissibility …” E.g., Arista Networks, Inc. v. Cisco Systems,
Inc., IPR2016-00303, slip op., Paper 53 at 9 (PTAB May 25, 2017). So at the PTAB, you can be
driving the wrong car, i.e., wrong vehicle, in your challenge to evidence.
How can you know you’re careening off course? The Federal Register gives you one example, and
FLIR another. At 48,763, the Federal Register informs you that if your effort is to cut down
opposing expert opinion evidence as not properly supported by a disclosure of underlying facts or
data, then your point is that the evidence does not have weight: “Opinions expressed without
disclosing the underlying facts or data may be given little or no weight.” FLIR reinforces Fed. Reg.
48,763 by expressly stating that “a failure to reveal underlying facts and data goes to the weight to
be assigned testimony.” Paper 113 at 12. FLIR moves on to explain that if you want to attack prior
art as not proven to have been accessible to the public, that also goes to weight: “where a patent
owner’s motion to exclude raises the … issue … authenticity based on an alleged lack of
accessibility ... as an issue required to be proved by a petitioner … there is no need [for] a motion
to exclude.” Paper 113 at 9. Arista states the same: “A motion to exclude is the wrong vehicle to
challenge public availability …” Paper 53 at 9.
But the situations of motions to exclude versus arguments going to weight are not the only
situations that may find you driving the wrong car off the road. Another situation is that of what
you put in your replies, to the patent owner response to your petition, or in replies for motions. A
reply is not an opportunity to raise new issues. E.g., Fed. Reg. 48,767. Still another situation is that
of a request for rehearing. Regarding requests for rehearing, the PTAB has stated that they, as well,
are “not intended as a vehicle,” in this case, “simply to disagree with [an] outcome or to provide
new arguments.” Captioncall, Inc. v. Ultratec, Inc., IPR2014-00780, slip. op., Paper 40 at 2-3
(PTAB May 19, 2016). A request for rehearing, states Captioncall, must identify a matter the
PTAB misapprehended or overlooked, and “must cite where the argument or evidence allegedly
overlooked or misapprehended was previously discussed in one of the parties’ papers.” Id.
So the takeaway of all this fun with cars is this: Don’t choose the wrong vehicle at the PTAB.
Study the rules of the road, and drive the right car, not the wrong car, such as an argument against
evidence, not a motion to exclude, to get your vehicle to take you where you want to go.
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Are Inter Partes Reviews Unconstitutional? Time for
Some History
By Charles W. Shifley
July 12, 2017 — Inter partes reviews (IPRs) at the Patent Trial and Appeal Board (PTAB) are
procedures that patent challengers like to the extent of filing thousands of them. Most are
successful for the challengers. IPRs are slow-rolling trials. Everything is routinely done on paper,
except for a short final lawyers’ argument. That makes them like other administrative trials, such
as patent trials from the past, i.e., interference trials, and administrative trials in other spheres, such
as workers’ compensation trials. As you would expect, given their “paper nature,” there aren’t any
juries and there isn’t any federal court judge involved.
But are they constitutional, because they decide the validity of property rights, the patent rights
involved, without juries or federal judges? That is the question that will be addressed by the U.S.
Supreme Court this fall, when the Court takes up a case known as Oil States, which in full is Oil
States Energy Services LLC v. Greene’s Energy Group, Docket No. 16-712 (petition granted June
12, 2017). The question for the Court is phrased as the petitioner phrased it: “Whether inter partes
review—an adversarial process used by the Patent and Trademark Office (PTO) to analyze the
validity of existing patents—violates the Constitution by extinguishing private property rights
through a non-Article III forum without a jury.”
The answer to the question, no surprise, requires several history lessons. First, after the
Constitution was ratified by the states, the Bill of Rights was adopted to add specific guarantees
of personal freedoms and rights for the people. The Seventh Amendment, within the Bill,
“preserved” the existing right of trial by jury “in suits at common law.”
In “preserving” and not creating a right of trial, and in doing so for “suits at common law,” not all
lawsuits, the Amendment required the second history lesson — what were “suits at common law,”
and on what issues of such suits had there already been a right of jury trial? The Supreme Court

answered these questions over time, starting in U.S. v. Wonson in 1812, telling us that “suits at
common law” were those suits in the common law courts of England. It continued in Thompson v.
Utah in 1898, that the relevant suits were specifically the suits before the time of adoption of the
Bill of Rights, in 1791. Then, in Chauffers, Teamsters, & Helpers Local No. 391 v. Terry, in 1990,
it told us the jury right applies not only to the suits referenced in Thompson, but all federal suits in
which “legal” rights are to be determined — “legal” to be contrasted with “equitable,” and
“equitable” meaning suits in which only equitable rights were to be determined and only equitable
remedies provided.
Very close to home as to the subject here, the Supreme Court looked carefully at jury trial rights
in patent cases in Markman v. Westview Instruments, Inc., in 1996, only 20 years ago. It resolved
that patent infringement cases had a right of trial by jury: “there is no dispute that infringement
cases today must be tried to a jury.” But, the Court resolved, this first conclusion requires a second
analysis and conclusion, and that analysis addresses “whether a particular issue occurring within
a jury trial … is itself necessarily a jury issue, the guarantee being essential to preserve the right
to a jury’s resolution of the ultimate dispute.” (emphasis added) Of course, addressing
interpretation of the claims of patents, as to what they mean and cover, Markman resolved the
issue was for courts, not juries. The Court reasoned that with a “mongrel practice (like construing
a term of art following receipt of evidence),” a “sound … course” was to “compar[e] the modern
practice to earlier ones whose allocation to court or jury we … know.”
Most telling for the present analysis, Markman’s historical analysis was that in 1791, “patent
litigation … was typified by so-called novelty actions, testing whether ‘any essential part of [the
patent had been] disclosed to the public before,’ Huddart v. Grimshaw, Dav. Pat. Cas. 265, 298
(K. B. 1803), and ‘enablement’ cases, in which juries were asked to determine whether the
specification described the invention well enough to allow members of the appropriate trade to
reproduce it, see, e. g., Arkwright v. Nightingale, Dav. Pat. Cas. 37, 60 (C. P. 1785).”
So present historical analysis concluded, are IPRs patent infringement cases? Because if they are,
they have a right of jury trial. One argument is that they are not. They do not decide patent
infringement, or award infringement damages. They only cancel or confirm patent claims. Another
is that yes, they are, they are essential parts of patent infringement cases, because about 80 percent
of IPR petitions are filed by those who have been sued for infringement, and if it weren’t for
petitioners getting sued, there wouldn’t be 80 percent of IPRs.
Other relevant analyses start with the question, are IPRs the modern day equivalent to “novelty
actions,” those actions of 1791 referenced by Markman as in the Huddart “K.B.” or King’s Bench
case, and referenced as “testing whether ‘any essential part of [the patent had been] disclosed to
the public before’”? Because if they are, it seems the Supreme Court cited such actions as requiring
juries. Another question is, are there any particular issues within IPRs that are themselves
necessarily jury issues? IPRs, we know, decide novelty and obviousness. Novelty is known to be
an issue of fact, said Coupe v. Royer, a Supreme Court case in 1895. The subsidiary aspects of
obviousness, the “Graham factors,” are issues of fact, while the ultimate decision of obviousness
is a decision of law, said Graham v. John Deere, in 1966. But is obviousness a “mongrel practice,”
and if so, how does “the modern practice [of deciding obviousness and not invention compare] to
earlier [practices] whose allocation to court or jury we … know”?

In the Oil States petition for certiorari, the argument for IPRs being unconstitutional is quite
succinct. In barely more than four pages, the petition made its points and got itself granted. The
federal government’s twice as many pages and many points, and the respondent’s three times as
many pages and further points, in combination, did not persuade to the contrary.
It may be that no one can predict the Supreme Court. With some few exceptions, the Supreme
Court seems to take Federal Circuit cases to reverse them. As in a pithy sentence in the Court’s
recent reversal in TC Heartland, the Court knows what it is doing: “We reverse the Federal
Circuit,” it said, and yes, yes it does. Oil States would indeed be a reversal. History may dictate
that reversal. Chief Justice Roberts called IPRs “bizarre” in the oral argument in Cuozzo. But a
significant part of the Supreme Court’s recent cases on the substance of patent law, such as on
patent exhaustion, in Impression v. Lexmark, and eligible subject matter, in CLS v. Alice, has been
on protecting the rights of the public to be free of patent owners’ rights. That’s what IPRs arguably
do — free the public from bad patent rights. Still, wouldn’t it be something if IPRs were
unconstitutional, and it was history, and specifically the practices of England from before 1791 —
from which we revolted — that caused the result?
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At the PTAB, Riddle Me This:
Is the Lack of a Clear Exclusion its Own Clear
Exclusion?
By Charles W. Shifley
July 26, 2017 — Inter partes reviews (IPRs) at the Patent Trial and Appeal Board (PTAB) may or
may not survive a looming constitutional challenge following the U.S. Supreme Court’s future
decision in Oil States v. Greene’s Energy Group. But now, while IPRs exist and are invalidating
U.S. patents, they are fascinating and entertaining in the details and convolutions of their practices
and rules. They sometimes involve the classic “riddle wrapped in a mystery, inside an enigma”
(said by Winston Churchill in 1939, about Russia). A Licensing Executive Society amicus brief,
in the U.S. Supreme Court Cuozzo case on broadest reasonable interpretation (BRI) of patent
claims in IPRs, described BRI with this analogy:
An equivalent in real estate would be an administrative system that allowed challenges to
the titles of land owners and invalidated their titles if their deeds covered the property they
claimed but also extended to bits of property owned by surrounding landowners. … Instead
of interpreting deeds as landowners understood and asserted them …, and as deeds would
be interpreted in courts, … land owners would have their deeds canceled, solely on the
technicality that their deeds could be hyper-inflated to cover bits of property never claimed
to be owned. A taking would occur, a taking of the land they never claimed to own but also
all the land they actually owned …
While BRI may be difficult to understand, i.e., enigmatic, for patent owners, and problematic for
them — IPRs applying BRI have canceled tens of thousands of patent claims — BRI and IPRs
remain for now.

This moves us toward our riddle of the day inside BRI. The PTAB applies BRI. As part of that
application, it frequently quotes and follows a Federal Circuit rule adopted to tamp down a trend
of federal district court case judgments of non-infringement that resulted from courts importing
the details of invention embodiments into the patent claims. That adopted rule is referred to as the
rule against exclusions: while the patent applicants may act as their own “lexicographers,” i.e.,
“language creators,” patent owners will have their patents tagged with adverse special definitions
of claim terms only when patent applicants clearly established meanings for claim terms while the
patent application was undergoing examination at the Patent Office. See e.g., Thorner v. Sony, 669
F.3d 1362 (Fed. Cir. 2012). So inside claim interpretation is the realm of special definitions and
clear exclusions from patents. Inside something enigmatic to some is something mysterious to
some as well.
Now to the riddle: At the PTAB, in IPR, is the lack of a clear exclusion its own clear exclusion?
Recall that the rule against exclusions resulted from accused infringers advocating for narrow
patent claim interpretations to avoid infringement. Judges frequently adopted the narrow
interpretations. IPRs in the PTAB have nothing to do with infringement or non-infringement.
Rather, IPRs deal with patent validity or invalidity. In a nutshell, the inquiry is: Is the patent, with
its claims given their broadest reasonable interpretation, valid or invalid in view of the petitioner’s
cited prior art? But IPRs also involve claim interpretations, and if the rule against exclusions
applies in IPR, what is its role? Consider this logic from a recent PTAB IPR final decision:
Any special definition for a claim term must be set forth in the specification with
reasonable clarity, deliberateness and precision. In re Paulson, 30 F. 3d 1475, 1480
(Fed. Cir. 1994). We must be careful not to read a particular embodiment appearing
in the written description into the claim if the claim language is broader than the
embodiment. In re Van Geuns, 988 F. 2d 1181, 1184 (Fed. Cir. 1993).
***
… Patent Owner argues that the claims are limited to performing “access control”
in hardware rather than software. … For support, Patent Owner states “[a] key
aspect of the ‘577 patent’s invention is the implementation of access control in
hardware memory.” Id. (citing Ex. 1001 [the patent in IPR], Abstract.) Patent
owner does not assert, and we do not determine, that the cited text from the Abstract
is a clear and unmistakable disavowal of implementation using software. Thus,
despite the language in the Abstract, we determine that the claims do not require
that “access control” occur in hardware memory.
Arista Networks, Inc. v. Cisco Systems, Inc., IPR2016-00303, slip op., Paper 53 at 10-11,
24 (PTAB May 25, 2017)(The term “[the patent in IPR]” is added, and the ending italics
are added).
Think about what happened in Arista. The lack of a clear exclusion, i.e., the lack of a clear
exclusion from a patent of a software implementation of an invention, despite the language
in the patent about implementation in hardware being “key” to the invention, became a

basis for the PTAB to conclude that the patent owner was clearly excluded from an
argument, i.e., its argument that its patent claims were limited to its “key” hardware
implementation of the invention. The lack of a clear exclusion became a clear exclusion.
This facet of PTAB reasoning, i.e., that (1) the lack of a clear exclusion from patent claims
of aspects of the invention, because (2) the language used by the patent applicant did not
amount to a clear exclusion of a broader interpretation of the claims, results in (3) a “clear”
exclusion of the patent owner from an argument for a narrower interpretation than the one
asserted by the IPR petitioner based on the language of the patent application, seems to be
one of the more interesting riddles, mysteries, and/or enigmas of PTAB IPR practice.
Whether it represents “a riddle wrapped in a mystery, inside an enigma,” or not, the answer
to today’s riddle is that, yes, by example, a lack of a clear exclusion is its own clear
exclusion. At least sometimes, if not always, the lack of a clear exclusion of aspects of the
invention from patent claims, because the language of the patent applicant did not amount
to a clear exclusion of a broader interpretation of the claims, results in a clear exclusion of
the patent owner from an argument for an interpretation focused on the “true” invention,
even as to its key aspects. So patent owners, if they want to prove that narrow claim
interpretations are the right interpretations, need to argue and prove that their patents
include clear exclusions. Arguing narrowness without arguing for clear exclusions, will do
no good. Petitioners, on the other hand, can argue and prove the broad interpretations they
want by arguing and proving the absence of clear exclusions.
For more Banner & Witcoff PTAB Highlights, please click here.
The Leahy-Smith America Invents Act established new patent post-issuance proceedings, including the inter partes
review, post grant review and transitional program for covered business method patents, that offer a less costly,
streamlined alternative to district court litigation. With the U.S. Patent and Trademark Office’s Patent Trial and
Appeal Board conducting a large and increasing number of these proceedings, and with the law developing rapidly,
Banner & Witcoff will offer frequent summaries of the board’s significant decisions and subsequent appeals at the
U.S. Court of Appeals for the Federal Circuit.
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Intellectual Property Alert:
Inter Partes Reviews – Who Can Get the Big Job Done
By Charles W. Shifley
August 15, 2017 – Inter partes review (IPR) statistics are fascinating. As of June 30, 2017, and in
the 4 years and 10 months since they became available, 6,577 IPR petitions have been filed with
the U.S. Patent and Trademark Office (USPTO). In fiscal year 2017 alone, 1,434 petitions were
filed.
An interesting statistic close to home at this law firm, Banner & Witcoff, is that its lawyers,
paralegals and staff filed more IPR petitions than any law firm filed in the first half of 2017. We
filed 45 IPR petitions for one client in those six months, as well as appearing in about double that
number of proceedings when other petitions and appearances on behalf of patent owners as well
as patent challengers are counted.
Who does that? Who gets that big job done? Of our more than 100 patent, trademark, and copyright
lawyers across the country, the following stand out for their IPR efforts: Fred Meeker, who
appeared in all 45 petitions, Brad Wright, the 45-plus more, and Scott Kelly, all 45 again. There’s
more about each of these three lawyers here, but Fred, Brad, and Scott, all three, would be quick
to say that preparing 45 IPR petitions in six months is a team effort of many, many people, and not
a thing for which they take credit only to themselves. Assuming we wrote our allotted 14,000
words per petition, plus more for mandatory notices, and helped our experts create thorough and
solid reports of about equal and greater length to our petitions, the statistic is that we had more
than about 1.3 million words to plan, organize, write, and edit, dense in patent law and technology,
needing to be readily accessible to Patent Trial and Appeal (PTAB) judges, well more an effort
than three lawyers might manage in years!
We’re pleased to enjoy the compliment from the PTAB in an early institution decision on the first
several of our first-half-2017 petitions, that our work was recognizably detailed and properly
supported. Our IPR “operations” for the tasks we accomplished on the way to our results included
teams of lawyers per petition, teams of lawyer reviewers, teams of paralegal editors, and our
“management” team overall, including but not limited to Fred, Brad, and Scott. All pitched in, all
gave it excellence, and all followed all the guidance we have in writing for the structured
accomplishment of our IPR tasks.
Still, back to Fred, Brad, and Scott. Here’s more on these Banner & Witcoff lawyers.

Fred Meeker is to the left. Fred is in a sweet spot in his intellectual property
law career, with 25 years of experience after law degrees with distinction
in Washington, D.C. Fred also brings to his IPR efforts two degrees in
electronic and computer engineering, and large doses of real engineering
experience. Before his legal career, Fred designed hardware and software.
He was the lead engineer in developing network backbone components for
the NSFNET (a forerunner to and now part of the Internet), a secure digital
telephone, satellite based processors, a processor for the under ice display on the Seawolf
submarine, and several commercial software applications, including applications for
communication security, secured transactions, and digital rights management.
Brad Wright is to the right. Brad is also above 20 years in IP law
experience, after degrees in engineering and law, one in electrical
engineering from MIT. Brad adds to his legal skills the deep-seated
experience of being a Federal Circuit Court of Appeals clerk to Judge
Bryson. Brad also has electrical and software engineering experience,
developing algorithms for signal intelligence, specialized hardware, and
databases including an object-oriented database.
Scott Kelly is back to the left. Scott is among our former patent examiners
from the USPTO. First trained in patent law there, he examined patents
relating to word processing, spreadsheets, markup languages, input
validation, display rendering, and assistive technologies. He also examined
business method patents, including several directed to the process of
drafting a patent! Scott brings degrees with honors in computer science,
physics, mathematics, and of course law to his IPR efforts. His last venture
before joining the firm was founding a company to develop an intelligent patent search engine
using document similarity analysis. And earlier, he was an early employee at a startup company
developing gigapixel resolution video cameras for drones. While with us, Scott has represented
clients in technologies including user interfaces, gesture-based inputs, mobile devices, cloud
computing, algorithms, client-server architectures, network routing, and video games.
Where and how do we get teams of accomplishment, and people like Fred, Brad, and Scott? As a
more than 40-year member of this firm, I’m proud to say it’s always (well, at least for 40 years)
been a matter of who we are. Sometimes we get to be proud of our statistics, for getting big jobs
done. We start 45 IPRs in six months in an effort of more than 1.3 million words dense on patent
law and technology, do it well, and lead statistics in doing it. But not sometimes and instead
always, we’re proud of our people, especially our teams, for all they bring to our firm, to each
other, and all we accomplish together in teamwork for the clients we value so much.
To subscribe or unsubscribe to this Intellectual Property Advisory,
please send a message to Chris Hummel at chummel@bannerwitcoff.com.
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Fed. Circ. Decision Addresses Key Oil States Argument
By Ben Koopferstock
Law360, New York (August 30, 2017, 5:31 PM EDT) -In its U.S. Supreme Court brief filed Aug. 24, 2017, petitioner Oil
States Energy Services argues that the inter partes review procedure
created in 2012 by the America Invents Act is unconstitutional
because Congress cannot delegate the power to invalidate granted
patents to the U.S. Patent and Trademark Office. One hurdle that Oil
States faces is the fact that the PTO has been invalidating patents for
over 30 years through ex parte re-examination, and more recently
through inter partes re-examination. The patent at issue in Oil States
was invalidated through inter partes review, so Oil States only needs
the court to find that IPR is unconstitutional — not these other reexamination proceedings. Because re-examination proceedings have
been in force for a longer period of time, the court might hesitate to
rule in such a way that renders these proceedings unconstitutional.

Ben Koopferstock

The Federal Circuit had previously reviewed the constitutionality of ex parte re-examination in
Patlex Corp., stating that “[a] defectively examined and therefore erroneously granted patent
must yield to the reasonable Congressional purpose of facilitating the correction of governmental
mistakes.”[1] The Federal Circuit reviewed a similar challenge to the constitutionality of IPR in
MCM Portfolio LLC v. Hewlett-Packard Co., concluding that “assigning review of patent
validity to the PTO is consistent with Article III.”[2] In MCM Portfolio, the Federal Circuit
stated that “patent rights are public rights” whose validity is “susceptible to review by an
administrative agency.”
In its opening brief, Oil States attempts to differentiate between IPR and re-examination
proceedings, arguing that “unlike traditional ex parte reexamination—which is an interactive
proceeding between the agency and the patent owner—[IPR] is an adversarial proceeding with
all the trappings of litigation” and that inter partes re-examination was “designed to resemble
traditional claim amendment-and-response patent prosecution and [was] not adversarial.” Like a
district court trial, IPR is an adversarial proceeding that includes discovery, a hearing in which
both parties argue, and a final judgment, which can only be appealed to the Federal Circuit. Oil
States also notes that “[m]any of the procedural rules that govern the (IPR) proceedings are often
based expressly on the Federal Rules of Civil Procedure” and that even the Patent Trial and
Appeal Board (PTAB) “refers to that proceeding (IPR) as a ‘trial.’”
The Supreme Court will likely need to decide whether patent rights are a public right or a private
right. If a patent is a public right, then Congress has the authority to delegate controversies to a
non-Article III tribunal such as the PTAB. If the court finds that patent rights are public rights,
then IPR is likely to survive. In its brief, Oil States takes the position that patent rights are private
rights, but that ex parte re-examination proceedings do not require Article III power because the
proceedings are not adversarial. Oil States argues that Congress can give the PTO power to
invalidate or alter patent rights through certain mechanisms, such as ex parte re-examination.

But, because IPR is too similar to a district court trial, Oil States argues, IPR is unconstitutional
under Article III.
Four days after Oil States filed its brief, the Federal Circuit decided Ultratec Inc. v. CaptionCall
LLC, in which the court noted the differences between IPR and a district court trial.[3] In a
footnote, the court stated that, although “[t]he PTO at times refers to the IPR proceedings as a
‘trial’ ... [v]ery seldom do IPR proceedings have the hallmarks of what is typically thought of as
a trial,” noting that in this instance “the IPR proceeding itself was limited to a brief argument by
the lawyers for each side, and there was no live testimony by any witness.” The PTO commonly
refers to IPR as “a trial proceeding.”[4]
In the Ultratec opinion footnote, the court appears to be commenting on Oil States’ attempt to
draw a line between IPR and re-examination. The footnote in Ultratec is not relevant to the
holding in that opinion, which relates to whether trial testimony of an expert should be
considered by the PTAB during an IPR. Rather, the footnote further establishes the Federal
Circuit’s position that Congress can authorize the PTO to invalidate patents for obviousness or
anticipation, thereby correcting mistakes the PTO made during prosecution.
The Federal Circuit’s effective grouping of IPR and re-examination could backfire. Even if the
Supreme Court does find that IPR is more analogous to re-examination than litigation, as the
court appears to be encouraging in Ultratec, the Supreme Court could still decide that Congress
is unable to delegate the power to invalidate patents to the PTO. The court could find that, once
granted, a patent confers a private right that can only be invalidated by an Article III tribunal,
unless the patent owner consents to an alternative forum. If patents are private rights, then an
Article III court may be required to conduct any proceedings over that right. Oil States wisely
provided the Supreme Court with an avenue to save re-examination while finding IPR
unconstitutional, but their attempt to differentiate IPR and re-examination may not succeed.
The court could also find that the issue of extinguishing patent rights, regardless of whether they
are public or private, must be decided by a jury trial. Under the Seventh Amendment, cases that
were traditionally decided by juries in the late 18th century must still be tried to a jury today. Oil
States and several amici have argued that patent invalidity was traditionally tried to a jury in 18th
century England and that the Seventh Amendment requires a jury trial to invalidate a patent.
Greene’s Energy, the respondent in this case, argued that regardless of whether patent cases were
traditionally tried to a jury, the Seventh Amendment right to a jury trial is triggered “only where
Article III compels Congress to assign adjudication of particular claims to federal courts, or
where Congress chooses to do so.” Greene’s Energy reasoned that if review by an Article III
court is not required, then the Seventh Amendment requirement for a jury trial is moot.
A decision reserving the power to invalidate patents with Article III courts and a jury would
certainly spell the end of IPR, and likely also end re-examinations initiated without the patent
owner’s consent. Even if the court accepts Oil States’ reasoning and preserves ex parte reexamination while declaring IPR unconstitutional, the end result would still be detrimental for
accused infringers. With more than 6,500 IPR petitions filed since 2012, a decision holding IPR
unconstitutional would have huge implications for the enforceability of patents.

Ben Koopferstock is an associate in the Washington, D.C., office of Banner & Witcoff Ltd.
The opinions expressed are those of the author(s) and do not necessarily reflect the views of the
firm, its clients, or Portfolio Media Inc., or any of its or their respective affiliates. This article is
for general information purposes and is not intended to be and should not be taken as legal
advice.
[1] Patlex Corp. v. Mossinghoff, 758 F.2d 594, 604 (Fed. Cir. 1985).
[2] MCM Portfolio LLC v. Hewlett-Packard Co., 812 F.3d 1284, 1291 (Fed. Cir. 2015).
[3] Ultratec, Inc. v. Captioncall, LLC, 2017 WL 3687453, *1 n.2 (Fed. Cir. Aug. 28, 2017).
[4] See, e.g., Inter Partes Review, https://www.uspto.gov/patents-application-process/appealingpatent-decisions/trials/inter-partes-review.
This article originally appeared in IP Law360. All Content © 2003-2017, Portfolio Media, Inc.
Please note there may have been further developments in this case after this article was published.
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If Inter Partes Reviews Are Unconstitutional, Will
There Be Zombie Patents? Yikes! It Could Happen.
By Charles W. Shifley
August 31, 2017 – Inter partes reviews (IPRs) at the Patent Trial and Appeal Board (PTAB) may
or may not survive a looming constitutional challenge following the U.S. Supreme Court’s future
decision in Oil States v. Greene’s Energy Group. For now, IPRs exist and are invalidating U.S.
patents. So if IPRs are unconstitutional, what happens to all the invalidated patents? Could they
come back to life, as zombie patents, dead but still alive?
Consider first the patent in Oil States itself. According to the petition to the Supreme Court, the
Oil States’ patent is on an improvement in “fracking,” the hydraulic fracturing that frees oil and
gas that is pumped from the ground. The petition tells a story of early failure and then success in
creating seals at the wellheads that sit on top of fracked wells. Success came with the mechanical
lockdown of the patent in suit, not a hydraulic pressure lockdown. In the IPR, a key claim term
was interpreted as being broad enough to cover hydraulic pressure lockdown. The patent’s claims
were found to be invalid in view of prior art that disclosed hydraulic pressure lockdowns.
If Oil States wins at the Supreme Court, and the one IPR that invalidates the Oil States patent is
declared unconstitutional, what happens to Oil States’ patent? Who can argue? Oil States is the
party that is making the claim in the case, and — unless someone or something intervenes, see
below about reexamination — if the IPR in the case was unconstitutional, then the IPR decision is
a nullity, and the patent returns to its former state, validity. Zombie patent — of one! What has
been dead lives again.
Yet who can argue — someone could argue. An argument that a judicial decision should not apply
to the parties before the court has apparently been made with some frequency. In an unrelated
subject area, debtor-creditor, the U.S. Court of Appeals for the Seventh Circuit reversed a

judgment and remanded for proceedings consistent with its opinion. That is what courts of appeals
typically do when a case continues: tell the district court to apply the court of appeals’ new
decision. The Seventh Circuit cited many Supreme Court cases in support, applying the decision
to the parties in the case. The case was Suesz v. Med-1 Soln’s., LLC, 775 F.3d 636 (7th Cir. 2014).
Some of the quotations from the Supreme Court were pithy, for example: “the nature of judicial
review, … if it requires us to announce a new rule, [is] to … apply it to the parties who brought
the case … To do otherwise is to warp the role that … judges … play …” Suesz at 649.
The Suesz court noted, however, that the Supreme Court, which will hear Oil States, reserves a
power to itself to give its rulings in civil cases only prospective effect, “to avoid injustice or
hardship to civil litigants who have justifiably relied on prior law.” Id. Plainly, Oil States did not
rely on prior law — it is now fighting prior law. As well, the case at the root of the Supreme Court
cases cited by the Seventh Circuit is Chevron Oil Co. v. Huson. There, the Supreme Court made
its decision prospective for the purpose of avoiding hardship upon the party in the case in front of
it. 404 U.S. 97, 108 (1971). Oil States would not be relieved of hardship if its patent was kept
invalid.
This appears to prove a principle--that it is possible that at least one patent killed in IPR may yet
live again. But does it prove anything of significance, such as that more than one zombie patent
may exist in the future?
Notable is that at least one patent owner has just presented a constitutional position in an IPR
patent owner preliminary response. See Comcast Cable Comm’ns., LLC v. Rovi Guides, Inc.
IPR2017-00942, paper 7 at 40 (July 19, 2017). More patent owners may be doing the same, or
may follow suit. If the Oil States patent becomes a zombie, maybe some or all of the patents of
patent owners who raise constitutional positions in IPR will become zombies, too, if their patents
are even canceled by the time Oil States is decided, sometime in the next Supreme Court term,
2017-2018.
Putting those active patent owners aside, consider further the nature of judicial decisions, as to
whether they are prospective only, or retroactive, for the public at large. The Seventh Circuit in
the same area as Suesz just considered another case, Oliva v. Blatt, Hasenmiller, Leibsker & Moore
LLC, and stated: “The general rule … is that judicial opinions are given retroactive effect …” No.
15-2516, slip op. at 8 (7th Cir. July 24, 2017)(en banc). Again the court noted that the Supreme
Court reserves a power against retroactivity to itself, but as in Huson, the circumstances for nonretroactivity are limited, and the general rule “is that judicial opinions are given retroactive effect.”
As well, it has been said that the following is the classic statement of the law: “An unconstitutional
act is not a law; it confers no right; it imposes no duties; it affords no protection; it creates no
office; it is, in legal contemplation, as inoperative as though it had never been passed.” Norton v.
Shelby County, 118 U.S. 425, 442 (1886).

If the general rule is followed, the act that created IPRs is “not a law,” and IPRs become
unconstitutional retroactively, will that affect all past IPR decisions? Will all those dead patents
live again, as zombies, as the great “undead”?
What about waiver? Can patent owners in past IPR proceedings be held to have waived their
constitutional rights? Oil States is asserting a constitutional right to jury trial. The Supreme Court
has stated that litigants may waive their personal constitutional rights, such as the right to have an
Article III judge preside over their trials. E.g., Peretz v. United States, 501 U.S. 923, 936 (1991).
The rights that can be waived include the right to be present at a criminal trial, have a public trial,
be protected against unreasonable searches and seizures, object to a forfeiture of a claim of
unlawful post-arrest delay, avoid double jeopardy, and avoid a taking of property. Id. The Federal
Rules of Civil Procedure (FRCP) are not applied in IPRs, but they make it plain that litigants can
routinely, and whenever they want, waive rights to jury trials. By FRCP 39, they may file a
stipulation to nonjury trial.
Have those patent owners who have not asserted constitutional rights in IPR proceedings, to have
jury trials, waived their rights, such that Oil States will not help them? They have not signed
stipulations, one would think. Peretz quotes Yakus v. United States, as stating “No procedural
principle is more familiar to this Court than that a constitutional right may be forfeited in criminal
as well as civil cases by the failure to make timely assertion of the right.” Peretz at 936, citing
Yakus, 321 U.S. 414, 444 (1944). FRCP 38 makes plain that if litigants fail to make jury demands,
their right to trial by jury is waived. Still, the FRCP do not apply in IPRs. The PTAB has no FRCP
38 or any equivalent.
What would a zombie patent be worth? It has already been held to be anticipated or obvious from
prior art. Its worth could be zero. The petitioner in IPR could start an ex parte reexamination
(assuming reexaminations are not swept up in Oil States as also being unconstitutional). The U.S.
Patent and Trademark Office (USPTO) Director could do the same. The patent owner could
disclaim the zombie, or be unwilling to risk potential patent misuse and antitrust liability for
asserting a known invalid patent, letting the zombie wander, not dead again from being disclaimed,
but not vital enough to enforce.
All true, but remember that broadest reasonable interpretation (BRI) is applied in IPRs. The patents
that could become zombies have not been tested under the interpretation they would get in federal
courts, a Phillips interpretation. At least one group of patent clams has been specifically identified
by the Federal Circuit Court of Appeals as likely valid under Phillips, and only invalid because of
BRI. In IPC Broadband, Inc. v. Corning Optical Comm’ns. RF, LLC, the court considered three
groups of claims of three patents. 815 F.3d 734, at 734 (Fed. Cir. 2016). The PTAB considered all
claims obvious. The Federal Circuit affirmed on most claims, because “th[e] case hinge[d] on the
claim construction standard applied.” Id. at 741. While the court would not have held for a PTAB
claim construction if it were applying Phillips, the difference between Phillips interpretation and
BRI determined obviousness, for all but a few claims that had express limitations consistent with

what would have been Phillips interpretation for all claims, if interpretation could have been
according to Phillips.
The IPC patent owner could assert validity, and perhaps many more patent owners than the one in
IPC could assert the validity of their patents under Phillips.
Will there be zombie patents? Yes, at least one, from Oil States, maybe three more from IPC, and
possibly many more. If many more, yikes! The dead are alive!
For more Banner & Witcoff PTAB Highlights, please click here.
The Leahy-Smith America Invents Act established new patent post-issuance proceedings, including the inter partes
review, post grant review and transitional program for covered business method patents, that offer a less costly,
streamlined alternative to district court litigation. With the U.S. Patent and Trademark Office’s Patent Trial and
Appeal Board conducting a large and increasing number of these proceedings, and with the law developing rapidly,
Banner & Witcoff will offer frequent summaries of the board’s significant decisions and subsequent appeals at the
U.S. Court of Appeals for the Federal Circuit.
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Don’t Like Your PTAB Decision in IPR?
Ask the PTAB to Pack the Court
By Charles W. Shifley
September 11, 2017 — U.S. President Franklin D. Roosevelt led the United States for four terms
of office, impossible now, had fireside chats, and led the country out of the Great Depression’s
darkness and nearly to the end of World War II’s triumph over tyranny. He took office in a
landslide over Herbert Hoover, created the New Deal, helped repeal Prohibition, told of a “date
which will live in infamy,” and was and still is beloved by many. He has been called the greatest
gift to our 20th century history.
And yet he was not perfect. In a well-known and more problematic episode, he proposed a bill that
would allow him to add justices to the United States Supreme Court. He didn’t like its ruling that
the New Deal legislation was unconstitutional. The bill would have given him power to appoint
an additional justice, up to six of them, one for every member of the court who was the age of 70and-a-half and not retired. Both parties in Congress saw the bill as “court packing,” an effort to
stack the court in FDR’s favor. They had none of it.
But the idea of court packing echoes far and wide around the federal government still, perhaps
because it was Roosevelt who sought the court packing, and sought it of the Supreme Court, in a
memorable and history-making episode. So it should not surprise the cynics among us, then, that
court packing has appeared even at the Patent Trial and Appeal Board (PTAB) in inter partes
reviews (IPRs).
In Nidec Motor Co. v. Zhongshan Broad Ocean Motor Co., No. 2016-2321, slip op. (Fed. Cir.
Aug. 22, 2017), the Federal Circuit exposed the first such known event. Why the patent involved
was the subject of court packing is anybody’s guess. It was on a heating, ventilating and air
conditioning system, a blower for it, and a method for driving it (U.S. 7,626,349). Nidec owned
the patent, and “Broad Ocean” (the Fed. Cir. name for the patent challenger) wanted most of its

claims canceled. Broad Ocean filed a first IPR petition on two grounds, and did not get institution
on one of them. Slip op. at 3. Broad Ocean had forgotten a certification of a translation for a
Japanese reference for the second ground. Id. Unhappy with only institution of one ground, Broad
Ocean soon filed a second petition with the certification, and moved to join it with the first petition.
Id. at 4. The two-person majority of the PTAB panel of three judges refused, because the second
petition was time-barred—too late—past the one year that Broad Ocean had to file for IPR. Id. A
statutory section of the IPR law did make an exception for requests for joinder of time-barred
petitions, by “any person,” with “time-allowed” petitions, but the majority interpreted the law to
block joinder of a second, time-barred, petition of an identical petitioner to a first time-allowed
petition of that petitioner. Id. Broad Ocean requested a rehearing.
Now came the court packing! Rather than leave the decision on rehearing to the panel, the PTAB
expanded the panel with two new judges for a total of five. The “court-packed,” two new judges
joined with the past minority of one, and the decision came out “reheard”: opposite. The former
minority became the new majority, and the former majority became the new minority. Shades of
the Supreme Court FDR wanted!
Next, the patent claims in controversy were found invalid on the expanded PTAB panel’s final
written decision, on both grounds, one for each petition. And appeal began. Thankfully, two judges
from the Court of Appeals for the Federal Circuit said something. They said, “we have serious
questions as to the Board’s (and the Director’s) interpretation of the relevant statutes and current
practices. … We think it unlikely that Congress intended that petitioners could … circumvent the
time bar … [and] are concerned about the PTO’s practice of expanding administrative panels to
decide request for rehearing in order to ‘secure and maintain uniformity of the Board’s decisions.’
Director Br. 27.” Concurring opinion at 2-3.
But as can be seen, these judges spoke up only in a concurring opinion. The per curiam opinion
of the Federal Circuit Nidec case is that the Nidec patent claims were properly canceled by the
PTAB, on the first ground, and that the whole issue of the PTAB court-packing could be
sidestepped: “Because there is no dispute that Broad Ocean timely filed the First Petition … the
issues on appeal relating only to the Boards’ joinder determination … do not affect the outcome
of this case.” Slip op. at 6.
Nothing can be made of this record of this case other than that the PTAB packed its court, and got
away with it. Emboldened, despite the mild comment of “serious questions” by two concurring
judges, the PTAB can be expected to court pack again, whenever it wants, with the superficial
purpose to “secure and maintain uniformity of the Board’s decisions,” as the USPTO director said
was the PTAB’s purpose in his director brief, as cited and quoted above.
Lesson for the rest of us? If you don’t like your PTAB decision, and you can find other PTAB
decisions with which it is not “uniform,” ask for rehearing, ask for uniformity with other decisions,
and see if you can get the PTAB to court pack your panel and give you what even FDR wanted
but did not get.
For more Banner & Witcoff PTAB Highlights, please click here.

The Leahy-Smith America Invents Act established new patent post-issuance proceedings, including the inter partes
review, post grant review and transitional program for covered business method patents, that offer a less costly,
streamlined alternative to district court litigation. With the U.S. Patent and Trademark Office’s Patent Trial and
Appeal Board conducting a large and increasing number of these proceedings, and with the law developing rapidly,
Banner & Witcoff will offer frequent summaries of the board’s significant decisions and subsequent appeals at the
U.S. Court of Appeals for the Federal Circuit.
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Intellectual Property Alert:
Supreme Court Considers Constitutionality of Inter Partes Review
in Oil States
By Benjamin Koopferstock
November 29, 2017 — On November 27, 2017, the Supreme Court heard argument in Oil States
Energy Services, LLC v. Greene’s Energy Group, LLC1, to answer whether inter partes review
(IPR) violates the Constitution by “extinguishing private property rights through a non-Article III
forum without a jury.”2 The case stems from an IPR proceeding in front of the Patent Trial and
Appeal Board (PTAB). Greene’s Energy Group filed the IPR petition to invalidate certain claims of
U.S. Patent No. 6,179,053, which is owned by Oil States. In the IPR proceeding, the PTAB found
that all of the claims at issue were unpatentable.
Oil States appealed to the Court of Appeals for the Federal Circuit, which affirmed the decision of
the PTAB in a Rule 36 decision providing no written opinion. The Supreme Court then granted
certiorari, limited to the question above. As discussed below, the oral argument shows a split among
the Court on the issue.
Patent Trials at the USPTO
Congress created IPR proceedings, with the passage of the America Invents Act (AIA), to allow
third parties to challenge the validity of issued patents at the U.S. Patent and Trademark Office
(USPTO) based on prior art patents and printed publications. IPR proceedings are generally
considered “a quicker and cheaper substitute for litigation.”3 Frequently, district courts grant
accused infringers’ motions to stay litigation pending IPR proceedings. Over the past few years, the
PTAB has invalidated a large percentage of claims that have been reviewed, and in turn, IPR has
become a very popular avenue for accused infringers. Prior to the creation of IPR, the USPTO
examined the validity of issued patents for more than 30 years through ex parte reexamination, and
more recently through inter partes reexamination.
At the Supreme Court, counsel for Oil States argued that IPR proceedings were different from ex
parte reexamination and inter partes reexamination proceedings because those reexamination
Oil States Energy Servs., LLC, No. 16-712 (U.S. argued November 27, 2017).
Petition for a Writ of Certiorari at 2, Oil States Energy Servs., LLC, No. 15-446 (U.S. Feb. 22, 2016).
3 Brief for the Petitioner at 17, Cuozzo Speed Techs., LLC, No. 15-446 (U.S. Feb. 22, 2016).
1
2

proceedings were “fundamentally examinational and not adjudicational in nature” and therefore
were “perfectly consistent with Article III.” During the oral arguments, the justices questioned the
difference between IPR and reexamination proceedings and seemed hesitant to adopt Oil States’
position that these proceedings should be treated differently under Article III. Justice Kagan noted
that Oil States had not provided a workable test for differentiating between proceedings that would
be permissible and those that would not, asking “[s]o what’s the line? . . . what are the procedures
that are here that you think make this essentially adjudicatory that are not in those other
proceedings?”
Federal Circuit Opinion
Although the Federal Circuit issued a Rule 36 decision in Oil States, the Court had previously
reviewed the constitutionality of IPR in MCM Portfolio LLC v. Hewlett-Packard Co.4 In MCM, the
Federal Circuit concluded that “assigning review of patent validity to the PTO is consistent with
Article III,” stating that “patent rights are public rights” whose validity is “susceptible to review by
an administrative agency.”5
Are Patents a Public Right or a Private Right?
As noted by the Federal Circuit in MCM, one central question is whether patent rights are a public
right or a private right. Under Article III of the Constitution, Congress cannot “withdraw from
judicial cognizance any matter which, from its nature, is the subject of a suit at the common law, or
in equity, or admiralty.”6 In practice what this means is that only an Article III court can decide
cases that were traditionally subject to common law at courts in England in 1789.7 One exception to
this rule that the Supreme Court has recognized is that cases concerned with so-called “public
rights” can be assigned to administrative agencies for resolution.8
In reaching its decision in Oil States, the Supreme Court will likely need to decide whether patent
rights are a public right or a private right. If a patent is a public right, under current precedent
Congress has the authority to delegate controversies to a non-Article III tribunal such as the PTAB.
If the Court finds that patent rights are public rights, then IPR is almost certain to survive. Greene’s
Energy argued that “patent rights emanate solely from federal statute” and “are therefore public
rights.”9 Justices Ginsburg, Kagan, Sotomayor, and Breyer all appeared inclined to agree with
Greene’s. But Justice Breyer did seemed concerned with the idea that patent owners could rely on
the existence of a patent for years, invest heavily in reliance on that patent, and then have that patent
invalidated, asking “[i]s there something in the Constitution that protects a person after a long
MCM Portfolio LLC v. Hewlett-Packard Co., 812 F.3d 1284 (Fed. Cir. 2015).
Id. at 1291 and 1293.
6 Murray’s Lessee v. Hoboken Land & Improvement Co., 59 U.S. 272, 284 (1855).
7 Stern v. Marshall, 564 U.S. 462, 484 (2011).
8 Id. at 485.
9 Brief for Respondent at 30, Oil States Energy Servs., LLC, No. 15-446 (U.S. Oct. 23, 2017).
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period of time and much reliance from a reexamination at a time where much of the evidence will
have disappeared?”
Further weighing in favor of constitutionality, Justice Kennedy also appeared to doubt that
Congress had the authority to create the right to a patent, limit the term of the patent, but not revisit
whether a patent should have issued in the first place, asking “doesn’t that show that the patent
owner has limited expectations as to the scope and the validity of the property right that he holds?”
Oil States argued that patent rights are private rights, and that because IPR is too similar to a district
court trial, IPR is unconstitutional under Article III.10 During argument, Justice Gorsuch appeared to
favor the idea that patent rights were a private right, asking counsel for Oil States, “why not just say
anytime a private right is taken by anyone, it has to be through an Article III forum?”
Further increasing the intensity of the private versus public right debate, Justice Roberts questioned
whether the established factors set out in a prior Supreme Court decision11 for determining if
property rights are public or private should be revisited, asking “if that is a sufficiently stable and
predictive test when you’re talking about something like a property right?”
Actions in Light of Upcoming Decision
Parties in patent disputes have some options in light of the upcoming decision, which is expected in
the next few months. If the Supreme Court were to find that IPR is an unconstitutional delegation of
power, it is not clear what would happen to patents that were already declared invalid by the PTAB.
Patentees who have patents invalidated by the PTAB should try to avoid final judgments by district
courts, so that they might still have the opportunity to assert their patents if the Supreme Court
reverses in Oil States. Efforts to accomplish this have had, thus far, little success.
In SurfCast Inc. v. Microsoft Corp., the asserted patent was found invalid by the PTAB, and
SurfCast requested to have the case dismissed without prejudice, so that they might assert the patent
again if IPR were deemed unconstitutional.12 The Court denied the request, stating that “[b]ecause
the Federal Circuit issued a final judgment settling the precise issue at issue in this case between
these same parties, I will accord the judgment preclusive effect and dismiss SurfCast’s claims with
prejudice.”13

Brief of Petitioner, Oil States Energy Servs., LLC, No. 15-446 (U.S. Aug. 24, 2017).
Commodity Futures Trading Comm'n v. Schor, 478 U.S. 833, 851 (1986).
12 See Order Dismissing Case, SurfCast, Inc. v. Microsoft Corp., ECF No. 315 (D. Me. August 21, 2017) (No. 2:12-cv00333-JDL).
13 Id. at 2.
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In Leak Surveys, Inc. v. FLIR Systems, Inc., all asserted claims were invalidated by the PTAB.14
Facing dismissal, the plaintiff requested a stay until the Supreme Court renders a decision in Oil
States.15 The district court denied the request, noting that “[e]ven if the Supreme Court holds that
IPRs are unconstitutional, it may choose not to apply the new rule retroactively” and that “[e]ven if
the Supreme Court applies the new rule retroactively, it would seemingly only apply to cases still
pending on direct review of the PTAB decision.”16
Some patentees have also attempted to avoid IPR by transferring their patents to Native American
tribes, which might not be subject to IPR under sovereign immunity.17 Although it is not yet clear
whether this scheme will effectively render the patents immune to IPR, this issue has slowed down
the IPR proceedings, and may ensure that these proceedings or appeals from these proceedings are
still live when Oil States is decided.
Some had hoped that oral argument would provide a good indicator of how the Court will rule in
this case, but the justices seemed split and the outcome is far from clear. Joseph Matal, director of
the USPTO, had predicted that the Court would issue “a 9-0 decision in the agency’s favor,” which
following arguments seems unlikely.18 The opinion in Oil States will provide a final answer as to
whether Congress can authorize the USPTO to review the validity of issued patents, a question that
was first brought to the Federal Circuit in 1985.19
Click here to read a transcript of the arguments in Oil States Energy Services, LLC v. Greene’s
Energy Group, LLC.
To subscribe or unsubscribe to this Intellectual Property Advisory,
please send a message to Chris Hummel at chummel@bannerwitcoff.com.
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Order at 1, LEAK Surveys, Inc. v. FLIR Systems, Inc., ECF No. 141 (N.D. Tex. November 13, 2017) (No. 3:13-cv02897).
15 Id.
16 Id. at 3.
17 See, e.g., Mylan Pharmaceuticals Inc., et al. v. Saint Regis Mohawk Tribe, IPR 2016-01127.
18 Ryan Davis, USPTO Chief Predicts Supreme Court will Uphold AIA Reviews (June 29, 2017),
https://www.law360.com/articles/934552/uspto-chief-predicts-supreme-court-will-uphold-aia-reviews.
19 Patlex Corp. v. Mossinghoff, 758 F.2d 594, 604 (Fed. Cir. 1985).
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Intellectual Property Alert:
Supreme Court Continues its Analysis of the AIA in SAS v. Matal
By Katie L. Becker
November 29, 2017 — On Monday, the Supreme Court heard oral argument in SAS Institute, Inc. v.
Joseph Matal. Although SAS seems to have taken a back seat to Oil States,1 the outcome of SAS could
heavily impact petitioners, patent owners and the Patent Trial and Appeal Board alike. The question
presented in SAS is whether 35 U.S.C. § 318(a) requires the PTAB to render a final written decision
on all claims challenged by the petitioner in its petition versus only those claims instituted by the
PTAB.
SAS was argued immediately after Oil States. The Supreme Court engaged with counsel for SAS and
the Department of Justice. Justice Sotomayor grilled counsel for SAS, requesting that he frame the
issues presented before the Court and pressed for an explanation as to why he was not trying to “get
around” the High Court’s ruling in Cuozzo. Despite Justice Sotomayor’s questioning, she also stated
that she did not agree with the holding of Cuozzo, and seemed interested in hearing both parties’
arguments. Justice Kagan also joined the discussion, asking if SAS’s interpretation of § 318(a) also
supported the inclusion of cancelled claims, as well as non-instituted claims, in the PTAB’s final
written decision. Counsel for the petitioner argued that there was “a world of difference” between the
non-instituted claims and cancelled claims, as cancelled claims “no longer exist” to assert against
another party and further argued that claims cancelled during inter partes review proceedings are no
longer challenged by the petitioner at the time of final decision. Justice Breyer believed the statutory
language helped the petitioner’s interpretation, but questioned the practical implications of such an
interpretation.
All of the justices (with the exception of Justice Thomas, who did not ask any questions during the
SAS or Oil States arguments) seemed to focus on the language of the statute, and in particular, on
whether “any patent claim challenged” means all claims challenged by the petitioner or all claims
challenged by the petitioner and instituted by the PTAB. At one point, Justice Breyer, honed in on
the ambiguity of the term “any,” used in § 318(a). Justice Alito questioned the Department of Justice’s
counsel, asking, “If Congress wanted to say what you think this means, why in the world would they
phrase it the way it is phrased in 318(a)?” Counsel for the government responded by providing
scenarios when “challenged” claims may not be taken to final decision, such as when claims are
A patent case argued on the same day and dealing with the constitutionality of certain post-issuance
proceedings.
1

cancelled or settled. Justice Gorsuch focused on §§ 304, 314 and 316 for guidance as to Congress’
intended meaning with respect to the claims requiring a final written decision.
Although the Supreme Court seemed likely to side with the government and preserve the PTAB’s
existing framework of limiting its final written decision to only instituted claims, patent practitioners,
patent owners, accused patent infringers and the PTAB will continue to wait with bated breath until
the Supreme Court issues its decision.
Click here to download a transcript of the arguments in SAS v. Matal.
To subscribe or unsubscribe to this Intellectual Property Advisory,
please send a message to Chris Hummel at chummel@bannerwitcoff.com.
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Intellectual Property Alert:
The Slants Perform at the Supreme Court
By R. Gregory Israelsen
January 20, 2017 — On Wednesday, the Supreme Court heard oral argument in Michelle K. Lee
v. Simon Shiao Tam. The Supreme Court was the latest stop on The Slants’s federal-court tour as
the dance-rock band seeks to register a federal trademark on their provocative name. While the
justices were not outside the Court taking selfies with the band—in contrast to the band’s
groupies—their critical questions for the U.S. Patent and Trademark Office (USPTO) hinted that
they might be fans of the band’s free-speech claim.
Background
Simon Tam, who founded the band in 2006, first submitted a trademark application for THE
SLANTS in 2010. The USPTO refused the application based on “the mark [being] disparaging to
people of Asian descent under § 2(a)” of the Lanham Act, which prohibits registration of immoral,
deceptive, scandalous, or disparaging trademarks. On appeal, the Trademark Trial and Appeal
Board affirmed the examiner’s refusal to register the mark.
Tam appealed to the Federal Circuit, where a three-judge panel affirmed the Board and, based on
binding Federal-Circuit precedent, upheld the constitutionality of Section 2(a). The Federal Circuit
sua sponte vacated the panel opinion, and eventually issued a 9-3 en banc opinion reversing the
panel, holding that Section 2(a) is unconstitutional under the First Amendment. The Supreme
Court granted certiorari on September 29, 2016.
Oral Argument
The Court had an active bench, with all of the justices—except for a characteristically silent Justice
Thomas—sounding out both sides. The first question from the justices was about government
registration of copyrights, and the USPTO quickly conceded that “it would be unconstitutional to
deny copyright protection” to objectionable material.
Justice Kagan spent a lot of time questioning the USPTO about why the prohibition on disparaging
trademarks is not “a fairly classic case of viewpoint discrimination.” At one point, she
characterized the USPTO’s defense of the statute based on the fact that “it sweeps with such a
broad brush” as being “like saying it does so much viewpoint-based discrimination that it becomes
all right.”

The other justices used similarly strong language with the UPSTO. Justice Kennedy analogized
the government to “the omnipresent schoolteacher.” Chief Justice Roberts added that “the scope
of the government program” is a relevant consideration, and that this case is “about the entire
trademark program.”
Justice Alito suggested a hypothetical involving police and fire protection for the general public,
pointing out that the government cannot say, “we’re going to provide protection for some groups,
but not for other groups.” Justice Kagan added that such an action would be especially proscribed
“if the nature of the distinction was based on the person’s speech.”
The first question for Tam was from Justice Kennedy, who said, to laughter in the Court, “[t]he
First Amendment protects absolutely outrageous speech insofar as trademarks are concerned. . . .
I think you have to take that position.” Tam agreed, and maintained a similarly hardline position
for much of the argument. The justices seemed concerned about the potential repercussions of
striking down Section 2(a), and were not always satisfied with Tam’s answers.
For example, after Tam told Justice Breyer that the hypothetical trademarks “Joe Jones is a jerk”
or “Smith’s beer is poison” could not be stopped, Justice Breyer responded, “Oh, my goodness.”
But Justice Ginsburg quickly lightened the mood with an interjection about trademarking “a slogan
that has one of George Carlin’s seven dirty words.”
In another exchange, Justice Kennedy asked Tam whether his position was that the government
should “treat trademarks just like we treat speech in a public park.” Justice Kagan continued that
line of questioning, pointing out that trademark registration is different from the park, since the
trademark program “provides certain benefits that the government doesn’t have to provide at all.”
Toward the end of Tam’s time, he seemingly placated Justice Breyer by affirming that his position
would not “suddenly open[] the door to striking down all” the desirable government programs the
justices had previously asked about. Tam further rebutted the government’s position by explaining
that “disparaging messages in trademark do not interfere with [identifying] the source,” the
purpose of the Lanham Act. Instead, Tam argued, “what the government objects to is” the mark
holder’s use of the mark “to convey a different message.” This attempt to limit the “other message”
conveyed by a mark, Tam continued, is impermissible viewpoint discrimination under the First
Amendment.
Conclusion
Based on the nature of the Court’s questions, Tam has better-than-even odds at victory. The
justices were deeply skeptical of the government’s position, while Tam was seemingly able to
assuage the Court’s concerns. The Washington Redskins football team’s trademark dispute—

which also deals with Section 2(a) of the Lanham Act—is currently on hold at the Fourth Circuit,
pending the outcome of Tam’s Supreme Court case. The Court will likely issue a decision within
a few months, but no later than June 2017. Banner & Witcoff will provide analysis of the decision
when it is issued.
A transcript of the oral argument is available here.
To subscribe or unsubscribe to this Intellectual Property Advisory,
please send a message to Chris Hummel at chummel@bannerwitcoff.com.
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IP Management: Creating, Maintaining
and Advancing Your Portfolio to
Increase Your Company’s Bottom Line
Bradley J. Van Pelt and Luke S. Curran
Bradley J. Van Pelt is a principal shareholder at
Banner & Witcoff, Ltd. in Chicago, IL. He concentrates on prosecution, counseling, and litigation
in all areas of intellectual property.
Luke S. Curran is an associate at Banner &
Witcoff, Ltd. in Chicago, IL. He advises on many
aspects of intellectual property law, with particular emphasis on trademark clearance, prosecution, and enforcement.
Intellectual property portfolios commonly rank
as one of the most valuable assets within a company’s corporate arsenal.1 Protecting the company
brand, internal know-how, and innovation plays a
crucial role in maintaining a competitive advantage
in today’s global marketplace. However, the costs
associated with procuring, preserving, and advancing
intellectual property rights can affect the company’s
bottom line. This can put pressure on the company’s
decisionmakers. Outside of the ability to halt the disingenuous efforts of infringers and obtain monetary
damages when asserting IP rights, there are other
creative and less litigious ways to extract additional
value from your portfolio.
According to the “Intellectual Property and the
U.S. Economy: 2016 Update,” the licensing of IP
rights totaled $115.2 billion in revenue in 2012,
which included 28 industries deriving revenues from
licensing.2 By way of example, IBM has enjoyed a
successful licensing program. Although IBM may
spend several billion dollars a year on research and
development, it is able to recapture approximately $1
billion a year through an effective licensing strategy.
Implementing a tailored approach to IP monetization can enable companies to realize additional value
from product development efforts and recover a portion of the development costs. Patents, for instance,
commonly serve leveraging purposes and can lead
to advantageous terms when negotiating contracts
for the business. Licensing patents to vendors can
open the door to competitive pricing and more favorable contract terms, and develop cross-licensing
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opportunities to help reduce the scope of the company’s risk of infringement. Alternately, patent rights
can be sold off, act as collateral for financing, and
may even be used to obtain tax deductions. Patent
rights also may be employed as marketing tools. By
touting a product as patented, this may foster the
public perception that the company is innovative
and that the product is superior, which can also help
secure equity backing.
Similarly, it is well-settled that trademarks frequently act as a critical driver of value.3 The value
of a trademark usually is linked directly to the
mark’s earning power and goodwill. While acting as
a source identifier to facilitate consumers’ purchasing decisions, trademarks engender the inherent
ability to rapidly appreciate in value. If properly
safeguarded, marks may potentially live in perpetuity. By maintaining strict quality standards for their
goods and services provided in connection with the
mark in addition to advertising to inform consumers of these qualities, trademark owners invest in
their marks. In turn, this investment leads to greater
profits and source recognition. As a result, developing, managing, and advancing a trademark portfolio
has transitioned from a primarily legal issue into
a strategic agenda. In 2017, according to Brand
Finance,4 the most powerful and valuable brand was
Google. The Google brand was valued at more than
$109 billion and surpassed Apple, which held the
title as world’s most valuable brand for the last five
years in a row. Exhibit 1 catalogs the top 10 most
valuable brands according to the “Annual Report on
the World’s Most Valuable Brands.”
Traditionally, IP portfolios are assigned value
based on one of the following methods: (1) the
income approach (value based on previous and future
income streams under the asset); (2) the cost approach
(value of the asset should not exceed cost of replacing
the asset); (3) the market approach (value of the asset
based on comparing publicly available similar asset
transactions); and (4) the royalty approach (value
based on cost to license).5 While these approaches
can be useful in informing a company’s decision on
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Exhibit 1

whether to maintain or procure IP, these approaches
may be difficult to apply and may not always account
for the company’s vision.
Accordingly, in order to appraise the commercial
and competitive value of intangible assets—whether
patents or trademarks—it is important to first blueprint how the asset is being represented (or should
be). With increased cost pressures and complexities
in asset protection, it is critical that rights holders
appreciate the total value from the company’s IP
portfolio. In order to extract additional economic
rents, it is essential to take a holistic approach by
mapping and prioritizing assets when developing,
acquiring, and pruning the IP portfolio.

Enlisting a Diverse IP
Committee
Recognizing the shift to a globalized business
environment, the ability to traverse the nuances of
maximizing, controlling, and extracting value from an
IP portfolio requires continually evaluating IP rights
throughout their lifecycles. For instance, focusing too
heavily on volume may result in a breadth of rights;
however, these rights may not be aligned with the underlying goals of the business. Company objectives often
pivot, the technology may change or become obsolete,
or the company may no longer be selling the particular product. If the cost of keeping the rights exceeds its
expected value—under the cost or income approach—
consider reevaluating the need to retain those rights.
Under these circumstances, companies often consider
abandoning or trying to sell off that segment of the
portfolio. In turn, this will reduce maintenance fees,
renewals expenses, and ongoing prosecution costs.
For a comprehensive approach to combating IP
management issues, consider enlisting an IP committee (which can include engineering, business
development, marketing, and legal professionals) to
prioritize certain filings and manage portfolios. An IP
committee helps ensure the company is focused on
rights critical to the business strategy while confirming that the company has a consistent prosecution
strategy. In short, the committee helps answer the
question “why do we own this asset” while realigning
IP procurement efforts with the business strategy.

Prioritization and Portfolio
Mapping
Once the committee is assembled, it is critical to
discern the landscape of the IP rights in the portfolio.

2
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Mapping key patents and future trends can help
companies see opportunities, threats, strengths, and
weakness of patents that are proprietary to the business. This form of information proves to be incredibly
valuable in any IP analysis. Determine whether the
patent covers core products, whether it has current
use or exists for defensive purposes, or whether it can
be used for leveraging. One of the primary benefits of
auditing a patent portfolio is that it affords companies the opportunity to take a step back, see certain
trends, and block competitors from moving into a
desired space.
Exhibit 2 illustrates an example of mapping patents and future trends. In this example, the gray area
represents the entire patent landscape, and the boxes
represent patents. Potential patent filings (brown
boxes) may have the opportunity to block competitor
ACME’s patents (green boxes) from moving into a
particular space.
Likewise, when auditing a trademark portfolio,
whether domestic or international, it is critical to map
the process of how, why, when, and where a company
creates and adopts each mark. These are questions
the IP committee is well-suited to address. From
core brands to marks with limited use, the IP committee must plan the audit and outline prosecution
strategy while considering key and emerging markets
(e.g., Cuba and Iran), jurisdictions where products
are manufactured, and countries where counterfeiting is common. Further, instituting an IP committee

ultimately will generate a fundamental understanding
of the underlying process and interaction between
legal and other departments, which affords the opportunity to better advance the portfolio by identifying
and eliminating inefficiencies.
When evaluating an existing trademark portfolio,
IP committees may consider implementing a fourtiered approach ranging from most important marks
(first tier) to least important marks (fourth tier).
These rights can be ranked and prioritized accordingly, and the business subsequently can focus on the
rights more central to its core business. First-tier status can be assigned to marks that are used in multiple
markets and in connection with the brand’s full range
of products and services. The second tier traditionally
houses secondary brands that represent individual
products or services across a range of jurisdictions.
Customarily, the third tier is reserved for marks used
with the provision of limited or restricted goods or
services, such as sub or regional brands. Finally,
rank non-traditional marks, slogans, common law
marks, and marks intended to be used for a limited
time under the fourth-tier umbrella. Also, in order
to realize additional value and fill in coverage gaps,
it is critical to chart the nature of each mark, the
goods and services covered, what rights are included,
and whether they align with business strategies. An
annual audit enables companies with substantial
portfolios to find value in marks that have been otherwise overlooked while anticipating future needs.

Exhibit 2 Example IP Landscaping

Technological
Landscape

Open Space for
New Patents
Blocking Patent
Applications To
Be Filed

“ACME” Patents
Timeline/Direction
of “ACME” Patents

MARCH 2017

The Licensing Journal

3

By mapping a trademark portfolio, the company
also can identify gaps and new opportunities to
expand the portfolio. These checkups often unearth
legal exposures by uncovering failures to seek registration of important marks in relevant markets,
registrations inadequately covering goods or services used in commerce, and applications that lack
commercial value. Armed with a clear picture of
their assets, rights holders can realize additional
value and protection through more creative means,
such as identifying opportunities for non-traditional
marks, licensing, and new uses for existing marks.
Equipped with this knowledge, the owner can more
confidently prosecute marks for new or existing
goods and services in order to fill voids and prune
the portfolio.

Traversing New Markets
With the information derived from the IP audit, a
company entering a new market is better equipped to
forecast its IP needs and the associated costs. When
exploring new markets from a trademark perspective, companies can examine the IP landscape to
determine whether to obtain additional registrations
and defensive registrations to preempt squatters.
When expanding to new markets or applying for
new marks, a modicum of forethought often pays
dividends. Preempt squatters by acquiring social
media handles and domain names that reflect the
brand and key variations concurrently when filing
applications. Whether domestic or abroad, value can
be added to existing marks through diligent and meritorious enforcement efforts because mark owners are
shouldered with the affirmative obligation to police
violations of their IP rights. Additional value also is
realized by recording registrations covering primary
brands with customs offices in key regions to assist
in the seizure of counterfeit goods and halt the efforts
of counterfeiters that trade off the brand’s goodwill.
From a patent perspective, international rights can
be a fairly large line item for companies as they can
get prohibitively expensive if a particular invention is

1.

2.
3.

4

See Louis Carbonneau, “IP Strategies for Changing Times,” IPWatchdog
(April 7, 2015) (estimating that “in excess of 85 percent of the valuation
of the Nasdaq Index companies (and of the new global wealth being created) lies in intangible assets.”).
See Intellectual Property and the U.S. Economy: 2016 Update,
United States Patent and Trademark Office, https://www.uspto.gov/
learning-and-resources/ip-motion/intellectual-property-and-us-economy.
See, e.g., Brand Finance, The Annual Report on the World’s Most Valuable
Brands (2017) (valuating Google as the most valuable brand of 2017 at

filed in many different jurisdictions. It is important
to make sure that your foreign filings correspond
with the company’s international business ambition.
For example, decisionmakers should consider the
viability and likelihood that the company would ever
enforce IP rights abroad.
Take, for instance, Europe. In terms of patents,
it can be prohibitively expensive because the patent
must be validated in each of the desired countries.
In Europe, all applications are initially examined
at the European Patent Office and once the application grants, the applicant must decide where to
validate the patent. If a single patent is validated in
all of Europe, the costs could amount to hundreds
of thousands of dollars in annuity fees. One strategy
might be to select only key European economies
(e.g., Germany, France, and the United Kingdom),
which may often afford sufficient protection. For
example, if a competitor can be halted in one of
these jurisdictions, it can have the effect of blocking
the competitor throughout Europe. The competitor
is not likely to redesign the particular product for
the specific country in Europe; rather, they only will
have one product for all of Europe.

Moving Forward
In a globalized marketplace, strive to become
proactive as opposed to reactive. Legal intricacies of
creating, maintaining, and advancing a comprehensive IP portfolio commonly are not addressed until
confronted by an impediment. In order to enjoy a
vibrant and profitable portfolio, whether patents or
trademarks, rights holders must realign IP assets with
business strategy in an age of increased complexities in asset protection. Participation and interaction
between lawyers, executives, marketing departments,
business units, and product development teams is
critical to developing a strong IP strategy while promoting a secure IP culture. Aggressively develop,
prosecute and advance IP and meticulously reevaluate the portfolio annually in order to extract additional economic rents.

4.
5.

more than $109 billion and valuating the second-ranked Apple brand at
$107 billion).
Id. (evaluating the top brands based on brand strength index (e.g., brand
investment, brand equity, and brand performance), brand royalty rate,
and brand revenues.
See International Trademark Association, “Assignments, Licenses and
Valuation of Trademarks,” (April 2015) (emphasizing that goodwill is
an “intangible asset that provides added value to the trademark owner’s
worth.”).
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Intellectual Property Alert:
Supreme Court Not a Fan of Trademark Ban
The Court held 8–0 that the Lanham Act’s ban on offensive trademarks is unconstitutional
By R. Gregory Israelsen
June 21, 2017 — On Monday, June 19, 2017, the Supreme Court held in Matal v. Tami that the
disparagement clause of the Lanham Act violates the Free Speech Clause of the First Amendment,
and therefore is unconstitutional. The disparagement clause—which prohibits federal registration of
trademarks “that may ‘disparage or bring into contempt or disrepute’ any ‘persons, living or
dead’”—the Court explained, “offends a bedrock First Amendment principle: Speech may not be
banned on the ground that it expresses ideas that offend.” ii
Background
The Supreme Court’s opinion is the climax in Simon Tam’s long-running battle to obtain a
trademark registration for his dance-rock band’s name, THE SLANTS. Tam first submitted a
trademark application in 2010, but the U.S. Patent and Trademark Office refused the application for
being “disparaging to people of Asian descent.” Tam lost on appeal at the Trademark Trial and
Appeal Board, as well as at a panel of the U.S. Court of Appeals for the Federal Circuit. His
fortunes changed, however, when the Federal Circuit later issued a 9–3 en banc opinion holding that
Section 2(a) of the Lanham Act—the provision under which Tam’s application was rejected—was
unconstitutional. The Supreme Court eventually granted certiorari, and heard oral arguments in
January 2017, which Banner & Witcoff analyzed at the time.
Opinion
The Court’s decision is a decisive victory for Tam. All eight justicesiii considering the case agreed
that the Lanham Act’s disparagement clause is facially invalid under the First Amendment.iv
Because the Lanham Act’s disparagement clause is unconstitutional, the USPTO’s refusal of Tam’s
application based on that section was also impermissible.
All the justices agreedv that offensive speech is protected by the First Amendment, even in the
trademark context. For example, Justice Alito’s opinion explained that the Supreme Court has “said
time and time again that ‘the public expression of ideas may not be prohibited merely because the
ideas are themselves offensive to some of their hearers.’”vi Additionally, Justice Kennedy wrote that
“the Court’s cases have long prohibited the government from justifying a First Amendment burden
by pointing to the offensiveness of the speech to be suppressed.”vii The danger of allowing the

government to restrict offensive speech, Justice Kennedy explained, is that “[a] law that can be
directed against speech found offensive to some portion of the public can be turned against minority
and dissenting views to the detriment of all.”viii
The justices also all agreed that “trademarks are private, not government, speech.”ix The USPTO
had argued that registered trademarks are government speech, which the First Amendment does not
regulate. The Court rejected the idea, saying “it is far-fetched to suggest that the content of a
registered mark is government speech. If the federal registration of a trademark makes the mark
government speech, the Federal Government is babbling prodigiously and incoherently.”x Many
registered trademarks say “unseemly things,” “express[] contradictory views,” “unashamedly
endors[e] a vast array of commercial products and services,” and “provid[e] Delphic advice to the
consuming public.”xi “And there is no evidence that the public associates the contents of trademarks
with the Federal Government.”xii
The Court noted the “most worrisome implication” of the idea that trademarks constitute
government speech “concerns the system of copyright registration”xiii; this was also the subject of
the justices’ first question at oral argument.xiv In its opinion, the Court asked, “If federal registration
makes a trademark government speech and thus eliminates all First Amendment protection, would
the registration of the copyright for a book produce a similar transformation?” Acknowledging that
“trademarks often have expressive content,” and that “powerful messages can sometimes be
conveyed in just a few words,” the Court rejected the USPTO’s attempts to distinguish copyright as
being “the engine of free expression.”xv
Ultimately, Justice Kennedy explained, the Court’s objective is to protect “a diversity of views from
private speakers.”xvi And “our reliance must be on the substantial safeguards of free and open
discussion in a democratic society.”xvii
Impact
Despite the parade of horribles prophesied by Tam’s opponents, the Court’s decision is unlikely to
have a significant impact—or even be noticeable—in the lives of most Americans. As the Court
stated, “it is unlikely that more than a tiny fraction of the public has any idea what federal
registration of a trademark means.”xviii Thus, when businesses select names for themselves or their
products or services, they are generally more focused on the marketing power of those names, not
whether those names might ultimately be eligible for trademark protection. Those who seek to
offend—or, like Tam, “reclaim[] an offensive term for [a] positive purpose”xix—are similarly
unlikely to choose their message based on federal-trademark-registration eligibility.
The most famous exception to this argument is the Washington Redskins football team. The team’s
trademark registration was cancelled in 2014 under the disparagement clause of Section 2(a) of the
Lanham Act. The team’s appeal is currently before the U.S. Court of Appeals for the Fourth Circuit,
which placed the case in abeyance in November 2016, pending the Supreme Court’s decision in
Tam. Because the Supreme Court’s holding invalidated Section 2(a)’s disparagement clause
altogether, the team is likely to prevail in its appeal.

Modern society provides many tools, such as social media, for opposition to those who wish to
brand themselves with offensive terms. Yet the government may not join in that opposition, at least
not by regulating trademarks or most other private speech. “[T]he proudest boast of our free speech
jurisprudence is that we protect the freedom to express ‘the thought that we hate.’”xx
The Court’s full opinion is available here.
To subscribe or unsubscribe to this Intellectual Property Advisory,
please send a message to Chris Hummel at chummel@bannerwitcoff.com.
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Matal v. Tam, No. 15-1293 (Jun. 19, 2017).
Id., slip op. at 1-2.
iii
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Matal at 1.
v
All the justices joined the Opinion of the Court authored by Justice Alito. Chief Justice Roberts and Justices Thomas
and Breyer joined a further opinion by Justice Alito. Justice Kennedy authored a concurrence joined by Justices
Ginsburg, Sotomayor, and Kagan. Justice Thomas also authored a concurrence.
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Please note there may have been further developments in this case after this article was published.
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rights under U.S. law with freedom of speech
as guaranteed by the First Amendment.
In order to resolve this inherent tension
between the First Amendment and federal
trademark rights, courts adopted the doctrine
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The First Amendment to the United States

of nominative fair use, which allows a third

Constitution secures one of the most well-

party to use or refer to another’s mark when

known rights in the world: freedom of speech.

necessary and not misleading to consumers.

A federal trademark registration, on the other

Specifically, nominative fair use is not

hand, grants its owner the exclusive right to

trademark infringement because there is

use the registered mark in connection with

no likelihood of confusion as to the source

the goods and services that are the subject of

of the goods or services. The U.S. Court of

the registration, thereby depriving others of

Appeals for the Ninth Circuit developed a

the rights granted to the trademark owner.

three-part test to determine whether there is a

Compounding the issue, many federal

nominative fair use.1 First, the good or service

trademark registrations include generic words

must not be readily identified without the

(for unrelated goods and services), descriptive

mark. Second, the third party must only use

text, or suggestive names or slogans that

so much of the owner’s mark as is reasonably

have applicability in contexts unrelated to

necessary to identify the good or service.

the registered goods and services, which an

For example, use of a word mark instead of

unrelated third party might want to use to

a distinctive design or logo may weigh in

identify the trademarked product or service,

favor of nominative fair use, whereas copying

or to use in a purely descriptive or expressive

the design or logo in addition to the text

sense. These third-party uses typically arise

may weigh in favor of infringement. Third,

in comparative advertising, creative works

the third party must accurately portray the

(e.g., Andy Warhol’s famous Campbell’s Soup

relationship between itself and the owner

painting), functional use, or detailed depictions

of the mark, and not mislead consumers as

involving real-life goods (e.g., movies,

to the source of the third party’s goods or

television, and software simulations involving

services. If these three criteria are met, then

real-life scenarios), each of which may or

a use of the mark is not infringement.

may not be viewed favorably by the mark’s
owner. Over the last several years, the First
Amendment has further clashed with federal
trademark law as a result of the U.S. Patent and
Trademark Office (USPTO) rigidly enforcing its
policy of prohibiting registration of disparaging
marks. As a result, it is becoming increasingly
difficult to harmonize exclusive trademark

Use of a registered mark is also not
infringement if the mark is used in a functional
manner and not as a trademark, i.e., not as an
indicator of the source of goods or services.
If a third party is using another trademark
owner’s mark in a way that is not a source
identifier for the trademark owner’s good or
service, then the use may be functional and

non-infringing. In Pagliero v. Wallace China

Turning to more recent developments

Co., Wallace created several china patterns,

regarding allegedly disparaging marks, the

which it sold both directly and through its

Supreme Court ruled in 1976 that commercial

authorized dealers. Pagliero Brothers, one

speech is protected by the First Amendment.

of Wallace’s competitors, used several of the

The Supreme Court stated that the First

same designs on its china. The court found

Amendment protects “[e]ntertainment,

Pagliero Brothers’ use of Wallace’s designs was

as well as political and ideological speech,

not infringement because the features of the

… [including] motion pictures, programs

china patterns were aesthetically functional.

broadcast by radio and television, and live

The court stated “where the features are

entertainment, such as musical and

‘functional’ there is normally no right to relief.

dramatic works.”7

2

‘Functional’ in this sense might be said to
connote other than a trade-mark purpose.”3
In another well-known example, Christian
Louboutin sued Yves Saint Laurent (YSL)
when YSL started selling a competing shoe
with a red sole. Despite Christian Louboutin
7

shoe’s being well known for having red
soles, the court held that YSL’s use of a red
a monochrome red shoe, and preventing
The Slants logo

YSL from being able to use a red sole on
such a shoe would detract from the aesthetic
functionality of a completely red shoe.

More recently, a Portland, Oregon-based

The court held that Louboutin’s trademark

rock band named “The Slants” requested

was limited to a red sole that contrasts in

federal trademark registration of its name

appearance to the rest of the shoe, and was not

in 2011 for “Entertainment in the nature

infringed by YSL’s monochrome red shoe.

of live performances by a musical band.”

4

Another issue that arises in the balance
of trademarks and free speech concerns
product placement in the entertainment
industry, such as in movies, television, and
video games. However, the Supreme Court
stated that entertainment speech should be

Despite the name’s reputation as a racial
slur, the name was adopted as a nod to the
band members’ Asian-American heritage.
The USPTO refused registration of the mark
under Section 2(a) of the Lanham Act,
finding that the mark is disparaging.

afforded a high degree of First Amendment

Section 2(a) of the Lanham Act bars federal

protection.5 As such, use of an otherwise

trademark registration of a mark that “consists

protectable mark in an expressive context

of or comprises immoral, deceptive, or scandalous

is often protected free speech or otherwise

matter; or matter which may disparage or falsely

considered fair use. Many articles and books

suggest a connection with persons, living or

have addressed product placement and related

dead, institutions, beliefs, or national symbols,

issues, so we do not address them further here.

or bring them into contempt, or disrepute.”8

6

MORE
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sole was functional because YSL was selling

[FREE SPEECH AND TRADEMARK RIGHTS, FROM PAGE 7]

In its refusal, the USPTO cited to dictionary

In another similar case, the USPTO in 2014

definitions of “slant” and stated that the

canceled several trademark registrations owned

term will be viewed as disparaging. The

by Pro-Football, Inc., the National Football

USPTO found that the mark is unregistrable

League’s franchise known as the Washington

because the likely meaning of the mark

Redskins.11 In that case plaintiff Pro-Football,

is an inherently offensive and derogatory

Inc. (PFI) sought reversal of a USPTO

term directed towards the physical features

Trademark Trial and Appeal Board (TTAB)

of persons of Asian descent. The USPTO

order cancelling six of its federal trademark

considers the following two factors when

registrations for the REDSKINS mark. The

determining whether a matter may be

court stated “cancelling the registrations

disparaging under Trademark Act Section 2(a):

of the Redskins Marks under Section 2(a)

1.

What is the likely meaning of the
matter in question, taking into account
not only dictionary definitions, but
also the relationship of the matter to
the other elements in the mark, the
nature of the goods and/or services,

8

and the manner in which the mark is
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used in the marketplace in connection
with the goods and/or services; and
2.

of the Lanham Act does not implicate the
First Amendment as the cancellations do
not burden, restrict, or prohibit PFI’s ability
to use the marks.”12 PFI asserts that First
Amendment rights are implicated because
cancelling its trademark registration will
“drive ideas from the marketplace.”13 In
April 2016, PFI petitioned the Supreme
Court for a writ of certiorari after the district
court upheld the TTAB’s cancellations.

If that meaning is found to refer to

The Supreme Court declined to hear PFI’s

identifiable persons, institutions,

appeal, however the decision regarding

beliefs or national symbols, whether

THE SLANTS mark (discussed in more detail

that meaning may be disparaging

below) will impact whether the REDSKINS

to a substantial composite of

registrations will continue to be viewed as

the referenced group.

disparaging and unregistrable by the USPTO.

9

The Slants argued, however, that they
specifically chose the name to turn the
negative connotation of the term into
a positive one. The Slants appealed the
USPTO’s refusal to register its mark to
the U.S. Court of Appeals for the Federal
Circuit. In 2015, the Federal Circuit found
Section 2(a) to be unconstitutional and
thus stated that the mark THE SLANTS
should be registrable.10 The U.S. government
petitioned the Supreme Court in 2016 for
writ of certiorari, which the Court granted.

Redskins logo

Federal registration has its advantages, and The

to get its mark registered. A by-product of the

Slants and PFI argue they are being deprived

decision is that the Washington Redskins will

of those federal rights. However, advocates for

likely be allowed to keep its federal trademark

maintaining the anti-disparagement clause

registrations for various REDSKINS marks.

argue that the alleged disparaging marks
are still protected by common law rights.
While the Redskins may continue using its
name without federal protection, The Slants
require federal trademark protection to sign
a record deal. The Slants argue they are not
seeking registration of this name to use it
in a disrespectful way. On the contrary, The
Slants seek to turn the negative connotation
into a positive one for Asian-Americans. As
noted above, the USPTO has not been swayed
by a trademark applicant’s intent or purpose
to counter a rejection on the ground of

Will there be a rush to the trademark office
to register new disparaging marks? Unlikely,
in view of the fact that disparaging marks
just don’t sell as well as more marketable
names. However, The Slants case increases
the strength of trademark rights and provides
businesses one more option to pursue fringe
customers. Coupling trademark rights with
nominative fair use and aesthetic functionality,
both brand owners and third parties have
a number of resources to both defend and
attack in brand battles yet to come.

disparagement, whereas the Federal Circuit
sided with The Slants in 2015, finding that

9
1.

speech.”14 In their respective briefs before
the Supreme Court, the government argues
that while the First Amendment protects free

2.
3.

speech, it is not required to promote hurtful
speech such as racial slurs, whereas The Slants
argue that the government does not endorse

4.

5.

or promote all federal trademark registrations.
Meanwhile, other marks that would seem
disparaging have been granted federal

6.

registrations. The USPTO denied registrations
for two groups called “Democrats Shouldn’t
Breed” and “Abort the Republicans.” Yet
registration of the band name N.W.A.,
which stands for “Niggaz Wit Attitudes” was
allowed, so the USPTO has not been entirely
consistent regarding where it draws the line.

Pagliero v. Wallace China Co., 198 F.2d 339, 339 (9th Cir. 1952).
Id. at 343. See also Inwood Labs., Inc. v. Ives Labs., Inc., 456
U.S. 844, 863 (1982) (Functionality is a complete defense to
contributory infringement as it is “an important ingredient in the
commercial success of the product.”)
Christian Louboutin S.A. v. Yves Saint Laurent America Holdings
Inc. et al., 2012 WL 3832285 (2nd Cir. 2012).
Schad v. Borough of Mount Ephraim, 452 U.S. 61, 65 (1981)
(stating “[e]ntertainment, as well as political and ideological
speech, is protected; motion pictures, programs broadcast by
radio and television, and live entertainment, such as musical and
dramatic works fall within the First Amendment guarantee.”)
See, e.g., Rogers v. Grimaldi, 875 F.2d 994 (2d. Cir. 1989)
(Defendant’s title of its movie Ginger and Fred not an
infringement of plaintiff Ginger Rogers’ rights because the title is
at least minimally relevant to the movie’s content, and because
the title does not explicitly denote authorship, sponsorship, or
endorsement by Ms. Rogers or explicitly mislead as to content.).
See also, The Sporting Times, LLC v. Orion Pictures Inc. et al.,
No. 1:17-cv-00033 (W.D. Ky., filed February 2017) (in a Motion to
Dismiss filed May 1, 2017, MGM argues that because there is no
confusion as to the source of the film the trademark infringement
claims are barred, and that “the Lanham Act does not grant
trademark owners [] veto power over the content of expressive
works.”).

7.

Schad at 65.

8.

15 U.S.C. § 1052(a).

9.

However, in a somewhat convoluted decision,

In re Squaw Valley Dev., 80 USPQ2d at 1267 (citing Harjo, 50
USPQ2d at 1740-41); TMEP §1203.03(c).

10.

In re Tam, 808 F.3d 1321 (Fed. Cir. 2015).

11.

Pro-Football, Inc. v. Blackhorse, 112 F.Supp.3d 439 (E.D. Va. 2015)

12.

Id. at 455.

unconstitutional, thereby drawing the line for

13.

Id. at 456.

the USPTO and paving the way for The Slants

14.

808 F.3d 1321, 1328.

the Supreme Court on June 19, 2017, affirmed
the Federal Circuit’s finding that section 2(a) is

Please note there may have been further developments in these cases after this article was published.
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“[t]he First Amendment allows even hurtful

New Kids on the Block v. News America Publishing, Inc., 971
F.2d 302, 306 (9th Cir. 1992) (newspaper’s use of New Kids on the
Block as the subject matter of a reader poll where readers were
required to dial a 1-900 number for a fee in order to vote for their
favorite New Kid was a nominative fair use of the mark).AIA §§
3(n)(1) and 6(f)(2)(A).AIA § 3(n)(1)(B), 125 Stat. at 293.
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Please note there may have been further developments in these cases after this article was published.
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Social media has proven itself
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infringing products; and the unauthorized

equally helpful and harmful.

use of your content or trademarks.

Establishing a strong presence

Scams on social media platforms include

on social media can do great

phishing scams — where users are tricked

things for your brand, but social media is also

into giving personal information, such as

a haven for frauds and fakes that can harm you

passwords, credit card numbers, or social

and your customers. There are five steps you

security numbers — and fraud — where, for

should take to protect your brand and your

example, users are tricked into paying money

customers on social media: (1) learn, (2) plan,

in return for a falsely promised product or

(3) preempt, (4) take action, and (5) repeat.

service. Scams are not only dangerous if you

(1) LEARN
12

fake accounts, aliases, pages, and ads;

or your employees fall victim to one, but
they can also be harmful to your brand if

In order to protect and nurture your brand

they are carried out by a fake social media

on social media, it is necessary to identify

account pretending to be you, your company,

potential issues and risks. Like any other

or your affiliate. Aside from scams, some fake

problem, it is difficult to find a solution if the

accounts, aliases, pages, and ads on social

problem is not understood. The risks faced

media pretend to be you or your affiliate to

on social media come in two forms: those

attract users to webpages offering infringing

created by your use of social media and those

products, competing products, or unrelated

created by third parties’ use of social media.

products. Having your brand used in a scam or

The risks faced on social media come in two forms: those
created by your use of social media and those created by
third parties’ use of social media.
The main legal risks presented by your use of

fake account can hurt you and your customers.

social media are liability for using content or

Customers may unknowingly fall for the

trademarks without the owner’s permission,

scam or end up with an inferior product. Your

accidental disclosure of confidential

goodwill may also be at risk if people wrongly

information, and defaming others.

believe, but believe nonetheless, that you were

The legal risks presented from third parties’

responsible for the scam or fake account.

use of social media are multitudinous

Social media is also a breeding ground for

and constantly changing. These risks also

infringing products, including counterfeits,

vary for different industries. Some of the

knock-offs, replicas, stolen goods, and third-

most common legal issues include scams;

shift goods. Real and fake accounts, aliases,

pages, and ads often lead users to websites

You may develop a plan internally or

and other platforms, such as Amazon and

hire a consultant that specializes in

eBay, selling infringing products. Infringing

brand protection on social media. It is

goods are also commonly found in buy-in

also important that your plan changes

groups on social media. Buy-in groups allow

and adapts as your company grows.

individuals to pool their resources to buy
bulk wholesale products that they can then

(3) PREEMPT

resell. Many of the bulk wholesale products

Many companies are merely reactive when

purchased are inexpensive, not because

it comes to protecting their brand and their

they are bought in bulk and cut out the

customers on social media, but there are steps

middleman, but because the products are not

that you can take to preempt issues before

authentic. Further, social media also offers

they arise. The steps you can take include:

buy-sell interfaces like Facebook Marketplace,
which are flooded with infringing products.
The last common issue is the illegitimate
use of trademarks and copyrights. Users may

• registering trademarks,
• registering copyrights,
• working with U.S. Customs and Border

wrongly infer that you are an affiliate or

Protection to prevent infringing goods from

sponsor by including your trademark in their

entering the market,

posts. Copyright infringement on social media
photo or freebooting, including stripping and
ripping the content identifying the original
creator and reposting. It can also be more
subtle, such as taking someone else’s content
and creating an infringing derivative work,
doctoring an image, or remixing a song.

(2) PLAN
Following identification of the issues that
arise on social media, you must plan to
protect your brand and your customers.
You will need to find your own balance for
dealing with the seemingly never-ending
concerns. Since the risks that arise are twofold, a plan should cover both guidelines
and best practices for employees’ use of
social media and tactics for minimizing
and limiting third parties’ actions that may
harm your company or your customers.

• policing manufacturers and suppliers,
• taking steps to minimize goods
being stolen,
• including unique identifiers on products,
• limiting warranties to products sold by
authorized sellers,
• internal and external education,
• and creating a strong presence on
social media.
Registering your trademarks and copyrights
makes it easier to enforce your rights through
each individual social media platform. Some
platforms even require trademark registration
before rights can be enforced. Another
important preemptive step is to notify customs
of your registered trademark and copyright
rights. This can include providing Customs
with a guide on how to identify counterfeit

MORE
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can be blatant, such as using someone else’s
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versions of your products. Customs offers a

Your employees and affiliates can be great

template guide here: https://www.cbp.gov/

assets when it comes to social media.

document/guidance/ipr-product-id-

Educating and providing them with tools on

training-guide.

how to use social media, and the risks that

Another preemptive act is taking steps to
prevent third-shift goods, non-spec goods, and
stolen goods from entering the marketplace.
Third-shift goods are extra production
runs or extra product tooling made and
sold by your manufacturers and suppliers
and then sold without your knowledge or
authorization. Non-spec goods are goods
made by your manufacturers and suppliers
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arise on social media, can help protect you
and your customers. It can also be beneficial to
create well-meaning materials and information
that customers can access to learn how to
protect themselves from scams and infringing
products found on social media. Your materials
can include a list of authorized dealers or ways
to tell if a product is genuine (but be careful
not to create a road map for counterfeiters).

that did not meet your quality standards and

Finally, creating a strong presence on

are then sold behind your back after you

social media will make it more likely that

have instructed that the goods be scrapped.

a customer finds your genuine content

Stolen goods are genuine products that a

and products. If a search on social media

company planned to sell but were taken

ends in your account, a customer may

from a warehouse or while in transit.

never be exposed to the fakes and scams.

Your employees and affiliates can be great assets when it
comes to social media. Educating and providing them with
tools on how to use social media, and the risks that arise on
social media, can help protect you and your customers.
To assist and incentivize customers to make

(4) TAKE ACTION

sure products they receive are genuine, you

There are both cost-sensitive actions, including

can include unique identifiers on products

filing takedown complaints with individual

that are hard to replicate, like QR codes. You

websites, Digital Millennium Copyright Act

may also consider only offering warranties

(DMCA) complaints, and demand letters; and

for products sold by authorized dealers.

expensive actions, including district court

So, if a customer calls for a replacement

lawsuits and International Trade Commission

or repair, you can verify that the product

(ITC) proceedings, available to protect your

is under warranty. Additionally, you will

brand and customers on social media.

have the option of taking action against
unauthorized dealers falsely advertising that
products sold by them are under warranty.

Filing takedown complaints with individual
websites should be a routine practice. It is

a quick and easy way to remove the clearly

(5) REPEAT

infringing and harmful content. But if the

Social media, like everything on the Internet,

rights being violated are unregistered or

is constantly evolving. It is important to

unclear, or the infringement or harm is more

reevaluate your risks often and continue

nuanced, a takedown complaint may not

to plan, preempt, and take action to

be successful. Further, takedown complaints

protect your goodwill and customers.

can feel like a “whack-a-mole” game. As
soon as one scam or infringer is taken
down, another one pops up. In these cases,
more aggressive action may be necessary.

BANNER & WITCOFF RESOLVES DISPUTE,
SUPPORTS MISSION OF PRO BONO ARTS
ORGANIZATION CLIENT

Justin M. Philpott, an attorney with Banner & Witcoff, was originally
referred to Elastic Arts through Lawyers for the Creative Arts (https://
law-arts.org), a pro bono legal services organization dedicated to all
areas of the arts. Elastic Arts returned to Justin for legal advice after they
became involved in a music copyright dispute with a large entity. Justin
assisted Elastic Arts in resolving the dispute by engaging in productive
communications with the large entity, supporting Elastic Arts’ position
with legal reasoning. Elastic Arts now continues its mission of creating an
innovative and inspiring environment for artists and audiences alike.
For more information about Elastic Arts, please visit elasticarts.org.

15
BANNER & WITCOFF | INTELLECTUAL PROPERTY UPDATE | FALL/WINTER 2017

Banner & Witcoff has recently come to the legal aid of Elastic Arts, a 26
U.S.C. § 501(c)(3) non-profit organization based in Chicago. Elastic Arts
fosters a community of multidisciplinary art forms, including music,
visual, and literary arts, by providing a venue for artists to perform and
present original works of unconventional art. Regular programs include
improvisational music and electro/acoustic and video performance series,
among other events. Incorporated 15 years ago, Elastic Arts has developed
into a leading grassroots, arts-centered organization.
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Darrell G. Mottley is a shareholder of the intellectual property law firm of Banner & Witcoff, Ltd. He
blends combinations of design patent, utility patent, trademark, and copyright intellectual property
tools for creative, innovation-driven clients. He can be reached at dmottley@bannerwitcoff.com and on
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Horace Dawson is executive vice president and general counsel of Red Lobster, the world’s largest
seafood restaurant company. In this role, Horace leads legal affairs and is also responsible for international operations, communications, government and community relations, and sustainability.
Horace received his undergraduate, law, and masters of business administration degrees from Harvard University.
You are a leader in corporate and intellectual property (IP) law. As executive vice president and general
counsel of Red Lobster, please tell us about a typical day in your life at work.
One of the things I love about my job is that there is no such thing as a typical day! For over two years,
Red Lobster has been owned by a private equity firm, Golden Gate Capital, which was a change for us
after being a part of a public Fortune 500 company. We are now a much leaner organization and are
operating as if we’re a 48-year-old startup company. We own and operate all of our more than 700
restaurants in the United States and Canada. We also have 50 international restaurants that are franchised, so my international responsibilities include meeting with current and potential franchisees. Day
to day, I oversee the legal department, and while other lawyers in the department handle most legal
issues, I handle most of the intellectual property issues with our trademark paralegal. In addition, I
have responsibility for the communications, international, and government relations teams. I have regular strategy meetings with members of the executive team and department heads relating to one or
more of my areas of responsibility.
Please tell us more about how your past positions at Darden Restaurants, Hard Rock Cafe International,
and the Telemundo Network prepared you for your leadership role at Red Lobster.
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I value my previous in-house experiences because they have prepared me well to be a generalist. I
started working with the Telemundo Network at its inception, and I was the first in-house lawyer at
Hard Rock Cafe. There is nothing like the excitement of working for companies when they are small,
new, successful, and growing quickly. Both of these opportunities allowed me to be involved in a wide
range of legal and business matters, which has helped to shape me into the leader I am today.
Specifically, Hard Rock taught me the value of trademarks and the importance of not only protecting
how they are used today, but also anticipating what they may grow into in the future. For example,
when I started at Hard Rock, the focus was on food and beverage and merchandise, but over time the
focus shifted to hotels and gaming, including Internet gaming. In my next career move to Darden
Restaurants, I had the opportunity to deepen my understanding of the role of intellectual property in
the restaurant industry, particularly as the brand portfolio evolved. Red Lobster was the company’s
original brand, but Darden developed and acquired several more, including Olive Garden, LongHorn
Steakhouse, The Capital Grille, Seasons 52, Yard House, Bahama Breeze, and Eddie V’s.
What would you say is the most challenging aspect of your position at Red Lobster? And what is your
favorite aspect of your position at Red Lobster?
The most challenging aspect of my position is the need to be able to address issues from different perspectives. At times it almost feels as if I need to battle things out with myself, as there can be some natural tension between the risk avoidance that is a key element of the legal role and the premium on
“pushing the envelope” in some business roles. My previous in-house roles have helped me hone the
ability to craft business-friendly solutions to problems with acceptable legal risk as opposed to simply
stating legal objections. The ability to contribute on both a legal and business basis is not only the most
challenging aspect of my position, but also the most rewarding.
Could you give us a sense of how Red Lobster integrates its global IP assets into the company’s business
strategy?
To support Red Lobster’s vision to be “Where the World Goes for Seafood, Now and for Generations,”
we have a distinct approach to franchise relationships, which fuels our international growth. For American casual dining brands, the typical franchise model asks franchisees to take the American brand “as it
is” domestically—same menu, same design, same service—and operate it in a very specific way that
replicates the brand exactly in an international market. For some brands that approach creates challenges—it doesn’t account for local market nuances and in fact stifles brand adoption in the international market. So, Red Lobster has done it differently, partly because seafood is a complex business
from a supply chain standpoint, but also because of seafood’s versatility and broad global appeal.
We also offer iconic promotional events, such as Lobsterfest® and Endless Shrimp®, along with iconic
menu items, such as Cheddar Bay Biscuits® and the Ultimate Feast®, which our guests crave. We aim
to introduce our unique seafood dining experience and events around the world, so a robust trademark
portfolio is an integral part of those plans, while balancing flexibility to allow our trusted franchisees to
innovate to be relevant locally. In short, we use our trademark strategy to differentiate our offering from
those of the competition.
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The Red Lobster brand has been the most recognized top global brand in the seafood restaurant industry. What are some of the actions that Red Lobster has done to maintain its brand positioning over the
years?
Red Lobster has almost 100 percent brand awareness and is the world’s largest restaurant purchaser of
seafood. Not surprisingly, we have had a lobster as part of our logo from our first days in 1968. The lobster on our current logo (who we fondly call “Clawde”) has been featured on our signage and on our
menus for over 22 years. Historically, Clawde always appeared with the brand name “Red Lobster.”
Because Clawde has become iconic and associated with the brand we began to use it by itself ten years
ago. In light of the vast and extensive exposure, we’ve been able to demonstrate that even though it is an
anatomically correct crustacean, it has acquired a vast secondary meaning and distinctiveness. We
obtained a registration for Clawde under Section 2(f) in 2012.
As a seafood expert, we have introduced guests across the country to new seafood species, including
snow crab, tilapia, and calamari. And, we continue to innovate and offer new things, like Bairdi crab and
wild-caught Alaska Sockeye and Coho salmon. We’ve also made sure we are listening to our guests and
evolving our menu to meet their needs. We recently introduced Bigger, Better Shrimp, which made
meaningful changes to both the preparation and presentation of our shrimp dishes, impacting more
than 70 percent of our entrees featuring shrimp. We also innovate with flavors, most recently introducing Korean BBQ Shrimp as an option during our Endless Shrimp event. Our guests are noticing, too.
We’re seeing record-level guest satisfaction scores.
How does Red Lobster continue to innovate?
Besides introducing guests to new seafood species and offering unique preparations and exciting, new,
and innovative flavors to complement guests’ favorite seafood proteins, we focus on sourcing seafood
responsibly. While the ocean may seem endless, its supply of seafood is not. That’s why we take so much
pride in protecting the sea and its bounty of fresh fish and shellfish. We have strong relationships with
top seafood suppliers from around the world that allow us to source seafood responsibly and sustainably on a large scale. Our sophisticated supply chain allows us to bring top-quality seafood to our more
than 700 restaurants in the United States and Canada. We stay on top of industry trends and look for
ways to efficiently deliver fresh food and an unmatched dining experience.
Can you give a sense of how important the concept of diversity and inclusion is in the legal field from
your perspective as a General Counsel of Red Lobster?
The concept of diversity and inclusion is extremely important to us. From its beginning in landlocked
Lakeland, Florida, Red Lobster has been a leader in diversity and inclusion in its workforce and in welcoming guests of all backgrounds. That legacy continues to this day. Red Lobster ranks highly for its
number of minority employees and female restaurant managers. In our legal department, 50 percent of
our lawyers are minorities and 50 percent are female.
IP law and entertainment media is an increasing topic of public discussion. Can you describe your time
as Vice President of Business Affairs and General Counsel of Hard Rock Cafe International and your
work with the Telemundo Network?
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Intellectual property was a very big part of my work at Hard Rock Cafe. The company was started by
two young Americans living in London who were lamenting about the fact that you couldn’t get a great
American diner-style burger anywhere in London. They opened the restaurant in an abandoned car
showroom in London in 1971 and quickly caught on with the “British invasion” rockers who had come to
love American hamburgers. The brand’s great success happened organically. The memorabilia collection started when Eric Clapton donated a guitar to hang across from his favorite spot at the bar, and
then Peter Townshend of the Who wanted his hung up as well. Merchandise sales started because the
restaurant sponsored a kid’s soccer team. The iconic logo was designed to go on their soccer shirts, and
the restaurant began selling soccer shirts from the host stand in response to local demand. The brand
quickly achieved worldwide fame, and it was very challenging to secure trademark rights and battle
infringers around the world who sought to cash in on the brand fame, particularly counterfeit merchandise.
One of the more interesting activities was a meeting with Lebanon’s Prime Minister Rafik Hariri to
solicit government support in a successful effort to shut down a fake Hard Rock Cafe in Beirut. We first
found out about the fake Hard Rock Café by a photo that one of our fans sent us of an impressive looking restaurant that had taken some pains to replicate our distinctive trade dress. They had an extensive
memorabilia collection with items said to be played and signed by famous musicians—but as memorabilia experts, we knew they were fake. Our efforts to enjoin their infringement through the court system
were ineffective, but making the argument to the Prime Minister, with the help of the U.S. Embassy,
that having such a prominent infringement in their capital city did not reflect well on the country
seemed to work. The Hard Rock Café-Beirut “voluntarily” switched to a local brand soon thereafter.
Launching Telemundo was also a very exciting project. The Spanish-speaking population was growing
at about five times the rate of the rest of the population. The Spanish-speaking population was holding
on to its native language, especially at home, at a higher rate than previous generations. In many major
markets, such as Los Angeles, the Spanish-language networks were number one and two in ratings during key time periods, such as news hours, because the English-speaking viewers were split between so
many channels while Spanish-speaking viewers were primarily watching just two: Univision and Telemundo. I had the opportunity to be involved in some very interesting deals as many advertisers, as well
as other entertainment and news outlets, wanted access to our audience. We did joint ventures with
Reuters, CNN, MTV, and others. The network was eventually acquired by NBC.
Can you make any comments about how social media intersects with entertainment media and intellectual property with regard to Red Lobster?
Big brands must carefully manage their social media presence. Red Lobster is no exception. Social
media is a large part of our brand voice and a big part of how we stay connected and relevant to our
guests. And, we’re always looking for meaningful ways to engage. For example, during Lobsterfest, we
invite guests to share their “Lobsterworthy” moments by posting to social media using #lobsterworthy,
allowing us to engage with them in their experience. Red Lobster has a number of celebrity fans who
from time to time share their love of the brand on social channels that get a lot of attention from our
guests. Sometimes this happens organically, without our prior knowledge or engagement, and sometimes we negotiate opportunities that highlight their passion for the brand.
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Please tell us about your work on the Board of the nonprofit organization Hands on Orlando and the
community work of Red Lobster.
One of Red Lobster’s core values is “Genuine Caring,” and we live that value every day in our office and
in our restaurants. Red Lobster has a variety of programs to give back to the communities in which we
live and work. Red Lobster Shares, a program to help feed the hungry, has been in place for 12 years. All
Red Lobster restaurants across North America package and freeze surplus, wholesome food that wasn’t
served and share it with local food banks and other agencies in the communities where we operate.
Since the program started, Red Lobster has donated more than 24 million pounds of food to community
food banks and other organizations across the country. Personally, I spent more than 10 years as Chairman of the Board of Hands on Orlando, a nonprofit that plans, manages, and leads volunteer projects in
the Central Florida area. Hands on Orlando has helped more than 300 community organizations supported by more than 190,000 volunteers and has managed over 5,000 projects. Red Lobster also supports various other charities such as the Boys & Girls Clubs of Central Florida and Heart of Florida
United Way.
What would you say is the best piece of advice that you received relative to your legal career?
I received some of my best advice early on, before I had even started my career. A mentor in grad school
encouraged me to share my passion. I wrote a thesis on the way U.S. trade policy was affecting developing nations. It was very dry and analytical, because that is what I thought was necessary in an academic
setting. My advisor, who knew my passion around the subject, convinced me that my work would be
much more interesting and persuasive if I let my passion show through. He was one of the first people
to give me permission to be my authentic self even in intimidating environments. That has helped me
throughout my career by leading me to assignments that everyone knew I would care about and do well
because of my passion for the subject.
What piece of advice would you give to an IP attorney who’s trying to climb the corporate ladder to
ascend to general counsel?
The best advice I can give an IP attorney early in the in-house career is to be endlessly curious about the
business. Your ability to advance is closely tied to your ability to help the business succeed by identifying both opportunities and risks. Use your expertise to help the business capitalize on opportunities and
avoid risk. And in-house experience offers wonderful opportunities to explore outside of your general
area of expertise. Generally, if you can find ways to help people succeed in their jobs, they will be more
than willing to share their challenges and opportunities with you.
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A. Article of manufacture
B. Future course of this case on remand
II. Implications for damages calculations
III. Implications for valuation
IV. What the decision means for patent applicants
A. Impact on how applications are drafted to maximize recovery of profits

Benefits
The panel will address these and other key issues:
• What does the Supreme Court’s decision mean for calculation of damages in design
patent cases?
• What is the anticipated impact of the decision for patent prosecution?
• What changes will counsel need to make to patent applications in light of the
decision?



The presentation and
handouts were very
informative. And it allowed
me to attend a CLE without
leaving the office.
Bill Pemerton
Horton Maddox & Anderson
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Charles S. Baker
Partner

Fulbright & Jaworski
David S. Bloch
Partner

• What best practices should counsel employ to protect design inventions?

Winston & Strawn

Faculty

Irah H. Donner

Christopher V. Carani, Shareholder
McAndrews Held & Malloy, Chicago

Stroock & Stroock & Lavan

Partner

Mr. Carani is nationally recognized in the field of design law, regarding the protection
and enforcement of product design through the use of design patents, trade dress and
copyrights. A registered attorney before the USPTO, Mr. Carani’s secures the full
panoply of Design IP rights for some of the world’s most design-centric companies and
designers, securing over 2000 design rights, both in the U.S and in over 70 countries
around the world. Mr. Carani has successfully litigated numerous disputes regarding
design rights and has also served as a consultant and expert witness in numerous design
law cases. He represented the AIPLA in the landmark design patent case Egyptian
Goddess v. Swisa, where the positions set forth in his amicus briefs were ultimately
adopted by the Federal Circuit thereby reshaping the law on design patents.
Elizabeth D. Ferrill, Partner
Finnegan Henderson Farabow Garrett & Dunner, Washington, D.C.

Ms. Ferrill focuses her practice on all aspects of design patents, including prosecution,
counseling, and litigation. She also has extensive experience in utility patent litigation
in the areas of software- and hardware-related technologies. She counsels clients who
hold design patents as well as those accused of infringement. She has experience with
consumer and industrial products, graphical user interfaces and icons. She has
prosecuted families of design patents before the USPTO, directed prosecution in
foreign countries, and argued appeals before the PTAB.
Robert S. Katz, Esq.
Banner & Witcoff, Washington, D.C.

In his practice, Mr. Katz has helped procure over 6,000 design patents in the U.S. and
over 18,000 design patents/registrations outside the U.S., and has helped to
successfully enforce over 100 design patents. Mr. Katz has also provided advice and
prepared opinions regarding the patentability of inventions, patent infringement,
patent validity, and trade secret protection to help clients properly assess the
advantages and disadvantages of certain intellectual property and business decisions.
He is a frequent speaker on industrial design-related topics and is a professor at
George Washington University Law School teaching Design Law and at Georgetown
University Law School teaching IP Pretrial Litigation Skills. Mr. Katz currently serves as
Treasurer of FICPI's U.S. Section and as Vice Chair of INTA's Design Rights Committee.
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CLE On‐Demand ‐ Streaming Video
Includes recorded streaming video of full program plus PDF handouts.
On-demand is the only recorded format recognized for CLE credits in DE, IN, KS,
LA, MS, NC, OH, OK, SC, TN, VA, WI. Click for state details.
CLE On-Demand Video $297.00
Available 48 hours after the live event

How does this work?

Recorded Event
Includes full event recording plus handouts (available after live webinar).
Strafford is an approved provider and self-study CLE credit is available in most
states. Click for state details.
Strafford will process CLE credit for one person on each recording.
Additional copies of a recording can be purchased at a discount. Please call
Strafford Customer Service toll-free at 1-800-926-7926 ext 10 or email
customerservice@straffordpub.com to place your order.
Recorded Webinar Download $297.00
Available 48 hours after the live event

How does this work?
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Unconditional Money-Back
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For more information
regarding complaints and
refunds, please contact us
at 1-800-926-7926 ext 10.
Complaints regarding this
program can be submitted
via the course evaluation
found in the “Thank you”
e-mail at the end of the
course.

Design Protection After Star
Athletica: Way Beyond Fashion
Robert S. Katz
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2017 Scheduled Webinars
Design Protection After Star Athletica: Way Beyond Fashion
Thursday, 13 April, 2:00pm-3:00pm ET
Don’t be distracted by the sports metaphors and the fashion industry commentary. Last month’s decision by the
U.S. Supreme Court in Star Athletica v. Varsity Brands found that decorative elements of cheerleader uniforms
were potentially protected by copyright law. That decision opens a new avenue for protection of industrial
designs as well, an area which itself has earned a higher profile within IP law recently because of the ongoing
fight in Apple v. Samsung. That smartphone case involves design patents, of course, but experts say that the
Star Athletica should spur new consideration of how copyright and design patents, as well as trade dress and
utility patents, can or can’t work together. Increased use of copyrights to protect industrial design makes new
litigation on this issue more likely.
Our panel includes an in-house counsel at a technology company and two law firm lawyers, one specializing in
design patents and the other in copyright. They will discuss such questions as:

European Practice
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Foundation & EPO
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Education Foundation
Meetings & Events
2016 European
Practice
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2016 ITC
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Speaker
Materials

• How does Star Athletica change the scope of copyright protection for designs? When is copyright protection

for useful objects now appropriate?
• What are the differences among the different modes of protection, including “novelty and non-obviousness”

for design patents, “originality” for copyrights, and “acquired distinctiveness” for trade dress?
• What are the open questions left by Star Athletica that are likely to be litigated in the future?
Speakers:
• Terry Carroll, IBM Corp.
• Robert Katz, Banner & Witcoff, Ltd.
• Katherine Spelman, Lane Powell PC

Damages &
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Conference
ITC Committee
Conference
Patent Damages
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Design Patent Claim Construction:
Navigating Written Description,
Ornamentality, Functionality and
More
Robert S. Katz

Strafford
August 10, 2017

Strafford
Design Patent Claim Construction:
Navigating Written Description,
Ornamentality, Functionality and More
Drafting Claims to Withstand Scrutiny and Avoiding Claim Limitation
Attack
A live 90-minute CLE webinar with interactive Q&A

Thursday, August 10, 2017
1:00pm-2:30pm EDT, 10:00am-11:30am PDT

Early Registration Discount Deadline, Friday, July 14, 2017
This CLE webinar will provide guidance to counsel for defining design patent claims.
The panel will examine recent court treatment of claim construction issues and offer
approaches for design patent claim construction and drafting.

Early Registration
Discount Deadline
July 14, 2017
(4 days)

CLE CREDITS BY STATE
Please Select State



Strafford's live webinars
offer you a high quality,
cost effective, and
convenient CLE option,
with no lost travel time or
expenses.
See CLE State Map >

Description
By definition, design patents protect ornamental designs. The standard for determining
whether a design or design feature is ornamental—and what effect that determination
has—remains unsettled. Unlike utility patents, design patent applications are not
published when the applicant files directly with the USPTO.
Further, the application’s prosecution history is not publicly available until the
application issues unless it is a divisional or continuation application. Consequently,
less information is available about design patent applications until the applications
issue.
Counsel must find the proper balance when claiming designs. Applicants will often use
portion claiming techniques, which helps protect the innovative portions of a design
while making it more difficult to “design around” the patent. However, it may also
make it harder to get the patent because it is more susceptible to the prior art.
In light of recent design patent decisions, including the Federal Circuit’s decision in
Sport Dimension (2016), counsel should consider filing applications with multiple
embodiments or filing multiple applications for a design concept with different
degrees of scope.
Listen as our authoritative panel of patent attorneys examines key considerations when
defining and drafting design patent claims and discusses how the courts are treating
claim construction issues for design patents.

Outline
I. Key considerations
A. Portion claiming
B. Divisional filings
C. Ornamentality and functionality
D. Written description
II. Court treatment
A. Sport Dimension Inc. v. The Coleman Co. Inc. (Fed. Cir. 2016)
B. Ethicon Endo-Surgery Inc. v. Covidien Inc. (Fed. Cir. 2015)
C. Samsung Electronics Co. Ltd. v. Apple Inc. (Fed. Cir. 2015)

Benefits
The panel will review these and other key issues:

CUSTOMER REVIEWS
I liked the practical
insights, particularly when
tied to cases the
presenters had worked on.
Michael Gray
Kohler

Strafford provided an
enthusiastic presentation
that focused on patent
practice, not theory.
David H. Vance
Vance Intellectual Property

I thought the information
provided was great.
Erika Gamiz
Law Offices of Marcia L
Kraft

The speakers knew their
topics and spoke in
practical terms addressing
real business risks.
Kenneth J. Clarkson
Sullivan Ward

The program was very
informative and the
information was precise
and straight forward.
Michael Bradford
Speidel Law Firm

PATENT LAW ADVISORY
BOARD

• What key considerations should counsel keep in mind in design patent drafting?

Charles S. Baker

• What steps should counsel to patent owners take to factor out functional aspects
during claim construction?

Locke Lord

• What guidance can be drawn from recent court decisions for design patent claim
construction?

Partner

David S. Bloch
Partner

Faculty

Winston & Strawn

Christopher V. Carani, Shareholder
McAndrews Held & Malloy, Chicago

Irah H. Donner

Mr. Carani is nationally recognized in the field of design law, regarding the protection
and enforcement of product design through the use of design patents, trade dress and
copyrights. A registered attorney before the USPTO, Mr. Carani’s secures the full
panoply of Design IP rights for some of the world’s most design-centric companies and
designers, securing over 2000 design rights, both in the U.S and in over 70 countries
around the world. Mr. Carani has successfully litigated numerous disputes regarding
design rights and has also served as a consultant and expert witness in numerous design
law cases. He represented the AIPLA in the landmark design patent case Egyptian
Goddess v. Swisa, where the positions set forth in his amicus briefs were ultimately
adopted by the Federal Circuit thereby reshaping the law on design patents.

Manatt

Partner

Feinberg Day Alberti &
Thompson
Anthony J. Fitzpatrick
Partner

Duane Morris
Senior IP Counsel

In his practice, Mr. Katz has helped procure over 6,000 design patents in the U.S. and
over 18,000 design patents/registrations outside the U.S., and has helped to
successfully enforce over 100 design patents. Mr. Katz has also provided advice and
prepared opinions regarding the patentability of inventions, patent infringement,
patent validity, and trade secret protection to help clients properly assess the
advantages and disadvantages of certain intellectual property and business decisions.
He is a frequent speaker on industrial design-related topics and is a professor at
George Washington University Law School teaching Design Law and at Georgetown
University Law School teaching IP Pretrial Litigation Skills. Mr. Katz currently serves as
Treasurer of FICPI's U.S. Section and as Vice Chair of INTA's Design Rights Committee.

Intel
Astrid R. Spain
Partner

Jones Day
Mark P. Wine
Partner

Orrick

OUR GUARANTEE

Nathan B. Sabri, Partner
Morrison & Foerster, San Francisco

Mr. Sabri practices in the firm’s Intellectual Property Group. He focuses his practice on
litigation, and has experience litigating in federal court and state court as well as
managing global strategy in cases spanning multiple jurisdictions. His matters have
included advice and patent litigation involving subject matters such as antibody
development, noninvasive prenatal diagnostics, surgical robotics, smartphones, email
software, and graphical user interfaces. Mr. Sabri was a member of the in-court trial
team in high-profile smartphone cases leading to three jury verdicts totaling over $1
billion, among other matters.

Live Webinar
(through 07/14/17)

Add a colleague on the same connection in the same room for only $97.00 in the
shopping cart or by calling customer service.
This webinar is eligible for at least 1.5 general CLE credits.
CLE credits are not available for PR.
*In KS, OH, PA, for more than 1 attendee on the connection you must contact
Strafford CLE via email or call 1-800-926-7926 ext. 35 prior to the program for
special instructions.

Recordings
CLE On‐Demand ‐ Streaming Video
Includes recorded streaming video of full program plus PDF handouts.
On-demand is the only recorded format recognized for CLE credits in DE, IN, KS,
LA, MS, NC, OH, OK, SC, TN, VA, WI. Click for state details.
CLE On-Demand Video $247.00
Available 48 hours after the live event

Includes Early Discount Savings of $50.00
How does this work?

Partner

David Segal

Robert S. Katz, Esq.
Banner & Witcoff, Washington, D.C.

Live Webinar $247.00
Includes Early Discount Savings of $50.00
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(through 07/14/17)

Strafford webinars are
backed by our 100%
Unconditional Money-Back
Guarantee: if you are not
satisfied with any of our
products, simply let us
know and get a full refund.
For more information
regarding complaints and
refunds, please contact us
at 1-800-926-7926 ext 10.
Complaints regarding this
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via the course evaluation
found in the “Thank you”
e-mail at the end of the
course.

Recorded Event
Includes full event recording plus handouts (available after live webinar).
Strafford is an approved provider and self-study CLE credit is available in most
states. Click for state details.
Strafford will process CLE credit for one person on each recording.
Additional copies of a recording can be purchased at a discount. Please call
Strafford Customer Service toll-free at 1-800-926-7926 ext 10 or email
customerservice@straffordpub.com to place your order.
Recorded Webinar Download $247.00
Available 48 hours after the live event

Includes Early Discount Savings of $50.00
How does this work?

(through 07/14/17)

Recorded Audio Download (MP3) $247.00
Available 24 hours after the live event

Includes Early Discount Savings of $50.00
How does this work?

(through 07/14/17)

DVD (Slide Presentation with Audio) $247.00

plus $9.45 S&H

Available ten business days after the live event

Includes Early Discount Savings of $50.00
How does this work?

(through 07/14/17)

Registration Plus Recorded Event
Best value!
Live Webinar & Webinar Download $344.00
Includes Special Savings of $250.00 (through 07/14/17)
Live Webinar & Audio Download $344.00
Includes Special Savings of $250.00 (through 07/14/17)
Live Webinar & DVD $344.00 plus $9.45 S&H
Includes Special Savings of $250.00 (through 07/14/17)

Webinar
Strafford webinars offer several options for participation: online viewing of speakercontrolled PowerPoint presentations with audio via computer speakers or via phone; or
audio only via telephone (download speaker handouts prior to the program). Please
note that our webinars do not feature videos of the presenters.
Strafford Publications, Inc. • 590 Dutch Valley Rd. NE • PO Box 13729 • Atlanta, GA 30324-0729 USA
Toll-Free: 1-800-926-7926 or 1-404-881-1141 • Fax: 404-881-0074
www.straffordpub.com • custserv@straffordpub.com
Copyright © 2017 Strafford Publications, Inc.
This page printed on 7/10/2017 at 1:15pm.

Design Patents: Meeting Obviousness and Novelty Requirements
Robert S. Katz

Strafford
October 5, 2017

1-800-926-7926

Design Patents: Meeting Obviousness and
Novelty Requirements
Recording of a 90-minute CLE webinar with Q&A

Conducted on Thursday, October 5, 2017
Recorded event now available
This CLE webinar will provide guidance to patent counsel prosecuting and litigating design patent claims.
The panel will examine recent USPTO and court treatment of novelty and obviousness issues and offer
best practices for prosecuting and defending against obviousness and novelty attacks in litigation.

Description
While many of the same requirements govern patentability of utility inventions and designs, the
application of those requirements in these two contexts can be quite different. Like utility inventions,
designs must be novel and not obvious, but recent ambiguous rulings from the USPTO and courts have
blurred the distinction between the two. As a result, it can be seemingly easier to prove lack of novelty
based on a single reference that is not identical to the claimed design than it can be to prove that a design
is obvious.
Listen as our authoritative panel of patent attorneys examines the current novelty and obviousness
standards for design patents, and how the case law in these areas has developed. The panel will discuss
steps that companies and counsel can take to challenge novelty and obviousness rejections in
prosecution, and offer best practices for defending against such attacks in post grant proceedings at the
USPTO and in court.

Outline
I. The novelty standard for designs and how it has evolved based on recent rulings from the Federal
Circuit
II. The obviousness standard for designs and how it has evolved based on recent rulings from the
Federal Circuit
III. Recent USPTO and district court treatment of novelty and obviousness
IV. Challenging novelty and obviousness rejections at the USPTO

V. Best practices for defending against obviousness and novelty attacks in post grant proceedings
and in litigation

Benefits
The panel will review these and other key issues:
•

How do the novelty and obviousness requirements for design patents differ from utility patents
and from each other?

•

How has the Federal Circuit and PTAB treated the issue of novelty and obviousness for design
patents?

•

What are the steps that patent applicants can take to stand up to novelty and obviousness
rejections before the USPTO?

FACULTY
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Christopher V. Carani

Director

Sterne Kessler Goldstein & Fox

Shareholder

McAndrews Held & Malloy
Mr. Carani is nationally recognized in the field
of design law, regarding the protection and

Ms. Durkin heads the firm’s Mechanical and
Design Patent Group. With nearly 30 years of

enforcement of aesthetic... | READ MORE

experience obtaining... | READ MORE

Robert S. Katz, Esq.

Banner & Witcoff
In his practice, Mr. Katz has helped procure
over 6,000 design patents in the U.S. and over
18,000 design... | READ MORE

Leveraging Design Patents to
Protect Graphical User Interfaces
Robert S. Katz

Strafford
November 30, 2017

0123423105

67879 ÿ7 ÿ 7 ÿÿ97ÿ9ÿ79ÿ797ÿÿ6ÿ7 9ÿÿ!99"

ÅÆÇÈÈÆÉÊËÆÌÉÊË

0121345675ÿ91:657ÿ;4<17<:ÿ<=ÿ;3=<1><
?3
4
@
A6
>
4
B
ÿ
C:
1
3
ÿ
D
7<
1
3
E
4
>
1
:
;3=<1><675ÿ<A1ÿF0==Gÿ47HÿI11BFÿ=Eÿ?CD:JÿC7H13:<47H675ÿKL3317<ÿCMNM

47Hÿ?B=O4Bÿ;3=:1>L<6=7ÿ;34><6>1:

PÿRSTUÿVWXYSZ[\Uÿ]^_ÿ̀UaSZbcÿ̀S\dÿSZ\Ucbe\STUÿfgP

hd[cijbklÿmnTUYaUcÿoWlÿpWqr
qsWWtYXpsoWtYÿ_uhlÿvwxwwyz{vvx|wyzÿ~

ÿÿÿÿÿÿÿ

hdSiÿ]^_ÿ̀UaSZbcÿ̀SRRÿtcnTSjUÿ[SjbZeUÿ\nÿtb\UZ\ÿen[ZiURÿnZÿtcn\Ue\SZÿcbtdSebRÿ[iUcÿSZ\UcbeUi
¡¢£i¤ÿSZÿ\dUÿ¢¥u¥ÿbZjÿbcn[Zjÿ\dUÿ̀ncRj¥ÿhdUÿtbZURÿ̀SRRÿU¦bYSZUÿ\dUÿbjTbZ\bUiÿbZjÿjSibjTbZ\bUi
nÿjUiSZÿtb\UZ\ÿtcn\Ue\SnZÿbZjÿnUcÿaUi\ÿtcbe\SeUiÿncÿRUTUcbSZÿjUiSZÿtb\UZ\iÿ\nÿtcn\Ue\ÿ¡¢£i¥

§UiecSt\SnZ

Piÿtcnj[e\iÿSZecUbiSZRkÿSZ\UcbeUÿjScUe\Rkÿ̀S\dÿ[iUcilÿ\dUÿ[iUÿnÿ¡¢£i¨\dUÿSenZiÿbZjÿTSi[bR
SZjSeb\nciÿ[iUjÿ\nÿenZ\cnRÿURUe\cnZSeÿjUTSeUilÿtdnZUilÿPh©ilÿenYt[\UciÿbZjÿn\dUcÿ\UedZnRnk¨Si
Zn`ÿ[aSª[S\n[i¥
¢iSZÿbZjÿtcn\Ue\SZÿ\dUÿ«Rnn¬ÿbZjÿUURÿnÿ¡¢£iÿbcUÿbÿ¬UkÿcUtcUiUZ\b\SnZÿnÿenYtbZSUiÿbZjÿ\dUSc
acbZjiÿcUYUYaUcÿ\dUÿiYbc\tdnZUÿ̀bci®¤¥ÿ]nYtbZSUiÿbZjÿ\dUScÿen[ZiURÿebZÿ\[cZÿ\nÿjUiSZÿ°±²³´²
°µ¶²³·²¸¶´ÿ²¶ÿ¹±º³»¼±µ½ÿ¾¿À¹ÿcnYÿaUSZÿentSUjÿncÿSYS\b\Uj¥
¡¢£ÿtb\UZ\iÁcUSi\cb\SnZiÿenZ\SZ[Uÿ̀ncRj`SjUÿcn`\dÿbiÿYncUÿen[Z\cSUiÿcUenZSÂUÿ\dUY¥ÿ]n[ZiUR
Y[i\ÿbii[cUÿtcn\Ue\SnZÿnÿjUiSZÿcSd\iÿU¦\UZjiÿRnabRRk¥ÿ]n[ZiURÿY[i\ÿ¬Zn`ÿÃÄ¸·Äÿ·¶¼´²µ¸³¹
¶ºº³µÿ¾¿Àÿ°µ¶²³·²¸¶´¹ÿbZjÿdn`ÿ\nÿ\b¬UÿbjTbZ\bUÿnÿbTbSRbaRUÿtcn\Ue\SnZi¥
^Si\UZÿbiÿn[cÿb[\dncS\b\STUÿtbZURÿnÿtb\UZ\ÿb\\ncZUkiÿjSie[iiUiÿ\dUÿbjTbZ\bUiÿbZjÿjSibjTbZ\bUi
nÿ[iSZÿjUiSZÿtb\UZ\iÿ\nÿtcn\Ue\ÿ¡¢£iÿbZjÿ̀dkÿjUiSZÿtb\UZ\iÿidn[RjÿaUÿ[iUjÿncÿ¡¢£i¥ÿhdU
#22$$$%99"& %'29"&2"8(9)&'*' +"8(9,&'*'7"&'+7' ,&'* 7 +,&'*&97+' 7' ,"+4-.0/ 02.

0123423105

67879 ÿ7 ÿ 7 ÿÿ97ÿ9ÿ79ÿ797ÿÿ6ÿ7 9ÿÿ!99"

01234ÿ6744ÿ1489ÿ:3;736ÿ<387=2ÿ01>32>ÿ0:9>3?>792ÿ@9:ÿABC8ÿ1:9D2<ÿ>E3ÿ69:4<ÿ12<ÿ9@@3:ÿ100:91?E38
@9:ÿ=3>>72=ÿ<387=2ÿ01>32>ÿ0:9>3?>792ÿ@9:ÿABC8F

GD>4723

CFÿB872=ÿ<387=2ÿ01>32>8ÿ>9ÿ0:9>3?>ÿABC8
HFÿG;3:;736
IFÿJ78>9:7?14ÿ?92>3K>
LFÿLD::32>ÿ0:983?D>792ÿ0:1?>7?38
MFÿH<;12>1=38ÿ12<ÿ<781<;12>1=38
NFÿOEPÿ<387=2ÿ01>32>8ÿ@9:ÿABC8
QFÿGR>17272=ÿ<387=2ÿ01>32>ÿ0:9>3?>792ÿ@9:ÿABC8
AFÿN2@9:?3S32>
CCFÿM387=2ÿ01>32>ÿ0:9>3?>792ÿ@9:ÿABC8ÿ1:9D2<ÿ>E3ÿ69:4<

I323T>8

UE3ÿ01234ÿ6744ÿ:3;736ÿ>E383ÿ12<ÿ9>E3:ÿV3Pÿ788D38W
XÿÿÿÿÿOE1>ÿ1:3ÿ>E3ÿ1<;12>1=38ÿ12<ÿ<781<;12>1=38ÿ9@ÿ0:9>3?>72=ÿABC8ÿ67>Eÿ<387=2ÿ01>32>8Z
XÿÿÿÿÿOE1>ÿ78ÿ>E3ÿ8>1>D8ÿ9@ÿ<387=2ÿ01>32>ÿ0:9>3?>792ÿ1:9D2<ÿ>E3ÿ69:4<ZÿOE1>ÿ?9D2>:738ÿ03:S7>
<387=2ÿ01>32>8Z
XÿÿÿÿÿOE1>ÿ8>308ÿ8E9D4<ÿ?9D2834ÿ3S049Pÿ>9ÿ0:9>3?>ÿABC8ÿ67>Eÿ<387=2ÿ01>32>8Z

QHLB[U\
ÿ

]^_`abcdedÿgh^ijeÿ
M7:3?>9:ÿ

k>3:23ÿl38843:ÿA94<8>372ÿmÿQ9Kÿ

n8FÿMD:V72ÿE31<8ÿ>E3ÿT:So8ÿn3?E127?14ÿ12<
M387=2ÿp1>32>ÿA:9D0FÿO7>Eÿ231:4PÿqrÿP31:8ÿ9@
3K03:732?3ÿ9R>17272=FFFÿÿsÿÿtNHMÿnGtN

ÿ

uvwd^xÿyzÿ{_x|}ÿ~zÿ
I1223:ÿmÿO7>?9@@ÿ
C2ÿE78ÿ0:1?>7?3ÿn:Fÿl1>ÿE18ÿE3403<ÿ0:9?D:3
9;3:ÿrrrÿ<387=2ÿ01>32>8ÿ72ÿ>E3ÿBFkFÿ12<ÿ9;3:
 rrrÿ<387=2FFFÿÿsÿÿtNHMÿnGtN

#22$$$%99"& %'29"&2"8(9)&'*' +"8(9,&'*'7"&'+7' ,&'* 7 +,&'*&97+' 7' ,"+4-.0/ 32.

MEDIA MENTIONS

“A Native American Tribe, a
Drugmaker and an Unusual Patent
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Bradley C. Wright
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Apple Likes the Patent ‘Death Squad.’
Allergan Pays to Avoid It
By Susan Decker
September 20, 2017, 3:00 AM CDT September 20, 2017, 12:02 PM CDT


Drugmaker’s bid to pay tribe points to dislike of patent board



Patent office reviews spark backlash in courts, Congress

Allergan Plc’s decision to pay a Native American tribe $15 million a year rather than
let one of its blockbuster drugs be scrutinized by the U.S. Patent & Trademark Office
is part of a backlash against an agency review panel that has been dubbed a “death
squad.”
The drugmaker earlier this month transferred ownership of patents protecting a
medicine with $1.49 billion in sales last year to the Saint Regis Mohawk Tribe of
upstate New York. The tribe, which will receive royalties every year, says that as a
sovereign entity it is immune from such civil patent challenges.
The creative -- and untested -- maneuver is designed to circumvent the Patent Trial
and Appeal Board, a five-year-old, fast-track review panel that’s become the top U.S.
venue for multimillion dollar patent fights. Pharmaceuticals, biotechnology companies
and other critics say the board has made it too easy for rivals to attack patents and
they’re pressing Congress, the courts and the patent office for changes.
On the other side are Silicon Valley companies such as Google or Apple Inc., which
are among the biggest users of the review board to fend off what they consider
nuisance lawsuits from companies looking for a quick payday.
“Critics are well organized and they want change -- they don’t care if it’s in the courts
or Congress,” said John Thorne, general counsel for the High Tech Inventors
Alliance, a group that supports PTAB, as the panel is known, and has members
including Google, Amazon.com Inc. and Intel Corp.
PTAB was created by the patent office under 2011 legislation that marked the biggest
changes in the U.S. patent process in six decades. The board allows parties to

challenge whether a patent was properly issued by the patent office. Since the first
IPR challenge was filed in 2012, thousands of patents have been canceled.
“People are starting to realize that the invalidation rates are sky high,” said software
inventor Paul Morinville who founded a group called US Inventor Inc. to pitch his
arguments against PTAB to members of Congress and their staffs.
So many patents have been invalidated that it’s been called a “death squad,” a term
first coined by Randall Rader, the former chief judge of the U.S. Court of Appeals for
the Federal Circuit, which oversees all patent disputes in the country.

SCOTUS Case
In June, the Supreme Court agreed to take a case to determine if the reviews are
constitutional -- critics of the reviews say a patent is a property right that only federal
courts can revoke. But even those who want to see the system dismantled say that case
is a long shot.
While a district court is seen as “an impartial adjudicator” of disputes, the PTAB
reviews “feel like it’s the patent owner against the patent office and the other guy,”
said Hans Sauer, deputy general counsel for Biotechnology Innovation Organization,
a Washington trade group whose members include Allergan, Amgen
Inc. and Monsanto Co.
Sauer is critical of the different legal standards between the courts and the patent
office, where a patent can be upheld by a federal judge and invalidated at the agency.
He said it’s counter to assurances that the system would be fair. Drugmakers and
biotech companies want the rules to be more consistent with courts or have their
industry carved out entirely because disputes involving their patents are covered by
other laws.
The Supreme Court last year upheld some of the rules that Sauer complains about,
though it didn’t address the constitutionality question. The reviews are not the same as
district court lawsuits because “the proceeding offers a second look at an earlier
administrative grant of a patent,” Justice Stephen Breyer wrote for a unanimous court.

Gaming the System
Still, PTAB is facing scrutiny. The Federal Circuit, which usually supports the board’s
rulings on patents, has criticized some of its procedures this year, such as not allowing

patent owners to introduce certain evidence and a failure to adequately explain its
actions.
Some patent office judges are frustrated about parties trying to game the system. In a
Sept. 6 decision in a case against Canon Inc. on toner cartridges, a seven-judge PTAB
panel railed against challengers filing multiple petitions on the same patent until they
got the result they sought.
“PTAB is still relatively young,” said lawyer Scott Kelly of Banner & Witcoff in
Washington, who’s filed almost four dozen petitions for clients this year. Some of the
flaws are the result of growing pains. The agency had expected to get a few hundred
petitions a year. Instead, more than 7,300 were filed between 2012 and July.

Tech, Pharma
Technology companies like Microsoft Corp. pushed for the law that created PTAB. It
also had the support of a group of large patent owners, whose members included
Johnson & Johnson, 3M Co., and General Electric Co.
While the number of patent lawsuits in federal court is dropping, use of the patent
board is increasing. In the first half of this year, 987 petitions were filed in the patent
office, up 16 percent from the year-ago period, according to Unified Patents, a techbacked group that files challenges to fend off lawsuits. By contrast, the number of
civil suits dropped 12 percent to 1,919.
PTAB has proven a more popular venue for parties in the electrical and computer
fields, accounting for three out of five of the 1,650 petitions between Oct. 1 and July
31, according to patent office statistics. Bio and pharma petitions make up 11 percent.
Apple, Samsung Electronics Co. and Google -- among the most-sued companies over
patents -- are also the most prolific users of the patent board. Apple’s filed some 350
petitions since the procedures began, Samsung’s lodged more than 250 and Google’s
filed 189, according to a check of the PTAB’s docketing system. Apple and Samsung
didn’t comment; Google referred queries to Thorne.
The patent office has been considering changes to its procedures, but those were put
on hold after Michelle Lee, an appointee of former President Barack Obama, left the
post. President Donald Trump’s nominee, lawyer Andrei Iancu, hasn’t gone through
Senate confirmation and his views are the subject of speculation from all sides of the
debate.

High Tech’s Thorne said he sees the reviews as a matter of “self-correction.” “It’s
really a small number of patents that shouldn’t have been issued that are being
canceled by the people who issued them,” he said.
For drugmakers, however, “PTAB remains the No. 1 issue” on patents, said BIO’s
Sauer.

Allergan’s Strategy
It remains to be seen whether Allergan’s legal strategy will work; the PTAB panel
hearing the case has ordered additional written legal arguments.
Allergan is facing a challenge over its Restasis patents from Mylan NV, which wants
to produce a generic version. The board previously determined that Mylan has
established a “reasonable likelihood” of winning its arguments that the patents are
invalid.
By transferring ownership to the tribe, Allergan can try to limit its legal battle to the
courts, where it’s harder to invalidate patents because of a more stringent legal
standard.
The tribe says sovereignty shields it from civil legal challenges over patents. State and
foreign governments can’t be sued or subjected to federal government action except in
certain circumstances.
“I would expect it creates a playbook for other cases down the road both for us and for
others,” said Bob Bailey, Allergan’s chief legal officer.
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Yeti Enforces Trade Dress Over Rambler Cups as IPO
Looms
BNA Snapshot
• Yeti Coolers filed IPO intent a year ago
• Defendants insist tumbler shape isn't distinctive

By Anandashankar Mazumdar
A cooler company that's become a status
symbol among outdoorsmen and tailgaters is
aggressively suing competitors over the shape
of its insulated drinkware as it prepares to go
public.
Austin-based Yeti Coolers LLC, which announced plans for an
initial public offering last year, has asserted its rights in more than
50 intellectual property actions in federal court since late 2014,
according to Bloomberg Law data. A large number of the lawsuits
are not about Yeti's iconic coolers—a flagship product marketed as
tough enough to keep out a grizzly bear—but, rather, over its
Rambler tumblers.
Since Yeti's 2006 founding by brothers Roy and Ryan Seiders,
outdoor enthusiasts who grew up hunting and fishing in Texas, the
company's upmarket ice chests, coolers, duffles and drinkware have
grown into a prestigious cult brand. In 2015, country artist Chris
Janson's hit “Buy Me a Boat” listed a Yeti 110 model as one of the
luxury goods he could get with a large inheritance. Yeti's Tundra
110 cooler, which holds 65 cans of beer with twice the amount ice
according to the company's website, goes for about $500.

Shape Can Be Distinctive

In its lawsuits, Yeti claims trade dress rights over the shapes of its
insulated drinking cups. In other words, Yeti is arguing that the
shapes of the tumblers are so distinctive that, by themselves, they
invoke Yeti as the maker. A shape that isn't distinctive can't be
protected, though sometimes product and package design can
become distinctive and iconic, such as the traditional Coke bottle's
hourglass shape, which the Coca-Cola Co. has registered as its
own trademark.
Yeti's competitors counter that the shapes in question have been
around for a long time. Steve Landon of Cadwell, Sanford, Dibert &
Garry LLP, Sioux Falls, S.D., who represents JDS Industries Inc.,
one of the companies being sued by Yeti, told Bloomberg BNA that
the shapes go back at least to 7-Eleven's Big Gulp cups, which
debuted decades ago,
JDS, originally founded as a producer of trophies and awards, now
produces a range of items designed for promotional uses, selling
them in bulk to companies that put their own logos and other
trademarks on them, Landon said. JDS’ tumblers sell in the $7-$9
range. A comparable 30-ounce Yeti Rambler Tumbler, a subject of
many of the lawsuits, goes for $35.
Landon argued that the shapes of the Yeti tumblers aren't distinctive
and shouldn't be protectable. Also, one of the shapes that Yeti is
claiming as its own—a tumbler with a narrow lower portion tapering
up to a larger section at the top—is functional, because it's clearly
designed to fit into a car's cup holder, he said. Functionality usually
kills a claim of trade dress under federal and state law.
Yeti's lawyer told Bloomberg BNA that he disagreed with those
conclusions.
“People weren't making these cups before Yeti made them and
before the public fell in love with Yeti's cups. So when a defendant
says people have been making this cup forever, it's not distinctive,
it's functional, well why wasn't anyone making a similar cup before
Yeti started making those cups and Yeti made them popular?”
Joseph J. Berghammer of Banner & Witcoff Ltd., Chicago, asked.
Stock Issue Pending
In July 2016, Yeti Holdings Inc. filed with the New York Stock
Exchange its intent to issue stock to the public. Landon believes this
is part of what is driving Yeti's enforcement activity. Part of the
process of issuing stock in an IPO requires “establishing that they
are willing to protect what they are claiming to be their intellectual
property,” Landon said.
Yeti's lawyer said that isn't the reason. “Yeti's actions would be the
same regardless of whether it was considering an IPO or not,”
Berghammer said.
Another target of Yeti's enforcement efforts, Ontel Products Corp.,
maker of Rocky Mountain-branded drinkware, tried to preempt Yeti
when it heard from its retail customers that Yeti was threatening to
sue them.
Ontel filed a declaratory judgment action in the U.S. District Court
for the District of New Jersey, asking the court to declare that Rocky

Mountain tumblers weren't infringing. The court rejected that action,
saying that hearing from customers about Yeti's threats didn't create
a big enough fear of litigation to create a real case or controversy.
It was small consolation for Ontel that Yeti had actually sued it in
Texas by the time the New Jersey ruling came down. “After we filed
ours, we got sued, which was kind of our argument,” Ontel's lawyer,
John S. Artz of Dickinson Wright, Troy, Mich., told Bloomberg BNA.
To contact the reporter on this story: Anandashankar Mazumdar in
Washington at AMazumdar@bna.com
To contact the editor responsible for this story: Mike Wilczek at
mwilczek@bna.com
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Law School Admissions: Is It Time to Drop the LSAT?

By Thai Phi Le
September 5, 2017

Late-night cramming sessions with peers and hours of LSAT practice tests are a rite of passage
for prospective law students. Created in 1948 to help schools better gauge candidates’ readiness
for the rigors of law school, the LSAT has been required testing for any student pursuing a legal
education. But is the LSAT’s days as the end-all, be-all gateway to law school coming to an end,
making way for the more ubiquitous GRE?
In February 2016, the University of Arizona James E. Rogers College of Law became the first
law school to open admissions to GRE test takers. The debates that followed in the legal sphere
centered on whether removing the LSAT requirement was an attempt to boost decreasing
admission numbers.
In a statement, Arizona dean Marc Miller defended the school’s decision, arguing that there were
not only other indicators of success, but that accepting GREs would help increase diversity in the
profession. “We believe the goals of excellence and diversity in legal education and in the
profession will be better achieved if the LSAT is not the only standardized test used by law
schools,” said Miller.
By March 2017 the conversation had grown more serious when perennially top-ranked Harvard
Law School announced that it, too, will start accepting GRE scores as well as LSATs from
prospective students. What does this mean for the future of law school admissions and would
others follow suit?
While it is still too early to tell if this could be the beginning of a new trend, two other top
schools—Georgetown University Law Center and Northwestern University Pritzker School of
Law—joined Harvard and Arizona in August.
Shelley Broderick, dean of the University of the District of Columbia David A. Clarke School of
Law, says that schools like Harvard and Georgetown can more easily make changes to their

admissions process than others. “It’s easy for Harvard to consider [these changes] because the
grades on both the GRE and LSAT that they are going to get are going to be in the top 1 percent.
There’s not a whole lot of risk,” she says.
“[For] other schools whose applications aren’t in the top 1 percent, what we have to figure out is
what will studies show the correlation is between the GRE and first-year grades. If your firstyear grades are good, you’re very likely to pass the bar,” says Broderick. “The correlation is
really key, and there is one with the LSAT. We don’t know yet if there is one with the GRE.”
Attracting More Diverse Applicants
Like Miller, Darrell Mottley, former D.C. Bar president and principal shareholder at Banner &
Witcoff, Ltd., believes that opening admissions to GRE test takers would create a pool of
students that is more reflective of the diverse society, from low-income students to those who
switch professions later in life. “Harvard changing [their admissions] opens it up to more people
to apply,” says Mottley. “It’s only a test. I don’t think the LSATs are a good indicator of a
person’s success in law school. It’s not passing the bar.”
Diversity is also important to Broderick, who says that she would like to open her school to a
greater swath of candidates. She specifically talks about the low-income and minority students
who have already paid to take the GRE, or for whom the LSAT and preparation tests are difficult
to afford, but have other indicators of success—from previous work experience to impressive
undergraduate grades. “We would love to be in a position where we could give them that
opportunity without requiring them to take the time and expense of yet another test,” she says.
Broderick recounts the story about a student admitted to UDC without an LSAT “in living
memory.” Matthew Kaplan had outstanding academic and work references. He worked on
Capitol Hill for a congressman for years and decided that he needed a legal education to keep
progressing in his policy career. He asked for extra time to take the LSAT due to a disability and
was denied. He sued the Law Student Admission Council, which administers the LSAT, and
won, but during that time, he was accepted into UDC.
“I admitted him as a special dean’s admit because of his outstanding credentials and references
and because I thought his case was righteous,” says Broderick. The student graduated in 2016,
passed the bar on his first try, and is now working at the D.C. Court of Appeals.
“He’s a star, and I’m very proud of our action to accept him and allow him that opportunity, but
it had ABA consequences,” says Broderick. While UDC’s credentials were not threatened, the
law school got a report for failure to be in compliance with ABA Standard 503, which requires
LSAT scores for admission.
For now, Broderick says UDC will be looking to see what the data shows, but “we are absolutely
not moving in that direction under the current [ABA rule].” That rule, however, is now meeting
growing pressure from the law school community.
In June, deans from five law schools (University of Arizona, Northwestern, University of
California Irvine College of Law, USC Gould School of Law, The George Washington

University Law School, and the University of Texas School of Law) submitted comments to the
ABA opposing proposed revisions to Standard 503 because it still required a standardized test for
admission to JD schools.
“There are many and better ways other than a standardized test to determine whether a law
school believes an applicant can succeed in law school and pass the bar. That is why most law
schools consider a range of factors, including academic ability (undergraduate grades, rigor of
the undergraduate program, graduate studies), work experience, volunteer or public service, life
experience, leadership, challenges overcome, career goals, writing skills, personal motivation,
and letters of recommendation,” they wrote.
Despite greater support from schools in the highest rung, Broderick believes that “most schools
are going to take a wait-and-see” approach to see how the ABA will react to avoid accreditation
issues. “It’s not something you want to put at risk,” says Broderick. “Just not worth it.”

Contact Thai Phi Le at tle@dcbar.org.
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A Legacy Grows in the D.C.
Bar
Since the 1980s, alumni continue to find new ways
to shape, improve, and leave their mark at the D.C.
Bar.

Top row (from left to right): Darrell Mottley, JD '00 and Joan H. Strand, JD '75, Professor Emeritus in
Residence of Clinical Law. Bottom row (from left to right): Patrick McGlone, JD '86 and Annamaria Steward,
JD '99.

July 06, 2017
The District of Columbia Bar (D.C. Bar) has sworn in Patrick McGlone
(https://www.ullico.com/about-ullico/corporate-governance/management-team), JD '86,
as president for the 2017-2018 term. Mr. McGlone is the 46th president of the D.C. Bar
and joins a long list of GW Law alumni who have also served as president. The
organization is the second-largest unified bar in the country.
Mr. McGlone, who serves as Ullico's senior vice president, general counsel and chief
compliance officer, assumed the office after a ceremony at the organization's "Celebration
of Leadership" Awards Dinner and Annual Meeting (https://www.dcbar.org/about-thebar/news/2017-recap-celebration-of-leadership.cfm) on June 14, 2017. At the dinner,
Annamaria Steward (http://www.law.udc.edu/?page=ASteward), JD '99, of the UDC David
A. Clarke School of Law, gave her final speech as outgoing D.C. Bar president and passed
on the gavel of leadership to Mr. McGlone. He recently shared that, as president, he is
looking forward to engaging more of his fellow in-house counsel in contributing their skills
to the community through pro bono work.
Since the 1980s, many alumni and members of the law school have taken a lead and
shaped the organization in a variety of ways. One notable alum, Suzanne V. Richards, JD
'58, was an active member in the Bar for over 40 years, and in 1989, made history when
she was elected as the first woman president. In an announcement
(http://www.legacy.com/obituaries/washingtonpost/obituary.aspx?pid=168718783), she
was regarded as "a selfless and tireless mentor, leader, and role model for women and
minorities in the District of Columbia."
GW Law caught up with a few alumni who have served as president, and they discussed
their contributions within the organization and shared their thoughts on the law school's
long-lasting connection to the Bar.
Andrea Ferster (http://www.andreafersterlaw.com/about.html), JD '84, was the president
from 2013-2014. During her tenure, she began a community-wide discussion about the
need to address the legal problems faced by people who earn too much to qualify for free
legal services but not enough to afford to hire a lawyer—and the role lawyers can play to
address this gap by providing "low bono," (i.e., reduced fee and legal services) to modest
means individuals. That effort, Mr. Ferster said, has now born fruit in the creation of
several initiatives, including the D.C. Reduced Fee Lawyer and Mediator Referral Service
(http://www.dcreducedfeelawyers.org/), a new organization that she co-chairs, which has

recently launched an online directory of reduced fee lawyers. As for her time as president,
she said that being able to serve in that capacity was a significant "highlight" in her
career.
Those who are involved with the organization support its mission and find ways to improve
the legal system. According to an announcement, "At the core of the Bar's mission is the
charge to not only assist members but to protect the public … Since its inception the Bar
has kept a fundamental commitment to protect the integrity of the profession."
Under Darrell Mottley (https://bannerwitcoff.com/people/dmottley/)'s, JD '00, leadership,
the D.C. Bar entered into the era of social media, and this led the organization to find new
ways to communicate with its members. The first blog, DC Bar Voices
(http://www.dcbar.org/blog/), launched when he served as president. "I was pleased to
start the blog with a post on pro bono service," he said. He served as president from
2011-2012. During Mr. Mottley's term, he supported the organization's pro bono efforts
with service in various clinics in the D.C. Bar Pro Bono Center. He dedicated his time to
get more lawyers involved in Bar service as well as in pro bono service in the District. Mr.
Mottley described his time as president as "rewarding" and added that many alumni tend
to stay in the D.C. area not only for their career, but because they also want to "give
back" to the community.
Joan H. Strand (https://www.law.gwu.edu/joan-h-strand), Professor Emeritus in Residence
of Clinical Law and JD '75, served as president from 1999-2000. Professor Strand believes
that GW Law has a strong connection to the organization because public service is an
important value stressed by the law school. "I think that many of us who teach at GW Law
want students to recognize that beyond getting jobs and repaying loans, lawyers have a
responsibility to give back to the community and that there are many ways to do
that," she said. "Taking on leadership roles in the Bar is another way to fulfill that
obligation."
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Saul Lefkowitz Competition Celebrates 26th National
Finals Winners in Washington, D.C.
Richard Stockton, Banner & Witcoff, Ltd., Chicago, Illinois
Saul Lefkowitz Committee Chair

Joseph T. Nabor, Fitch Even Tabin & Flannery, LLP, Chicago, Illinois
Saul Lefkowitz Committee Vice Chair
INTA’s Saul Lefkowitz Moot Court Competition concluded another successful year at the National Finals on
March 18, 2017, at the U.S. Court of Appeals for the Federal Circuit in Washington, D.C.
Nationwide, 71 teams from 55 law schools participated in this year’s competition, and the following ten teams
advanced to the National Finals:
East Region
George Washington University Law School
University of Maine School of Law
Midwest Region
Chicago-Kent College of Law, Illinois Institute of Technology
Loyola University Chicago School of Law
Southeast Region
George Mason University School of Law
University of North Carolina School of Law
Southwest Region
The University of Oklahoma College of Law (two teams)
West Region
University of San Francisco School of Law
University of California Davis School of Law
Moot Court Fact Pattern
This year’s fact pattern for the competition related to wearable fitness devices having athletic alerts. Midas in
Motion sued Victory Fit on the ground that audiovisual alerts on Victory Fit’s wearable fitness devices
infringed Midas in Motion’s trademark rights to visual/vibrational alerts on Midas in Motion’s wearable fitness
devices. In response, Victory Fit counterclaimed to cancel Midas in Motion’s MIDAS trademark for its devices
on the ground it was immoral. Victory Fit’s counterclaim was based on the fact that, in the competition’s
fantasy world of Utopia, MIDAS may be considered offensive because it is the name of a controversial past

ruler who subjugated Utopians in part by prohibiting exercise.
At the district court, Midas in Motion moved for summary judgment of infringement. Victory Fit cross-moved
for summary judgment, arguing that Midas in Motion did not own a protectable trademark (and also seeking
cancellation of the MIDAS trademark as immoral). The district court granted Midas in Motion’s motion and
denied Victory Fit’s motion in part, ordering that Midas in Motion’s MIDAS trademark be canceled as immoral.
In addition to the “immoral” issue presented, other issues included whether Midas in Motion’s alert operated
as a trademark and, if so, whether the alert was functional. Under the assumption that Midas in Motion’s alert
was a protectable trademark, another issue was whether Victory Fit’s alert infringed Midas in Motion’s rights.

At the National Finals, the students argued these issues before Trademark Trial and Appeal Board (TTAB)
judges (pictured above), including Chief Judge Gerard Rogers, as well as TTAB interlocutory attorneys, all of
whom subjected the student advocates to rigorous questioning.
National Finals Winners and Runners-Up
Ultimately, this year’s National Finals winners and runners-up were:
• Winning Team: University of San Francisco School of Law (Nguyen La, Daniel Gaitan, Jeffrey Hughes,
Liam McNamara) (pictured below right)
• Second Place Team: University of California Davis School of Law (William Foster, Collin Chandler,
Nicolas Sweeney)
• Dolores K. Hanna Best Brief Award: University of California Davis School of Law (William Foster,
Collin Chandler, Nicolas Sweeney)
• Second Place Brief: The University of Oklahoma College of Law (Stan West, Ngoc (Natalie) Nguyen,
Ariane Takano)
• Best Oral Argument: University of San Francisco School of Law (Nguyen La, Daniel Gaitan, Jeffrey
Hughes, Liam McNamara)
• Second Place Oral Argument Team: University of Maine School of Law (Morghan Beaudoin, Matthew
Altieri)
At the awards ceremony, this year’s chair of the Lefkowitz Committee, Richard S. Stockton (Banner & Witcoff,
Ltd., USA), thanked the oral argument judges and other volunteers, and congratulated the students on the
completion of another successful competition. This is the 26th year the competition has taken place. Mr.
Stockton also introduced the competition and its namesake, Saul Lefkowitz, who was a member of the TTAB
from its creation in 1958, and in 1975, became its Chairman.
The organizer of the national finals, Chris Foley (Finnegan, Henderson, Farabow, Garrett & Dunner LLP,
USA), then provided personal commentary and reflections about Saul Lefkowitz and made other thoughtful
observations before Mr. Stockton announced the winners. The competition concluded with a vibrantly themed
reception and celebration at Finnegan, Henderson, Farabow, Garrett & Dunner, which has long-sponsored
the national finals.

For the 2017‒2018 year, Joseph T. Nabor (Fitch, Even,
Tabin & Flannery LLP, USA) will be the Chair of the
committee, and Cindy Walden (Fish & Richardson, USA)
will be the Vice Chair. Mr. Stockton will become the
Immediate Past Chair. Next year, the competition will
also welcome a sixth region in Los Angeles, and the
committee remains supportive of related efforts to expand
INTA trademark-related moot court competitions
internationally (beginning with Singapore in February
2018).
Many students involved in the competition go on to
careers with INTA member organizations as well as
leadership positions in the Association. It is a valuable
educational experience for all concerned.
On behalf the Saul Lefkowitz Committee, INTA would like to thank everyone who participated in this year’s
competition and helped make the event a success:
EAST REGION
Kaydi Osowski, Dorsey & Whitney LLP
Lauren Mandell, The Sun Products Corporation, A Henkel Company
Bailiffs
Jenna Spelke, Brooklyn Law School
Elissa Sutherland, New York University
Morgan Mickelsen, Brooklyn Law School
Nicole Zolla, Brooklyn Law School
Amanda Robinson, Baruch College, City University of New York
Taylor Lietz, Brooklyn Law School
Brief Reading Judges
Bethany A. Stokes, Greenberg Traurig
Cynthia Walden, Fish & Richardson
Jack Wessel, Gilead Sciences, Inc.
Paul Kochanski, Lerner David
Eric A. Prager, K&L Gates LLP
Laura Winston , Kim Winston LLP
Ira Levy, Goodwin Procter
Bob O’Connell, Fish & Richardson
Conal Berberich, NHL
Anjie Vichayanonda, Kelly IP
Oral Argument Judges
Cathy Lueders, MasterCard
Jessica Rothstein, Goodwin Procter
Steven Gustavson, McCormick & Priore, P.C.
Carrie Webb Olson, Day Pitney
Peter Kirschenbaum, LeClairRyan
Ted Max, Sheppard Mullin Richter & Hampton
Dickerson Downing, Law Office of Dickerson M. Downing
Stacey Watson, Markery Law
Lauren Dienes-Middlen, World Wrestling Entertainment, Inc.
Charles LeGrand, LEGrand, LLC
Colm Dobbyn, MasterCard
Ira Cohen, Henkel & Cohen, P.A.
Diana Zarick
Nyasha Foy, Vice
SOUTHEAST REGION
Charles Hooker, Kilpatrick Townsend & Stockton LLP

Sheila Garber, InterContinental Hotels Group
Bailiffs
Akash Desai, Kilpatrick Townsend & Stockton LLP
Jennifer Findley, Kilpatrick Townsend & Stockton LLP
Rho Thomas, Kilpatrick Townsend & Stockton LLP
Stephen Dew, Kilpatrick Townsend & Stockton LLP
Bethany Nelson, Kilpatrick Townsend & Stockton LLP
Jennine Rossington, Kilpatrick Townsend & Stockton LLP
Brief Reading Judges
Dave Donoghue, Holland & Knight LLP
Katherine Wallace, Alston & Bird LLP
Katie Sullivan, Whirlpool Properties, Inc.
Elizabeth Borland, Smith Gambrell & Russell LLP
Tami Collie, IHG
Matthew W. Howell, Alston & Bird LLP
Becki C. Lee, The Sladkus Law Group
Mary Grace Gallagher, Alston & Bird LLP
Kristin Garris, Kilpatrick Townsend & Stockton LLP
Laura Kees, Womble Carlyle Sandridge & Rice, LLP
Emily Scheible, Womble Carlyle Sandridge & Rice, LLP
Kathryn Hauch, DLA Piper LLP (US)
Sarah LaFantano, Alston & Bird LLP
John M. Guaragna, DLA Piper LLP (US)
Oral Argument Judges
Daniel Englander, Ballard Spahr LLP
Larry Nodine, Ballard Spahr LLP
Bill Needle, JAMS Mediator and Arbitrator
Susan Russell, Eversheds Sutherland (US) LLP
Miles Alexander, Kilpatrick Townsend & Stockton LLP
Ted Davis, Kilpatrick Townsend & Stockton LLP
Sumner Rosenberg, Mercer Thompson LLC
Steve Schaetzel, Meunier Carlin & Curfman LLC
Karissa Blyth, Eversheds Sutherland (US) LLP
Puja Patel Lea, Troutman Sanders LLP
Mary Grace Gallagher, Alston & Bird LLP
Mira Koplovsky, IMG College
Darren Summerville, The Summerville Firm LLC
Lauren Linder, The Weather Channel
SOUTHWEST REGION
Dyan House, Baker & McKenzie LLP
Valerie Verret, Exxon Mobil Corporation
Coordinating Group
Theo Austin Bruton, Sabre Industries, Inc.
Craig Carpenter, Thompson & Knight LLP
John Cone, Ferguson, Braswell, Fraser & Kubasta, PC
David Diamond, Richard Law Group
Mery Pimentel, Baker McKenzie LLP
Paul Reilly, Baker Botts LLP
Elizabeth Rucki, Baker Botts LLP
Oral Argument Judges
Jason Bloom, Haynes and Boone, LLP
John Cone, Ferguson, Braswell, Fraser & Kubasta, PC
David Diamond, Richard Law Group
Dr. Lekha Gopalakrishnan, Winstead PC
Honorable Susan Hightower, Trademark Trial and Appeal Board

Charles Hosch, Strasburger & Price LLP
Megan Hoyt, United States Patent & Trademark Office
Chris Kindel, Pirkey Barber PLLC
Honorable Roy Payne, United States District Court
Paul Reilly, Baker Botts LLP
Sanjiv Sarwate, Dell Inc.
Honorable Richard Schell, United States District Court
Brief Reading Judges
Tara Bhupathi, USPTO
Alexandra Bistline, Pirkey Barber PLLC
Bethany Ford, Baker Botts LLP
Melissa Hurter, Baker Botts LLP
Kimberly Owen, Baker Botts LLP
Molly Richard, Richard Law Group
Abigail Rubinstein, Weiss & Arons LLP
Denis Shamo, Baker McKenzie LLP
Bethany Stokes, Greenberg Traurig
Chris Weimer, Norton Rose Fulbright
Justin Welch, Jack Daniel’s Properties, Inc.
Travis Wimberly, Pirkey Barber PLLC
Bailiffs and Other Volunteers
Tyler Beas, Baker Botts LLP
Darrian Campbell, Baker McKenzie LLP
Ola Campbell, Shannon, Gracey, Ratliff & Miller, LLP
Paul Elkins, Harris, Finley & Bogle, P.C.
Reshaun Finkley, Townsend & Lockett, LLC
Sophilia Wu, Mullin Law PC
Jake Mace, Dominion Harbor Group, LLC
Verna Morgan, International Trademark Association
Kimberly Owen, Baker Botts LLP
Michelle Peterson, 7-Eleven, Inc.
Mery Pimentel, Baker McKenzie LLP
Jennifer Rather, Exxon Mobil Corporation
Linda Smith, Exxon Mobil Corporation
Lauren Timmons, Littler Mendelson
Kristen Zahnow, Hitchcock Evert LLP
Sponsors
United States Patent and Trademark Office, Texas Regional Office—Awards Ceremony & Reception
Baker Botts LLP—Bailiff Training
WEST REGION
Ryan Bricker, Esq., Kilpatrick Townsend & Stockton LLP
Calla Yee, Esq., Kilpatrick Townsend & Stockton LLP
Coordinators
Philippa Manley, Kilpatrick Townsend & Stockton LLP
Alana Soumas, Kilpatrick Townsend & Stockton LLP
Alexandra Wright, Kilpatrick Townsend & Stockton LLP
Sal Martinez, Kilpatrick Townsend & Stockton LLP
Michael Fortes, Esq., Kilpatrick Townsend & Stockton LLP
Victor Tom, Apple Inc.
Site Leads
Philippa Manley, Kilpatrick Townsend & Stockton LLP
Sal Martinez, Kilpatrick Townsend & Stockton LLP
Bailiffs
Krystal Farias, Kilpatrick Townsend & Stockton LLP

Michael Fortes, Esq., Kilpatrick Townsend & Stockton LLP
Henry Huang, University of San Francisco School of Law
Ryan Kelly, CloudPassage
Meghan Killian, Esq., Kabam Gaming Co.
Meghan Kloeber, University of San Francisco School of Law
Austin Phillips, Esq., Kilpatrick Townsend & Stockton LLP
Lauren Pon, University of San Francisco Law School
Darius Samerotte, Esq., Kilpatrick Townsend & Stockton LLP
Paul Song, University of San Francisco School of Law
Victor Tom, Apple Inc.
Calvin Torres, University of San Francisco Law School
Mary Wallace, University of San Francisco School of Law
Ely Zuno, University of California, Hastings College of the Law
Brief Reading Judges
Jeremy Schachter, Kilpatrick Townsend & Stockton LLP
Mehrnaz Boroumand Smith, Kilpatrick Townsend & Stockton LLP
Ryan Bricker, Kilpatrick Townsend & Stockton LLP
Calla Yee, Kilpatrick Townsend & Stockton LLP
Tali Alban, Rodan & Filed, LLC
Yumi Nam, Macy’s Inc.
Jack Wessel, Gilead Sciences, Inc.
Christopher George, Intel Corporation
Oral Argument Judges
Gary Nelson, Lewis Roca Rothgerber Christie LLP
John Baum, Owen, Wickersham & Erickson, P.C.
Sean Callagy, Arnold & Porter LLP
Marc Gorelnik, Law Offices of Marc M. Gorelnik
Jeff Kobulnick, Ezra Brutzkus Gubner LLP
Mark Steiner, Duane Morris LLP
Katy Basile, Reed Smith LLP
Jason Cody, Apple Inc.
Pete Peterson, Law Offices of Gale R. Peterson PLLC
Yumi Nam, Macy’s Inc.
Alica Del Valle, Airbnb, Inc.
Jack Wessel, Gilead Sciences, Inc.
Greg Owen, Owen, Wickersham & Erickson, P.C.
Nikkya Williams, Facebook, Inc.
Christopher George, Intel Corporation
Greg Gilchrist, Kilpatrick Townsend & Stockton LLP
Todd Adler, Oracle Corporation
Rosaleen Chou, Kilpatrick Townsend & Stockton LLP
John Donald, Apple Inc.
Kat Johnston, Facebook, Inc.
Scott Harlan, Apple Inc.
Although every effort has been made to verify the accuracy of items in the INTA Bulletin, readers are urged to check
independently on matters of specific concern or interest.
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INTA Collaborates with the USPTO on an Industry
Training Focused on Coffee Industry
The Government Officials Training (GOT) Committee’s
second United States Patent and Trademark Office
(USPTO) training for 2017 took place on Thursday,
November 7, and focused on the coffee industry. More
than 270 people attended or viewed the presentation live
online. The GOT Committee’s USPTO Subcommittee CoChair, Scott Woldow of Smith, Gambrell & Russell, LLP
(USA), who organized the training along with
subcommittee members, presented opening remarks.
Speakers included Ato Getachew Mengisitie Alemu,
former Director General of the Ethiopian IP Office and
Batur Oktay, Director and Corporate Counsel at
Starbucks Coffee Corp. (USA). The panel was moderated
by GOT Committee Member Helen Hill Minsker of Banner
& Witcoff (USA).
Mr. Alemu talked about setting up a program for
registering key Ethiopian coffee trademarks and licensing
them as a means to help his country leverage one of its
most unique assets: world renowned coffee. The goal of the initiative is to improve the country’s economy,
and in turn, the standard of living for individuals working in the coffee industry. Mr. Alemu also provided
insights into the pros and cons of trademark registrations versus certification mark registrations, and royaltyfree licenses versus royalty-based licenses. The Ethiopian registration and licensing program has resulted in
partnerships with companies, such as Starbucks, which have gone on to invest resources and provide
training to coffee farmers in Ethiopia.
Mr. Oktay gave an overview of the challenges facing a global brand, such as protecting and enforcing rights
around the world. Using the Starbucks portfolio as an example, he provided practical guidance for setting
priorities for trademark clearance, registration, and enforcement, and discussed how different types of
intellectual property (IP) protection may be utilized by companies such Starbucks to protect its IP.
INTA-USPTO Industry Trainings
Each year, INTA’s GOT Committee collaborates with the USPTO on an Industry Training presentation for the
Office’s examining attorneys and staff. The industry trainings provide a forum whereby an industry sector and
the USPTO come together to share information on the latest trends within the industry that may affect the
examination of trademark applications. The trainings allow examiners to hear about common trademark
challenges facing in-house counsel and the outside bar. The trainings establish a direct line of
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communication between the examiners and attorneys
practicing before the USPTO.
The GOT Committee also presents annual trainings at
the European Union IP Office (EUIPO) and the Mexican
Institute of Industrial Property (IMPI).
Although every effort has been made to verify the accuracy of
items in the INTA Bulletin, readers are urged to check
independently on matters of specific concern or interest.
© 2017 International Trademark Association
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5 Keys To High Court's Cheerleader Uniform
Ruling
By Bill Donahue

Law360, New York (March 22, 2017, 10:23 PM EDT) -- To get you up to speed on the U.S.
Supreme Court’s complex decision on copyright law and cheerleading uniforms, here are
the key things experts say you need to know, including what the ruling says, what it
doesn’t and what comes next.

By a 6-2 vote, the justices ruled that decorative elements on cheerleader uniforms were
"separable" from the underlying garment, meaning they could theoretically be protected by
copyright law. (AP)

By a 6-2 vote, the high court ruled that decorative elements on cheerleader uniforms
sold by Varsity Brands Inc. were “separable” from the underlying garment, meaning they
could theoretically be protected by copyright law.
But what exactly does that mean? As you read the ruling, here are the five keys that
experts say to keep in mind.
A New, Nationwide Test
In his opinion Wednesday, Justice Clarence Thomas said the high court took the case to
resolve “widespread disagreement” over a key question: how judges decide if expressive
elements intertwined with “useful items” are “conceptually separable” enough to be eligible
for copyright protection.
“Disagreement” might have been an understatement.
Over the years, federal judges had developed at least nine distinct approaches to that
“separability” question, leading to uncertainty about how to prove it. In Varsity’s case, the

lower court said the issue had “confounded courts and scholars”; a dissenting judge in that
ruling called the case law “a mess” and explicitly said it would require guidance from the
Supreme Court or Congress.
In Wednesday’s ruling, Thomas discarded those various approaches for a new, nationwide
standard.
For a feature of a utilitarian object to be separable, and thus copyrightable, it must “be
perceived as a two- or three-dimensional work of art separate from the useful article,” and
it must still qualify as protectable expression when “imagined separately from the useful
article into which it is incorporated.”
“There were many different tests that different circuits used, and it was very confusing,”
Darrell G. Mottley, a partner at Banner & Witcoff Ltd. and a co-author of the book
“Navigating Fashion Law," said. “This brings order to that situation, giving people a
pathway to use.”
Unresolved Questions
While the ruling was helpful in that it laid down a unified test, it also didn’t offer a huge
amount of guidance on how courts should apply that test.
In crafting his test, Thomas hewed closely to the literal language of the Copyright Act’s
Section 101, which says features are separable when they “can be identified separately
from, and are capable of existing independently of, the utilitarian aspects of the article.”
He shot down suggestions that courts should look at other factors beyond the statute for
help, like a designer’s reason for incorporating an expressive feature into a useful object,
or evidence that the an expressive feature makes the useful item more marketable.
Thomas also rejected the idea that an expressive feature is only separable when the useful
item can still serve the same function when stripped of the expressive feature. Star
Athletica had argued that a cheerleader uniform, stripped of stripes and chevrons, was no
longer a cheerleader uniform — meaning the two could not be separate.
For Thomas, none of those factors that might help courts decide the issue are in the
statute.
“In classic Scalia style, Thomas is saying that we have to look to the statute, that it’s
constructed this way for a reason, and that we have to give credence to that,” said Baker
McKenzie LLP partner Lisa W. Rosaya, referring to the late Justice Antonin Scalia, who
shared Thomas’ literal approach to statutory interpretation.
“That’s all the guidance we’re going to get,” she said.
For some copyright attorneys, even though the ruling clarified the wording of the test that
courts should use to decide separability, it lacked much-needed clarity on how to apply
those words to real-world intermingling of functional and expressive matter.
"This outcome demonstrates a lost opportunity by the court to set an analytical standard
that would increase the likelihood of predictable outcomes rather than keep such
determinations in the realm of the subjective,” said Edward Maluf, a partner with Seyfarth
Shaw LLP.
It doesn’t help that two dissenting justices — Justice Stephen Breyer and Justice Anthony
Kennedy — applied Thomas’ test to Varsity’s uniforms and promptly reached the opposite
conclusion.

“Where designers and apparel companies, and the industry as a whole, would have
benefited from some greater predictability in determining copyrightability and infringement
actions, the inherent subjectivity that remains as part of the analysis would tend to mean
that the overall landscape probably remains generally unchanged, that is, uncertain,” Maluf
said.
Key Limits
Ahead of Wednesday’s ruling, some worried that the case might bring big changes to the
way that fashion is protected under U.S. intellectual property law.
Fashion companies worried that a stricter interpretation of “separability,” like a bright line
rule against garments, would take away a weapon in their already limited arsenal.
Consumer advocates worried that a win for Varsity could extend copyright to actual
garment designs, or find that two-dimensional designs are inherently separable.
Ultimately, though, in siding with Varsity, Thomas and the majority seem to have avoided
any of those bolder outcomes. Perhaps most notably, they included an explicit statement
that the ruling should not be read to expand copyright to apparel itself.
“To be clear, the only feature of the cheerleading uniform eligible for a copyright in this
case is the two-dimensional work of art,” he wrote. “Respondents have no right to prohibit
any person from manufacturing a cheerleading uniform of identical shape, cut and
dimensions to the ones on which the decorations in this case appear.”
To be sure, Wednesday’s ruling is still a win for those that favor tougher protections for
fashion, in that copyright’s coverage of apparel was not further limited. Susan Scafidi, the
director of the Fashion Law Institute at Fordham University School of Law and the author
of an amicus brief for Varsity, called it “a clear victory for team copyright.”
But on the whole, it’s far more of a narrow win than a disruptive sea change.
“The big picture is that this maintains the status quo and merely picked a separability test
to have all the circuits be consistent,” said Staci Riordan, the head of the fashion practice
at Nixon Peabody LLP. “Fashion has no more or no less protection than prior to this
decision.”
Concerns of Overreach
Even though the ruling avoided major changes to the law, some worried Wednesday
whether it would still cause problems.
For a good explanation of that line of thinking, look no further than Justice Breyer’s
dissent.
“Great industrial design may well include design that is inseparable from the useful article
— where, as Frank Lloyd Wright put it, ‘form and function are one,’” Breyer wrote. “Where
they are one, the designer may be able to obtain 15 years of protection through a design
patent. But, if they are one, Congress did not intend a century or more of copyright
protection.”
Breyer said the ruling included key limitations, but had failed to follow them in finding that
Varsity’s designs were separable.
“They depict clothing. They depict the useful articles of which the designs are inextricable
parts,” Breyer wrote. “And Varsity cannot obtain copyright protection that would give them

the power to prevent others from making those useful uniforms.”
According to Jedediah Wakefield, a partner with Fenwick & West LLP, the ruling that
Varsity’s designs are eligible for protection “calls into question” whether copyright
protection can apply to other “basic uses of colors, stripes and other shapes that
historically have been viewed as unprotectable aspects of the garments themselves.”
“It injects uncertainty into the apparel industry, and will allow large apparel companies to
leverage that uncertainty against low-cost alternative providers, who often lack the
resources to fight these cases,” Wakefield said.
The Road Ahead
While Wednesday’s decision declared that Varsity’s designs were not outright excluded
from copyright law as “useful items,” it also expressly declined to say they were ultimately
deserving of copyright protection.
The silence hints at an important separate issue that still must be litigated in the lower
court: whether Varsity’s uniform designs are “original” enough to win copyright protection.
That’s an independent question from the one resolved by the high court Wednesday, and
one Star Athletica’s attorneys said they plan to attack on remand.
It leaves open the possibility that Varsity’s win on separability, while hard-earned, will
ultimately be for naught.
“The more interesting question is what happens next when this goes back to the lower
court,” Riordan said. “Are these clearly common design elements original enough to
warrant protection?”
--Editing by Pamela Wilkinson and Breda Lund.
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Fed. Circ. Says Its 1-Line Order Bars Later Patent
Suit
By Ryan Davis

Law360, New York (April 17, 2017, 5:22 PM EDT) -- The Federal Circuit ruled Monday that
its one-line order affirming a non-infringement decision in an insulation patent case means
that IntegraSpec cannot assert the patent against other products with the same design,
rejecting the company’s argument that such summary orders are not binding.
The appeals court upheld a Nebraska federal judge’s decision granting summary judgment
to accused infringer Airlite Plastics Co. that the suit by IntegraSpec is barred by the
doctrine of collateral estoppel, which holds that issues decided in a prior case cannot be
relitigated.
IntegraSpec, the business name of Phil-Insul Corp., had previously sued Reward Wall
Systems Inc. over its patent on polystyrene foam blocks used as molds to cast concrete
walls that are left in place as insulation for a building. The judge in that case found that
the defendants did not infringe and the Federal Circuit affirmed in 2014 with a one-line
order issued under its Rule 36.
IntegraSpec sued Airlite while the Reward Wall case was pending, and the district judge
ultimately held that Airlite’s products had the same design as those at issue in the prior
case, so the issues where “essentially indistinguishable” and granted summary judgment.
On appeal, IntegraSpec’s primary argument was that a one-line judgment can never serve
as a basis for collateral estoppel, but the Federal Circuit disagreed, citing precedent it said
makes it “clear that a Rule 36 affirmance is a binding judgment for collateral estoppel
purposes.”
The court noted that such judgments are binding only when a later case involves the
"precise issues" in an earlier case, which is intended to prevent lower courts from reaching
opposite conclusions.
The Reward Wall appeal only addressed the judge's claim construction and no other issues,
and those claim construction issues were the same in the Airlite case, the court found. In
addition, there was no dispute that the accused products in the two cases have the same
design, it noted.
"On this record, and given IntegraSpec's concession that the accused products in this case
are substantially the same as those at issue in Reward Wall, we find no error in the district
court's conclusion that Airlite’s accused products do not infringe," the court said.
It distinguished the outcome from other cases in which it issues a Rule 36 affirmance of a
lower court ruling addressing more than one issue, either of which could support the

result. Collateral estoppel does not apply in such cases, the court said, since it is not
known exactly which issue the affirmance was based on.
“This is a clear win for Airlite," said Louis DiSanto of Banner & Witcoff Ltd., an attorney for
the company. "We are pleased that the Federal Circuit affirmed the district court to
properly stop the patent holder from advancing its repetitive infringement claims."
An attorney for IntegraSpec could not immediately be reached for comment Monday.
Judges Kathleen O'Malley, William Bryson and Evan Wallach sat on the panel for the
Federal Circuit.
The patent-in-suit is U.S. Patent Number 5,428,933.
Phil-Insul is represented by Paul Adams of The Adams Law Firm.
Airlite is represented by Louis DiSanto and Jon Nelson of Banner & Witcoff Ltd.
The case is Phil-Insul Corp. v. Airlite Plastics Co., case number 2016-1982, in the U.S.
Court of Appeals for the Federal Circuit.
--Editing by Kelly Duncan.
Update: This article has been updated to include a comment from Airlite's attorney.
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3 Takeaways From The Supreme Court's Patent
Venue Ruling
By Matthew Bultman

Law360, New York (May 22, 2017, 9:55 PM EDT) -- The U.S. Supreme Court’s decision
Monday to put restrictions on where patent lawsuits can be filed will limit the ability of
patent owners to file cases in favorable courts, likely marking the end of the Eastern
District of Texas as a patent litigation hot spot.

The Sam B. Hall federal courthouse in Marshall, Texas, pictured in March 2016, will likely see a
sharp drop in activity following Monday's Supreme Court decision.

In an 8-0 ruling, the Supreme Court sided with TC Heartland LLC in a dispute with Kraft
Foods Group Brands LLC and undid a decades-old Federal Circuit rule that effectively
allowed a patent holder to file suit anywhere a defendant makes sales. The justices
reinstated a more restrictive standard outlined in a 1957 high court decision.
"The importance of the court’s decision today should not be understated,” said Michael
Strapp of DLA Piper. “Forum shopping in patent cases will largely become a relic of
history."
Here, Law360 takes a look at this impact and other possible fallout from the ruling.
A Blow to the Eastern District of Texas
The federal law governing patent venue states a patent lawsuit may be filed where the
defendant "resides" or has a regular and established place of business. In 1957, the
Supreme Court decided in Fourco Glass Co. v. Transmirra Products Corp. that "resides"
meant the place of incorporation.

On Monday, the Supreme Court reaffirmed Fourco and said it remained good law, despite
Congress having made changes to the general venue statute. In doing so, the high court
upended an interpretation the Federal Circuit had adopted in 1990 that essentially allowed
patent lawsuits to be filed anywhere that a defendant does business.
Paul Rivard of Banner & Witcoff Ltd. said the decision was a “game changer.”
“Well more than half of the pending patent infringement actions are probably in the wrong
district under today’s ruling,” he said. “Certainly going forward, we’re going to see a
change in the current landscape.”
Much of the conversation around venue rules focused on the Eastern District of Texas,
which has emerged as a popular district among patent owners. Over the last three years,
nearly 40 percent of all patent suits were filed in the district, which has a plaintiff-friendly
reputation. Those numbers are expected to drop because few patents defendants are
actually based there.
“The first and most immediate consequence is this will effectively mark the end of the
Eastern District of Texas being a major player in patent litigation,” said Byron Pickard of
Sterne Kessler Goldstein & Fox PLLC.
Q. Todd Dickinson, a former director for the U.S. Patent and Trademark Office, said it
wasn’t surprising that the Supreme Court came down the way that it did, given the amount
of attention that has been paid to concerns about forum shopping.
“The issue, particularly as it relates to the Eastern District of Texas, was so notorious that
it was highly unlikely that they weren’t going to do something,” said Dickinson, now an
attorney with Polsinelli PC.
The prevailing thought is that a large portion of patent lawsuits will now shift to Delaware,
where many companies are incorporated, and to the Northern District of California, which
is home to a number of technology companies.
“There may be some evening out [of patent lawsuits across districts], but certainly, those
will remain really popular,” said Dori Hines of Finnegan Henderson Farabow Garrett &
Dunner LLP.
There Are Questions Going Forward
For all that the Supreme Court said about patent venue in its 10-page decision, there still
remain some questions that need to be resolved. The court did not address the second
prong of the patent venue statute, which allows patent lawsuits to be filed where the
defendant “has committed acts of infringement and has a regular and established place of
business.”
Mayer Brown LLP's Paul Hughes said courts haven’t spent much time considering what
qualifies as a “regular and established place of business” in this context.
“The Federal Circuit’s interpretation of ‘resides’ really made any consideration of the
second prong somewhat academic,” he said. “After TC Heartland, that second prong is
going to have pretty considerable importance.”
Attorneys also noted that the Supreme Court’s opinion, written by Justice Clarence
Thomas, was careful to say the ruling applied only to domestic corporations. The court did
not address the implications of the decision for foreign corporations, which was a point of
dispute between Kraft and TC Heartland.

“I would think there’s some uncertainty about what the venue rules are that apply to
foreign corporate defendants,” said Lawrence Friedman of Cleary Gottlieb Steen &
Hamilton LLP.
One additional question: What happens to lawsuits that have already been filed?
Richard W. Miller of Ballard Spahr LLP said he expects defendants to file a large number of
motions to dismiss cases for improper venue, particularly in east Texas. How the lower
courts handle these motions remains to be seen.
“It’s going to take them a while to figure out how to work through all that motion
practice,” he said. “It’s going to be interesting to see how that’s handled.”
Patent Litigation Reform Becomes Less Urgent
There have been a number of calls over the years for legislation aimed at curbing abusive
patent litigation. But various measures introduced by lawmakers, such as the Innovation
Act and the Venue Act, have stalled on Capitol Hill.
Pickard said there may now be less pressure on Congress to act.
“I think the perceived patent troll problem has been driving a lot of that, and Congress will
likely wait to see how this ruling affects litigation brought by nonpracticing entities,” he
said.
Sen. Orrin Hatch, R-Utah, and Rep. Bob Goodlatte, R-Va., both of whom have been vocal
proponents of patent litigation reform, praised the Supreme Court’s decision in separate
statements Monday.
“This decision will help rein in abusive forum-shopping and restores our nation’s patent
venue laws to ensure that cases are brought in judicial districts that have a reasonable
connection to the dispute,” Goodlatte said.
Dickinson said with TC Heartland and other recent Supreme Court rulings on patent law,
some major issues that were a driving force behind the desire for reform have now been
addressed by the high court.
“I think the impetus behind that pretty controversial set of proposals is lessened, and
other issues will likely come to the fore, like [Section] 101,” Dickinson said, referring to
Section 101 of the Patent Act, which deals with patent eligibility.
Still, there might be room for Congress to weigh in on the venue front. For instance, they
might “want to clarify what the rules are for foreign corporate defendants,” Friedman said.
The case is TC Heartland LLC v. Kraft Food Brands Group LLC, case number 16-341, in the
Supreme Court of the United States.
--Photo by Jess Krochtengel. Editing by Christine Chun and Jill Coffey.

All Content © 2003-2017, Portfolio Media, Inc.

“Nuisance Patent Suits Could
Decline After TC Heartland”
Paul M. Rivard

Law360
May 23, 2017

Portfolio Media. Inc. | 111 West 19th Street, 5th floor | New York, NY 10011 | www.law360.com
Phone: +1 646 783 7100 | Fax: +1 646 783 7161 | customerservice@law360.com

Nuisance Patent Suits Could Decline After TC
Heartland
By Matthew Bultman

Law360, New York (May 23, 2017, 8:56 PM EDT) -- The U.S. Supreme Court’s decision to
place limits on where patent lawsuits can be filed could make life difficult for some socalled patent trolls, experts said, potentially cutting down the number of nuisance lawsuits
hoping to extract a quick settlement.
In a unanimous ruling Monday, the court rejected the Federal Circuit’s interpretation of
the law covering patent venue and reinstated a more restrictive standard that will limit the
ability of patent owners to seek out favorable courts as places to file their lawsuits.
The ruling, which came in a dispute between TC Heartland LLC and Kraft Food Brands
Group LLC, isn’t going to make lawsuits from nonpracticing entities, or NPEs, disappear.
But attorneys say it could make it more cumbersome for those looking to file a high
volume of lawsuits and settle early on.
“For the low-end troll that is just looking for a low, quick settlement, TC Heartland could be
disruptive because it increases the cost of litigation for each case,” Wayne Stacy of Baker
Botts LLP said.
Under the Federal Circuit’s interpretation of patent venue, which has been in place for
almost 30 years, a patent owner could effectively file suit anywhere a defendant made
sales. The Supreme Court’s ruling requires that a domestic company be sued for patent
infringement in the state where it is incorporated or where it has committed acts of
infringement and has a “regular and established place of business.”
The decision was celebrated by technology companies and other frequent targets of patent
lawsuits, who have long complained that the lower court’s rule had allowed patent holders
to seek out favorable courts and fueled a plague of forum-shopping.
“I don’t think this resolves all the problems with NPEs but could help that issue of forumshopping,” said Paul Rivard of Banner & Witcoff Ltd.
There are different kinds of nonpracticing entities, which focus on licensing and litigating
their patents rather than making products. And the impact of TC Heartland won’t be the
same on all of them, attorneys said.
On one hand, there are what Stacy called high-end NPEs — those that believe they have
valuable patents and aren’t afraid to test the merits of their case. For this kind of entity,
the impact of TC Heartland will likely be muted.
“Those are the type of people that will try their cases still,” Stacy said. “It may increase

their costs because they could have to go to more courts to get enforcement, but I don't
see any significant impact on volume for the high-end NPE cases.”
Where there might be more of an effect, attorneys said, are the lawsuits from low-end
NPEs. Michael Sacksteder of Fenwick & West LLP calls these suits “ankle biters.” In these
cases, patent owners bring a barrage of lawsuits, asserting flimsy claims, and they have no
intention of going forward with the case. Rather, they’re simply hoping to score small
settlements early on.
“I don’t know if anyone is going to bother creating a cottage industry of filing that kind of
really low-end case anymore,” Sacksteder said.
That’s because these kinds of lawsuits are dependent on volume. If an NPE is forced to
bounce around to different courts across the country, it becomes more difficult — and
more expensive — than filing a slew of cases in a single court.
“They’re looking for a small contribution from each defendant,” Sacksteder said. “My guess
is that in making a business of that, costs matter, and the amount of effort matters.”
Sacksteder said these kinds of litigation campaigns have been largely unique to the
Eastern District of Texas, which is widely expected to see fewer patent cases after the
Supreme Court’s ruling because many patent defendants are not based there. This was
due, in large part, to a perception of plaintiff-friendly rules and procedures there.
“If a defendant wants to transfer out of the district or get a quick decision on the merits,
the conventional wisdom is that those will take longer than in some other districts,”
Sacksteder said.
Still, given the procedural benefits, expect at least some NPEs, which can often be
sophisticated businesses, to look for ways to keep cases in the district.
One way around the restrictive venue rules could be to target different entities down the
distribution chain. For example, instead of suing a supplier, they might go after retailers
that have an established place of business, either in East Texas or another preferred
forum.
“I think you’re going to see a lot of creativity for trying to establish these ‘regular and
established’ places of business,” Adam Seitz of Erise IP said.
There also remains some uncertainty about venue rules for foreign companies. The
Supreme Court was careful to note in its ruling that its decision applied only to domestic
corporations.
Seitz said there might also be "attempts to try and get the foreign entities for most of
these big companies into the Eastern District of Texas or other venues because foreign
companies are clearly excluded under the ruling.”
The case is TC Heartland LLC v. Kraft Food Brands Group LLC, case number 16-341, in the
Supreme Court of the United States.
--Editing by Christine Chun and Aaron Pelc.

All Content © 2003-2017, Portfolio Media, Inc.

“Law360’s Weekly Verdict: Legal Lions & Lambs”
Joseph M. Skerpon

Law360
August 4, 2017

Portfolio Media. Inc. | 111 West 19th Street, 5th floor | New York, NY 10011 | www.law360.com
Phone: +1 646 783 7100 | Fax: +1 646 783 7161 | customerservice@law360.com

Law360's Weekly Verdict: Legal Lions & Lambs
By Aebra Coe

Law360, New York (August 4, 2017, 1:24 PM EDT) -- Talkin Muccigrosso & Roberts LLP
topped this week’s legal lions list after a judge vacated a jury’s conviction of its client over
alleged fraud involving a World Trade Center construction contract while Covington &
Burling LLP landed on the legal lambs list after a state appeals court revived more than
2,000 Accutane product liability cases against its client, Hoffmann-La Roche.
Legal Lions
U.S. District Judge Loretta A. Preska on Thursday vacated a jury's finding that DCM
Erectors Inc. CEO Larry Davis deceived New York and New Jersey officials by using
associates to make it look like work on a World Trade Center skyscraper and transportation
hub was being done by women- and minority-owned contractors. In the win secured by
Davis’ attorneys at Talkin Muccigrosso & Roberts LLP, Preska said “no rational jury”
would have found that work had not been done by the appropriate contractors. Davis is
represented by Sanford N. Talkin and Martha Grieco of Talkin Muccigrosso &
Roberts LLP.
Next up on the legal lions list are Kirkland & Ellis LLP and Banner & Witcoff Ltd., which
represented Honeywell International Inc. in a lawsuit over a patent for an air conditioner
refrigerant. The Federal Circuit on Tuesday vacated a Patent Trial and Appeal Board
decision that found the patent invalid, saying the board committed several legal errors in
finding the patent obvious. Honeywell is represented by Gregg F. LoCascio, William H.
Burgess and Noah Samuel Frank of Kirkland & Ellis LLP and Joseph Michael
Skerpon of Banner & Witcoff Ltd.
In a win for Oregon-based Bullard Law, the D.C. Circuit on Tuesday overturned a
National Labor Relations Board ruling that a unit of grocery store chain Kroger Co.
represented by the law firm violated federal labor law in a clash with union organizers. In
its decision, the appellate court said the board behaved more as “an advocate than an
adjudicator” in deciding the case. Kroger unit Fred Meyer Stores Inc. is represented by
Mitchell J. Cogen of Bullard Law.
The Second Circuit on Thursday upheld a decision dismissing a shareholder’s claims that
billionaire Carl Icahn reaped “short-swing profits” on options trading in Herbalife, Nuance
Communications and Hologic, saying Icahn didn’t receive extra profit recoverable under
U.S. Securities and Exchange Commission rules. The decision landed Icahn’s lawyers at the
Law Offices of Herbert Beigel and the Law Office of Robert R. Viducich on the legal
lions list. Icahn and the Icahn entities are represented by Herbert Beigel of the Law
Offices of Herbert Beigel and Robert R. Viducich of the Law Office of Robert R. Viducich.
Attorneys for a class of insurance agents secured the favor of an Ohio federal judge on
Tuesday. The judge found that the certified class of nearly 7,000 insurance agents claiming

they were misclassified as independent contractors by American Family Insurance Co.
are in fact employees under the Employee Retirement Income Security Act, saying the
company exerted a level of control over their work that is commensurate with typical
employees. The plaintiffs are represented by Charles Crueger and Erin K. Dickinson of
Crueger Dickinson LLC, Ed Wallace and Kara A. Elgersma of Wexler Wallace LLP,
Jack Landskroner and Drew Legando of Landskroner Grieco Merriman LLC and
Gregory F. Coleman of Greg Coleman Law PC.
Legal Lambs
First up on this week’s legal lambs list are Covington & Burling LLP, Gibbons PC and
Dughi Hewit & Domalewski PC due to a setback in litigation against their client,
Hoffmann-La Roche Ltd. A New Jersey state appeals court on Friday revived more than
2,000 cases in consolidated litigation alleging that Hoffmann-La Roche's acne medication
Accutane caused consumers to develop Crohn's disease, saying a trial court improperly
barred testimony from plaintiffs' experts. Roche is represented by Paul W. Schmidt and
Michael X. Imbroscio of Covington & Burling LLP, Natalie H. Mantell of Gibbons PC
and Russell L. Hewit of Dughi Hewit & Domalewski PC.
A New York state court judge on Wednesday tossed most of a $2.3 billion fraud suit
against two brothers who had sold their Mexican drug company to Teva Pharmaceuticals
Holdings Mexico SA de CV, saying the sophisticated pharma giant should have discovered
any problems during due diligence, landing its attorneys at MoloLamken on the legal
lambs list. The Teva plaintiffs are represented by Steven F. Molo, Robert K. Kry,
Jessica Ortiz and Lauren M. Weinstein of MoloLamken LLP.
Attorneys at Mehri & Skalet PLLC and Engelmeier & Umanah PA were dealt a blow
Friday when a Washington, D.C., federal judge ripped a proposed $22.8 million settlement
in their clients’ racial discrimination suit against Lockheed Martin Corp. The judge also
declined to certify the class of 5,500 black workers who allege the company uses a
biased performance review system, calling their suit “strikingly similar” to the failed Dukes
sex discrimination class action against Walmart. The workers are represented by Cyrus
Mehri, Michael D. Lieder and Joanna K. Wasik of Mehri & Skalet PLLC and Charles
V. Firth of Engelmeier & Umanah PA.
A Florida judge sentenced a Miami attorney Thursday to a year in prison for forging
judges' signatures on structured settlement agreements more than 100 times. Jose
Manuel Camacho Jr., who was disbarred last year, told Florida bar prosecutors in a
disciplinary proceeding that he forged the signatures during the foreclosure crisis when the
courts were backlogged and orders were delayed.
Last up on this week’s legal lambs list is King & Spalding LLP. A Florida jury on Friday
found that the law firm’s client, R.J. Reynolds Tobacco Co., bore the majority of the blame
for a smoker’s cigarette addiction and resulting death from throat cancer, holding the
smoker’s widow suffered $4 million in damages. R.J. Reynolds is represented by W. Ray
Persons, Val Leppert, Spencer M. Diamond and Cory Hohnbaum of King & Spalding
LLP.
--Additional reporting by Daniel Siegel, Carolina Bolado, Braden Campbell, William Gorta,
Bill Wichert, Vin Gurrieri, Carmen Germaine, Julia Goodman, Melissa Daniels and Pete
Brush. Editing by Christine Chun.
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More Patent Applicants Go Shopping To Combat
Alice
By Matthew Bultman

Law360, New York (November 16, 2017, 7:53 PM EST) -- Facing challenging odds securing
patents for computer software inventions in the wake of the U.S. Supreme Court's Alice
decision, patent applicants are making increased use of a strategy sometimes referred to
as art-unit shopping to help boost their chances.
The U.S. Patent and Trademark Office assigns patent applications into art units, where
they are examined by patent examiners. The idea of art-unit shopping is that inventors
write their applications in a way that helps steer it into a preferred unit.
This strategy isn't new, but attorneys say it has become more prevalent in the wake of the
U.S. Supreme Court's landmark Alice decision, which held that abstract ideas implemented
on a computer are not patentable under Section 101 of the Patent Act.
The decision had a marked impact on computer-implemented inventions and made it
tougher for investors looking to secure those kind of patents. But some art units at the
USPTO have, at least by the numbers, been more willing to grant patents on these types
of inventions than others.
"As the disparity in allowance rates in different art units has gotten greater, people are
looking for ways to get their inventions reviewed on the merits rather than having to deal
with 101," Steven Lieberman of Rothwell Figg Ernst & Manbeck PC said. "This is widely
perceived as a good strategy for doing that."
Here, Law360 takes a closer look at the strategy.
What Is It?
The USPTO has different several centers that review applications, each dedicated to a
different technology area. These technology centers are further divided into art units that
handle specific types of inventions.
Applicants can sometimes help sway the patent office to assign an application to one art
unit or another based on how it is drafted.
"In a nutshell, it comes down to how the applicant presents the application to the PTO,"
Brian Emfinger of Banner & Witcoff Ltd. said.
There were inventors who tried to guide applications into specific art units long before the
Alice decision. And it wasn't always, and still isn't, for Section 101 reasons. An applicant,
for example, might want to land in a unit with less of a backlog in order to get their

application through faster.
But Alice can be a strong motivator. Some said they are more inclined to employ the
strategy now than they were in the past.
"The statistics demonstrate that getting into certain art units can certainly improve your
chances of avoiding a 101 rejection in the first place or possibly overcoming it if you do
end up getting one," Emfinger said.
One area, in particular, where applicants have had trouble getting patents allowed postAlice are units covering business methods, which can include things like e-shopping and
finance and banking. In 2017, the percentage of allowances for business method units as a
group was just above 10 percent.
Even if art unit placement isn't the overriding concern when drafting an application, many
inventors are less likely to write their applications in a way that would cause them to land
in business method art units, attorneys say.
"I don't want the legal tail to wag the business dog on this," Monte Falcoff of Harness
Dickey & Pierce PLC said, although he added that he appreciates the benefit of "being able
to avoid the Alice quagmire."
How Does It Work?
The USPTO generally classifies patent applications after an abbreviated review of the
application.
Emfinger said there are a few particular areas in the application that appear to influence
where it will get assigned. This includes the title of the application and the first
independent claim.
What applicants will do, then, is pick words from the classification system used by the
patent office and insert them into these areas, with the hope this will help nudge the
patent office to assign the application to a preferred art unit.
"The general idea is to present the application to the PTO using those same terms that the
PTO would use to decide where to assign that application," Emfinger said. "A practitioner
who believes an application should end up in particular art unit could determine what class
of invention that art unit examines and refer to the [USPTO] class definition schedules for
possible terms to use to describe their invention."
For example, Lieberman said an inventor who would like to see their application in the
Dynamic Storage Systems art unit might title the application "Improved Dynamic Storage
System For X" and then write the first claim to read, "A dynamic storage system consisting
of ... ."
"That's more likely to get you put into that art unit," he said.
On the flip side, there might be words an applicant would want to stay away from.
"If you have business methods, which is something you would want to avoid because of
their very low rate of allowance and very high rate of 101 rejections, you would maybe not
put that into the claims," Ravi Sinha of Harness Dickey said.
Has It Been Successful?
Although it's not an exact science, attorneys generally said they had seen enough success

in terms of landing in a preferred art unit that this strategy is a good approach. That being
said, just because an application lands in a particular unit, that doesn't mean it's always
going to stay there.
Sinha, who is a former patent examiner, noted there are times when examiners will decide
a classification is incorrect. And there are mechanisms within the patent office to transfer
an application to another art unit after it was assigned.
But "other times, [examiners] look at it and say, 'Sure, I'm just going to examine it. It's a
little different but close enough,'" he said.
It’s difficult to know whether the increased use of this strategy has directly translated into
more patents being issued. But Falcoff said from his experience, he has seen applications
getting through the examination process more efficiently.
"In other words, less [requests for continued examinations], less appeals and broader
claim coverage," he said.
But attorneys emphasized that applicants don't want to misrepresent the invention or
appear as though they are engaging in gamesmanship. Emfinger said the USPTO and
practitioners, at the end of the day, want the same thing: to put the application in front of
the examiner best equipped to review it.
"You do have to be fair in how you characterize and present your invention," he said. "But
playing up the technical features or emphasizing the technical challenges that are faced
and that are addressed, I think that's fair game."
--Editing by Christine Chun and Catherine Sum.
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Allergan passe un accord avec une tribu
indienne pour protéger ses brevets
Les laboratoires pharmaceutiques débordent d’imagination pour empêcher que leurs
médicaments tombent dans le domaine public.
LE MONDE ECONOMIE | 19.09.2017 à 12h02 • Mis à jour le 26.09.2017 à 17h40 |
Par Chloé Hecketsweiler

Nous sommes sur les traces du romancier américain John Grisham. Comme dans son thriller
L’Informateur (JC Lattès, 520 pages), l’histoire se déroule au cœur d’une réserve indienne, dans les
méandres du droit tribal. Le 8 septembre, le laboratoire pharmaceutique Allergan a annoncé avoir
transféré une série de brevets à la Saint Regis Mohawk Tribe, une enclave indienne située à la frontière
des Etats-Unis et du Canada, dans l’Etat de New York. En raison de l’immunité dont ces territoires

bénéficient, ce tour de passe-passe devrait empêcher les concurrents d’Allergan de copier son Restasis,
dont la formule pourrait tomber dans le domaine public.

Ces gouttes pour les yeux ont rapporté à la firme irlandaise célèbre pour son Botox près de
1,5 milliard de dollars (1,26 milliard d’euros) en 2016. Le brevet initial est tombé en 2014 mais
Allergan en a déposé six autres afin d’empêcher toute copie… avant 2024. Plusieurs fabricants
de génériques, dont l’israélien Teva et l’américain Mylan, avaient de bonnes chances de les faire
invalider. Ce coup de théâtre a tout chamboulé : prévue le 15 septembre, leur audience devant les
trois juges du Patent Trial and Appeal Board, le tribunal de première instance et d’appel pour les
brevets, a été reportée sine die.
« Les tribus indiennes étant souveraines, elles ne peuvent être poursuivies en justice. Si elles
possèdent des brevets, aucune entreprise ne peut les attaquer », décrypte Robert Anderson,
professeur à l’Université de Washington et spécialiste du droit indien. « Les casinos sont la
conséquence directe de cette immunité. Dans les années 1980, certains Etats ont tenté de les
faire fermer, en vain, car leurs lois ne s’appliquent pas dans les réserves », ajoute l’universitaire.
Pour conclure ce pacte inédit, la firme pharmaceutique a signé à la Saint Regis Mohawk Tribe un
chèque de 13,75 millions de dollars, auxquels s’ajouteront 15 millions de royalties chaque année.

« C’est une stratégie risquée »
L’accord a été orchestré par une firme de « lawyers » (des juristes), au nom romanesque : Shore
Chan DePumpo. Basée à Dallas, au Texas, et spécialisée dans la propriété intellectuelle, elle a
élaboré ce scénario audacieux après avoir défendu avec succès plusieurs universités en arguant
qu’elles bénéficiaient de la même immunité judiciaire. « Nous sommes les premiers à avoir
conclu un tel accord », se félicite Dale White, le conseil juridique de la Saint Regis Mohawk
Tribe qui entrevoit là un « gros marché », « très lucratif ». « Nous nous sommes dotés d’un office
des brevets et nous sommes en négociation avec d’autres firmes », ajoute l’avocat.
Ce premier accord est une bonne affaire pour cette tribu qui compte 15 900 membres et disposait
d’un budget de 68 millions de dollars en 2016. « Nous sommes situés dans une région déprimée
économiquement, surtout depuis la fermeture de l’usine de General Motors [en 2009]. Nous ne
levons pas de taxes et nous ne pouvons plus nous contenter des revenus du casino », justifie Dale
White. Aucun autre laboratoire pharmaceutique ne l’a pour le moment contacté mais des
entreprises technologiques seraient très intéressées. En août, SRC Labs, une société informatique
située dans le Colorado, a ainsi transféré 40 de ses brevets à la Saint Regis Mohawk Tribe.
« C’est une stratégie risquée. Un juge pourrait arguer qu’il s’agit d’une transaction frauduleuse
et refuser l’argumentaire d’Allergan », souligne Bradley Wright, avocat chez Banner Witcoff,
un cabinet spécialisé dans la propriété intellectuelle. « En revanche, si cela marche pour un
laboratoire pharmaceutique, cela pourra marcher pour n’importe qui et s’appliquer aussi bien
aux brevets qu’aux marques », ajoute-t-il. En attendant, les concurrents de l’irlandais pourront
défendre leur cas devant une cour fédérale, mais leurs chances de succès sont bien moindres et
les délais bien plus longs que devant le tribunal des brevets. La transcription de la conférence
téléphonique qui a eu lieu entre les différentes parties et les trois juges du Board le 11 septembre
– que Le Monde a pu consulter – révèle que tous ont été pris de court. « Nous n’avons eu qu’une

seule journée pour nous préparer. La tribu est au courant de cela depuis avril (…) mais ils ont
attendu la dernière minute », s’agace Richard Torczon, l’avocat de Mylan dans cette affaire.

Lancer une version légèrement différente
Ce chapitre judiciaire est le dernier d’une longue série. Alors que les brevets de leurs
médicaments phares tombent les uns après les autres, les laboratoires pharmaceutiques rivalisent
d’imagination pour défendre leurs affaires. Une stratégie courante consiste à payer les fabricants
de génériques pour qu’ils attendent un peu avant de lancer leurs copies. Ces accords illégaux
coûtent cher aux payeurs, et sont régulièrement sanctionnés par les autorités antitrust.
En Europe, la Commission a ainsi infligé une série d’amendes à des entreprises s’étant
entendues. La plus importante (331 millions d’euros) a sanctionné Servier pour avoir retardé
l’arrivée sur le marché de copies du Coversyl, son antihypertenseur phare. Plusieurs fabricants de
génériques – dont Teva et Mylan – avaient de leur côté écopé d’une amende de 97 millions
d’euros. Une variante de cette stratégie consiste à dissuader les médecins de prescrire un
générique en arguant qu’il n’est pas aussi efficace que l’original. En 2013, en France, l’Autorité
de la concurrence a ainsi infligé une amende de 40 millions d’euros à Sanofi pour avoir dénigré
la copie de son Plavix, commercialisée par Teva.
Un plan moins risqué consiste à lancer une version légèrement différente du médicament, et à la
promouvoir comme « une innovation » pour influencer la prescription des médecins. Le plus bel
exemple est le Nexium du britannique AstraZeneca, un médicament indiqué en cas de brûlures
d’estomac qui fut l’un des plus vendus au monde (jusqu’à 5 milliards de dollars de chiffre
d’affaires annuel au sommet de sa popularité). Ce n’est rien d’autre qu’un isomère (molécule
inversée comme dans un miroir) du Prilosec, un médicament dont le brevet a expiré en 2001.
Pour faire face à la chute du brevet de son Lantus (7 milliards de ventes au pic de son succès), et
couper l’herbe sous le pied du générique de son concurrent Lilly, Sanofi a mis sur le marché
début 2015 une formulation un peu différente de cette insuline, sous le nom de Toujeo. La Haute
Autorité de santé a estimé en 2015, que celle-là n’apportait « pas d’amélioration » par rapport au
Lantus, mais elle n’en a pas moins connu un grand succès aux Etats-Unis. Porté par un
investissement de près de 70 millions de dollars en 2016 dans des campagnes publicitaires, le
Toujeo a permis à Sanofi d’amortir la chute de ses ventes dans le traitement du diabète.

Allergan passes an agreement with an Indian
tribe to protect its patents
Pharmaceutical companies are brimming with imagination to prevent their medicines from
falling into the public domain.
LE MONDE ECONOMIE | 19.09.2017 à 12h02 • Mis à jour le 26.09.2017 à 17h40 |
Par Chloé Hecketsweiler

We are following in the footsteps of the American novelist John Grisham. As in his thriller « The
Informant » (JC Lattès, 520 pages), the story takes place in the heart of an Indian reserve, in the meanders
of tribal law. On September 8, the Allergan pharmaceutical company announced that it had transferred a
series of patents to the Saint Regis Mohawk Tribe, an Indian enclave on the border between the United
States and Canada, in the State of New York. Because of the immunity of these territories, this sleight of

hand should prevent Allergan's competitors from copying its Restasis, the formula of which could fall
into the public domain.

These eye drops brought back to the Irish firm famous for its Botox nearly 1.5 billion dollars
(1.26 billion euros) in 2016. The initial patent fell in 2014 but Allergan filed six more to prevent
any copy ... before 2024. Several generic manufacturers, including the Israeli Teva and the
American Mylan, had a good chance of making them invalid. This was a dramatic turnaround:
on September 15, their hearing before the three judges of the Patent Trial and Appeal Board, the
Court of First Inteferences and Appeal for Patents, was postponed indefinitely.
"The Indian tribes being sovereign, they cannot be prosecuted. If they have patents, no company
can attack them," says Robert Anderson, a professor at the University of Washington and a
specialist in Indian law. "Casinos are the direct result of this immunity. In the 1980s, some states
tried to shut them down, in vain, because their laws do not apply on reserves," adds the
academic. To conclude this unprecedented pact, the pharmaceutical company signed a check for
$13.75 million at the Saint Regis Mohawk Tribe, to which will be added 15 million royalties
each year.

« It is a risky strategy »
The agreement was orchestrated by a lawyer’s firm, with the novel name: Shore Chan DePumpo.
Based in Dallas, Texas, and specializing in intellectual property, she drew up this bold scenario
after successfully defending several universities on the grounds that they enjoyed the same
judicial immunity. "We are the first to have such an agreement," said Dale White, the legal
counsel of the Saint Regis Mohawk Tribe who sees a "big market", "very lucrative". "We have a
patent office and we are negotiating with other firms," the lawyer said.
This first agreement is a good deal for this 15,900-member tribe with a budget of $68 million in
2016. "We are located in an economically depressed area, especially since the closure of the
General Motors plant [in 2009]. We do not raise taxes and we can no longer be content with
casino revenues, "says Dale White. No other pharmaceutical company has contacted it for the
moment but technological companies would be very interested. In August, SRC Labs, a
computer company based in Colorado, transferred 40 of its patents to the Saint Regis Mohawk
Tribe.
"It's a risky strategy. A judge could argue that it is a fraudulent transaction and deny Allergan's
case, "said Bradley Wright, a lawyer with Banner Witcoff, a firm specializing in intellectual
property. "On the other hand, if it works for a pharmaceutical company, it will work for anyone
and apply to both patents and trademarks," he adds. In the meantime, Irish competitors will be
able to defend their case in federal court, but their chances of success are much less and the
delays are much longer than before the patent court. The transcript of the conference call that
took place between the various parties and the three judges of the Board on September 11, which
Le Monde was able to consult, reveals that everyone was caught off guard. "We only had one
day to prepare. The tribe has been aware of this since April (...) but they waited until the last
minute, "irritates Richard Torczon, Mylan's lawyer in this case.

Launch a slightly different version
This judicial chapter is the last of a long series. While patents for their flagship drugs fall one
after the other, pharmaceutical companies compete imaginatively to defend their business. A
common strategy is to pay generic manufacturers to wait a little before making copies. These
illegal agreements are costly to payers, and are regularly sanctioned by antitrust authorities.
In Europe, the Commission imposed a series of fines on companies that had reached an
agreement. The most important (331 million euros) sanctioned Servier for delaying the arrival on
the market of copies of Coversyl, its flagship antihypertensive. Several generic manufacturers,
including Teva and Mylan, were fined 97 million euros. A variant of this strategy is to dissuade
doctors from prescribing credits on the grounds that it is not as effective as the original. In 2013,
in France, the Competition Authority imposed a fine of 40 million euros on Sanofi for
denigrating the copy of its Plavix, marketed by Teva.
A less risky plan is to launch a slightly different version of the drug, and promote it as an
"innovation" to influence prescribing physicians. The best example is the Nexium of the British
AstraZeneca, a drug indicated for heartburn which was one of the most sold in the world (up to
$5 billion annual sales at the top of its popularity ). It is nothing but an isomer (mirror-inverted
molecule) of Prilosec, a drug whose patent expired in 2001.
To counter the fall of the patent of its Lantus (7 billion sales to the peak of its success), and cut
the grass under the foot of the generic of its competitor Lilly, Sanofi put on the market in early
2015 a formulation different from this insulin, under the name of Toujeo. The High Authority of
Health has estimated in 2015 that this one did not bring "improvement" in relation to the Lantus,
but it nevertheless enjoyed great success in the United States. Driven by an investment of almost
$70 million in 2016 in advertising campaigns, Toujeo has allowed Sanofi to cushion the drop in
its sales in the treatment of diabetes.
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PTAB FIRST-HALF DATA: COMCAST TOPS PETITIONER
RANKING, ROVI MOST TARGETED PATENT OWNER

01 August 2017 | Michael Loney, New York
Comcast taking its dispute with Rovi to the PTAB made them the top
petitioner and patent owner at the PTAB in the first half of 2017.
Apple and Samsung have fallen down the petitioner rankings while
Fish & Richardson, Sterne Kessler and Finnegan dropped in the law
firm rankings, with Banner Witcoff, Baker Botts and Ropes & Gray
making strides

UPDATED AUGUST 1: The original version of this article omitted some
data for top petitioner attorneys and top patent owner attorneys. The
tables have now been updated with the correct figures.
The first half of 2017 was a record for Patent Trial and Appeal Board
(PTAB) petition filing. The 1,033 petitions in the half beat the previous
record of 954 petitions in the second half of 2015.
This year’s figures were helped by the first quarter’s 566 petitions, which
was the largest quarter for PTAB filing on record. The second quarter’s
467 petitions placed it as the 6th-busiest quarter for filing on record.

Managing IP analysed data taken from the Docket Navigator database to
determine the top petitioners, patent owners and law firms at the PTAB in
the first half of the year.

Top PTAB petitioners
Comcast filed the most PTAB petitions in the first half of 2017. Its 45
petitions put it far ahead of second-placed Facebook, with 33.
The year so far has marked a slowdown in filing activity from Apple and
Samsung, which have been the top petitioners since AIA trials became
available in 2012. Samsung’s 30 petitions in the first half of 2017 and
Apple’s 28 petitions placed them third and fourth, respectively.

In contrast, for the whole of 2016 Apple was the top filer with 86 petitions
and Samsung was second with 85. That was also a slowdown in activity
from 2015, when Apple filed 120 petitions and Samsung 78.
HTC, Google, Microsoft and T-Mobile also all filed at least 20 petitions in
the first half of 2017.
First-half 2017 top petitioners



First-half 2017 top patent owners

Petitioner

Petitions Patent owner

Petitio

Comcast

45

Rovi

44

Facebook

33

Huawei Technologies

26

Samsung Electronics

30

Godo Kaisha IP Bridge 1

24

Apple

28

Uniloc

23

HTC

23

Genentech

22

Google

20

Allergan

18

Microsoft

20

Alacritech

16

T-Mobile

20

Intellectual Ventures II

16

Intel

18

Realtime Data d/b/a IXO

15

Nokia Solutions and Networks

18

Schlumberger Technology 15

Pfizer

18

Maquet Cardiovascular

14

Unified Patents

17

Broadcom

12

GLOBALFOUNDRIES

16

Papst Licensing

12

Huawei

16

Quarterhill

11

LG

16

Wi-LAN

11

Halliburton Energy Services

15

Biogen

10

ZTE

15

Netlist

10

Abiomed

14

Siemens Industry

10

Teva

14

Virginia Innovation
Sciences

10

Celltrion

13

Windy City Innovations

10

Micron Technology

13

Boston Scientific Scimed,
Inc.

9

Broadcom Corporation

11

Fontem Holdings 1 BV

9

HP f/k/a Hewlett-Packard
Company

10

Nokia Solutions and
Networks

9

SK hynix

10

Regents of the University
of Minnesota

9

Westinghouse Air Brake
Technologies

10

Stragent

9

Yahoo!

10

Tessera

9

Amazon

9

Valencell

9

BMW

9

AlmondNet

8







Edwards Lifesciences

9

Avago Technologies
General IP (Singapore)

8

Hewlett Packard Enterprise
Company

9

B Braun Melsungen

8

HiSilicon Technologies

9

Lone Star Silicon
Innovations

8

RAI Services

9

Memory Technologies

8

RJ Reynolds

9

PerdiemCo

8

Shenzhen Huawei Investment & 9
Holding

ProMOS Technologies

8

Toyota

9

Skky

8

Wabtec Railway Electronics

9

Sound View Innovations

8

William Demant Holding

9

24/7 Customer

7

AWSHC

8

Customedia Technologies

7

Becton Dickinson Infusion
Therapy Systems

8

Image Processing
Technologies

7

Becton, Dickinson and
Company

8

Immersion

7

Ericsson

8

Nike

7

Hospira

8

Pendrell

7

Lupin

8

Rovi Technologies

7

Mylan

8

Sony

7

SanDisk

8

United States Gypsum

7

Skechers

8

AbbVie

6

SkyBitz

8

BlackBerry

6

Telefonaktiebolaget LM
Ericsson

8

Lighting Science Group
Corporation

6

Telular Corporation

8

Pfizer Ireland
Pharmaceuticals

6

TV Management d/b/a GPS
North America

8

President & Fellows of
Harvard College

6

Wayupay d/b/a Reltima

8

R2 Semiconductor

6

Western Digital

8

Veveo

6

William Grecia

6

Wyeth Holdings

6

Wyeth

6

Source: Docket Navigator





Top patent owners
The most-targeted patent owner in the first half of 2017 was Rovi.
Fourteen of its patents were challenged in 44 inter partes review petitions,

all of which were brought by Comcast (whose only other petition in the
first half challenged a patent owned by Kudelski, Nagra USA and
OpenTV).
The petiitons are a response to Rovi suing Comcast in the Eastern District
of Texas in April last year, alleging infringement of 14 patents. Tom
Carson, president and CEO of Rovi, commented at the time: "For over a
decade, Comcast built its business using Rovi’s patented technology,
which it licensed for a fixed term. Comcast’s decision to continue using
Rovi’s pioneering technology as an unlicensed infringer is simply
intolerable. After numerous attempts at negotiations, Rovi was left with
no choice but to defend its intellectual property from unlicensed use."
Rovi also filed a complaint at the International Trade Commission alleging
Comcast infringed six of its patents relating to interactive programme
guide technology.
Other entities with patents challenged in at least 20 petitions filed in the
first half were Huawei, Godo Kaisha IP Bridge 1, Uniloc and Genentech.

Top PTAB law firms
There has also been some movement among PTAB law firms. Banner
Witcoff filed the most petitions on behalf of challengers in the first half,
with 47. This was the result of it representing Comcast at the PTAB. It was
closely followed by Baker Botts, with 46. In third place was Cooley, with 41
and joint fourth was Fish & Richardson and WilmerHale, both with 40.
This means Fish & Richardson has been less dominant for petition filing
this year. Last year, it was the top filer for the whole year – its 125
petitions was far ahead of Sterne Kessler’s 68 petitions. For the whole of
2016, WIlmerHale was in third place, with 67, and Weil Gotshal was in
fourth place, with 66.
Sterne Kessler’s petition filing has also dropped since being the secondranked law firm for petitioners in 2016. Its 17 petitions in the first half of
2017 was only enough to place it joint 18th.
Ropes & Gray represented patent owners in the most petitions filed in the
first half, with 56. This was largely the result of it representing Rovi and
Godo Kaisha IP Bridge 1.
Fish & Richardson was in second place, with 55. These two were a long
way ahead of third-placed Quinn Emanuel (37) and fourth placed Fitch
Even Tabin & Flannery (31).
By contrast for the whole of 2016, Sterne Kessler represented the most
patent owners, on 105 of the petitions filed that year. It was followed by
Fish & Richardson, with 83 and Finnegan, with 77.

For the first half of 2017, Finnegan was only in seventh place for patent
owners, with 25.
It should be noted that there can be a lag before a patent owner appoints a
law firm to represent it in the process, so not every law firm for patent
holders may be present in the data, especially for more recent petitions
filed.
First-half 2017 top petitioner law
firms

First-half 2017 top patent owner law

firms

Law firm

Petitions Law firm

Petitions

Banner Witcoff

47

Ropes & Gray

56

Baker Botts

46

Fish & Richardson

55

Cooley

41

Quinn Emanuel Urquhart & 37
Sullivan

Fish & Richardson

40

Fitch Even Tabin &
Flannery

Wilmer Cutler Pickering
Hale & Dorr

40

Oblon McClelland Maier & 29
Neustadt

31

Finnegan Henderson
38
Farabow Garrett & Dunner

Alston & Bird

26

White & Case

31

Finnegan Henderson
Farabow Garrett & Dunner

25

Weil Gotshal & Manges

30

Irell & Manella

25

Alston & Bird

28

Etheridge Law Group

21

Quinn Emanuel Urquhart & 28
Sullivan

Intellectual Ventures

21

Paul Hastings

27

Wilmer Cutler Pickering
Hale & Dorr

19

Sidley Austin

26

Bragalone Conroy

17

Knobbe Martens Olson &
Bear

22

Brown Rudnick

16

Haynes & Boone

20

Sidley Austin

16

Goodwin Procter

19

Baker Botts

15

Kilpatrick Townsend &
Stockton

19

DiNovo Price Ellwanger &
Hardy

15

Perkins Coie

18

Durie Tangri

15

Erise IP

17

Noroozi PC

15

Sterne Kessler Goldstein & 17
Fox

Sterne Kessler Goldstein &
Fox

15

Unified Patents

17

Knobbe Martens Olson &
Bear

14

Kirkland & Ellis

16

Perkins Coie

14






Oblon McClelland Maier &
Neustadt



Polsinelli

16

Pepper Hamilton

13

Foley & Lardner

15

Silicon Edge Law Group

13

Greenberg Traurig

15

Uniloc USA, Inc.

13

Winston & Strawn

14

Crowell & Moring

12

Duane Morris

13

Paul Weiss Rifkind Wharton 12
& Garrison

Klarquist Sparkman

12

Wolf Greenfield & Sacks

12

McDermott Will & Emery 12

Kilpatrick Townsend &
Stockton

11

DLA Piper

11

Kirkland & Ellis

11

K&L Gates

11

Lewis Baach Kaufmann
Middlemiss

11

Sughrue Mion

11

Lowenstein & Weatherwax

11

Wilson Sonsini Goodrich & 11
Rosati

Mintz Levin Cohn Ferris
Glovsky & Popeo

11

Hogan Lovells

10

Covington & Burling

10

Irell & Manella

10

Greenberg Traurig

10

Morrison & Foerster

10

Greenblum & Bernstein

10

Brinks Gilson & Lione

9

Kasha Law

10

Hill Kertscher & Wharton

9

Law Offices of Louis J.
Hoffman

10

Carlson Caspers
Vandenburg Lindquist &
Schuman

8

Law Offices of Steven G
Lisa

10

Fisch Sigler

8

McAndrews Held & Malloy 10

Nixon Peabody

8

Michael Best & Friedrich

10

O'Melveny & Myers

8

Nelson Bumgardner

10

Pillsbury Winthrop Shaw
Pittman

8

O'Melveny & Myers

10

Rothwell Figg Ernst &
Manbeck

8

Gonsalves Law Firm

9

Morgan Lewis & Bockius

7

O'Kelly Ernst & Joyce

9

Schiff Hardin

7

Robins Kaplan

9

Crowell & Moring

6

Andrews Kurth Kenyon

8

Law Office of Kent J.
Cooper

6

Arnold & Porter Kaye
Scholer

8

Rakoczy Molino Mazzochi 6
Siwik

Ascenda Law Group

8

Ropes & Gray

Freitas Angell & Weinberg

8



6
6

8




Sheppard Mullin Richter &
Hampton
Wolf Greenfield & Sacks

Meagher Emanuel Laks
Goldberg & Liao
6

Morrison & Foerster

8

TechKnowledge Law Group 8
Wilson Sonsini Goodrich & 8
Rosati
Source: Docket Navigator





First-half 2017 top petitioner
attorneys

First-half 2017 top patent owner
attorneys



Law firm

Petitions Law firm

Petitions

Bradley C Wright, Banner
Witcoff

44

44

Gabrielle E Higgins, Ropes
& Gray

Frederic M Meeker, Banner 44
Witcoff

Mark D Rowland, Ropes & 44
Gray

Scott M Kelly, Banner
Witcoff

44

W Karl Renner, Fish &
Richardson

30

Heidi L Keefe, Cooley

35

Christopher T L Douglas,
Alston & Bird

25

Eliot D Williams, Baker
Botts

28

Nicholas T Peters, Fitch
Even Tabin & Flannery

24

Naveen Modi, Paul
Hastings

27

Michael J Kane, Fish &
Richardson

23

Jeremy Jason Lang, Weil
Gotshal & Manges

25

Timothy P Maloney, Fitch
Even Tabin & Flannery

22

Joseph E Palys, Paul
Hastings

24

Jeremy J Monaldo, Fish &
Richardson

21

Phillip E Morton, Cooley

24

S Benjamin Pleune, Alston
& Bird

20

Andrew C Mace, Cooley

23

Tim R Seeley, Intellectual
Ventures

20

Joseph A Micallef, Sidley
Austin

20

Christopher Ricciuti, Oblon 19
McClelland
Maier & Neustadt

Joshua L Goldberg,
20
Finnegan Henderson
Farabow Garrett & Dunner

Dorothy P Whelan, Fish &
Richardson

19

S Benjamin Pleune, Alston 19
& Bird

Brett A Mangrum, Etheridge 17
Law Group

Brian W Oaks, Baker Botts 17

James R Hietala, Intellectual 17
Ventures

David M Tennant, White & 17
C

Michael R Fleming, Irell &
M ll

17




Shamita EtienneCummings, White & Case

17

Ryan S Loveless, Etheridge 17
Law Group

Charles D Larsen, White & 16
Case

Alfred R Fabricant, Brown
Rudnick

James M Glass, Quinn
Emanuel Urquhart &
Sullivan

16

David L Cavanaugh, Wilmer 16
Cutler Pickering Hale &
Dorr

Azuka C Dike, Banner
Witcoff

15

Peter Lambrianakos, Brown 16
Rudnick

Eric A Buresh, Erise IP

15

Roberto J Devoto, Fish &
Richardson

16

Henry A Petri, Jr.,
Polsinelli

15

Gregory Donahue, DiNovo
Price Ellwanger & Hardy

15

James P Murphy, Polsinelli 15

James M Glass, Quinn
Emanuel Urquhart &
Sullivan

15

Jonathan R K Stroud,
Unified Patents, Inc.

15

Paul B Henkelmann, Fitch
Even Tabin & Flannery

15

W Karl Renner, Fish &
Richardson

15

Christopher B Kelly, Alston 14
& Bird

Camille Sauer, Banner
Witcoff

14

Katherine D Cappaert,
14
Oblon McClelland Maier &
Neustadt

Christopher P Carroll,
White & Case

14

Marc K Weinstein, Oblon
McClelland Maier &
Neustadt

14

Jared Radkiewicz, Banner
Witcoff

14

Michael L Kiklis, Oblon
McClelland Maier &
Neustadt

14

Joshua Davenport, Banner
Witcoff

14

Nicole L Little, Fitch Even
Tabin & Flannery

14

David L Cavanaugh,
Wilmer Cutler Pickering
Hale & Dorr

13

Owen K Allen, Wilmer
Cutler Pickering Hale &
Dorr

14

Donald R Steinberg,
Wilmer Cutler Pickering
Hale & Dorr

13

Robert J Gunther, Jr.,
Wilmer Cutler Pickering
Hale & Dorr

14

Jared B Bobrow, Weil
Gotshal & Manges

13

Travis J Iams, Alston & Bird 14

Adrian C Percer, Weil
Gotshal & Manges

12

Adam R Brausa, Durie
Tangri

13

Anne M Cappella, Weil
Gotshal & Manges

12

Andrew J Danford, Wilmer
Cutler Pickering Hale &
Dorr

13





16




Garland T Stephens, Weil
Gotshal & Manges

12

Anthony M Insogna, Jones
Day

13

John D Haynes, Alston &
Bird

11

Daralyn J Durie, Durie
Tangri

13

Richard A Goldenberg,
Wilmer Cutler Pickering
Hale & Dorr

11

Jeffrey R Bragalone,
Bragalone Conroy

13

Robert C Mattson, Oblon
McClelland Maier &
Neustadt

11

Kevin S Prussia, Wilmer
Cutler Pickering Hale &
Dorr

13

Alan L Barry, K&L Gates

10

Lisa J Pirozzolo, Wilmer
Cutler Pickering Hale &
Dorr

13

Benjamin E Weed, K&L
Gates

10

Michael S Connor, Alston & 13
Bird

Charles B Klein, Winston
& Strawn

10

Nicholas C Kliewer,
Bragalone Conroy

13

Charles L Miller, Banner
Witcoff

10

Andrew W Schultz, Pepper
Hamilton

12

Chetan R Bansal, Paul
Hastings

10

Gary N Frischling, Irell &
Manella

12

Craig W Kronenthal,
Banner Witcoff

10

Gerald B Hrycyszyn, Wolf
Greenfield & Sacks

12

Eimeric Reig Plessis,
Winston & Strawn

10

J Steven Baughman, Paul
Weiss Rifkind Wharton &
Garrison

12

Erika H Arner, Finnegan
10
Henderson Farabow Garrett
& Dunner

Kayvan B Noroozi, Noroozi 12
PC

Jason A Engel, K&L Gates 10

Minghui Yang, DiNovo
Price Ellwanger & Hardy

12

John T McKee, Quinn
Emanuel Urquhart &
Sullivan

Richard F Giunta, Wolf
Greenfield & Sacks

12

Mark R Weinstein, Cooley 10

William P Rothwell,
Noroozi PC

12

Ognjen Zivojnovic, Quinn
Emanuel Urquhart &
Sullivan

Yite John Lu, Irell &
Manella

12

Source: Docket Navigator
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would have provided work permits to more than
five million unauthorized immigrant s, as parents
of citizens or authorized workers.
Dazzo has concerns about the current immigration
landscape and the direction in which policies are
heading. 'Now priorities have changed," she says.
' Every sing le person in the United States who is not
here legally is now a priority for deportation.
Immigrants are afraid.'
This fear turned into mass protests after President
Trump signed an executive order on January 27,
2017, imposing a 90-day entry ban on citizens of
Iraq, Syria, Iran, Libya, Somalia, Sudan, and Yemen.
The order was met with almost immediate opposition from protesters, civil rights organizations, and
numerous state attorneys general who tiled petitions with the federal courts to block enforcement
of the order. A U.S. district judge in New York was
the first to temporarily block the order, with similar
decisions subsequently handed down across the
country. The administration responded by easing
some of the restrictions of the original travel ban,
before revealing a new version in March. A federal
judge in Hawaii ru led to block it in the hours before
it was scheduled to start.
Local government officials also took a stand in the
immigration debate. So-called •sanctuary cities'
such as Seattle and New York have declared their
refu sal to implement immigration policies that
would subject certain undocumented workers to
deportation. The Trump administration responded
with promises to withhold federal funding to cities
not in compliance with fede ral immigration policies,
prompting lawsuits from several ofthese cities. In
Apri l 2017, a federal judge in San Francisco ruled
that the administration's attempts to block federal
funding were unconstitutional.

THE SUPREME COURT
This decade saw the addition of two new justices to
the U.S. Supreme Court. In 2010 Justice Elena Kagan
was confirmed as the Court's fourth fema le justice,
following a nomination by President Obama. In 2016
Justice Antonin Scalia, who served on the Court for
29 years, died of natural causes. Nominated by
President Reagan in 1986 and confirmed by unanimous vote, Scalia was a somewhat controversial
figure at times. He held strong constructionist views
and left an undeniable impact on the Court.
The Court's vacancy was recently filled after a contentious and history-making confirmation heari ng.
Senate Democrats sought to filibuster President
Trump's nom ination of Neil Gorsuch to the Court,
but, despite these efforts, Gorsuch was confirmed
as the 10lst associate justice of the Supreme Court
on April 7, 2017.
This change to the makeup of the Court was not
the only topic of controversy this decade. On June

28, 2012, the Court upheld major provisions of the
hig hly debated Affordable Care Act. The narrow
5-4 majority decision was authored by Chief Justice
Roberts in what many considered to be a surprising
split from hisconservative views.
The very next year, the Court handed down another
controversial decision, striking down Section 4(b) of
the Voting Rights Act of 1965. The provision governed
which states were required to obtain authorization
from the federal government before implementing
changes to their voting rights laws. The Court ru led
that the formula, which was based on historical discrimination in voting practices, amounted to disparate
treatment of certain states based on outdated statistical information. Many leaders of the Democratic
Party expressed disappointment with the decision,
while Republicansapplauded the Court's protection
of states' rights. It took only hours for several of the
states previously bound under the Section 4(b)
requirements to announce changes to their state
voter identification laws.

THE ELECTION OF
DONALD TR UMP
The 2016 presidential election will go down as one
of the most divisive in American political history.
Trump's election prompted nationwide discussions
about the Electoral College process and voter identification laws. His fi rst 100 days in office resulted in
the confirmation of a new Supreme Court justice
and speculation that the federa l courts will become
more conservative under his administration.
Several of President Trump's executive orders have
sparked constitutional disputes involving issues of
immigration, presidential powers, and religious
freedoms. The American Bar Association (ABA)
has been vocal in its dismay for the president's
proposed budget, which seeks to eliminate funding
for the Lega l Services Corporation. The White
House recently announced that the ABA will no
longer be asked to evaluate potential nominees
to the federal bench.

C HANG ES AT THE TOP
The Bar has undergone leadership changes with
Mazzaferri's retirement as CEO after nearly 35 years
of service, and Cynthia Hill as chief programs officer
after nearly 27 years with the Bar. Disciplinary
Counsel Wallace E. 'Gene' Shipp has capped his
37-year career of helping attorneys to uphold their
professional responsibilities. In February, the Bar
welcomed Rebecca K. Troth as the new executive
director of the Pro Bono Center, bringing to th e Bar
her extensive experience in legal advocacy as well
as management.
Patrick McGlone started his tenure as the Bar's 46th
president for the 201 7- 18 term. As he shapes his
platform, McGlone says there are two significant

' ' I am hoping [the Bar] will
accomplish a new model
of engaging its members
and the entire D.C. Bar
community. I would like
to see attempts to engage
millennials and new
lawyers coming into the
profession. ' '
DARRELL G. MOTTLEY
D.C. Bar President, 2017-12

milestones that stand out in his mind. The fi rst is
the construction of the Bar's new headquarters,
which he calls "a tribute to the Bar's record of
accomplishment.'
The second is the development of the Pro Bono
Center. ' It has become a premier provider of civi I
legal services to the residents of D.C.," McGlone
says. 'It's a distinctive entity when you look at other
bars around the country. We have developed a
uniquely effective approach in marshalling pro
bo no services.'
Annamaria Steward, who wrapped up her year as
Bar president on June 14, reflected on the significance of the Bar's45th anniversary: 'I am in awe of
our major accomplishments and proud of our true
and unwavering commitment to improving the
profession and assisting the community.'
As the Bar prepares for the next decade, promoting
inclusion and engaging its nationa l and global
membership will remain key.
' I am hoping [the Bar] will accomplish a new model
of engaging its members and the entire DL Bar
community. I would like to see attempts to engage
millennialsand new lawyers coming into the profession,' says Darrell G. Mottley, principal shareholder at Banner and Witcoff who served as Bar
president from 2011 to 2012.

Erika Winston is a regular contributor to Washington
Lawyer.
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GLOBAL LEGAL PRACTICE TASK FORCE

MODERNIZING
RULE 46
The Gateway
for International
Lawyers
By Sarah Kellogg

- - - he globalization
of commerce has
transformed the
contours of the
legal profession,
as countries are
increasingly interconnected
through international treaties,
agreements, and structures
governing trade and the
marketplace -

the bread

and butter of the global
legal practice.
In the face of th is evolution,
state bars, including the D.C.
Bar, have looked for better
ways to serve their diverse
and far-flung memberships,
and to further open their
doors to foreign-educated
attorneys seeking credentials
and opportunities in
the United States.
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other routes under Rule 46; (2) by revising the list of
subjects that must be studied into specific courses,
while also allowing for electives; (3) and by allowing
any amount of the additional credits to be earned
through distance learning that the law school
certifies as complying with ABA distance education
standards.

Darrell G. Mottl,ey

With that in mind, the D.C. Bar Board of Governors
established the Global Legal Practice Task Force in
the fall of 2014 to explore issues arising from the
globalization of legal practice. The 20-member task
force is chaired by Darrell G. Mottley, principal shareholder at Banner &Witcoff, Ltd. and D.C. Bar president from 2011 to 2012. The Board of Governors
directed the Task Force to study and make recommendations about a number issues resulting from
globalization that have a significant impact on the
legal profession in the District of Columbia, the
United States, and the world at large.

"[The District of Columbia] is a very welcoming
place for foreign-educated lawyers." says Geoffrey
Klineberg, who oversaw the Task Force's work on
"inbound foreign lawyers" and is a partner at
Kellogg, Hansen, Todd, Figel & Frederick, P.L.L.C.
"The question is, can we do more and be even
more of a leader and a magnet, frankly, for foreigneducated lawyers who are interested in working
here? I think we can and should."
The Task Force's proposal is the product of phase
two of its work. Last year, the Board approved the
Task Force's first round of recommendations for
"outbound" D.C. Bar members, proposing the
expansion of networking opportunities here and
abroad as well as increased professional development offerings around the practice of international
and transnational law. D.C. Bar members practice
in 83 countries, and some 1,500 of the Bar's nearly
105,000 members live and work abroad.

Among the issues the Task Force examined is the
admission of foreign-educated attorneys to the
D.C. Bar, which is the focus of this article.

REEVALUATING BAR
ADMISSIONS
In June 2017 the Task Force released for public
comment a set of draft recommendations to
introduce innovative changes to the D.C. Court
of Appeals rule about bar admission of foreigneducated attorneys. This latest proposal recommends notable revisions to Rule 46, which governs
the admission of lawyers to practice in the District
of Columbia.
·we need to keep up with the times." says
Annamaria Steward, past president of the D.C. Bar
and associate dean of students at the University of
the District of Columbia David A. Clarke School of
Law. "The Global Legal Practice Task Force's recommendations reflect the importance of having more
flexibility in admissions to bring talented lawyers
educated in other countries to the United States
and to the D.C. Bar. We want them as members.
These are people who are a natural fit for us."
The Task Force recommends changes to the admissions criteria for foreign-educated individuals,
including those who graduated from law schools
not accredited by the American Bar Association,
in three key ways: (1) By reducing the number of
additional academic credit hours required from an
ABA-accredited law school for individuals to take
the bar exam or to become admitted by one of the

Annamaria Steward
Currently, foreign-educated lawyers and graduates
of non-ABA-accredited law schools can qualify
to take the Uniform Bar Examination (UBE) in the
District, provided they have completed at least 26
semester hours of study on the subjects tested on
the UBE in an ABA-approved law school. Foreigneducated lawyers and graduates of non-ABAaccredited law schools also must meet this criteria
if they seek admission by transfer of a UBE score to
the District, or admission based on their admission
to another U.S. jurisdiction and a qualifying
Multistate Bar Examination score.
Under existing Rule 46, a foreign-educated attorney
who has been a member in good standing of a U.S.
jurisdiction for at least five years may be admitted on
motion to the District of Columbia - neither additional education nor a degree from an ABA-accredited
law school is required. The Task Force did not propose
any changes to this part of the admissions rule.
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Along with the District of Columbia, a total of 36
U.S. jurisdictions allow foreign-educated lawyers
to become members of their bar through various
eligibility and admissions rules. The most visible
of the states is New York, which tests more foreigneducated applicants than any other U.S. jurisdiction:
an average of over 4,600 individuals annually
between 2010 and 2016.
"I don't think we'll ever compete with New York
in terms of the financial industry and the foreign
lawyers who need to practice in New York for that
reason." says Klineberg. "The kinds of law we do
here in [the District] are unique in some ways and
different from any other part of the country. We
do see ourselves as having a special obligation in
that respect.•

PROPOSED RULES
CHANGES
The Global Legal Practice Task Force is recommending that the requirement in Rule 46- that
graduates from non-ABA-accredited law schools and
foreign-educated individuals take at least 26 credit
hours of additional education - be reduced to 24
credit hours. Many other jurisdictions require some
other amount of additional legal education. Nine,
including New York, require 24 credit hours for at
least some foreign-educated applicants. The reduction in credit hours can translate into the ability of
foreign-educated lawyers to complete their additional education in the equivalent of one academic
year. By contrast, the existing requirement of 26
credit hours has proved an impediment to some
foreign-educated individuals who seek admission in
the District because of the added expense required
to complete the additional coursework.
"What we're identifying are areas where there are
inconsistencies in our approach, where someone
could qualify in one jurisdiction but cannot qualify
in ours." says Mottley. "We were looking for ways
to harmonize our rules a bit better to see if we can
improve things in D.C
A second recommended rule change would revise
the types of courses that foreign-educated lawyers
would need to complete to qualify for admission.
The change would allow foreign lawyers to fulfill
half of their 24-credit hour requirement by taking
specific subjects, including courses in U.S. constitutional law; civil procedure; professional responsibility; U.S. legal institutions; and legal research,
analysis, and writing. The other half would be filled
by electives of the applicant's choice.
The third rule change recommendation is a farreaching modification. If adopted, the District of
Columbia would be the first jurisdiction in the
nation to specifically allow the use of distance education to complete the additional coursework from
an ABA-accredited law school, provided the law
school certifies that its distance education methods
comply with ABA education standards.

Geoffrey M. Klineberg

A number of ABA-accredited law schools nationally
offer advanced law degree programs on line that
are specifically developed for foreign-educated
attorneys. Although the ABA education standards
apply to J.D. programs only, and not to advanced
law degree programs, the standards provide a
benchmark of quality. The Task Force believes that
online courses should be acceptable if the law
school certifies that the course meets the ABA
distance education standards.
"We're relying on the ABA accreditation of law
schools and their distance learning programs to
ensure that students are qualified to take the exam,"
says Mottley. "That's why we talked to law schools
to see how they crafted the curriculum to deal with
bar exams."
The Task Force has published its recommendations
for public comment, and is expecting to review the
comments this fall. After its assessment, the Task
Force can choose to further modify its recommendations or leave them unchanged. After the Task Force
submits its final report and recommendations to the
Board of Governors, the Board will decide whether to
transmit the proposed rule changes to the D.C. Court
of Appeals for its consideration. The D.C. Court of
Appeals has the sole authority to adopt any changes
to the admissions rule.
The Task Force's proposed changes aren't expected
to affect the court's decision from February 2016 to
adopt the UBE as the District of Columbia's bar
examination, a move designed to streamline operations and provide more opportunities for prospective attorneys. The UBE was first administered in the
District in July 2016. By 2018, a total of 28 jurisdictions will be administering the UBE.

AN OPPORTUNITY
TO LEAD
In some regions of the world, admission to
a U.S. jurisdiction is a highly-regarded professional credential. Many foreign-educated
lawyers end up returning to their home
countries to work or joining multinational
firms with offices around the globe.

"The kinds of
law we do here in
[the District]
are
.
unique zn some
ways and different
from any other
part of the country.
We do see ourselves
as having a special
obligation in that
respect."
GEOFFREY M. KLINEBERG

German
"People out there are very interested in the D.C. Bar,
regardless of whether they're in the United States
or practicing abroad," says D.C. Bar President-Elect
Esther H. Lim, a partner at Fara bow, Garrett &
Dunner LLP, who oversaw the Task Force's work and
recommendations. "I believe that they'll serve as an
excellent resource for U.S. attorneys to reach out to
for advice and counsel. They will bring back their
knowledge and experience and understanding
of U.S. procedure and laws to their home countries.
We will be sharing our system of the rule of law and
it will have a positive influence."
Major attitude shifts in the U.S. legal system, and
the extent and intensity of globalization in the last
decade, have prompted many to look for opportunities to remove impediments to cross-border legal
practices.
"It really is an opportunity to lead, not only the bars
in the United States but also internationally," says
Lim of the D.C. Bar's efforts over the last three years.
"We can have a very wide footprint. As globalization
becomes increasingly prevalent and the scope of
international practices grows, the opportunities and
the challenges become greater for the Bar."
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ALISA S. ABBOTT
Attorney

Alisa Abbott represents clients in all
facets of design patent procurement,
prosecution, and intellectual property
counseling. Her practice includes evaluating and securing design patent protection of a broad range of sophisticated technologies. Ms. Abbott has extensive experience advising on claims regarding portable and wearable electronic devices, home entertainment devices and systems, home appliances,
construction materials, medical equipment, packaging, and static, animated and transitional graphical user interfaces and icons. Ms. Abbott assists clients at each level of design patent
prosecution, ensuring thorough and efficient claim protection.

Office
1100 13th Street, NW
Suite 1200
Washington, DC 20005-4051
T 202.824.3000
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aabbott@bannerwitcoff.com
Education
B.A. 2009, University of Virginia
J.D. 2013, Washington & Lee
Bar Admissions
2014, Virginia
2018, District of Columbia
Court Admissions
Supreme Court of Virginia

Ms. Abbott draws on several years of intellectual property and design patent experience. Prior to joining Banner & Witcoff, she practiced at a boutique intellectual property firm advising one of the world’s largest electronics manufacturers on both foreign and domestic design procurement and
prosecution.
Ms. Abbott has written articles addressing issues related to design patent
rights, including co-authoring a chapter entitled “Protecting and Enforcing
Design Rights in the United States” for World Trademark Review‘s Designs: A Global Guide 2018.
Ms. Abbott graduated from the University of Virginia with a Bachelor of Arts
degree, double-majoring in American Studies and Religious Studies. During her undergraduate career, she was an executive board member of the
largest student-service organization on grounds. She earned her J.D. from
Washington & Lee University, focusing the majority of her practicum-based
studies on intellectual property coursework. Throughout law school, Ms.
Abbott was actively involved in community service. As a third-year law student, she served as president of the Women’s Law Student Organization,
as well as a court appointed special advocate. Upon graduation, Ms. Abbott received recognition for exceptional law-related service.
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PHILLIP ARTICOLA
Attorney

Phil Articola has more than 20 years of
experience as a patent attorney, with an
emphasis in patent prosecution, primarily in the telecommunications and computer industries. He has written hundreds of patent applications and prosecuted thousands of patent applications
before the U.S. Patent and Trademark
Office (PTO). Mr. Articola also has experience in trademark application filing
and prosecution before the PTO.
Mr. Articola has written more than 30 articles on various aspects of patent
prosecution. He has written about important patent decisions of the Court
of Appeals for the Federal Circuit and the Supreme Court, including several
articles regarding the Alice v. CLS Bank decision. He has also written an
article on the Confederate Patent Office and the Stonewall Jackson patent.
Mr. Articola is a member of the Maryland bar and the D.C. bar.
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1994, Maryland
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KATIE L. BECKER
Attorney

Katie Becker enjoys practicing in many
areas of intellectual property law. Katie
currently concentrates on patent litigation, prosecution and counseling in
chemical matters, in addition to litigation and counseling in trademark and
trade dress matters. She has wide
range of litigation experience, representing smaller companies as well as
Fortune 500 companies in patent,
trademark and trade dress disputes relating to a variety of technologies and
products. Katie also represents clients in inter partes review and other post
–issuance proceedings before the Patent Trial and Appeal Board. She is
part of a team representing one of the world’s largest food and beverage
companies.
Katie was awarded her J.D. degree and a certificate in intellectual property
law from Chicago-Kent College of Law. There, she was an associate editor
for the Chicago-Kent Journal of Intellectual Property. She was involved as
well with the Intellectual Property Law Society, the Chicago Bar Association, the American Bar Association, and the Institute of Food Technologists.
During her time at Chicago-Kent, Katie was a law clerk at PepsiCo, Inc.,
assisting in-house counsel on intellectual property-related matters. Additionally, she participated in the Chicago-Kent IP-Patent Clinic and received
a grant from the Department of Energy for her research on the effects of incidence and impacts of nanotechnology patents.

Office
Ten South Wacker Drive
Suite 3000
Chicago, IL 60606-7407
T 312.463.5000
F 312.463.5001
kbecker@bannerwitcoff.com
Education
B.S. 2003, University of Wisconsin
J.D. 2007, Chicago - Kent College of Law
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2007, Illinois
Court Admissions
Supreme Court of Illinois
U.S. Court of Appeals for the
Federal Circuit
U.S. District Court for the Northern District of Illinois
U.S. District Court for the Eastern District of Wisconsin
U.S. Patent and Trademark Office

Katie earned a Bachelor’s of Science degree in Food Science and a certificate in business at the University of Wisconsin-Madison. As an undergraduate, Katie performed research in food bacteriology. She evaluated the capabilities of bacteria contamination testing methodologies. The results of
her research were published in theJournal of Food Protection and the Journal of Food Safety.
In 2014 and 2015, Katie was named an Illinois Super Lawyers’ Rising Star
in intellectual property. The Super Lawyers lists represent the top 5 percent
of attorneys in each state. She also serves as a an Adjunct Professor at
Northwestern University College of Law teaching a course in Patent Office
Trials.
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MATTHEW P. BECKER
Attorney

Matt Becker focuses his practice on litigating of patent, copyright, and trademark disputes. Matt has successfully
represented plaintiffs and defendants in
numerous patent litigations as lead and
co-counsel in a wide range of technologies.
Each year from 2013-2018, Matt was
named an Illinois Super Lawyers in Intellectual Property Litigation after being
named a Rising Star from 2008-2012.
The Super Lawyers list represents the top 5% of in Illinois as chosen
through a peer balloting process and through the independent research of
Thomson Reuters. Since 2016, Matt has yearly been named in the list of
Leading Lawyers by the Leading Lawyer Network.
Matt’s litigation accomplishments include:

• Obtaining favorable verdicts in patent infringement jury and
bench trials
• Obtaining summary judgments of non-infringement and invalidity
in patent infringement actions
• Obtaining preliminary injunctions in patent infringement cases
• Preserving favorable judgments on appeal
Examples of published decisions from cases on which Matt has worked include:

• Integra Lifesciences Corp. v. Hyperbranch Medical Technology,
Inc., 15-819-LPS (D. Del.) (patent litigation involving medical devices).
• Ficep Corp. v. Voortman USA Corp., Civ. No. MJG-13-0429,
2017 WL 480753 (D. Md. Feb. 6, 2017) (decision on summary
judgment motions in patent litigation involving steel fabricating
process).
• Mouldtec, Inc. v. Pagter & Partners Int’l, No. 12-c-4249, 2015 WL
5755522 (Sept. 29, 2015) (granting summary judgment of noninfringement in declaratory judgment action).
• RMDI v. Remington Arms Company, Inc. et al., 2:10-cv-00029TS-DN (D. Utah Jan. 18, 2012) (obtaining summary judgment of
invalidity)
• In re Certain Toner Cartridges and Components Thereof, Inv. No.
337-TA-740 (U.S.I.T.C. Sept. 27, 2011) (obtaining determination
of violation of Section 337 and issuance of general exclusion order).
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• Zamora Radio LLC v. Pandora Media, Inc., 758 F.Supp.2d 1258
(S.D. Fla. 2010) (obtaining summary judgment of noninfringement).
• Kimberly-Clark Worldwide, Inc. v. First Quality Baby Products,
LLC, 2010 WL 2025100 (E.D. Wis. May 20, 2010) (obtaining preliminary injunction on four process patents).
• MOAEC, Inc. v. Pandora Media, Inc., 607 F.Supp.2d 980 (W.D.
Wis. 2009) (obtaining summary judgment of noninfringement).
• Static Control Components Inc. v. Lexmark Int’l Inc., 615
F.Supp.2d 575 (E.D. Ky. 2009).
• Pitney Bowes, Inc. v. Kern Int’l Inc., 239 F.R.D. 62 (D. Conn.
2006).
• PNA Construction Techs., Inc. v. McTech Group Inc. et al, No.
1:05-CV-1753-WSD, 2006 WL 304052 (N.D. Ga. 2006) (obtaining preliminary injunction).
• Automotive Tech. Int’l v. BMW of North America, Inc. et al, 378
F.Supp.2d 780 (E.D.Mich.2005) (obtaining summary judgment of
invalidity).
• Lisle Corp. v. AJ Mfg. Inc., 289 F.Supp.2d 1048 (N.D. Ill. 2003)
aff’d 398 F.3d 1306 (Fed. Cir. 2005) (affirming summary judgment of infringement and denial of JMOL following jury trial on invalidity).
• Benedict v. General Motors Corp., 184 F.Supp.2d 1197 (N.D.
Fla. 2002) (obtaining summary judgment of invalidity).
• John Donovan Enterprises-FL, Inc. v. Allied Plastics, Inc. 3:00cv-00272 (W.D. Wisc.) (jury found patent infringed and awarded
damages).
• Allied Tube and Conduit Corp. v. John Maneely Co., 125
F.Supp.2d 987 (D. Ariz. 2000) (obtaining preliminary injunction).
• Whatley v. Nike Inc., 54 U.S.P.Q.2d 1124 (D. Or. 2000).
• Lampi Corp. v. American Power Prods. Inc., 52 USPQ2d 1733
(N.D. Ill. 1999) aff’d in part 228 F.3d 1365 (Fed. Cir. 2000) (affirming findings of noninfringement following bench trial).
• Aero Industries Inc. v. John Donovan Enterprises-Florida Inc., 80
F.Supp.2d 963 (S.D. Ind. 1999) (obtaining preliminary injunction).
Matt graduated, with distinction, from Purdue University in 1995, earning a
B.S. degree in Chemical Engineering while in the Honors Program. Matt
was also inducted into the Tau Beta Pi Engineering Honor Society. In 1998,
Matt earned his law degree from Northwestern University School of Law.
Matt is a registered patent attorney and is admitted and to practice in Illinois and numerous federal district courts.
Matt practices in the Chicago office of Banner & Witcoff, Ltd.
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JOSEPH J. BERGHAMMER
Attorney

Joe Berghammer assists clients in
achieving their business goals through
creative intellectual property solutions. In
his prosecution practice, Joe Berghammer assists clients in obtaining, maintaining and registering patents, trademarks
and copyrights. Mr. Berghammer has assisted numerous Fortune 100 companies
in developing and augmenting their patent programs through the successful
use of incentive programs and invention
harvesting sessions. Mr. Berghammer
often utilizes creative prosecution strategies for achieving clients’ business
goals. These strategies include the use
of early pre-grant publication procedures
to obtain patent rights within as little as thirty days, maintaining continuing
prosecution for important inventions, and devising strategies to limit clients’
costs in creating and managing their patent and trademark portfolios. Mr.
Berghammer has extensive experience in the chemical, mechanical, electrical, and business method arts.
In his counseling practice, Mr. Berghammer assists clients in the successful launch of new products, the analysis and navigation of competitive intellectual property threats and the development of strong intellectual property
programs. Mr. Berghammer also assists clients in the assessment and acquisition of intellectual property (including the due diligence related thereto)
and in the valuation of internal and external intellectual property.
In his litigation practice, Mr. Berghammer has been successful before juries
and Judges. Mr. Berghammer has seized the goods of infringers, obtained
preliminary injunctions and succeeded in full trial of damages and permanent injunction. Mr. Berghammer also is adept at utilizing litigation to
achieve clients’ business goals prior to the incursion of costs associated
with full litigation. Joe believes in strong and simple presentations of facts
and law and the utilization of technology to simplify issues. Mr. Berghammer also assists clients in “right-sizing” their litigation to achieve their business goals.
Joe Berghammer is an adjunct professor in intellectual property litigation at
the Northwestern Law School and previously served as an adjunct professor in intellectual property litigation at the Georgetown Law Center. He is a
former Chair of the Board of Directors of the Wisconsin Bar Association Intellectual Property Law Section and is a founding member of the Intellectual Property Academy. He is listed as a leader in intellectual property law in
the 2015 edition of Best Lawyers in America.
Mr. Berghammer has authored numerous articles and spoken broadly on
intellectual property issues, including:

• “Creative Litigation Strategies—Winning Before the Race Has
Begun,”
• “False Patent Marking Cases Become the New Craze” from The
IP Strategist;
• “IP Rights in 30 Days” from IP Law & Business,
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• “Bilski v. Kappos: Business Methods Still Patentable After All
These Years” from Landslide,
• “Understanding False Patent Marking in Packaging” from Packaging Digest,
• “Taking Products to Market: Key Preliminary Legal Steps,”
• “Adopting a ‘Mustard Seed’ Strategy” in developing patent portfolios from Grocery Manufacturers of America’s Forum,
• “Opinions of Counsel—Emerging Business and Legal Issues,”
• “The New (Electronic) Street for Counterfeiting” from the Intellectual Property Counselor,
• “Valuation and Due Diligence in Acquiring Intellectual Assets,”
• “International Patent Protection.”
Mr. Berghammer earned his B.S. degree in Chemical Engineering from the
Massachusetts Institute of Technology, where he was awarded the Ford
Foundation Scholarship for graduating as the top student in his class. Mr.
Berghammer earned his J.D. degree from the Yale Law School, where he
was the managing editor of the Yale Journal on Regulation. Upon graduation from Law School, Mr. Berghammer was a law clerk to Honorable Federal District Court Judge Terence Evans in the Eastern District of Wisconsin.
Mr. Berghammer practices in the Chicago office of Banner & Witcoff, Ltd.

Banner & Witcoff, Ltd. ©2016 | Printed 02/22/2018 | www.bannerwitcoff.com

JORDAN N. BODNER
Attorney

Jordan Bodner has extensive experience
in all phases of writing and prosecuting
complex patent applications in a variety
of technical fields including telecommunications, e-commerce, internet-related
technology, semiconductors, signal processing, and electro-mechanical devices.
Mr. Bodner also regularly provides counseling regarding patent infringement risks
and how to reduce such risks, and has
represented clients in patent litigation including actions before the International Trade Commission. He presently
works with a spectrum of clients ranging from large corporations to individual inventors.
In his previous career, Mr. Bodner worked as an electrical and systems engineer for IBM, Loral Corporation, and Lockheed-Martin Corporation. He
has substantial experience in designing and installing large computer systems and networks for customers such as the United States Air Force.
Mr. Bodner has a Bachelor of Science degree in Electrical Engineering
from Washington University, a Master of Science degree in Electrical Engineering from the University of Colorado, and a Juris Doctor from George
Mason University.
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He is admitted to the bars of the District of Columbia, the Commonwealth
of Virginia, and the State of North Carolina. Mr. Bodner is also registered to
practice before the U.S. Patent and Trademark Office. He is a member of
the American Bar Association as well as the American Intellectual Property
Law Association.
Mr. Bodner practices in the Washington, DC office of Banner & Witcoff, Ltd.
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JEFFREY CHANG
Attorney

Jeffrey Chang focuses his practice on
patent procurement, opinions, counseling, and post-issuance proceedings. He
has experience in many technical areas,
including medical imaging and devices,
wireless communications, television, autonomous vehicles, software and data
security, Internet, and financial services.
Mr. Chang represents universities and
businesses ranging from small startups
to Fortune 500 companies.
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Mr. Chang has prepared and prosecuted hundreds of utility patent applications in the U.S. and around the world. He specializes in obtaining high
quality patent claims designed to read on targeted products yet withstand
invalidity attacks. Mr. Chang has worked directly with technical experts to
reverse engineer products for enforcement and prosecution efforts. Mr.
Chang has also represented clients in patent litigation, and his litigation experience helps guide his patent procurement practice.

Bar Admissions
2013, Virginia
2014, District of Columbia

Mr. Chang maintains a post-issuance practice, with experience in reexamination and reissue proceedings. He also maintains a client counseling and
due diligence practice. He has drafted invalidity and non-infringement opinions, and performed due diligence for patents being acquired or licensed.

Education
B.S. 2009, University of Minnesota
J.D. 2013, George Washington
University

Court Admissions
U.S. Patent and Trademark Office
U.S. District Court for the Eastern District of Virginia
Supreme Court of Virginia

Mr. Chang also has significant experience in the field of industrial designs,
helping clients procure numerous design patents in the U.S. and around
the world. He also co-authored an amicus brief in the U.S. Supreme Court,
assisting a group of industrial designers advocate for strong design patent
laws.
Mr. Chang earned a B.S. in Electrical Engineering, summa cum laude, with
a minor in statistics from the University of Minnesota. He earned a J.D.,
with honors, from the George Washington University Law School, where he
was a member of the American Intellectual Property Law Association
(AIPLA) Quarterly Journal. At graduation, Mr. Chang was awarded the
ABA/BNA Award for excellence in the study of intellectual property law.
While attending law school, Mr. Chang worked during the day as a full time
law clerk at Banner & Witcoff and before that as a patent examiner at the
U.S. Patent and Trademark Office. At the USPTO, he examined medical
device applications, including endoscopes, medical imaging, surgical instruments, and robotic surgery.
Mr. Chang practices in the Washington, D.C., office of Banner & Witcoff,
Ltd.
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MARC S. COOPERMAN
Attorney

Marc Cooperman’s practice focuses on
intellectual property litigation. He has
successfully tried numerous patent,
trademark and copyright cases in courts
around the country, and handled many
proceedings at the PTAB and TTAB.
Marc has also assisted clients with resolving disputes through various forms of
alternative dispute resolution. He has
been involved in the enforcement and
defense of intellectual property rights for
software, commercial manufacturing, consumer products, toy, textile and
paper, medical products, transportation and other technologies. Some examples of published decisions from cases on which Marc has worked include:

• Ficep Corporation v. Voortman USA Corp., 2017 WL 480753 (D.
MD 2017)
• YETI Coolers, LLC v. RTIC Coolers, LLC, 2016 WL 6916944
(W.D.TX 2016)
• Kimberly-Clark Worldwide Inc. v. First Quality Baby Products
LLC, 2015 WL 1582368 (E.D.WI 2015)
• McAirlaids, Inc. v. Kimberly-Clark Corp., 2014 WL 904717
(W.D.Va 2014)
• Kimberly-Clark Worldwide v. First Quality Baby Products, 2013
WL 3397871 (M.D.Pa 2013)
• Kimberly-Clark Worldwide. v. First Quality Baby Products, 2011
WL 2161072 (Fed. Cir. 2011)
• Synventive Molding Solutions, Inc. v. Husky Injection Molding
Systems, 2009 WL 3172740 (D.Vt. Oct. 1, 2009)
• First Quality Baby Prods., LLC v. Kimberly-Clark Worldwide, Inc.,
No. 09-0354, 2009 WL 1675088 (M.D. Pa. June 15, 2009)
• Arquest, Inc. v. Kimberly-Clark Worldwide, Inc., 89 USPQ2D
1751 (S.D.N.Y. 2008)
• Greenstreak Group, Inc. v. PNA Construction Technologies, Inc.,
251 F.R.D. 390 (E.D. Mo. 2008)
• Tyco Healthcare Retail Services AG v. Kimberly-Clark Corp., 480
F.Supp.2d 810 (E.D.Pa. 2007)
• Kimberly-Clark Corp. v. Tyco Healthcare Retail Group, 456
F.Supp.2d 998 (E.D.Wis. 2006)
• Outside Box Innovations, LLC v. Travel Caddy, Inc., 455
F.Supp.2d 1374 (N.D. Ga. 2006)
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• P.N.A. Const. Technologies, Inc. v. McTech Group, Inc., 414
F.Supp.2d 1228 (N.D.Ga. 2006)
• Peaceable Planet Inc. v. Ty Inc., 362 F.3d 986 (7th Cir. 2004)
• National Steel Car, Ltd. v. Canadian Pacific Railway, Ltd., 357
F.3d 1319 (Fed.Cir. 2004)
• Shen Wei (USA) Inc. v. Kimberly-Clark Corp., 64 USPQ2d 1528
(DC NIll 2002)
• Allied Tube v. John Maneely Co., 57 USPQ2d 1329 (D. Ariz
2000)
• Aero Industries v. John Donovan Enterprises, 53 USPQ2d 1547
(S.D.Ind.1999)
• Imperial Toy Corp. v. Ty, Inc., 48 USPQ2d 1299 (N.D.III. 1998)
• Nike, Inc. v. Wal-Mart Stores, 46 USPQ2d 1001 (Fed.Cir.1998)
Marc frequently speaks and writes about intellectual property litigation. He
is an adjunct professor at Northwestern Law School in Chicago and previously taught at Georgetown University Law School in Washington, D.C.,
where he has focused on courses in intellectual property litigation. Marc is
also a visiting professor at the University of Illinois Law School where he
has co-taught a course on the fundamentals of legal practice and client service. Marc is a contributing author to the book, “Intellectual Property Law &
Interactive Media,” published by Peter Lang Publishing Inc. Marc has been
a contributing editor to the Federal Circuit Bar Journal. He has also written
a regular column on intellectual property issues affecting the toy industry
for Playthings magazine. Marc is a past National Chair of the Saul Lefkowitz Moot Court Competition, put on by the International Trademark Association. He also has participated as a facilitator for the Illinois Supreme Court
Committee on Professionalism law school program. He is admitted to practice in numerous Federal Courts and the Patent and Trademark Office.
Marc has a Bachelor of Science in Mechanical Engineering (1986) and a
Juris Doctor (1989), both from the University of Illinois.
Marc has been featured in several magazines, including a Chicago Daily
Law Bulletin article when he became managing partner of the firm at age
34. Marc was featured in Illinois Super Lawyers in 2018 and as a “Notable
Practitioner” in the Intellectual Property – Illinois section of Chambers &
Partners USA 2017. Marc was recognized by clients in Managing Intellectual Property’s 2017 edition of IP Stars as “a very polished and seasoned
IP practitioner,” who also said that “his work product is always excellent.”
He was also recognized in Euromoney’s “Guide to the World’s Leading Patent Law Practitioners” and The National Law Journal‘s “Top Rated Lawyers in the Midwest” in 2017. He is AV Peer Review Rated by the LexisNexis Martindale-Hubbell Ratings, and was named to the 2017 Legal
Leaders: Fall Litigation edition of “Top Rated Lawyers.”
Marc Cooperman practices in the Chicago office of Banner & Witcoff, Ltd.
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ROSS A. DANNENBERG
Attorney

Ross Dannenberg handles a widerange of intellectual property issues,
with experience in Internet, video
game, telecommunications, and computer software-related issues. With a
background in computer science, Ross
has prepared and prosecuted hundreds of patent applications in a variety
of technical fields, and has been involved in numerous patent, copyright,
and trademark enforcement lawsuits.
He has considerable experience with
intellectual property protection of video games, including patent, trademark
and copyright protection, copyright clearance, licensing, and enforcement
of intellectual property rights.
Mr. Dannenberg earned his Bachelor of Science degree in Computer Science from the Georgia Institute of Technology in 1994, and earned his private pilot’s license in 1999. Between his undergraduate studies and law
school, Mr. Dannenberg was an Information Systems Manager for Carnival
Cruise Lines, where he was responsible for all facets of computer and network use, training, and administration aboard a cruise ship. He earned his
Juris Doctor from The George Washington University Law School in 2000,
where he was a member of The Environmental Lawyer legal journal.
“Experienced in all facets of computer science, Ross has carved a
niche in the video gaming world, setting high scores with his work,
even when faced with fiendish levels of difficulty.” – IAM Patent 1000
Mr. Dannenberg is the founder and editor-in-chief of the PatentArcade.com
legal blog, is the editor and a contributor to The American Bar Association’s
Legal Guide to Video Game Development (2nd Ed., 2016; 1st Ed., 2011),
and is an editor of Computer Games and Virtual Worlds: A New Frontier in
Intellectual Property Law, published by the ABA IP Section in 2010. Mr.
Dannenberg serves on the Editorial Board for the Interactive Entertainment
Law Review (IELR), is a founding member of the Video Game Bar Association, and was the founding Chair of the American Bar Association’s (ABA)
IP Section Committee on Computer Games and Virtual Worlds. Mr. Dannenberg is a Lifetime Fellow of the American Bar Foundation, and is an adjunct copyrights professor at George Mason University School of Law.

Office
1100 13th Street, NW
Suite 1200
Washington, DC 20005-4051
T 202.824.3000
F 202.824.3001
rdannenberg@bannerwitcoff.com
Education
B.S. 1994, Georgia Institute of
Technology
J.D. 2000, George Washington
University
Bar Admissions
2000, Virginia
2001, District of Columbia
Court Admissions
U.S. Supreme Court
U.S. Court of Appeals for the
Federal Circuit
Supreme Court of Virginia
U.S. Court of Appeals for the
Fourth Circuit
U.S. District Court for the Eastern District of Virginia
U.S. Patent and Trademark Office

Mr. Dannenberg has been named to Washington D.C. Super
Lawyers and Managing Intellectual Property’s IP Stars since 2013. Mr.
Dannenberg was recognized for his work in patent prosecution in the 2017
edition of IAM Patent 1000.
Mr. Dannenberg’s representative clients include multinational software, networking, and telecommunications companies, multiple video game companies having user bases of over 20 million users, video game developers
and publishers of various sizes, and emerging technology companies.
Mr. Dannenberg practices in the firm’s Washington, D.C. office.
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JOSHUA L. DAVENPORT
Attorney

Joshua Davenport represents clients in a
variety of intellectual property matters, including patent prosecution, litigation, and
counseling.
Mr. Davenport earned a B.S. in Electrical
Engineering, cum laude, from the University of Alabama, and a J.D. from the University of Alabama School of Law. While
in law school, Mr. Davenport interned
with a law firm handling patent portfolios
and providing intellectual property counsel for a wide variety of clients ranging from Fortune 500 companies to individual inventors. He was also served as a member on the University of Alabama School of Law’s Campbell Moot Court Board. Mr. Davenport was
awarded Best Brief, Best Oral Argument, and Best Overall in the Southeastern Lefkowitz Moot Court Tournament, and he advanced to the national finals as a member of the Intellectual Property Moot Court Team.

Office
1100 13th Street, NW
Suite 1200
Washington, DC 20005-4051
T 202.824.3000
F 202.824.3001
jdavenport@bannerwitcoff.com
Education
B.S.E.E. 2010, University of Alabama
J.D. 2014, University of Alabama
Bar Admissions
2014, Virginia
2016, District of Columbia
Court Admissions
U.S. Patent and Trademark Office

Prior to law school, Mr. Davenport worked for ADTRAN as a Design Engineer, with experience both in hardware and software. He helped to design
carrier routing equipment now used by multiple Internet Service Providers
to interconnect multiple types of communication, increase bandwidth in
their pipelines, and implement the transition into IPv6.
Mr. Davenport practices in the Washington, D.C., office of Banner &
Witcoff, Ltd.
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KIMBERLY S. DEVINE
Attorney

Kim Devine’s practice includes a variety
of intellectual property areas, including
patent prosecution as well as litigation
involving patent, trademark, and trade
dress disputes. Her patent practice involves a wide range of fields, including
matters related to mechanical and electrical devices, design patents, athletic
equipment, graphical user interfaces,
and software.
Kim graduated cum laude from Northwestern University School of Law. She was an associate editor for Northwestern University Law Review. She also gained valuable litigation experience working in the MacArthur Justice Center Civil Rights Litigation Clinic.

Office
Ten South Wacker Drive
Suite 3000
Chicago, IL 60606-7407
T 312.463.5000
F 312.463.5001
kdevine@bannerwitcoff.com
Education
B.S.E.E., 2009, summa cum
laude, Valparaiso University
J.D., 2016, cum laude, Northwestern University
Bar Admissions
2016, Illinois

Prior to joining Banner & Witcoff, she worked as a systems engineer for
Raytheon on missile defense systems. Kim earned her Bachelor of Science
in Electrical Engineering, summa cum laude, from Valparaiso University.
Kim practices in the Chicago office of Banner & Witcoff, Ltd.
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AZUKA C. DIKE
Attorney

Azuka Dike’s practice focuses on a
range of intellectual property matters,
with an emphasis on patent infringement
litigation, patent prosecution, patent
monetization, and opinion counseling.
Azuka has significant experience in an
expansive range of fields, including computer hardware and software, business
methods, design patents, and mechanical devices. He also has a significant
post-issuance practice, including IPRs,
and has won several appeals before the Patent Trial and Appeal Board.
Azuka has litigated several high-technology cases, including ones related
to insurance products, streaming Internet services, personal-care products,
compact electronic ballasts, among others. Furthermore, Azuka has substantial experience in performing several large-scale due diligence projects
in anticipation of patent litigation, and has represented clients in critical aspects of litigation, including pre-trial discovery and motion practice. He also
has experience litigating trademark infringement, unfair competition, and
copyright infringement claims.

Office
Ten South Wacker Drive
Suite 3000
Chicago, IL 60606-7407
T 312.463.5000
F 312.463.5001
adike@bannerwitcoff.com
Education
B.S. 2006, Washington University
J.D. 2010, Northwestern University
Bar Admissions
2010, Illinois
Court Admissions
U.S. Patent and Trademark Office
U.S. District Court for the Northern District of Illinois
Supreme Court of Illinois

Azuka earned his undergraduate degree in Computer Engineering and Finance from Washington University in St. Louis in 2006. He was awarded
his J.D. degree from Northwestern University School of Law in 2010, where
he was an editor for the Journal of Technology & Intellectual Property.
Azuka currently serves as the Chairman of his firm’s Diversity Committee,
and also serves as Vice Chair of the Alternative Dispute Resolution Committee for the IP Division of the American Bar Association. Azuka has been
recognized for his practice in intellectual property litigation in Illinois Super
Lawyers’ Rising Stars each year since 2016.
Azuka’s singular goal is to provide high-quality, cost-effective legal services
to the firm’s clients while maintaining the highest standards of professionalism and ethics.
Azuka practices in the Chicago office of Banner & Witcoff, Ltd.

Banner & Witcoff, Ltd. ©2016 | Printed 02/22/2018 | www.bannerwitcoff.com

LOUIS DISANTO
Attorney

Louis DiSanto assists clients in developing and leveraging intellectual property
portfolios to achieve their business goals.
He applies a value-added approach to
help clients obtain complementary intellectual property assets and to strategically use their portfolios to earn competitive
advantages in the marketplace. Louis
represents category leaders and wellknown brand owners in litigation, prosecution, and counseling matters. His matters involve diverse subjects and technologies that span the chemical, mechanical, electrical, and business method arts.

Office
Ten South Wacker Drive
Suite 3000
Chicago, IL 60606-7407
T 312.463.5000
F 312.463.5001
ldisanto@bannerwitcoff.com

In his litigation and enforcement practice, Louis has served as lead counsel
in complex intellectual property cases. He recently earned summary judgment of patent non-infringement and affirmance of the judgment by precedential opinion of the U.S. Court of Appeals for the Federal Circuit. The win
was featured in Law360 and Bloomberg BNA. Louis also represents brand
owners in trademark and trade dress actions in court and other forums to
maintain brand integrity and defend their goodwill. He has also led multiple
trade secret litigations on behalf of both plaintiffs and defendants. Louis believes that litigation and enforcement actions should be right-sized and tailored to achieve defined business goals.

Court Admissions
Supreme Court of Illinois
U.S. Circuit Court of Appeals for
the Federal Circuit
U.S. District Court for the Northern District of Illinois

Louis regularly counsels clients on steps to avoid litigation. He assists clients in the successful launch of new products and new brands by providing
analysis and navigation of competitive intellectual property threats. Louis
believes that most disputes should be avoided through adoption of best
practices for due diligence and intellectual property clearance. He also believes that the best defense includes a strong offensive capability based on
the client’s own intellectual property portfolio.
In his prosecution and portfolio counseling practice, Louis assists clients in
obtaining and maintaining utility patents, design patents, trademarks, trade
dress, copyrights, and trade secrets that yield tangible competitive advantages. His counseling practice includes transactional work on valuating,
acquiring, and licensing intellectual property rights. Louis believes that intellectual property assets must provide a return on investment and that cost
management is a critical aspect of maintaining a portfolio that yields value.
He is skilled at devising strategies to obtain a full spectrum of complementary intellectual property assets while limiting clients’ costs in creating and
managing their portfolios.
Louis’s practice also includes pro bono representation of low-income families in court. Since 2005, he has worked with the Lawyers’ Committee for
Better Housing’s (LCBH) to provide low-income families with legal representation to defend against wrongful evictions and otherwise navigate the
eviction court system. LCBH honored Louis as the recipient of the “Volunteer Attorney of the Year Award” for his dedication and value as a volunteer
attorney. Currently, he serves on the board of directors of LCBH.
Exemplary Litigations

• Sloan Valve Co. v. Sloan Indus., LLC, No. 1:17-CV-4496 (N.D.
Ill.) (lead counsel in successful enforcement of flagship trademarks)

Education
B.S. ChE. 1999, Michigan State
University
J.D. 2005, University of Illinois
Bar Admissions
2005, Illinois

• Phil-Insul Corp. v. Airlite Plastics Co., No. 8:12-CV-151, 201 WL
5107131 (D. Neb. Mar. 2, 2016), aff’d, 854 F.3d 1344 (Fed. Cir.
2017) (lead counsel in successful defense against patent infringement action, earning summary judgement of non-infringement and affirmance on appeal)
• YETI Coolers, LLC v. Kaiser Group, Inc., No. 1:15-CV-725 (W.D.
Tex.) (co-lead counsel in successful enforcement of trade dress
rights)
• YETI Coolers, LLC v. Great Am. Prods., Ltd., 1:15-CV-686 (W.D.
Tex.) (successful enforcement of trade dress rights)
• Con–Way Freight, Inc. v. Ochoa, No. 1:12-CV-1291 (N.D. Ill.)
(successful enforcement of trade secret rights)
• ESCO Corp. v. Reddig Equip. & Repairs, Inc., No. 9:11-CV-150
(D. Mon.) (co-lead counsel in successful enforcement of patent
rights)
• Polyform, A.G.P., Inc. v. Airlite Plastics Co., 4:10-CV-43, 2010
WL 4068603 (M.D. Ga. Oct. 15, 2010) (co-lead counsel in successful defense against patent infringement action, earning
transfer and dismissal of action)
• Polyform, A.G.P., Inc. v. Airlite Plastics Co., No. 8:07-CV-397 (D.
Neb.) (co-lead counsel in successful defense against patent infringement action, earning jury verdict of patent invalidity)
• TronTech Licensing, Inc. v. Lexmark Int’l, Inc., 2:10-CV-218 (E.D.
Tex.) (resolved patent infringement action on behalf of defendant)
• Demeter Tech., LLC v. Lexmark Int’l, Inc., 2:10-CV-209 (E.D.
Tex.) (resolved patent infringement action on behalf of defendant)
• Tennessee Prod. Ctr., Inc. v. Eatsleepmusic Corp., No. 3:09-cv159, 2009 WL 2852426 (M.D. Tenn. Sep. 1, 2009) (developed
strategy that earned stay of litigation and subsequent settlement
in successful defense of copyright infringement action)
Representative Clients Served & Sample Subject Matter of Representation

• Sloan Valve Company (plumbing and sanitary devices)
• YETI Coolers (specialty coolers, drinkware, and outdoor equipment)
• Allstate Insurance Company (software and computer systems)
• NIKE (polymer-based materials and sports equipment)
• DSM Functional Materials (stereolithography equipment and polymers)
• RTC Industries (retail fixtures and point of sale technology)

• Airlite Plastics Co (insulated concrete forms and injection-molded
products)
• ESCO Corporation (wear parts for excavating equipment)
• Lexmark International (software and computer systems)
• Boeing (aeronautical devices and telecommunications)
Louis earned his Juris Doctor, cum laude, from the University of Illinois College of Law. There, he served as articles editor for the Journal of Law,
Technology & Policy and editor of the Frederick Green Moot Court Competition. In addition, Louis served as a judicial extern for the Honorable E.
Kenneth Wright, Presiding Judge of the First Municipal District of Cook
County, Illinois. He earned his Bachelor of Science in Chemical Engineering from Michigan State University. As an undergraduate, Louis worked as
a research assistant at the Michigan State University Plant Biotechnology
Laboratory.
Louis draws on his experience as a research assistant at Nalco Chemical
Company and as a pharmaceuticals manufacturing engineer at Abbott Laboratories, where he worked with a broad range of technologies. His research at the Nalco Chemical Company in the area of electrochemical devices led to the issuance of U.S. Patent No. 6,250,140, Method for Measuring the Rate of a Fouling Reaction Induced by Heat Transfer Using a Piezoelectric Microbalance, for which he is a co-inventor.
In his spare time, Louis enjoys the study of wine and making wine at
home. He is an accredited Sommelier through the International Sommelier
Guild.
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BRIAN EMFINGER
Attorney

Brian concentrates his practice on preparing and procuring patents in the
computer, mechanical, and electromechanical fields including matters involving computer software, computer networks, image processing wireless devices, automotive control systems, military systems, scientific instruments,
navigation devices, audio devices, and
hydraulics. Brian also has experience
providing legal and technical support
during patent enforcement and various
phases of patent litigation. Brian works with a diverse base of clients including individual inventors, startups, mid-size emerging growth companies, and Fortune 500 corporations.
Brian earned his B.S. in Computer Science, highest honors, from the Georgia Institute of Technology and his J.D. from the Chicago-Kent School of
Law where he served as Executive Articles Editor for the Journal of Intellectual Property. During law school, Brian interned in the legal department
at a leading online travel company where he assisted in the preparation of
a patent application related to a high-profile travel service. Brian also received the 2008 Dolores K. Hanna Trademark Prize for outstanding performance in an intellectual property course.

Office
Ten South Wacker Drive
Suite 3000
Chicago, IL 60606-7407
T 312.463.5000
F 312.463.5001
bemfinger@bannerwitcoff.com
Education
B.S. 2004, Georgia Institute of
Technology
J.D. 2009, Chicago - Kent College of Law
Bar Admissions
2009, Illinois
Court Admissions
U.S. District Court for the Northern District of Illinois
U.S. Patent and Trademark Office

Before joining Banner & Witcoff, Brian gained valuable experience as an
associate at an IP boutique firm in the Chicagoland area where he focused
on patent preparation and procurement. Prior to attending law school, Brian
worked as a programmer for a software consulting company in Alpharetta,
Georgia where he developed database-driven, customized business applications.
Mr. Emfinger is admitted to practice in the state of Illinois and before the
United States Patent and Trademark Office.
Brian practices in the firm’s Chicago office.
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ERIC J. HAMP
Attorney

Eric Hamp’s practice spans many areas
of intellectual property law. His primary
areas of experience are in the litigation
and enforcement of patent, trademark,
copyright and trade secret matters, as
well as the preparation and prosecution
of patent applications in a variety of technological fields.
Eric has assisted numerous clients ranging from small companies to Fortune 500
institutions in key phases of litigation for
patent, trademark, trade dress and trade secret matters before federal district and appellate courts, state courts, and the Patent Trial and Appeal
Board. Recently, Eric helped a client stop an ongoing infringement of its
trademarks by successfully moving for a preliminary injunction, aided a
Fortune 500 client in the sporting goods industry prevail on summary
judgement against claims of patent infringement, and assisted another client in successfully opposing a Petition for Mandamus to the Federal Circuit
after a transfer of venue.
In his patent practice Eric represents clients from a variety of industries in
the preparation and prosecution of utility and design patent applications before the United States Patent & Trademark Office, including applications in
the chemical, food & beverage, healthcare, mechanical, computer software, business method, sporting goods, and household products fields. He
also assists clients in obtaining foreign patent protection for their inventions.
Eric has also provided counseling and opinion work for utility patent, design
patent, trademark and copyright matters. In this area Eric has researched
clients’ freedom to practice and evaluated the possible scope of obtainable
intellectual property protection.
Eric was recently named to the Law Bulletin’s Emerging Lawyers in 2017,
as a top lawyer under the age of 40 in four subject matter areas: Copyright
& Trademark Law, Intellectual Property Law, Patent Law, and Trade Secrets/Unfair Competition Law.
Before joining Banner & Witcoff, Eric worked in the chemical industry at
Ecolab, Inc. and Stepan Company. At Ecolab, Eric synthesized and tested
surfactant cleaning formulas for the food and beverage and cosmetic industries, as well as participating in a collaborative project with a food and
beverage client in developing a sterilization method using peracetic acid
solution. At Stepan, Eric synthesized formulas and tested their performance and properties in the development of environmentally friendly anionic cleaning surfactants.
Eric earned his Juris Doctor, cum laude, from the Northwestern University
School of Law. While in law school, Eric gained invaluable legal experience
working as a law clerk for Banner & Witcoff on a wide range of intellectual
property matters. He also served as the Executive Editor of the Northwestern Journal of Technology & Intellectual Property and as the Executive Officer of the Intellectual Property Law Society. Prior to law school Eric
earned a Master’s degree in Chemistry from the University of Chicago,
where he researched organometallic compounds, and a Bachelor’s degree
in Chemistry from Carleton College.
Eric practices in the Chicago office of Banner & Witcoff, Ltd.

Office
Ten South Wacker Drive
Suite 3000
Chicago, IL 60606-7407
T 312.463.5000
F 312.463.5001
ehamp@bannerwitcoff.com
Education
B.A. 2005, Carleton College
M.S. 2007, University of Chicago
J.D. 2011, Northwestern University
Bar Admissions
2011, Illinois
Court Admissions
U.S. Court of Appeals for the
Federal Circuit
Supreme Court of Illinois
U.S. District Court for the Northern District of Illinois
U.S. District Court for the Western District of Texas
U.S. Patent and Trademark Office
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LISA M. HEMMENDINGER
Attorney

Dr. Lisa M. Hemmendinger focuses her
practice in the field of biotechnology, diagnostic and therapeutic methods, and
pharmaceutical compounds. She conducts both U.S. and foreign patent prosecution, including interference actions,
and renders patentability, non-infringement, invalidity, and freedom to operate
opinions. Dr. Hemmendinger’s extensive
research background gives her the ability
to communicate well with scientist-inventors. Dr. Hemmendinger earned her Ph.D. in Biology (Developmental Neuroscience) from the University of Chicago and her Bachelor of Arts degree
from Smith College, cum laude, and with high honors in Molecular Biology.
Dr. Hemmendinger has over twelve years of experience and technical expertise in a number of scientific fields, including recombinant DNA technology, neuropharmacology and neuroanatomy, developmental neurobiology,
monoclonal antibody generation, and in vitro model systems. Dr. Hemmendinger funded her research by writing and receiving three competitive
grants from the National Institutes of Health. She is the author of ten publications in peer-reviewed journals and has presented this research at internationally-attended scientific meetings.

Office
1100 13th Street, NW
Suite 1200
Washington, DC 20005-4051
T 202.824.3000
F 202.824.3001
lhemmendinger@bannerwitcoff.com
Education
B.A. 1976, Smith College
Ph.D. 1980, University of Chicago
J.D. 1997, University of Maryland
Bar Admissions
1998, Maryland (inactive)
1998, District of Columbia
Court Admissions
U.S. Supreme Court
U.S. Circuit Court of Appeals for
the Federal Circuit
Maryland Court of Appeals

Before earning her law degree, with honors, from the University of Maryland School of Law, Dr. Hemmendinger was an assistant professor in the
departments of Neurology and Cell Biology at the University of Massachusetts Medical Center, where she conducted research on neuron-specific
gene expression. She has also held research positions at the State University of New York at Stony Brook and concurrent positions at the E.K. Shriver Center for Mental Retardation in Waltham, MA, Massachusetts General
Hospital, and Harvard Medical School.
Dr. Hemmendinger practices in the Washington, DC office of Banner &
Witcoff, Ltd.
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R. GREGORY ISRAELSEN
Attorney

Greg Israelsen focuses on intellectualproperty litigation, representing clients in
patent disputes related to electrical, computer-hardware, computer-software, and
mechanical arts. He also represents clients in copyright- and trademark-infringement actions.
During law school, Mr. Israelsen worked
as a summer associate at the firm. He
also clerked for a patent boutique, where
he drafted and prosecuted patent applications for a Fortune 50 client and was part of a litigation team in a trademark-infringement action for a nationwide food franchise.
Before law school, Mr. Israelsen formed his own company and developed
smartphone apps for mobile platforms. Several of his apps won awards
from a well-known smartphone manufacturer and were featured on a top
technology website.
Mr. Israelsen studied Electrical Engineering at the University of Illinois at
Urbana-Champaign and at Brigham Young University. He earned a Bachelor of Science, with University Honors, from Brigham Young University. He
earned a Juris Doctor, cum laude, from the J. Reuben Clark Law School at
Brigham Young University. In law school, he served as Vice President of
the Student Intellectual Property Law Association, Vice President of the
Student Bar Association, Senior Editor on the Brigham Young University
Law Review, and Managing Articles Editor on the BYU Journal of Public
Law. He was a member of the IP Moot Court, Vis International Commercial
Arbitration, and Moot Court teams. He also won the local Giles S. Rich IP
Moot Court competition two years in a row, going on to represent his
school at the regional competition in California. And he received the Faculty Award for Meritorious Achievement and Distinguished Service and the
John S. Welch Award for Outstanding Legal Writing.

Office
1100 13th Street, NW
Suite 1200
Washington, DC 20005-4051
T 202.824.3000
F 202.824.3001
risraelsen@bannerwitcoff.com
Education
B.S. 2009, Brigham Young University
J.D. 2013, J. Reuben Clark Law
School
Bar Admissions
2013, Illinois
2014, District of Columbia
Court Admissions
Supreme Court of Illinois
District of Columbia Court of Appeals
U.S. Patent and Trademark Office

Mr. Israelsen has extensive international experience. He lived for several
years in Hong Kong and Caracas, Venezuela, and has traveled all over the
world. He is fluent in spoken Cantonese and conversant in Spanish.
Mr. Israelsen practices in the Washington, DC office of Banner & Witcoff,
Ltd.
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JOHN P. IWANICKI
Attorney

John P. Iwanicki is a registered patent attorney with 25+ years of experience analyzing intricate legal issues from a cutting
edge perspective in procuring and enforcing intellectual property rights in the
chemical, life sciences and biotechnology industries. Start-ups and established
companies alike rely on John to understand their business objectives when designing strategies to achieve market exclusivity and freedom to operate.
John is the rare combination of a patent litigator and patent prosecutor.
Possessing both skill sets, John brings a perspective unique in the industry
to obtaining and enforcing patents. John works hand-in-hand with clients to
develop and manage pragmatic patent portfolios and to advise clients on
the patent portfolios of others when making licensing or investment decisions. Recognizing that a patent can be both a sword and a shield, John
has both enforced patents and defended allegations of patent infringement
in federal court.
A conference organizer and presenter in China, John has lectured to Chinese scientists, business executives, representatives of SIPO and students
in Beijing, Shenzhen and Shanghai on issues of United States patent law
practice and procedure. John is also a member of the American Chemical
Society.
John has been recognized as a LMG Life Sciences Star for 2012-2016,
and a New England/Massachusetts Super Lawyer for 2004-2016. He has
also been listed as an Intellectual Asset Management Patent 1000 “World’s
Leading Practitioner” and Managing Intellectual Property “IP Star” for 20132017.
John practices in the Boston office of Banner & Witcoff, Ltd.
A frequent lecturer, teacher and author on intellectual property, John’s recent speaking engagements and publications are below:

SPEAKING ENGAGEMENTS

Speaker at MDG Boston (Medical Device Group) meeting: Protecting your
Medical Device Invention in China, April 6, 2016.
Speaker on Licensing and IP at Integra LifeSciences in-house counsel
offsite retreat, October 14, 2015.
Panelist and Speaker at American Conference Institute Life Science Patents Conference 2015, New York on “Statutory Subject Matter under Section 101,” January 14, 2015.
Speaker at World IP Forum 2015, New Delhi, India on “USPTO Guidance
on Statutory Subject Matter,” January 10-12, 2015.
Speaker, Gene Patenting Pre- and Post-Myriad, Haut Conseil des Biotechnologies, Paris, France, April 29, 2014.
Speaker, Obviousness Post Myriad and Prometheus: A Practical Approach
to Prosecution, IP Leadership Forum, New Delhi, India, January 9, 2014.
Speaker, Protecting protein and peptide related inventions, PepCon-2013,
Suzhou, China, March 21, 2013.

Office
28 State Street
Suite 1800
Boston, MA 02109-1705
T 617.720.9600
F 617.720.9601
jiwanicki@bannerwitcoff.com
Education
B.S. 1984, Chemistry, Boston
College
M.S. 1986, Physical Chemistry,
University of California, Irvine
J.D. 1990, Suffolk University
Bar Admissions
1990, Massachusetts
1991, District of Columbia
Court Admissions
U.S. Court of Appeals for the
District of Columbia
U.S. Circuit Court of Appeals for
the Federal Circuit
U.S. Court of Appeals for the
First Circuit
U.S. District Court for the District
of Massachusetts
U.S. Supreme Court

Speaker, Demystifying the Current Obviousness Standard and Its Implications for Biotech Patenting, American Conference Institute’s Biotech Patents Conference, Boston, MA, November 29, 2012.
Speaker, Protein and Peptide Related Inventions, PepCon-2012, Beijing,
China, March 25, 2012.
Speaker, The America Invents Act, Pharma IPR Conference, Mubai, India,
February 1, 2012.
Speaker, Preparing for a Radical Overhaul of the U.S. Patent System: The
Impact of Reform on Biotech Patent Strategies, American Conference Institute’s Biotech Patents Conference in Boston, December 1, 2011.
Speaker, Patenting Your Medicinal Chemistry Invention, Chinese National
Medicinal Chemistry Symposium, Guangzhou, China, November 20, 2011.
Speaker, Patenting of Antibodies, American Conference Institute’s Biotech
Patents Conference, Boston, MA, December 1, 2010.
Speaker, Patenting of Antibodies, American Conference Institute’s Biotech
Patents Conference, Boston, MA, November 30, 2010.
Speaker, IP Basics, Zhongguancun Haidian Science Park Beijing, Beijing
China, September 10, 2010.
Speaker, US Patent Practice, The Patent Information Annual Conference
of China (PIAC China), hosted by the State Intellectual Property Office,
Beijing China, September 9, 2010.
Speaker, Safe Harbor Provision of 35 USC sec. 271(e)(1), American Conference Institute’s Hatch-Waxman Bootcamp in Boston July 19-20, 2010.
Speaker, “IP Issues Relating to Therapeutic Oligonucleotides and Peptides,” IBC LifeSciences TIDES Conference, Boston, MA, April 28, 2010.
Hosts a Roundtable Discussion, “The Practical Aspect of Patents as Strategic Business Tools,” Cambridge Healthtech Institute’s 9th Annual Peptide
and Protein Conference, San Diego, CA, January 12, 2010.
Speaker, “Maximizing Your Global Patent Strategy,” 5th International Conference on Corporate Intellectual Property Strategy, Zhengzhou, Henan
Province of China, October 28-30, 2009.
Guest Lecturer, “Making Medicine,” Harvard University, Cambridge, MA,
June 22, 2009.
Speaker, “Freedom to Operate and Injunctions under US Law,” Unitalen
Law Firm, Beijing, China, June 5, 2009.
Keynote Speaker, “Global Patent Strategies,” International Symposium on
Drug Discovery and Intellectual Property, Suzhou, China, June 2, 2009.
Short Course Lecturer, “Intellectual Property as it Relates to Antibodies”,
Cambridge Healthtech Institute’s 5th Annual PEGS Protein Engineering
Summit, Boston, MA, April 5, 2009.
Chair and speaker, “Biotechnology and Technology Transfer,” BIT Life Sciences 3rd Annual Protein and Peptide Conference, Beijing, China, March
23, 2009.
Short Course Lecturer, “Intellectual Property as It Relates to Peptides and
Proteins ad Therapeutics and Diagnostics”, Cambridge Healthtech Institute’s Peptide and Protein Week, San Diego, CA January 11, 2009.
Keynote Speaker, Beijing International Workshop on Drug Design and IP
Protection in Beijing, China, October 23-24, 2008.
Speaker and Chair, BIT’s 5th Annual International Conference on Drug Design Science and Technology in Beijing, China, October 18-22, 2008.

Speaker, “We’ve Got Patents. How Can We Be Sued”?, BIT’s 1st Annual
Protein and Peptide Conference in Shenzhen, China, April 22-24, 2008.
Speaker, “Avoiding IP Surprises”; Cambridge Healthtech Institutes 14th Annual Molecular Medicine Tri-Conference in San Francisco March 25, 2008.
Speaker, Protein and Peptide Patent Law, Cambridge Healthtech Institute’s
Peptide and Protein Week, San Diego, CA January 12, 2008.
Speaker, “US Pharmaceutical Patent Law”, State Intellectual Property Office of the People’s Republic of China pharmaceutical conference in Beijing
October 17-19, 2007.
Speaker, “Freedom to Operate: Analysis and Opinions for Pharma and Biotech Patents, Pharma/Biootech Patent Boot Camp, American Conference
Institute, San Francisco, September 18-19, 2007.
Speaker, Protecting Start-Up Intellectual Property; CELLutions Summit,
Cambridge Healthtech Institute, Boston MA, August 20, 2007.
Speaker, Written Description and Enablement in Biotechnology related
cases: Current Developments in Federal Circuit Caselaw, American Conference Institute, Palo Alto, California, April 18-19, 2007.
Speaker, “Intellectual Property Issues for Emerging Technology Companies”; Cambridge Healthtech Institutes 13th Annual Molecular Medicine TriConference in San Francisco February 27, 2007.
Speaker, “Nanotechnology”, South Shore Science Center, January 27,
2007.
Speaker, “Peptide and biomarker related Inventions”; Cambridge
Healthtech Institute’s 6th Annual Peptide-Protein Information conference in
San Diego January 9-12, 2007.
Speaker, “Corporate Counsel Seminar” in Chicago December 8, 2006.
Speaker, “Current trends in drafting pharmaceutical patent applications” for
American Conference Institute’s 7th Advanced Forum on Biotech Patents
in Boston November 29-30, 2006.
Speaker, “Protecting You Pharmaceutical Inventions”, State Intellectual
Property Office of the People’s Republic of China pharmaceutical conference in Beijing November 1-3, 2006.
Speaker and Course Organizer; Cambridge Healthtech Institutes’s Second
Annual Executives on Target pharmaceutical conference in Boston October
24-25, 2006. Short course on Protecting Your Pharmaceutical Inventions.
Speaker on litigation issues involving pharmaceutical inventions.
Speaker, “Patents as Business Tools”; Cambridge Healthtech Institutes’
Partnerships & Technology conference, August 17, 2006 in Boston.
Speaker, “Building Foundations for Screening Technologies, Therapeutics
and Regenerative Medicine”: Cambridge Healthtech Institutes’ Science of
Stem Cell Research conference, August 14, 2006 in Boston.
Speaker, “Patenting Peptides and Peptide-Related Inventions”, CHI’s Annual Peptide Conference, San Diego, January 2006 Speaker, “Overview of
the Patent Application Process”, Harvard University, 2003.
Speaker, “The Present Status of Gene Patenting”, National Human Genome Research Institute, 2002.
Speaker, “Gene Patenting”, University of Maryland School of Law, 2002
Speaker, “Patenting Plastics”, Society of Plastic Engineers, 2001.

ARTICLES AND PUBLICATIONS

“The Attack on Patentable Subject Matter Continues: Organic Seed v. Monsanto Pushes Utility to the Limit”; BNA’s Patent, Trademark & Copyright
Journal, May 2011

“The Attack on Patentable Subject Matter: ACLU v. Myriad Genetics as a
Harbinger of Things to Come”; BNA’s Patent, Trademark & Copyright Jounal, August 2010
“Oral Argument Sheds Light in Bilski v. Kappos,” Genetic Engineering & Biotechnology News, December 2009
“Tips on How to Properly Construe Patent Claims”; Genetic Engineering &
Biotechnology News, December 2008
“Biotechnology & Pharmaceutical Sector Special Report”; Financier Worldwide, February 2007
“International Efforts Are Achieving Credible IP Enforcement Even Amid
Chronic Abuse”, Intellectual Property & Technology Law Journal, March
2006
“Stemming the Tide of Counterfeits Abroad”, National Law Journal, December 2005
“Brazil’s Agreement with Abbott: A New Perspective on Patent Prosecution
as a Business Process”, Intellectual Property & Technology Law Journal,
December 2005
Zhongguancun Haidian Science Park Beijing, Beijing China, September 10,
2010

Banner & Witcoff, Ltd. ©2016 | Printed 02/22/2018 | www.bannerwitcoff.com

SARAH A. KAGAN
Attorney

Sarah works with firm clients to create intellectual property to protect biotechnology inventions. She enjoys working with
diverse client types, including individual
inventors, academic institutions, nonprofit foundations, start-up biotechnology
companies, established biotechnology
companies, and pharmaceutical companies. Each of these has unique business
issues and goals that require distinct legal strategies.
Sarah has worked to help develop extensive patent portfolios, both diagnostic and therapeutic, based on scientific work in areas such as cancer
genetics and molecular biology techniques. She has worked to create portfolios in the area of cancer immunotherapies and epigenetics. These portfolios have generated licensing income and been the basis for investment
in companies moving from one stage of development to the next. The portfolios have also served as vehicles to commercializing academic research,
and bringing it to practice in the clinic.

Office
1100 13th Street, NW
Suite 1200
Washington, DC 20005-4051
T 202.824.3000
F 202.824.3001
skagan@bannerwitcoff.com
Education
B.A. 1976, Brandeis University
Ph.D. 1981, University of Wisconsin
J.D. 1988, George Washington
University
Bar Admissions
1988, Massachusetts
1989, District of Columbia
Court Admissions
U.S. Supreme Court
U.S. Court of Appeals for the
Federal Circuit

Sarah has conducted a number of reissues, interferences, and re-examinations. She has conducted appeals and coordinated global prosecution
strategies. She is particularly interested in the changing standards for subject matter eligibility and working creatively with affected clients to protect
their inventions. Sarah has studied freedom to operate and patent landscapes for clients in emerging technologies. She advises clients on protection strategies and licensing.
Sarah studied Molecular Biology at the University of Wisconsin—Madison,
writing her thesis on research she conducted on antibiotic resistance in
clinical bacterial isolates. Unfortunately, the problem of antibiotic resistance
remains a global problem that has not been meaningfully addressed by
technical solutions or by laws or regulations. After graduate school, Sarah
continued her scientific training, doing post-doctoral research at the John
Innes Centre in Norwich, England.
Sarah practices in the Washington, DC office of Banner & Witcoff, Ltd.
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ROBERT S. KATZ
Attorney

Robert Katz has benefited firm clients in
the areas of utility patents and industrial
designs. He has drafted and prosecuted
to issuance numerous and significant
utility patents in the U.S. and in foreign
countries. These clients include Fortune
500 companies as well as many individual inventors and small companies who
rely on strong patent protection in their
marketplaces. The patents have been directed primarily to mechanical and electromechanical devices, and to software and computer-related inventions.
Many patents drafted and prosecuted by Mr. Katz have been successfully
enforced with some having served as the cornerstone for the successful
sale of companies.
Mr. Katz has also provided advice and prepared opinions regarding the patentability of inventions, patent infringement, patent validity, and trade secret protection to help clients properly assess the advantages and disadvantages of certain intellectual property and business decisions.
In patent and trademark litigation matters, he has assisted clients in enforcing and defending intellectual property related claims at the district court
and the Court of Appeals for the Federal Circuit, and in the International
Trade Commission.
Both nationally and internationally, Mr. Katz is considered one of the premier practitioners in the field of industrial designs, leading the way in the procurement and enforcement of design patents. On behalf of the firm’s clients, he has helped procure over 6,000 design patents in the U.S. and over
18,000 design patents/registrations outside the U.S., and has helped to
successfully enforce over 100 design patents. Leaders from foreign design
patent offices have consulted with him regarding industrial design policies,
and he has served as an expert in design patent litigations. He also prepared and filed an amicus brief in the U.S. Supreme Court on behalf of
IDSA (Industrial Designers Society of America).
He is a frequent speaker on industrial design-related topics and has been
invited to speak before industry and legal professional organizations on six
continents. He has spoken at conferences and seminars hosted by ABA
(American Bar Association), AIPLA (American Intellectual Property Law Association), FICPI (Federation International des Conseils en Propriete Industrielle), INTA (International Trademark Association), IPO (Intellectual Property Owners Association), IPR University Center (Finland), the U.S. Patent
and Trademark Office (USPTO), and WIPO (World Intellectual Property Office). Representatives from the Japanese Patent Office, the Korean Patent
Office, and WIPO have consulted with him on issues of design patent harmonization.
Mr. Katz has written articles addressing issues relating to utility patent, design patent, and trade dress rights. He has authored a section entitled
“Writing Patents for Litigation and Licensing” for a published book by BNA
Publishing and co-authored a chapter entitled “Protecting and Enforcing
Design Rights in the United States” for World Trademark Review‘s Designs: A Global Guide 2018. He is currently a professor at George Washington University Law School, teaching Design Law, and was formerly a
professor at Georgetown University Law School, teaching Intellectual Property Pretrial Litigation Skills.

Office
1100 13th Street, NW
Suite 1200
Washington, DC 20005-4051
T 202.824.3000
F 202.824.3001
rkatz@bannerwitcoff.com
Education
B.S. 1986, Carnegie Mellon University
J.D. 1992, George Washington
University
Bar Admissions
1992, Virginia
1993, District of Columbia
Court Admissions
U.S. Court of Appeals for the
Federal Circuit
U.S. Court of Appeals for the
District of Columbia
U.S. District Court for the Eastern District of Virginia
U.S. Patent and Trademark Office

Mr. Katz is a member of several professional organizations including:
AIPLA, FICPI, ABA, IPO, INTA, PTAB Bar Association and IDSA. He currently serves as Treasurer of FICPI’s U.S. Section, and as Chair of INTA’s
Designs Committee. He is a former Chair of the Industrial Design Section
for both FICPI and AIPLA. Mr. Katz also serves as a member of the Industrial Designs working group of the AIPLA Special Committee on Legislation.
Before joining Banner & Witcoff, Mr. Katz was a patent examiner at the
USPTO. In that capacity, he examined patent applications for article and
material handling devices covering a broad range of applications including
robotics, conveyors, and loading and unloading vehicles. Mr. Katz also
worked as a mechanical engineer at Digital Equipment Corporation’s High
Performance Systems, where he designed mechanical, electrical, and electromechanical devices for main-frame computers. Additionally, he is a coinventor of U.S. Patent No. 4,723,549 entitled “Method and Apparatus for
Dilating Blood Vessels.”
Mr. Katz earned his Bachelor of Science degree in Mechanical Engineering
from Carnegie-Mellon University, and his Juris Doctor degree, with honors,
from George Washington University. He is admitted to practice before
many courts, including the U.S. Supreme Court, the U.S. Court of Appeals
for the Federal Circuit and the U.S. District Court for the Eastern District of
Virginia. He is a member of the bar in Virginia and the District of Columbia,
and is registered to practice before the USPTO.
Mr. Katz is recognized as a top patent practitioner by IAM, MIP and Legal
500, and is AV Peer Review Rated by the LexisNexis Martindale-Hubbell
Ratings. He was named one of the “Top 50 Under 45” intellectual property
attorneys in 2008 by IP Law and Business.
Mr. Katz practices in the Washington, D.C. office of Banner & Witcoff, Ltd.
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SCOTT M. KELLY
Attorney

Scott M. Kelly represents clients throughout the life of an invention, from the birth
of an idea through procuring a patent
and enforcing it to protect key technologies and business interests. Mr. Kelly’s
practice is focused on intellectual property issues relating to a wide range of computer software, networking, and business
methods. He has worked with technologies including user interfaces, gesturebased input, mobile devices, cloud computing, algorithms, virtual and augmented reality, network routing, interactive television program guides, and video games. In addition to preparing
and prosecuting patent applications, Mr. Kelly counsels clients regarding
validity, infringement, and other issues presented by asserted patents or
potential acquisitions. He also works with clients to develop effective responses to patent assertions, avoiding or reducing the cost of litigation
through use of Inter Partes Reviews (IPRs) and Ex Parte Reexaminations
at the USPTO.
Mr. Kelly is a former Examiner with the U.S. Patent and Trademark Office
where he examined patents in class 715 – Presentation Processing of Documents and Operator Interface Processing. During his time at the USPTO,
Mr. Kelly examined patents relating to a variety of technologies, including
word processing, spreadsheets, markup languages, input validation, display rendering, and assistive technologies. Mr. Kelly also examined business method patents, including several directed to the process of drafting a
patent.

Office
1100 13th Street, NW
Suite 1200
Washington, DC 20005-4051
T 202.824.3000
F 202.824.3001
skelly@bannerwitcoff.com
Education
B.S. 2006, Virginia Polytechnic
Institute and State University
J.D. 2010, University of Virginia
Bar Admissions
2010, Virginia
2015, District of Columbia
Court Admissions
U.S. Patent and Trademark Office
Supreme Court of Virginia

Mr. Kelly has a passion for startup companies. His last venture before joining the firm was founding a company to develop an intelligent patent
search engine using document similarity analysis. The company was acquired by a startup foundry and remains in development. Prior to law
school, Mr. Kelly was the sixth employee at a startup company developing
gigapixel resolution video cameras for use on drone aircraft.
Mr. Kelly received a Bachelor of Science degree in honors from Virginia
Tech, where he majored in Computer Science with minors in Physics and
Mathematics. He received his J.D. from the University of Virginia School of
Law, where he served on the Editorial Board of the Virginia Journal of Law
and Technology.
Mr. Kelly is an assistant editor at PatentArcade.com and a contributing author to the ABA Legal Guide to Video Game Development, 2nd Edition
(2016). He serves on the Editorial Board of the Interactive Entertainment
Law Review, and is a member of the Video Game Bar Association.
Mr. Kelly was named to Washington D.C. Super Lawyers’ “Rising Stars” in
2017.
Mr. Kelly practices in the Washington, D.C. office of Banner & Witcoff, Ltd.
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ANNA L. KING
Attorney

Anna King is a shareholder in the Chicago office. She currently concentrates
her practice on trademark, domain
name, and copyright prosecution and
counseling matters. She manages worldwide portfolios including prosecution of applications, enforcement,
oppositions, and cancellations as well
as counseling and licensing. She is
part of teams representing various manufacturing and services companies, an energy management and
automation company, an online travel search engine company, global tech
companies, and professional audio product companies.
Anna currently serves as Chair of the Trademark Committee of the Intellectual Property Law Association of Chicago (IPLAC).
Anna co-wrote several articles for such organizations as The International
Trademark Association, Practicing Law Institute and The Bureau of National Affairs as well as World Trademark Review. A complete list of these articles can be seen below.
Anna was awarded her J.D. degree from Indiana University School of LawBloomington. There she was involved in the Intellectual Property Association, Sports & Entertainment Law Society and Sherman Minton Moot Court.
Anna earned a Bachelor’s of Arts degree in Anthropology, cum laude, from
Connecticut College.
Anna is admitted to practice before the Supreme Court of Illinois and the
U.S. District Court for the Northern District of Illinois.
Published Articles

• The Hidden Persuader: Sound Marks as Sonic Indicators of
Source (Landslide) (September/October 2017)
• The Supreme Court Points Courts to Juries on Issue of Trademark Tacking (Banner & Witcoff IP Alert) (February 2015)
• Aesthetic Functionality in the TTAB Since Louboutin (Banner &
Witcoff IP Update) (April 2014)
• Be prepared: The importance of due diligence in choosing between bench and jury trials, (World Trademark Review)
(April/May 2013)
• Brand Locally, Think Globally: International Trademark Searching
& Filing Strategies, (Practicing Law Institute’s Understanding
Trademark Law) (June 2011)
• Where to Start?: Understanding Trademark Searching and Filing
in a Global Marketplace (Practicing Law Institute’s Understanding
Trademark Law) (June 2010)

Office
Ten South Wacker Drive
Suite 3000
Chicago, IL 60606-7407
T 312.463.5000
F 312.463.5001
aking@bannerwitcoff.com
Education
B.A., Connecticut College
J.D., Indiana University
Court Admissions
Supreme Court of Illinois
U.S. District Court for the Northern District of Illinois

• Caution: Do Not Outsource Your Ethical Obligations!, Outsourcing and Ethical Issues (Int’l Trademark Ass’n Annual Meeting,
Boston, MA) (May 2010)
• Global Harmonization of Trademark Laws: Not Quite There Yet,
74 BNA PTCJ 77 (2007)
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MAURINE L. KNUTSSON
Attorney

Maurine Knutsson works with clients to
protect, enforce, and manage their trademarks, copyrights, designs, and cyber
rights.
Maurine knows the value and importance
of reputation and is passionate about
protecting clients’ brands online and
around the world. Maurine works with clients to develop effective strategies for
establishing and enforcing U.S. and global trademark rights. She also represents
clients in opposition and cancellation proceedings before the Trademark
Trial and Appeal Board.
Maurine helps clients make the most of their online presence and implement social media best practices. She helps protect clients from Internet
trolls through online brand enforcement, DMCA, anti-cybersquatting procedures, and UDRP arbitration proceedings.
Maurine represents clients in federal courts throughout the U.S. in intellectual property claims involving trademark infringement, unfair competition,
copyright infringement, design patent infringement, counterfeiting, rights of
publicity, and false advertising.

Office
Ten South Wacker Drive
Suite 3000
Chicago, IL 60606-7407
T 312.463.5000
F 312.463.5001
mknutsson@bannerwitcoff.com
Education
B.S. 2009, University of Illinois
J.D. 2012, University of Notre
Dame
Bar Admissions
2012, Indiana
2015, Illinois
2015, California
Court Admissions
U.S. Patent and Trademark Office
Indiana Northern District
Indiana Southern District

Maurine earned her J.D. from the University of Notre Dame Law School in
2012 and her B.S. in Engineering Mechanics from the University of Illinois
at Urbana-Champaign in 2009. She is an author of The American Bar Association’s Legal Guide to Video Game Development, published by in 2016
(2nd Ed.). She enjoys traveling and working with Best Buddies International
and other organizations that help people with intellectual and developmental disabilities.
Maurine is admitted to practice before the United States Patent & Trademark Office and in the State of Indiana.
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BENJAMIN KOOPFERSTOCK
Attorney

Mr. Koopferstock’s practice primarily focuses on the preparation and prosecution of patent applications. He has prepared and prosecuted patent applications in the fields of computer software,
user interfaces, consumer electronics
and seismic exploration.

Office
1100 13th Street, NW
Suite 1200
Washington, DC 20005-4051
T 202.824.3000
F 202.824.3001
bkoopferstock@bannerwitcoff.com

Mr. Koopferstock received his law degree from the Washington & Lee University School of Law in Lexington, Virginia.
At Washington & Lee, he served as the
Senior Articles Editor and Technology Editor for the Washington & Lee
Journal of Energy, Climate, and the Environment.

Education
B.S. 2010, Southern Methodist
University
J.D. 2013, Washington & Lee

Prior to beginning his legal career, Mr. Koopferstock received his B.S. in
Computer Engineering with a minor in Mathematics from Southern Methodist University (SMU). While at SMU, he was president of the Association for
Computing Machinery. Mr. Koopferstock was also a member of the SMU
Database Research Group, where he researched data mining using the R
software environment.

Bar Admissions
2013, Texas
2016, District of Columbia
Court Admissions
U.S. Supreme Court
U.S. Patent and Trademark Office
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CRAIG W. KRONENTHAL
Attorney

Craig Kronenthal devotes his practice to
the preparation and prosecution of patent
applications in various fields, and especially in the computer and electronic device areas. Additionally, Craig is actively
involved in litigation and reexamination
matters, client counseling, and preparing
patentability and infringement opinions.
Craig regularly works with start-ups and
entrepreneurs as well as large, multinational corporations.
Craig has extensive experience in matters related to semiconductors, antennas, telecommunications, computer networks, data encryption, e-commerce, and nanotechnology. Craig also has significant experience in prosecuting and preparing applications for biomedical and mechanical inventions.Further, Craig has technical experience in the fabrication, measuring,
and testing of micro-resonators and other silicon based microelectromechanical systems for biomedical applications.

Office
1100 13th Street, NW
Suite 1200
Washington, DC 20005-4051
T 202.824.3000
F 202.824.3001
ckronenthal@bannerwitcoff.com
Education
B.S. 2004, Georgia Institute of
Technology
J.D. 2009, University of Miami
Bar Admissions
2009, Virginia
2015, District of Columbia
Court Admissions
U.S. Patent and Trademark Office

Before joining Banner & Witcoff, Craig was a patent examiner at the U.S.
Patent & Trademark Office (USPTO) for more than two years. As a patent
examiner, his primary focus was on image processing with regards to watermark, biomedical, and object tracking applications. Moreover, Craig obtained valuable experience through his previous positions at the law firms
of IP&T Group LLP in Annandale, VA, Sughrue Mion, PLLC in Washington,
DC, and Christopher & Weisberg, PA in Ft. Lauderdale, FL. His experiences include conducting prior art searches, drafting patent applications, responding to office actions, and preparing trademark and patentability opinions.
Craig graduated from the Georgia Institute of Technology with a Bachelor
of Science degree in Electrical Engineering and a Certificate of Entrepreneurship. While at Georgia Tech, Craig worked for the MicroSensors and
MicroActuators Group in the School of Electrical and Computer Engineering. In addition, Craig earned his Juris Doctorate, cum laude, from the University of Miami School of Law. During law school, Craig participated in the
Health and Elder Law Clinic and was Vice President of the Intellectual
Property Law Society and a member of the University of Miami Business
Law Review.
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ERNEST V. LINEK
Attorney

In over thirty years of practice, Ernest
Linek has successfully prosecuted hundreds of U.S. and international patent applications in fields including natural product chemistry, polymer chemistry, pharmaceuticals, biotechnology, electroplating, semiconductors, and photoreceptors. Non-chemical utility patents and design patents obtained by Mr. Linek have
included household storage containers,
police safety equipment, toys, games
and sporting goods.

Office
28 State Street
Suite 1800
Boston, MA 02109-1705
T 617.720.9600
F 617.720.9601
elinek@bannerwitcoff.com

In addition to his patent practice, Mr. Linek’s trademark practice has resulted in his assisting clients in the selection and registration of hundreds of
new trademarks and service marks, both in the United States and abroad,
including Community Trademark and Madrid Protocol filings. He is also
very active in providing client counseling and opinions regarding the validity
and infringement of patents and trademarks.

Bar Admissions
1982, New Jersey
1985, Massachusetts

Mr. Linek has extensive litigation experience and has successfully protected his client’s interests in numerous Federal District Courts and before the
U.S. Court of Appeals for the Federal Circuit. Specific areas of litigation
have included trademark infringement, trade dress infringement, design patent infringement and utility patent infringement actions.
Mr. Linek also provides his clients with counseling and legal opinions regarding issues of validity and infringement of both patents and trademarks.
On multiple occasions, Mr. Linek has served as a patent expert in litigation.
Mr. Linek also devotes time to the education of future lawyers, and he has
been a guest lecturer at Franklin Pierce Law School in Concord, New
Hampshire and at Northeastern Law School in Boston, Massachusetts.
Mr. Linek earned his B.S. degree in Chemistry (with a minor in computer
science) in 1975 from the State University of New York, College at Fredonia, and his M.S. in Organic Chemistry in 1977 from the University of
New Hampshire. He earned a J.D. degree in 1982 from Seton Hall University. From 1977 to 1984, Mr. Linek was employed by the multi-national
pharmaceutical company – Merck & Co., first as a research chemist, then
as a patent agent and finally as a patent attorney.
He is admitted to practice in the states of New Jersey and Massachusetts,
as well as the Federal District Courts thereof. In addition, Mr. Linek is admitted in the U.S. District Court for the Eastern District of Wisconsin, and
the Courts of Appeals for the Ninth and Federal Circuits. He is also active
in numerous professional organizations, including the New York Academy
of Science, the American Chemical Society, the American Bar Association,
the Boston Bar Association, the Massachusetts Bar Association, the Federal Circuit Bar Association, the American Intellectual Property Law Association and the Boston Patent Law Association.
Mr. Linek has been recognized in the New England and Massachusetts Super Lawyers lists, published by Thomson Reuters, from 2004 to 2016. The
listings were published in Boston Magazine and in the legal publication,
New England Super Lawyers. He is AV Peer Review Rated by the LexisNexis Martindale-Hubbell Ratings.
Mr. Linek practices in the Boston office of Banner & Witcoff, Ltd.

Education
B.S. 1975, State University of
New York at Fredonia
M.S. 1977, University of New
Hampshire
J.D. 1982, Seton Hall University

Court Admissions
U.S. Court of Appeals for the
Federal Circuit
U.S. Court of Appeals for the
Ninth Circuit
U.S. District Court for the District
of Massachusetts
U.S. District Court for the District
of New Jersey
U.S. District Court for the Eastern District of Wisconsin
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FREDERIC M. MEEKER
Attorney

Fred Meeker has more than 20 years of
experience handling intellectual property
matters in primarily the cable, telephony,
satellite, Internet, electronic program
guide, LTE, and automotive industries.
Mr. Meeker has served as lead trial
counsel or co-lead trial counsel in more
than two dozen complex patent litigations.
Mr. Meeker has significant experience as
the relationship partner for a number of
clients ranging from a Fortune 50 telecommunications company down to
smaller startup clients. Mr. Meeker manages thousands of ongoing prosecution matters and specializes in obtaining “litigation-worthy” patent claims
that are crafted to survive IPR proceedings and still read on the targeted
products. Mr. Meeker has experience working with experts to reverse engineer products for ongoing prosecution efforts. Mr. Meeker has a significant
due diligence and opinion practice analyzing numerous portfolios each
year, and assisting companies in negotiations with respect to these portfolios.
Mr. Meeker has a significant post-issuance practice including IPRs, interferences, and reexaminations.
Mr. Meeker has handled a number of large Section 337 investigations at
the United States International Trade Commission.
Mr. Meeker is active with various bar organizations including the ABA Section of Intellectual Property Law, where he has been chair of most of the
patent-related committees. Mr. Meeker has been recognized as a Washington, D.C. Super Lawyer, and named to the IAM 250 – The World’s Leading IP Strategists and the IAM 300 – The World’s Leading IP Strategists,
published by Intellectual Asset Management magazine.
Mr. Meeker has taught Patent Trial Practice at Georgetown University
since 2014. Mr. Meeker has taught Trade Secret law at George Mason
University for more than 20 years.
Prior to his legal career, Mr. Meeker had significant industrial experience in
designing hardware and software. Mr. Meeker was the lead engineer in developing network backbone components for the NSFNET (a forerunner to
and now part of the Internet), a secure digital telephone, various satellite
based processors, a processor for the under ice display on the Seawolf
submarine, and several commercial software applications including applications for communication security, secured transactions, and digital rights
management.
Mr. Meeker earned his B.S. and M.S. in electronic and computer engineering from George Mason University. He earned his J.D., with distinction,
from George Mason University and his L.L.M. in patent and intellectual
property law from George Washington University.
Mr. Meeker practices in the Washington, DC office of Banner & Witcoff,
Ltd.
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Education
B.S., Electronic and Computer
Engineering, 1984, George
Mason University
M.S., Electronic and Computer
Engineering, 1988, George
Mason University
J.D., With Distinction, 1992,
George Mason University
L.L.M., Patent and Intellectual
Property Law, 1998, George
Washington University
Bar Admissions
1992, Virginia
1993, District of Columbia
Court Admissions
District of Columbia Court of Appeals
U.S. Circuit Court of Appeals for
the Federal Circuit
U.S. Court of Appeals for the
Fourth Circuit
U.S. District Court for the Eastern District of Michigan
U.S. District Court for the Eastern District of Virginia
U.S. Supreme Court
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CHARLES MILLER
Attorney

Charles Miller concentrates on patent
prosecution and counseling matters primarily in the electrical, computer and
business method arts where he counsels
a wide range of clients from start-ups
and emerging growth companies to large
multi-national corporations. In addition to
strategic patent portfolio creation and
management, Mr. Miller prepares product clearance, infringement and validity
opinions.
Mr. Miller relies on his experience as a former patent examiner when representing clients in all phases of prosecution of patent applications before the
United States Patent and Trademark Office. Mr. Miller has prepared and
prosecuted patent applications in a variety of different technologies, including those relating to: electronic circuits, computer hardware, digital rights,
operating systems, Internet and e-commerce, cellular telephones, telephone and computer networks, medial devices, satellite communications,
video conferencing, set-top boxes, securities trading systems and a variety
of business methods.
Mr. Miller also counsels clients on a wide range of international intellectual
property issues. Mr. Miller has prosecuted numerous patent applications in
countries all over the world. Mr. Miller successfully prepared briefs and presented oral arguments before the European Patent Office in Munich, Germany to defeat an opposition brought against a satellite communication
system patent. Mr. Miller has also prepared a Statement of the Grounds of
the Appeal and participated in oral arguments in an appeal of rejection of a
video conferencing system patent application before the European Patent
Office. While a patent examiner, Mr. Miller prepared International Search
Reports, Written Opinions and International Preliminary Examination Reports for applications filed in the United States under the Patent Cooperation Treaty (PCT). Mr. Miller has relied on this experience when advising
clients on PCT related matters.

Office
Ten South Wacker Drive
Suite 3000
Chicago, IL 60606-7407
T 312.463.5000
F 312.463.5001
cmiller@bannerwitcoff.com
Education
B.S. 1994, Southern Illinois University
J.D. 1999, George Mason University
Bar Admissions
1999, Virginia
2002, Illinois
Court Admissions
Supreme Court of Illinois
U.S. District Court for the Northern District of Illinois
U.S. Patent and Trademark Office

Mr. Miller earned a Bachelor of Science in Electrical Engineering, graduating magna cum laude, from Southern Illinois University. He also earned a
Juris Doctor degree, graduating cum laude, from George Mason University.
Mr. Miller is admitted to the bars of the Commonwealth of Virginia and the
State of Illinois and is registered to practice before the United States Patent
and Trademark Office.
Mr. Miller practices in the Chicago office of Banner & Witcoff, Ltd.
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HELEN HILL MINSKER
Attorney

Helen Hill Minsker provides assistance
to clients concerning a broad range of
issues arising under trademark and unfair competition laws, as well as copyright law. Her experience in these fields
of law includes counseling, prosecution
and registration of applications before
the U.S. Patent and Trademark Office
and the U.S. Copyright Office, internet,
licensing, enforcement, oppositions and
cancellations, and litigation in the
courts. Helen also counsels clients in
protecting their trademark portfolios internationally.
Helen is active in a number of professional organizations. She has held
leadership roles with national and international IP associations, including
serving on both the INTA Board of Directors and the AIPLA Board of Directors (as a Board member and as Treasurer). From 2006 – 2009, Helen
served on the Editorial Board of the INTA publication The Trademark Reporter. Over the years, Helen has chaired various committees for these associations and others, such as the ABA IP Law Section’s Committee on
Franchising, and she served as co-Chair of INTA’s Annual Meeting in Amsterdam in 2003. Helen also was chair of the Bar Association of DC’s Patent, Trademark & Copyright Law Section.

Office
Ten South Wacker Drive
Suite 3000
Chicago, IL 60606-7407
T 312.463.5000
F 312.463.5001
hminsker@bannerwitcoff.com
Education
A.B. 1982, Vassar College
J.D. 1987, George Washington
University
Bar Admissions
1988, District of Columbia
2007, Illinois
Court Admissions
U.S. Supreme Court
U.S. Circuit Court of Appeals for
the Federal Circuit
U.S. Court of Appeals for the
Seventh Circuit
U.S. District Court for the Central
District of Illinois
U.S. Court of Appeals for the
District of Columbia
U.S. District Court for the Northern District of Illinois

Helen received her undergraduate degree (A.B.) in political science from
Vassar College, and her J.D. from George Washington University. She also
spent a year studying at the London School of Economics and Political Science. She is admitted to the Bar of the District of Columbia Court of Appeals and the Bar of the Supreme Court of Illinois, as well as several
courts, including the United States Supreme Court and the Court of Appeals for the Federal Circuit.
From 2001-2011, Helen served as an adjunct professor of law at
Georgetown University, where she co-authored and taught a course on intellectual property pretrial litigation skills. She also is a frequent lecturer in
continuing legal education programs, and is a former Contributing Editor/Trademarks for the Federal Circuit Bar Journal. Helen was included in
“IP Stars – Top 250 Women in IP” in Managing Intellectual Property in
2013 and 2014, and recognized as a “World’s Leading Trademark Professional” in the World Trademark Review 1000 in 2012-2015.
Helen practices in the Chicago office of Banner & Witcoff, Ltd.
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DARRELL G. MOTTLEY
Attorney

Darrell G. Mottley is a principal shareholder of Banner & Witcoff, and the past
president of the D.C. Bar. Mr. Mottley
provides strategic counseling in intellectual property protection related to patent
and trademark matters, including procurement, opinions, licensing and litigation. Mr. Mottley’s intellectual property
practice includes complex technologies
in a variety of fields such as telecommunications, internet-related technology,
computer-gaming, medical devices, semiconductors, mechanical technologies, and electro-mechanical technologies.

Office
1100 13th Street, NW
Suite 1200
Washington, DC 20005-4051
T 202.824.3000
F 202.824.3001
dmottley@bannerwitcoff.com

Recently, Mr. Mottley advised a Fortune 500 company on an anti-counterfeiting project which included opinion analysis and scope and patent identification in a global anti-counterfeiting action using design/registrations. Mr.
Mottley has advised clients on intellectual property matters in multi-million
dollar venture capital transactions. He has successfully represented clients
and obtained U.S. utility and design patents through the U.S. Patent and
Trademark Office (USPTO), and the firm successfully enforced the patents
to protect the core businesses of clients. He has successfully represented
clients before the USPTO Board of Appeals and Patent Interference. Mr.
Mottley has advised global companies on patent clearance and prosecution
in cooperation with local country counsel in countries such as Singapore,
Taiwan, Malaysia, Thailand, China, Hong Kong, Europe, Mexico, Russia,
Brazil, Peru, and South Africa.

Bar Admissions
2000, Virginia
2001, New Jersey
2002, District of Columbia

Throughout his career Mr. Mottley has worked as an engineer, a project
manager, engineering chief for the AAI Corporation, U.S. Army Belvoir Research and Engineering Development Center, and the National Oceanic
and Atmospheric Administration. He has worked in diverse fields such as
network communications, data center design and construction, advanced
composite materials, military electronics, and military aircraft logistics and
maintenance.
Mr. Mottley earned a Bachelors of Science in Engineering Science and Mechanics in 1987 and his Masters of Business Administration from the Virginia Polytechnic Institute and State University in 1994 with a concentration
in corporate finance and management science. He earned his Juris Doctor
degree, with honors, in 2000 from The George Washington University,
where he also served as an editor on the student editorial board of the ABA
Public Contract Law Journal. He had an article published in the journal concerning information technology in the Federal Government.
Mr. Mottley is the former Chair of the District of Columbia Bar’s Council on
Sections. He also served as Vice-chair of, Division IV of ABA Section of Intellectual Property Law. Mr. Mottley is registered to practice before the
United States Patent and Trademark Office and is a member of the National Bar Association concentrating on intellectual property law. He is also a
Fellow of the American Bar Foundation, the premier U.S. socio-legal research institute.
Mr. Mottley completed a four year term on the Industrial Advisory Council
at the College of Engineering at Virginia Tech. In this capacity he assisted
with the recruitment, retention, and development of students in engineering, focusing on under-represented students from diverse backgrounds.

Education
B.S. 1987, Virginia Polytechnic
Institute and State University
M.B.A. 1994, Virginia Polytechnic
Institute and State University
J.D. 2000, George Washington
University

Court Admissions
U.S. Circuit Court of Appeals for
the Federal Circuit
U.S. Court of Appeals for the
Fourth Circuit
U.S. District Court for the Eastern District of Virginia
U.S. Patent and Trademark Office

Mr. Mottley is an adjunct professor at The George Washington University
Law School teaching classes in design law. Mr. Mottley previously lectured
on patent law at Howard University Law School. Mr. Mottley is a contributing author to the Thomson Reuters published book, Navigating Fashion
Law: Leading Lawyers on Exploring the Trends, Cases, and Strategies of
Fashion Law, in which he authored the section “The Tools for Protecting
Fashion Law Clients.” He is also a contributing author to the ABA published
book, Annual Review of Intellectual Property Law Developments, in which
he authored the section “Design Patent Infringement – Egyptian Goddess.”
He currently serves on the editorial board for the ABA’s Landslide magazine.
Mr. Mottley practices in the Washington, DC office of Banner & Witcoff, Ltd.
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ASEET PATEL
Attorney

Aseet Patel concentrates on patent prosecution and litigation matters primarily in
the electrical, computer, and business
method arts. He also provides opinion
counseling services to clients, including
various types of clearance opinions on
patents.
Mr. Patel relies on his experience as a
former Patent Examiner at the U.S. Patent and Trademark Office when representing clients in all phases of the prosecution of patent applications. While at the USPTO, he examined patent applications directed to high technology inventions such as memory devices,
RAMs/ROMs, flash memories, caching algorithms, memory partitioning
techniques, memory addressing techniques, hard drives, and RAID systems.
Before serving at the USPTO, Mr. Patel worked as a consultant and programmer for Trilogy Software, Inc. in Austin, TX where he helped develop
and deploy multi-million dollar software products for Fortune 500 clients.
He is Java Programmer Certified by Sun Microsystems and has developed
e-commerce software using HTML, Java server pages (JSP), Java, javascript, relational database technologies, and other web technologies.
At Banner & Witcoff, Mr. Patel has prepared and prosecuted patent applications for many years in a variety of technology areas, including those relating to electronic circuits, computer hardware and networks, cellular telephones, Internet and e-commerce, business methods, semiconductor processing, and medical devices.
Mr. Patel earned a B.S. degree in Computer Engineering from the University of Illinois at Urbana-Champaign, where he was the Vice President of the
Institute of Electrical and Electronic Engineers student chapter, a Student
Senator representing the College of Electrical and Computer Engineering,
and the recipient of numerous scholarships. Mr. Patel received his Juris
Doctor degree from Loyola University Chicago School of Law. He is admitted to the bar of the State of Illinois and is registered to practice before the
USPTO.
Mr. Patel serves on the board of the Chicago Intellectual Property Alliance
and became chair of its Technology & Education Committee in 2016. As
the chair, he developed a partnership with Girls4Science, enabling CIPA
members to volunteer to teach young women about patent, copyrights and
other legal topics as they relate to the current science topic of their semester.
He was recognized in Lawyers of Color‘s “Hot List 2013,” an inaugural publication that honors early- to mid-career attorneys from six different regions
in the U.S. who have excelled in the legal profession.
Mr. Patel practices in the Chicago office of Banner & Witcoff, Ltd.
Download the Invention Disclosure Meeting Checklist

Office
Ten South Wacker Drive
Suite 3000
Chicago, IL 60606-7407
T 312.463.5000
F 312.463.5001
apatel@bannerwitcoff.com
Education
B.S. 2000, University of Illinois
J.D. 2005, Loyola University
Bar Admissions
2006, Illinois
Court Admissions
U.S. Patent and Trademark Office
U.S. Circuit Court of Appeals for
the Federal Circuit
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BINAL J. PATEL
Attorney

Binal has a range of experience in intellectual property matters including procurement, litigation, and counseling. He
represents clients in various industries
including financial services, insurance,
automotive and heavy equipment technologies.
Binal is an adjunct professor at the
Northwestern University Pritzker School
of Law, teaching “Intellectual Property
Litigation: Pre-trial Skills.” He is also a
member of the firm’s management committee.
Due to his varied achievements, Binal
has been recognized by multiple publications. He is recognized in Best Lawyers‘
“Best Lawyers in America” (2018) and Illinois Super Lawyers (2012-2017), which
represents the top 5 percent of attorneys in the state. He is also a member
of the Leading Lawyer Network, which selects members based on peer
nominations and approval by the network’s advisory board.
Patent Procurement Experience:
Binal actively manages the patent procurement programs for a number of
large and medium sized corporations in the U.S. and internationally. Having litigated patents in court, Binal approaches patent procurement with an
eye towards litigation and with an effort to obtain maximum desirable claim
coverage results. Binal counsels his clients to establish and maintain effective patent prosecution procedures. Binal has prepared and successfully
prosecuted numerous patent applications in the fields of computer software, Internet-related technologies, computer hardware, telecommunications, and medical devices. In the software space, Binal has experience in
electronic commerce applications, mobile-device applications, security and
fraud-detection systems, authentication technologies, compliance and enterprise governance technologies, Web tools and business-to-business solutions, insurance solutions, banking services and asset management products. He also has experience in preparing patentability, validity, and infringement opinions relating to inventions in these fields.
Patent Post-Issuance Review Experience:
Binal devotes a growing portion of his practice to handling inter partes review (IPR) proceedings before the U.S. Patent and Trademark Office’s Patent Trial and Appeal Board. Since the America Invents Act was enacted in
2012, he has represented multiple large corporations in challenging or defending patents through IPR proceedings.
Litigation Experience:
Binal has significant experience managing complex litigation matters involving the enforcement and defense of intellectual property rights. Binal
handles litigation with a pragmatic and pro-active approach and tailors his
litigation strategies to suit the business goals of his clients. Binal’s approach to litigation has achieved substantial success for clients in defending against patent infringement suits involving tens of millions in alleged liability. Binal also has proven successful in enforcing clients’ intellectual
property rights. Some of Binal’s recent litigation achievements include the
following matters and examples:

Office
Ten South Wacker Drive
Suite 3000
Chicago, IL 60606-7407
T 312.463.5000
F 312.463.5001
bpatel@bannerwitcoff.com
Education
B.S.E.E. 1993, University of Illinois
J.D. 1996, Northwestern University
Bar Admissions
1996, Illinois
Court Admissions
Supreme Court of Illinois
U.S. Circuit Court of Appeals for
the Federal Circuit
U.S. District Court for the Eastern District of Michigan
U.S. District Court for the Northern District of Illinois

• Microchip Technology Inc. v. Delphi Automotive PLC et al.
• YETI Coolers, LLC v. Sam’s East, Inc. et al.
• YETI Coolers, LLC v. RTIC Coolers, LLC
• ESCO Corp. et al. v. Cashman Equipment Company et al.
• Caterpillar Inc. v. ESCO Corp.
• Keysmart, LLC v. Vante, Inc. et al.
• Allstate Insurance Company v. Nationwide Mutual Insurance
Company et al.
• Checkfree Corp. et al. v. Metavante Corp. et al.
• Homewerks Worldwide, LLC v. Broan-Nutone LLC
• Advanced Cartridges Technologies, LLC v. Lexmark International, Inc.
• Stambler v. Fiserv, Inc. et al.
• Ionit Technologies, Inc. v. Vision Controls Corporation
• Phoenix Licensing, LLC et al v. Allstate Corporation et al.
• NIKE Inc. v. I J Huang et al.
• Lexmark International, Inc. v. Abraham et al.
• Lexmark International, Inc. v. Laserland, Inc.
• Steven B. Michlin v. Lexmark International Inc. et al.
• Lexmark International Inc. v. Static Control Components, Inc.
• Automotive Technologies International v. BMW North America
Inc. (Delphi)
• Benedict, et al v. General Motors Corp. et al.
• Databurst LLC v. Checkfree Corp.
• Methode Electronics, Inc. v. Delphi Automotive Systems, LLC
• Delphi Automotive Systems, LLC v. Methode Electronics, Inc.
• Abbott Laboratories et al v. Orchid Chemicals & Pharmaceuticals LTD. (Sandoz)
• Static Control Components, Inc.v. Lexmark International, Inc.
• Globecomm Systems v. Gilat Satellite, et al.
• Hughes Electronics v. Gilat Satellite, et al.
• Reinforced Earth v. VSL Corporation, et al.
• Boston Scientific v. Circon Corporation
• Unistrut Corporation v.Portable Pipe
• Shure Bro Inc. v. Pro DJ Inc., et al.

Additional Litigation Examples:

• Binal and a team of B&W lawyers successfully enforced a client’s
patent, trademark, and trade dress rights against a competitor
imitating the client’s products resulting in a highly favorable settlement on the eve of trial.
• Binal and a team of B&W lawyers successfully defended a client
in an international arbitration involving a series of patents.
• Binal argued at the Court of Appeals for the Federal Circuit
where he successfully obtained final dismissal of a class action
patent infringement lawsuit.
• On multiple occasions, Binal and a team of B&W lawyers have
obtained preliminary injunctions to protect against patent and
copyright infringement.
• Binal successfully argued and achieved dismissals of patent infringement suits by way of summary proceedings such as summary judgment motions and Markman proceedings.
Binal frequently presents on various intellectual property topics. Below is a
sample listing of Binal’s recent speeches and presentations.
Speeches and Presentations:

• “Patents: They’re Not Just for Litigation Anymore,” ACC Chicago
Chapter Lunch Program
• “Using Recent Trends in Post-Issuance Proceedings to Your
Corporate Advantage,” Door County IP Academy
• “Using Recent Developments in Post-Issuance Patent Attacks to
Your Corporate Advantage,” ACC Chicago Chapter Lunch Program
• “Best Corporate Practices in Patent Litigation Defense and Offense – Ending Defensive Litigation Quickly and Cheaply and
Maximizing Patent Value,” ACC Chicago Chapter Lunch Program
• “The Intellectual Property Rights Regime in India & U.S.: The
Evolving Landscape,” Threading the Needle in U.S.-India Deals:
Safe Passage Through Formidable Legal Risk Conference
• “Patent Litigation Before the ITC,” Global IP Convention
• “The Truth about False Marking,” B&W Corporate IP Seminar
• “Patentable Subject Matter After Bilski,” B&W and BNA Webinar
• “Careers in IP Law,” Northwestern University IP Society
• “In the Wake of Bilski,” B&W Corporate IP Seminar
• “Process of Patent Prosecution and Interference,” Northwestern
University IP Law Week
• “Implications of Seagate,” B&W Corporate IP Seminar

• “IP Litigation in the 21st Century,” Northwestern Journal of Technology & Intellectual Property Symposium
• “Changes in Patent Rules and Effect on Patent Law,” North
American South Asian Bar Association Conference
• “Insurance, Intellectual Property and Patents,” NAVA Compliance
& Regulatory Affairs Conference
• “Patent Plaintiffs – Hot or Not?” North American South Asian Bar
Association Conference
• “Patent Case Law Updates,” National Bar Association
• “Do Opinions of Counsel Still Make Sense in Light of the Seagate
Decision,” B&W Corporate IP Seminar
• “Patent Prosecution Strategies – From a Litigation Perspective,”
B&W Corporate IP Seminar
• “Patent Enforcement and Defense Without Litigation,” B&W Corporate IP Seminar
Bar-related Activities:

• Honorary Board member of the Asian-American Bar Association
of Chicago
• Co-founder and board member of the Indian-American Bar Association of Chicago
• Co-founder and former member of the executive committee of
the North American South Asian Bar Association
• Member of the Software & Business Method Patents Committee
of the Intellectual Property Owners Association
• Invited speaker to the Minority Corporate Counsel Association
Prior to becoming an attorney, Binal progressed through engineering positions at Andersen Consulting, Baxter Healthcare Corporation, and PSG Engineering Associates, Inc. Binal earned his Bachelor of Science degree in
Electrical Engineering at the University of Illinois at Urbana-Champaign
where he graduated, with highest honors, as a James Scholar, and as a
member of the Senior 100. He earned his Juris Doctor degree from Northwestern University where he was a member of the Journal of International
Law and Business.
Binal is a registered patent attorney and is admitted to practice before the
Supreme Court of the State of Illinois, the Court of Appeals for the Federal
Circuit and numerous federal district courts throughout the country.
He practices in the Chicago office of Banner & Witcoff, Ltd.
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SURENDRA K. RAVULA
Attorney

Surendra “Kumar” Ravula focuses his practice on all aspects of intellectual
property litigation, counseling, and procurement. He works with clients to
tailor solutions to their particular needs and maximize the potential of their
intellectual property.
Litigation. In his litigation practice, Kumar currently represents a global
media conglomerate, a high-end sporting goods company, and a beauty
products company. In the past, Kumar has worked with Banner & Witcoff
teams representing a global sportswear and apparel company, an electronic gaming company, and a longstanding motorcycle manufacturer. These
representations involve patent, trademark, and trade dress cases in U.S.
federal district courts and the International Trade Commission, as well as
adversarial proceedings before the United States Patent and Trademark
Office.
Procurement. Kumar has also managed patent portfolios for large corporations as well as individual inventors and counseled them on offensive and
defensive strategies for best using their assets. In this aspect of his practice, Kumar combines his extensive technical expertise with innovative legal solutions to ensure that his clients understand and react to potential
problems before they happen.
Prior to joining Banner & Witcoff, he worked as a research engineer at several engineering companies in the public and private sectors, including Agilent Technologies in Palo Alto, California, and Sandia National Laboratories in Albuquerque, New Mexico. As an engineer, Kumar led research efforts in engineering portable bio-threat detection systems and analyzing microarray systems for genomic sequencing.
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Education
B.S. 2000, Duke University
M.S. 2002, Georgia Institute of
Technology
Ph.D. 2006, Georgia Institute of
Technology
J.D. 2016, Northwestern University
Bar Admissions
2016, Illinois
Court Admissions
Supreme Court of Illinois
U.S. District Court for the Northern District of Illinois
U.S. Patent and Trademark Office

He earned his B.S. degree in electrical engineering, magna cum laude,
from Duke University, and his M.S. and Ph.D. degrees in electrical and
computer engineering from the Georgia Institute of Technology, where he
was a National Science Foundation Fellow and a President’s Fellow. He
earned his J.D. from the Northwestern University Pritzker School of Law,
where he graduated cum laude. He has also published numerous peer-reviewed journal articles and has presented his work at universities around
the country and at international conferences.
Kumar practices in the Chicago office of Banner & Witcoff, Ltd.
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ROBERT H. RESIS
Attorney

Robert Resis has over 30 years of experience in successfully representing clients in a wide variety of intellectual property matters. Mr. Resis’ practice includes
trial and appellate work. Mr. Resis was
part of the trial team in Amgen Inc. vs.
Chugai Pharmaceuticals, et al., a leading
biotechnology patent case (including a
significant role in preparing Amgen’s winning post-trial brief). Mr. Resis is recognized in the BTI Client Service All-Stars
2017 as one of just over 300 lawyers nationwide for superior client service – he
was nominated by a global industrial
manufacturing giant client for IP litigation.
Mr. Resis is also listed in Leading Lawyers for his work in intellectual property
law and patent law.
Mr. Resis’ accomplishments include the
following:
In 2013-17, Mr. Resis assisted a large research and development organization in obtaining worldwide patents for
processes for production of useful fuels from renewable sources.
In 2012, Mr. Resis requested for a large pharmaceutical client an inter
partes reexamination against a patent asserted by a competitor. The Patent Office rejected all of the claims of the asserted patent in the reexamination, and in 2013, after Mr. Resis filed third-party requester comments,
sustained the rejection of all claims in a Right to Appeal Notice. Thereafter,
the competitor stipulated to dismissal with prejudice of its infringement suit
against Mr. Resis’ client, thereby saving his client litigation costs and a trial.
In 2015, the PTAB affirmed the rejection of all claims.
In 2012, Mr. Resis obtained for an ecommerce client a dismissal of Digital
Millennium Copyright Act (DMCA), Lanham Act, and state claims that had
been filed against it by another ecommerce business. In 2013, Mr. Resis
obtained a dismissal of the DMCA claim and a copyright claim based on an
asserted work that had been filed in an Amended Complaint. The case settled shortly after the court’s dismissal of claims of the Amended Complaint.
In 2011, Mr. Resis requested ex parte reexamination for a client against a
patent that was later asserted by a competitor. The Patent Trial and Appeal
Board affirmed the Examiner’s rejection of all of the claims of the asserted
patent in the reexamination. The competitor did not file a further appeal,
and Mr. Resis’ client can practice all of the claims of the asserted patent
without any liability risk.
In 2010, Mr. Resis prepared pretrial and trial papers to help obtain a jury
verdict of over $19 million in patent infringement damages for a firm client
against a competitor. The jury verdict was upheld by the district court after
denying the competitor’s post-trial motions. Thereafter, the case settled favorably for the firm client.
In 2010, after limited discovery, Mr. Resis obtained an agreed order of dismissal with prejudice of a non-practicing entity’s claims of patent infringement that had been filed against a firm client in connection with its on-line
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Education
B.S.Ch.E. 1980, University of Illinois
J.D. 1986, Northwestern University
Bar Admissions
1986, Illinois
Court Admissions
Supreme Court of Illinois
U.S. Circuit Court of Appeals for
the Federal Circuit
U.S. District Court for the Eastern District of Michigan
U.S. District Court for the Northern District of Illinois
U.S. District Court for the Northern District of Illinois, Trial Bar
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order and delivery business. The firm client did not pay the NPE any money and did not take a license.
In 2009, Mr. Resis requested for a transportation client an ex parte reexamination against patent claims previously asserted by the practicing patent
owner against a competitor. The Patent Office rejected all of the claims in
Mr. Resis’ request. In 2013, the Patent Trial and Appeal Board sustained
the rejection of all claims in Mr. Resis’ request, and the practicing patent
owner did not file a further appeal. Thereafter, the Patent Office issued a
Reexamination Certificate that canceled all of the claims in Mr. Resis’ request, and Mr. Resis’ client can practice the canceled claims without risk of
being sued for infringement of those claims.
In 2009, Mr. Resis successfully defeated a motion by an accused infringer
to stay a case pending inter partes reexamination. The case settled shortly
after the motion to stay was denied.
In 2009, Mr. Resis prepared pre- and post-trial papers in helping to obtain
and maintain a jury verdict in favor of a firm client that all the patent claims
asserted by the opposing party were invalid for obviousness.
Mr. Resis takes pride in successfully representing clients against larger,
well-financed opponents. For example, Mr. Resis achieved the successful
enforcement of a patent in Texas for a small startup company against a
multimillion-dollar defense effort by the primary and decades-long vendor in
the industry. He achieved this success within 18 months of filing suit and
despite summary judgment and patent reexamination efforts by the defendant. Mr. Resis’ firm prosecuted the successfully enforced patent. Southwest
Die Corp. v. Ontario Die Company Limited, Civil Action No. EP-01-CA0204-PRM (W.D. Tex.).
Mr. Resis is also experienced in the procurement, counseling and licensing
aspects of intellectual property rights. He has successfully prosecuted patents in a variety of arts, including the chemical, medical device, and pharmaceutical arts. He has also effectively implemented the post-grant review
procedures of the Patent Office to the benefit of the firm’s clients, including
clients involved in litigation. Mr. Resis also assists clients with strategic
planning and patent-portfolio management.
Mr. Resis received his B.S. in Chemical Engineering from the University of
Illinois. Between college and law school, he worked as a refinery process
engineer at Chevron U.S.A. Mr. Resis earned his J.D. from Northwestern
University and is admitted to practice before the U.S. Supreme Court, the
U.S. Court of Appeals for the Federal Circuit, the Supreme Court of Illinois,
the Northern District of Illinois and numerous other U.S. District Courts. He
is registered to practice before the U.S. Patent and Trademark Office, and
is a member of several professional associations, including the Intellectual
Property Owners Association, the Intellectual Property Law Association of
Chicago (chair of the Amicus Committee) and the PTAB Bar Association
(member of the Program Committee).
Mr. Resis is the author of “Preliminary Relief in Patent Infringement Disputes,” published by the ABA in 2011. Mr. Resis is a contributing author of
the book “Patent Claim Construction in the Federal Circuit,” published by
the Intellectual Property Law Association of Chicago (2012, 2015 and 2016
Editions). Mr. Resis is also the author of numerous articles on intellectual
property law, including “Lessons to Learn from Post-KSR Pharmaceutical
Obviousness Decisions,” ABA Landslide (Nov./Dec. 2009 Vol. 2, No. 2),
“Reducing the Need for Markman Determinations,” John Marshall Law
School Review of Intellectual Property Law (Fall 2004) (his proposal to require patent applicants to declare during prosecution whether they are relying on 35 U.S.C. 112, paragraph 6 and to identify the corresponding structure, material or acts for performing the specified function was adopted by
the U.S. Patent Office in its 2006 rules for Accelerated Examination), “History of the Patent Troll and Lessons Learned,” ABA Intellectual Property
Litigation (Winter 2006), and “Solutions for Reducing Patent Application
Pendency,” John Marshall Law School News Source (Spring 2006).

Mr. Resis is Vice President of the West Northfield School District 31 Board
of Education. He was re-elected to a second four-year term in April 2017.
Mr. Resis practices in the Chicago office of Banner & Witcoff, Ltd., where
he has spent his entire legal career.
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PAUL M. RIVARD
Attorney

Paul M. Rivard focuses on identifying
and strategically procuring intellectual
property protection for new technologies, counseling clients in all aspects
of intellectual property law, licensing,
and contested matters. He works
closely with clients in portfolio management with a view toward developing
appropriate strategies to achieve business objectives. Representative technologies include plastics and polymer
chemistry, molding and coating technologies, chemical manufacturing, packaging materials, pharmaceuticals,
ceramics, fiber-reinforced thermoplastics, ink compositions, and agricultural
sciences.
Paul has extensive experience in all phases of patent practice before the
U.S. Patent and Trademark Office, including ex parte prosecution, appeals,
reexamination proceedings, and post-grant proceedings before the Patent
Trial and Appeal Board. Paul also has represented clients in intellectual
property litigation before the U.S. District Courts and the U.S. Court of Appeals for the Federal Circuit.
Paul is active in the American Bar Association, having authored amicus curiae briefs for the ABA in patent cases before the U.S. Supreme Court, including KSR v. Teleflex. Prior to entering private practice, he served as a
Patent Examiner in the U.S. Patent and Trademark Office, where he examined applications in the chemical arts.

Office
1100 13th Street, NW
Suite 1200
Washington, DC 20005-4051
T (202) 824-3000
F (202) 824-3001
privard@bannerwitcoff.com
Education
B.S. 1992, Clarkson University
J.D. 1998, Catholic University
Bar Admissions
1998, Virginia
1999, District of Columbia
Court Admissions
U.S. Court of Appeals for the
Federal Circuit
U.S. Court of Appeals for the
Fourth Circuit
U.S. District Court for the Eastern District of Virginia
U.S. Supreme Court
U.S. Patent and Trademark Office

A native of Buffalo, NY, Paul earned a Juris Doctor, cum laude, from Catholic University in Washington, D.C., and a Bachelor of Science in chemical
engineering from Clarkson University in Potsdam, New York.
Paul is licensed to practice law in Virginia and in the District of Columbia.
He is registered to practice before the U.S. Patent and Trademark Office
and is admitted to practice before the U.S. Supreme Court, the U.S. Court
of Appeals for the Federal Circuit, the U.S. Court of Appeals for the Fourth
Circuit, and the U.S. District Court for the Eastern District of Virginia.
Paul practices in the Washington, D.C. office of Banner & Witcoff, Ltd.
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CAMILLE SAUER
Attorney

Camille Sauer represents clients in all
facets of technology protection and commercialization, focusing on utility and design patent procurement and intellectual
property counseling. Her practice encompasses a wide range of technologies, including mechanical and electrical devices, consumer products, renewable energy technology, aerospace systems, medical devices and business methods. Camille also has experience in researching
and analyzing legal and technical issues, preparing freedom to operate,
non-infringement and invalidity opinions for utility patents, and assisting in
various phases of IP litigation, post-grant proceedings and counseling.
Camille draws on several years of engineering and product development
experience. Prior to and during law school, she was an aero-thermal engineer at Pratt & Whitney, a United Technologies Corporation company,
where she engaged in design, development and testing of afterburner and
nozzle engine components for the F-35 Lightning II and the F-22 Raptor.

Office
1100 13th Street, NW
Suite 1200
Washington, DC 20005-4051
T 202.824.3000
F 202.824.3001
csauer@bannerwitcoff.com
Education
B.S. 2007, Georgia Institute of
Technology
J.D. 2014, University of Connecticut
Bar Admissions
2014, Connecticut
2016, District of Columbia
Court Admissions
U.S. Patent and Trademark Office

Camille graduated from the Georgia Institute of Technology with a B.S. in
Aerospace Engineering, with honors. During her undergraduate career, she
held co-op positions with several aerospace companies and served as a
research assistant in the Aerospace Engineering Department. She earned
her J.D. from the University of Connecticut School of Law, with a certificate
in Intellectual Property. Throughout law school she demonstrated a commitment to intellectual property, serving as a student associate for the law
school’s Intellectual Property and Entrepreneurship Law Clinic in representing small businesses and independent inventors in their patent prosecution
matters, as president of the Intellectual Property and Technology Law Society, and as a law clerk for a number of IP law firms. In addition, Camille
presented on The Patent Law Treaties Implementation Act and the International Protection of Industrial Design for the WIPO Advanced Research Forum on Intellectual Property in Geneva, Switzerland in May 2013.
Ms. Sauer is admitted to practice in the State of Connecticut and District of
Columbia.
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CHARLES W. SHIFLEY
Attorney

Over a full career, Charles Shifley has
concentrated on intellectual property cases, trials, and issues. Recently, Charles
has taken a lead in Patent Office inter
partes review (IPR) practice. He has both
challenged patents with IPR petitions
and defended patent owners with IPR responses. See for example IPR201700861 and IPR2105-00409. He has also
written extensively to share his perspectives on these experiences with those
who might be less familiar with IPR practices. See for example the PTAB Highlights in the B&W Library.
Other recent experiences of Charles
have included the
following:

• Charles and a team are currently representing the maker of devices to reproduce iPhone touch screen icons on car displays, as
in Buick vehicles, against allegations of patent infringement.
• Charles and a team gained the transfer of an ongoing patent
case from the home base of Caterpillar in Peoria to a neutral
court in Las Vegas. See 2012 WL 6618602. Earlier counsel had
failed in a motion to dismiss from Peoria. The case has since settled.
• Charles and a team kept the ongoing defense of a motorcycle
manufacturer away from risks of a jury by diverting the patent
dispute into arbitration, and succeeding there.
• Before IPRs, Charles was succeeding for patent owners in earlier
patent post-grant proceedings, putting patent challengers in situations worse for them than if they had not started proceedings
they expected to win. See USPTO 95/001600, 95/000437,
95/000467.
Charles enjoys juries, avoiding juries, and resolutions that involve allowing
others to act and events to occur in their own time.

• Charles and a team brought to a settlement a multi-year defense
of a large automotive company against patent infringement for
duplicating the products of a terminated supplier in 2008. Injunction efforts were defeated and the settlement was less than 6
percent of the supplier’s demand, at one-third the supplier’s legal
fees.
• Earlier, Charles avoided litigation altogether by engaging opponents as needed and appropriate, while having third parties have
priority and defeat the opponents, and even simply watching as
windows of liability closed from passages of time.

Office
Ten South Wacker Drive
Suite 3000
Chicago, IL 60606-7407
T 312.463.5000
F 312.463.5001
cshifley@bannerwitcoff.com
Education
B.S.M.E. 1973, Ohio State University
J.D. 1976, Ohio State University
Bar Admissions
1976, Illinois
Court Admissions
Supreme Court of Illinois
U.S. Circuit Court of Appeals for
the Federal Circuit
U.S. Court of Appeals for the
Seventh Circuit
U.S. District Court for the Eastern District of Michigan
U.S. District Court for the Eastern District of Wisconsin
U.S. District Court for the Northern District of Illinois
U.S. District Court for the Central
District of Illinois

In contrast, Charles is skilled in gaining fast relief for clients in difficult situations.

• Charles and a team brought the urgent enforcement of a patent
for a construction industry company to a successful result in eight
months, on a patent Charles had gained for the company. See
Civil Action No. 4:07-cv-2099 (E.D.Mo.)
• Charles and teams of lawyers gained preliminary injunctions on a
once-lapsed patent, see 56 USPQ2d 1329, a just-issued patent,
see 53 USPQ2d 1547, and a patent in an uncertain market, see
2006 U.S.Dist. LEXIS 4910.
• Charles directed a team of lawyers for an arbitration in the digital
video disk and movie industries, within 16 days of notice of arbitration. The arbitration settled on the 16th day, in major part because of the speed and thoroughness of the preparation.
• Charles has gained trademark preliminary injunctions, see 48
USPQ2d 1299 and 45 USPQ2d 1846.
• Similarly, Charles and a team brought the defense of a major instant message provider against a $160M patent claim to a successful early summary judgment and resulting settlement. See
Civil Action 04C4240 (N.D.Il.).
• Charles and a trial team successfully enforced IP rights for a
start-up company against a multimillion-dollar defense effort.
• Charles also successfully defended an Internet music delivery
company, successfully defended a rail supply company, and successfully ended an offensive case for a pharmaceutical software
provider.
• Charles has gained several other early injunctions and seized
counterfeit goods within hours of filing suits and within a day of
contact with clients having problems to solve.
• In a case including a jury trial, Charles and his trial team proved
willful patent infringement and had a permanent injunction in
place 11 months after filing suit.
Where extended efforts are required, Charles provides them.

• Charles and a team brought the defense of the automotive industry and the nation’s largest automotive supplier to a successful,
affirmed summary judgment against patent infringement. See
501 F.3d 1274.
• Earlier, a trial team under Charles’ direction won an affirmed jury
verdict for willful patent and copyright infringement and breach of
a shrink-wrap agreement. See 302 F.3d 1334.
• Charles also won an affirmed jury award for willful patent infringement and attorneys’ fees. See 9 F.Supp.2d 601, 1999 U.S.
App. LEXIS 8584, and 189 F.3d 1327.

• Charles and a team brought the defense of a major building systems provider against a $200M trade secret misappropriation
claim through extended arbitration discovery and to a successful
settlement. See Civil Action 3:07CV312 (N.D.Tex.).
• Charles was also co-counsel in a trial defeating patent infringement claims, see 65 F.Supp.2d 757, and defended the judgment
on appeal, 56 USPQ2d 1445.
• At a jury trial, Charles and a team of lawyers won an affirmed
permanent injunction and patent damages award. See 61
USPQ2d 1152.
• Charles has also gained an important 7th Circuit trademark decision by appeal, see 362 F3d 986.
Charles has served as lead and co-counsel in numerous successful trials
and appeals for Fortune 100 and additional companies, across the country.
Technical subjects have included computer connectivity (USB) systems; inbuilding wireless systems; airbag actuation electronics; Internet delivery
software; digital video disks; photochemistry; photographic software; engines, electronic components, and automotive hardware; human heart
pacemakers and defibrillators; welding equipment; computerized controls;
high technology valves; industrial franchise operations; high-technology
metal casting and consumer goods. He has generated several large claims
for damages, including one for $30 million based on $300,000 in accused
sales. He has been consistently sensitive to costs and client communication.
In addition, Charles has also developed capable counseling, negotiation,
settlement and patent procurement strategy skills, see USPTO 13/116851,
and prepared opinions and gained clients many valuable contracts concerning patents, trademarks, copyrights, trade secrets, and franchises. He
is proud to have had a client grow from startup to $25M in sales in a short
time on the strength of its inventions, patents he gained, and patent enforcement suits he successfully pursued. He is also proud to have brought
an individual inventor patent license royalties in excess of $1M, for a single
and simpler invention.
Charles speaks on patent litigation and related matters, and authors articles espousing critical thinking in handling intellectual property concerns.
He has taught pretrial, trial and appellate advocacy at Northwestern University, Georgetown, John Marshall of Chicago, and Chicago Kent Colleges of
Law, with Federal Circuit Court of Appeals Chief Judge Paul Michel, among
others, and taught Law for Engineering Managers at Northwestern for
many years. He is currently Vice President of the Intellectual Property Law
Association of Chicago (IPLAC), and past Chair of the IPLAC Amicus Committee, representing IPLAC in many U.S. Supreme Court, Federal Circuit
and Illinois Supreme Court cases on issues including patent-eligible subject
matter, patent damages, jurisdiction, and inequitable conduct. See Supreme Court 11-1118, Federal Circuit 2011-1301, 2011-1363, 2012-1548,
and Illinois 112910. He is past President of the Richard Linn American Inn
of Court.
Charles earned a Bachelor of Science degree in Mechanical Engineering,
summa cum laude, and a Juris Doctor degree, cum laude, both from The
Ohio State University, in his home state.
Charles practices in the Chicago office of Banner & Witcoff, Ltd.
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JASON S. SHULL
Attorney

Jason is a principal shareholder of Banner & Witcoff, with over 15 years of experience in representing plaintiffs and defendants in all phases of intellectual
property litigation, from pre-trial investigation through jury trials and appeals.
His practice comprises all areas of intellectual property law, with a focus on patent, trademark, and copyright litigation,
and Section 337 investigations at the
United States International Trade Commission.
Jason has a consistent track record of winning on the merits and achieving
favorable resolutions on behalf of his clients. Jason has achieved favorable
results for his clients in numerous jurisdictions including Arizona, California,
Delaware, Illinois, Kentucky, Michigan, Missouri, New York, Nebraska,
Ohio, Oregon, Pennsylvania, Puerto Rico, Tennessee, Texas, Utah, Vermont, Wisconsin, and the U.S. International Trade Commission. Jason’s
cases have involved a wide range of technologies, including printers, electronic sensors and monitors, medical and diagnostic devices, mobile devices, computer hardware and software, and consumer electronics. Exemplary clients represented by Jason in litigation matters, and sample subject
matter of representation, include:

• America Online, Inc. (Patent litigation regarding instant messaging and internet chat services)
• CIBA Vision/Wesley-Jessen (Patent litigation regarding colored
contact lenses and chemical processes)
• Dimension Data (Managed Cloud Platform supporting public and
private cloud services with a common user interface and application programmable interface)
• Dutton-Lainson Company (Patent litigation regarding trailer hitch
technology)
• Husky Injection Molding (Patent litigation regarding injection
molding systems)
• Integra LifeSciences Corp (Patent litigation regarding dural sealants)
• Kimberly-Clark (Patent litigation regarding baby diapers and adult
incontinence products)
• Lexmark International, Inc. (Patent litigation relating to toner cartridges for printers; microchips on toner cartridges; multifunction
device telephony, networking, and software; managed print services; and managed software services; and mobile printing technology)
• Logitech (Patent litigation involving voice over IP telephony
equipment)
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B.S. 1997, Michigan State University
J.D. 2000, Chicago - Kent College of Law
Bar Admissions
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U.S. District Court for the Eastern District of Wisconsin
U.S. District Court for the District
of Arizona

• Newell Rubbermaid (Patent litigation relating to window latch
technologies)
• NIKE (Patent litigation involving footwear technology)
• Peapod LLC (Patent litigation regarding online grocery shopping
and delivery services)
• PNA Construction Technologies (Patent litigation involving load
transfer devices in concrete flatwork)
• Rock River Arms (Patent litigation involving firearm technology)
• RTX Telecom (Patent litigation involving voice over IP telephony
equipment)
• Skype Technologies (Patent litigation involving voice over IP telephony equipment)
• Team Play (Copyright litigation regarding video games and
source code)
• U.S. Robotics (Patent litigation involving voice over IP telephony
equipment)
In addition to his litigation experience and achievements, Jason has a wide
range of experience in patent, trademark, and copyright counseling and
procurement. Jason has prepared and prosecuted numerous patent applications on a variety of subject matters including medical and diagnostic devices, security systems, structural ceramics, superconducting materials,
sports equipment, and other mechanical and electro-mechanical devices
and processes. Jason also has experience in preparing and prosecuting
domestic and foreign trademark applications.
Jason has also successfully represented several clients in appeals before
the United States Patent Trial and Appeal Board and the Trademark Trial
and Appeal Board.
Jason is recognized in the 2017 edition of Who’s Who Legal for his work in
patent law. He is also named to the 2017 Illinois “Super Lawyers” list for his
work in intellectual property litigation. He is an active member of the American Bar Association. He has chaired several committees of the ABA Section of Litigation and Section of Intellectual Property Law, and has received
several awards from the Section of Litigation. Jason is also an active member of the Arizona Technology Counsel, the Intellectual Property Owner’s
Association, and the ITC Trial Lawyers Association.
Jason earned his Bachelor of Science degree in Civil and Environmental
Engineering from Michigan State University. Prior to earning his degree
from Michigan State University, Jason attended the United States Air Force
Academy where he earned the Commandant’s Silver Wreath for outstanding military performance. Jason earned his Juris Doctor degree from Chicago-Kent College of Law. While pursuing his Juris Doctor degree, Jason
also completed graduate coursework towards a Master of Science degree
in Chemical Engineering from the Illinois Institute of Technology.
Jason is a registered patent attorney and is admitted to practice in the state
of Arizona and Illinois. He is also admitted to practice before the Court of
Appeals for the Federal Circuit and numerous federal district courts.

JOSEPH M. SKERPON
Attorney

Joseph Skerpon practices in the areas of
litigation, interferences, counseling in patent matters, licensing and the preparation and prosecution of patent applications in the chemical and biotechnology
arts. Throughout his career, Mr. Skerpon
has achieved each client’s business objectives by maintaining a close working
relationship. This has been particularly
evident in his successful resolution of numerous interferences, whether by settlement, on preliminary motion, or through testimony to Final Hearing.
He also has experience in civil litigation following interference proceedings,
having protected favorable Patent Office decisions through the district court
and the Federal Circuit. In this regard, he helped to define the bounds of
raising new issues in an interference appeal when he successfully argued
before the Federal Circuit in the case of G.I. v. Scientific Atlanta. Mr.
Skerpon’s patent litigation experience includes both bench and jury trials.
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B.S.Ch.E. 1975, Princeton University
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1982, New York
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U.S. Court of Appeals for the
Federal Circuit
U.S. District Court for the District
of Columbia

Mr. Skerpon also has a broad patent preparation and prosecution practice
with experience in wood and paper technologies, polymers and other organic and inorganic materials, pharmaceuticals, food technology and general chemical processing.
Mr. Skerpon received his B.S. in Chemical Engineering, cum laude, from
Princeton University in 1975 and his J.D., with honors, from the University
of Buffalo in 1981. Employed for seven years as a patent liaison, senior
chemical engineer for the Linde Division of the Union Carbide Corporation
before entering private practice in 1982, he earned invaluable experience
working directly with inventors in helping to define their inventive contributions.
Mr. Skerpon is a member of the American Intellectual Property Law Association, the Bar Association of the District of Columbia, the American Bar Association, and is an Adjunct Professor of Law at George Mason University
and John Hopkins University, teaching in the areas of patent law and biotechnology patent law. Mr. Skerpon is admitted to the bar in New York and
the District of Columbia and before the U.S. Court of Appeals for the Federal Circuit and the U.S. District Court of the District of Columbia.
Mr. Skerpon practices as senior of counsel in the Washington, DC office of
Banner & Witcoff, Ltd.
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HEATHER R. SMITH-CARRA
Attorney

Heather Smith-Carra focuses her practice on the preparation and the prosecution of trademark and copyright matters. She previously worked as a research intern for the IP video game
blog PatentArcade.com, where she researched, analyzed, and summarized
intellectual property litigations focusing
on patent, trademark, and copyright
law. In addition, she previously held
multiple roles at the firm including patent and trademark prosecution paralegal and trademark law clerk.
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Education
B.A. 2010, American University
J.D. 2017, George Washington
University
Bar Admissions
2017, Maryland

She is a member of the Intellectual Property Division of the American Bar
Association and INTA. While attending law school, she served as a student
mentor and Student Editor for the ABA-IPL’s Landslide Magazine.
Ms. Smith-Carra earned a B.A. in international studies from American University and her Juris Doctor from The George Washington University Law
School.
Ms. Smith-Carra is admitted to practice in the State of Maryland. Practice in
the District of Columbia is limited to matters and proceedings before federal
courts and agencies
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BENJAMIN C. SPEHLMANN
Attorney

Ben Spehlmann has extensive experience in intellectual property matters, particularly in client counseling, patent drafting/prosecution, and opinion work in the
chemical, pharmaceutical, and biotechnology arts. Mr. Spehlmann has significant technical expertise in all aspects of
refining and petrochemical processes, as
well as biofuel synthesis from thermal
(pyrolytic) and catalytic routes. This experience was gained from working for 12
years in R&D at UOP, LLC (a major licensor of technology in these industries), during which time Mr. Spehlmann became a named inventor on several patents. Mr. Spehlmann has drafted and prosecuted numerous patent
applications relating to fuel production from both petroleum and bio-derived
sources, in addition to successfully representing clients in post-grant proceedings in these areas, both as patent owners and challengers.
Mr. Spehlmann is admitted to practice before the U.S. Patent and Trademark Office. He earned a B.S. in Chemical Engineering in 1988 from the
Massachusetts Institute of Technology, an M.B.A., with distinction, in 2000
from the Kellogg Graduate School of Management at Northwestern University, and a J.D. from Georgetown University in 2004.
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Education
B.S., Ch.E. 1988, Massachusetts
Institute of Technology
M.B.A. 2000, Northwestern University
J.D. 2004, Georgetown University
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2004, Virginia
2005, District of Columbia
Court Admissions
Supreme Court of Virginia
U.S. Court of Appeals for the
District of Columbia
U.S. District Court for the Eastern District of Virginia

Mr. Spehlmann has authored the following technical publications: Iodide
Removal Using Zeolite Based Reactive Adsorption, Proceeding of the 13th
International Zeolite Conference, Montpellier, France (July, 2001); The
Chiyoda/UOP Acetica® Process: A Novel Acetic Acid Technology, Third
Tokyo Conference for Advanced Catalytic Technology, Tokyo, Japan (July,
1998); and Development of a Catalyst for Conversion of Syngas-Derived
Materials to Isobutylene, Fischer-Tropsch Archive (1996).
Mr. Spehlmann practices in the Washington, D.C. office of Banner &
Witcoff, Ltd.
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RICHARD S. STOCKTON
Attorney

Richard Stockton advises clients on all
aspects of intellectual property law, including tactical and strategic counseling,
portfolio management, litigation and
prosecution matters. Exemplary
achievements include:

• Procuring thousands of U.S. utility patents, design patents, trademark registrations and copyright
registrations
• Managing multiple IP portfolios with thousands of properties
worldwide; supporting transfer of >10,000 property portfolio
• Serving as counsel of record in numerous patent, trademark and
copyright litigations, and assisting with dozens more
• Supervising infringement, invalidity and counterfeiting investigations and seizures; rendering infringement, invalidity/unenforceability and freedom-to-operate opinions
• Drafting licensing agreements, cease and desist letters/responses and transfers to IP holding companies
• Prevailing in dozens of domain name arbitrations before National
Arbitration Forum, World Intellectual Property Organization
(WIPO) and other providers; negotiated numerous no-decision
settlements and acquisitions
• Overseeing IP matters in >130 foreign jurisdictions
Richard earned a Bachelor of Science degree in Electrical Engineering
from the University of Illinois at Urbana-Champaign (UI) in 1997. He graduated from the UI College of Law cum laude in 2000, where he was the Editor-in-Chief of The University of Illinois Journal of Law, Technology & Policy, the Legislation Editor of the Illinois Law Update section of The Illinois
Bar Journal and a founder of Modern Trends in Intellectual Property. As an
alumnus, Richard joined the Chicago Illini Leadership Council in 2014
(chairing it in 2015-2016), and served on the Athletic Board from 20122016. He also served on the College of Law Board of Visitors from 20052011 and the Campus Alumni Advisory Board from 2006-2012. Richard is
a member of various UI giving societies, including the President’s Council
and John E. Cribbet Society. He is also a UI Alumni Association Life Member and frequently mentors law and engineering students.
Richard is an active and dedicated member of the bar. Exemplary awards
and bar and teaching activities include:
Awards

• “40 Illinois Attorneys Under 40 to Watch” Law Bulletin Publishing
Co., 2015
• Super Lawyers Rising Star (Illinois), 2008-2017
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• Law Bulletin’s Emerging Lawyers, 2015
• IP Star, Managing IP magazine, 2013-2016
Bar Activities

• American Bar Association (ABA)
• Vice-Chair, Patent Litigation Committee, Section of Intellectual Property Law, 2013-Present
• Co-Chair, Technology for the Litigator (TFL) Committee, Section of Litigation, 2010-2013
• Newsletter Editor-in-Chief, TFL Committee, 2006-2010
• American Intellectual Property Law Association (AIPLA)
• Industrial Designs Committee, Chair, 2016-Present, ViceChair, 2014-2016
• Delegate, Standing Committee on the Law of Trademarks, Industrial Designs and Geographical Indications (WIPO, Geneva) (SCT), 31st and 33rd Sessions, 2014-2015
• Chair, In re Owens Subcommittee, Industrial Design Committee, 2013
• Drafter, AIPLA comments to proposed regulations regarding
Hague Agreement implementation
• International Trademark Association (INTA), Saul Lefkowitz Moot
Court Committee
• National Chair, 2016-Present; National Vice-Chair and Bench
Memo Committee Chair, 2015-2016
• Chicago Regional Competition Chair, 2013-2015; Vice-Chair,
2011-2013; Committee Member, 2006-Present; Bailiff, 20002006
• Intellectual Property Owners Association (IPO)
• Industrial Designs Committee, Member, 2013-Present
• Delegate, WIPO SCT, 34th, 35th and 37th Sessions, 20152017
• ICANN IP Constituency, Banner & Witcoff Primary Representative, 2016-Present
• Member: ABA, AIPLA, INTA, IPO, Illinois State Bar Association,
IP Law Association of Chicago
Teaching Activities

• Adjunct Professor, IP Litigation Pretrial Skills
• Northwestern University (NU) School of Law, LITARB 614A,
2012-Present

• Georgetown University Law Center, LAWJ-293-07, 20042011
• Guest Lecturer, Fundamentals of Legal Practice, UI College of
Law, 2015-2016
• Class panelist, NU School of Law, UI College of Law, IIT Chicago-Kent College of Law, Loyola University Chicago School of
Law
Richard frequently writes and presents on IP topics. Exemplary publications and presentations include:
Publications

• “Hague Weighed: Should I Change My Design Filing Strategy?,”
Inside Counsel, 2015
• “The Written Description Requirement in U.S. Design Patent
Prosecution: Background and Recent Developments,” AIPLA
Roundtable, 2014
• “Turkey Shoot: How Sam Keller’s Spat May Flower into a MultiBillion Dollar War Against the NCAA and College Amateurism,”
Intellectual Property Today, 2013
• “A Hague Accolade: U.S. Poised to Join an International Design
Protection System,” IP Frontline and IP Law360, 2012-2013
• “Grappling with Keywords in the Fourth Circuit,” IP Law360, 2011
(co-authored with Mark Wilinski)
• “USC’s Trojans Hit a Home Run in a Trademark Battle over ‘SC,'”
B&W IP Update, 2010 (co-authored with Surendra Ravula)
• “The Patent and the Pendulum: The Oscillating Interface of Antitrust and Patent Law,” Prepared for the ABA Antitrust Section’s
“Competition and Innovation in High-Tech Industries” Conference, 2002 (co-authored with Mark Banner)
Presentations and Panels

• Presenter, “Defending Design Patent Litigations: If Something’s
Amiss, Move to Dismiss,” Design Day, 2017
• Moderator, “The Wide World of Designs: Best Practices for the
Procurement of Design Patents Across Borders and in the U.S.,”
AIPLA Mid-Winter Institute, 2016
• Public Speaker, “Roundtable Event on the Written Description
Requirement for Design Applications,” U.S. Patent and Trademark Office, 2014
• Presenter, “Design and Utility Patents, Trade Dress, and Copyright: How to Prosecute and Enforce Multiple Layers of IP Protection,” IPO Chat Channel, 2013

• “Design Patent Functionality After Egyptian Goddess and Richardson: The Assumption of Claim Construction Dysfunction and
Gumption,” AIPLA Spring Meeting, 2013
• “Owens Poems and High Point Haikus,” Industrial Design Committee Meeting at AIPLA Annual Meeting, 2013
• Panelist, “Computer Fraud and Abuse Act,” Northwestern School
of Law, 2013
• “Shall I Complain or Abstain about a Domain,” Banner & Witcoff
Corporate IP Seminar, 2012
• New gTLD Overview, gTLD Opposition Overview, American Marketing Association Podcasts, 2011, 2012
• Public Panelist, “Designs in Recent Court Decisions,” Design
Day, U.S. Patent and Trademark Office, 2010
Richard also has experience with governmental relations and policy. He
prepared draft legislation for the Illinois General Assembly relating to the
organic statute of the UI Board of Trustees, and served as a legislative extern to the Illinois House of Representatives. Richard also was an intern for
a Congressman in Washington, D.C., during the 104th Congress. His other
volunteer activities have included serving on the Chicago Public Schools
Local School Council for Audubon Elementary School and the Champaign
Liquor Advisory Commission, and volunteering as an instructor for Presidential Classroom for Young Americans.
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J. PIETER VAN ES
Attorney

Pieter van Es has twenty-five years of
experience in intellectual property enforcement, counseling and procurement.
He has worked on matters involving patent, trademark, trade dress, copyright,
trade secret and antitrust issues.

Office
Ten South Wacker Drive
Suite 3000
Chicago, IL 60606-7407
T 312.463.5000
F 312.463.5001
pvanes@bannerwitcoff.com

Pieter has handled intellectual property
disputes in trials and preliminary injunction hearings, conducted complex discovery and briefed successful motions
and appeals. His experience has ranged
from ex parte seizures of counterfeit goods to advantageous settlement of
disputes in court supervised settlement hearings. He has procured and licensed patents and trademarks for clients in a wide variety of fields. The
subject matter of his work has included electronic sensors and monitors,
medical and diagnostic devices, audio electronics, telecommunications
equipment, lighting fixtures, internet content delivery networks, processed
food, healthcare products, sporting goods and software.

Education
B.S. 1989, University of Illinois
B.A. 1989, University of Illinois
J.D. 1992, University of Illinois

Pieter has been listed as an Illinois “Super Lawyer” nearly every year since
2005. The Super Lawyers list represents the top 5 percent of Illinois lawyers, as chosen through peer nominations and evaluations, combined with
independent research. Pieter was also recognized as a Managing Intellectual Property “IP Star” in 2017.
Pieter taught intellectual property litigation as an adjunct professor of law at
Northwestern Law School in Chicago and the Georgetown University Law
Center in Washington, D.C. He earned a Bachelor of Science degree in
Electrical Engineering and a Bachelor of Arts degree in Economics both
from the University of Illinois at Urbana-Champaign in 1989. He graduated,
magna cum laude, from the University of Illinois College of Law in 1992.

Bar Admissions
1992, Illinois
2007, California
Court Admissions
Supreme Court of Illinois
U.S. Circuit Court of Appeals for
the Federal Circuit
U.S. Court of Appeals for the
Ninth Circuit
U.S. Court of Appeals for the
Seventh Circuit
U.S. District Court for the Northern District of Illinois
U.S. District Court for the Central
District of California
U.S. District Court for the Northern District of California
U.S. District Court for the Western District of Tennessee

Pieter is a registered patent attorney and is admitted to practice in the
states of Illinois and California. He also is admitted to practice before the
Court of the Appeals for the Federal Circuit, numerous other federal courts
and the Illinois Supreme Court.
Pieter practices out of the Chicago office of Banner & Witcoff, Ltd.
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BRADLEY J. VAN PELT
Attorney

Brad Van Pelt concentrates on prosecution, counseling, and litigation in all
areas of intellectual property. Brad has
wide-ranging experience in prosecution and counseling. He has years of
patent drafting experience in the mechanical, software, and business method arts. He frequently prepares freedom-to-practice opinions, and has
served on successful patent litigation
teams in obtaining favorable rulings for
clients. In addition to his utility patent
practice, Brad also has extensive experience in procuring design patents
and is active in the design patent bar. He was also named to the 2014,
2015, and 2016 Illinois Super Lawyers Rising Stars, which include only the
top 5 percent of attorneys in the state.
Brad assists clients with creative strategies in developing strong patent
portfolios both domestically and internationally. Brad leverages his experience as a former examiner to creatively advance applications to grant. He
has also presented at numerous conferences on creative strategies in advancing applications and development of prosecution strategies in light of
the America Invents Act.
Brad has prepared and prosecuted software-oriented applications directed
to security, networking, audio monitoring, cash handling devices, business
methods, and graphical user interfaces and mechanical applications directed to merchandizing systems, transducers, microphones, earbuds,
medical devices, insulation devices, sporting equipment, composite materials, container handlers, and dispensers.
Prior to his role at Banner & Witcoff, Brad was a patent examiner at the
U.S. Patent and Trademark Office in the early 2000s. While at the Patent
and Trademark Office, Brad examined patent applications directed to the
mechanical arts, especially in the automotive, transportation, and power
generation arts. Brad served in the chambers of the Honorable Richard
Linn of the United States Court of Appeals for the Federal Circuit, which
hears all patent appeals in the United States. Brad was also a design engineer for Sub-Zero Freezer Company where he designed testing equipment
for digital refrigeration components and software.
He earned his undergraduate degree in Mechanical Engineering from the
University of Wisconsin-Madison in 2002. He was awarded his J.D. degree
from Georgetown University in 2007.
Brad is registered to practice before the U.S. Patent and Trademark Office,
and is admitted to practice in Illinois. He practices in the Chicago office of
Banner & Witcoff, Ltd.
Presentations

• “Advanced Patent Prosecution Strategies to Further Corporate
Goals,” at the All Ohio Annual Institute on Intellectual Property in
Cleveland and Cincinnati in 2016
• “Best Practices for Corporate Counsel: Economically Protecting
Your Inventions,” at WITCON, Banner & Witcoff’s Corporate Intellectual Property Seminar in Chicago in 2015

Office
Ten South Wacker Drive
Suite 3000
Chicago, IL 60606-7407
T 312.463.5000
F 312.463.5001
bvanpelt@bannerwitcoff.com
Education
B.S. 2002, University of Wisconsin
J.D. 2007, Georgetown University
Bar Admissions
2007, Illinois
Court Admissions
U.S. Patent and Trademark Office

• “The Total User Experience: Improving the Content and Quality
of Your Company’s Patent Application Post-AIA” at WITCON,
Banner & Witcoff’s Corporate Intellectual Property Seminar in
Chicago in 2014
• “The Total User Experience: Improving the Content and Quality
of Your Company’s Patent Application Process Post-AIA” at the
Managing Intellectual Property Conference in Washington, D.C.
in 2014
• “Two Sides of Patents: Getting Stronger Patents for Your Company and Alternative Ways to Defend Against Patent Litigation,”
at the ACC Chicago CLE Program in Rosemont, IL and in Chicago in 2014
• “The Total User Experience: Improving the Content and Quality
of Your Company’s Patent Application Process Post-AIA” in a
Banner & Witcoff/BNA webinar in 2013
• “Emergency IP: Expediting the Granting of Patent Rights” at
WITCON, Banner & Witcoff’s Corporate Intellectual Property
Seminar in 2012
Articles

• “Using Ex Parte Appeals to Advance Key Patents to Further Corporate Goals,” IP Update, July 17, 2017
• “IP Management: Creating, Maintaining and Advancing Your
Portfolio to Increase Your Company’s Bottom Line,” The Licensing Journal, March 15, 2017
• “Adding to Your Company’s Bottom Line with Intangible Assets:
Creating, Maintaining & Advancing Your IP Portfolio,” IP Update,
December 20, 2016
• “Brexit’s Effect on Intellectual Property,” IP Alert, July 13, 2016
• “Apple and Samsung at the Supreme Court: Case Proves Need
for Design Patents in Overall IP Strategy,” IP Update, June 8,
2016
• “Obama Signs Law Allowing Trade Secret Owners to Sue in Federal Court,” IP Alert, May 12, 2016
• “4 Times to File a Continuation Patent Application,” Law360,
March 17, 2016
• “Preparing for the Obvious at the PTAB,” Law360, June 30, 2015
• “Challenging and Defending Obviousness at the PTAB,” IP Update, Spring/Summer 2015
• “AIA Toolbox: Intake, Checklists, and Faster Drafting Techniques,” IP Update, Fall/Winter 2014

BRADLEY C. WRIGHT
Attorney

Brad Wright concentrates on prosecution, litigation and counseling in patent
and copyright matters, especially in the
electrical and computer areas, including
Internet and e-commerce. He has drafted
and prosecuted numerous patent applications in such technologies as computer
hardware and software, cable TV systems, electrical devices, facsimile systems, neural networks, smart cards, Internet applications, operating systems,
computer games, business methods, mobile telephones, and video processing techniques. In 2010, two patents
drafted by Mr. Wright were successfully
asserted in litigation, resulting in a $200
million settlement.
Brad has also won several appeals before the Patent Trial and Appeal
Board. He represents clients in district court litigation including patent, copyright and trademark matters. He has also successfully argued and briefed
appeals before the U.S. Court of Appeals for the Federal Circuit. He has
also provided clients with infringement, validity and patentability opinions in
numerous different technical areas. Additionally, Brad is experienced with
protecting inventions overseas under patent treaties and conventions.
Mr. Wright is a former law clerk to the Honorable William C. Bryson of the
Court of Appeals for the Federal Circuit, which hears all patent appeals in
the United States. He earned his electrical engineering degree from the
Massachusetts Institute of Technology and his law degree, with distinction,
from George Mason University, where he graduated as the top student in
the Patent Law Track and was a member of the Law Review. After earning
his electrical engineering degree, Brad worked as an electrical engineer
and software engineering manager for E-Systems, which is now part of
Raytheon Corp. In that position, Brad developed novel algorithms relating
to signal intelligence and specialized hardware, and worked on database
projects including an object-oriented database.
Mr. Wright is registered to practice before the U.S. Patent and Trademark
Office. He is admitted to the bars of the Supreme Court, the Court of Appeals for the Federal Circuit, and is a member of the Virginia and District of
Columbia bars. Brad is also active in the American Intellectual Property
Law Association, where he co-chaired the Software Patent Subcommittee
of the Emerging Technologies Committee. He is also a member of the Institute of Electrical and Electronic Engineers and the American Bar Association, where he chaired subcommittees relating to business method patents,
patent litigation, and multimedia and interactive technology. Additionally,
Brad has been an adjunct professor of law at George Mason University
School of Law, where he has taught copyright and patent law.
Mr. Wright was the President of the Patent Lawyers Club of Washington.
He has published numerous articles and has given speeches before various organizations regarding intellectual property law.
Mr. Wright served as Editor-in-Chief and a chapter author of Drafting Patents for Litigation and Licensing, published by BNA Books in 2008. This
book, the first of its kind, was written to help patent practitioners draft the
broadest possible patent that can sustain a validity challenge by synthesizing and applying lessons from the case law.

Office
1100 13th Street, NW
Suite 1200
Washington, DC 20005-4051
T 202.824.3000
F 202.824.3001
bwright@bannerwitcoff.com
Education
B.S.E.E. 1984, Massachusetts
Institute of Technology
J.D. 1994, George Mason University
Bar Admissions
1994, Virginia
1995, District of Columbia
Court Admissions
U.S. Circuit Court of Appeals for
the Federal Circuit
U.S. Court of Appeals for the
Fourth Circuit
U.S. Court of Appeals for the
Sixth Circuit
U.S. District Court for the District
of Columbia
U.S. District Court for the Eastern District of Virginia
U.S. Supreme Court

Mr. Wright earned a 2016 Martindale-Hubbell® AV PreeminentTM Rating
and was selected by Martindale-Hubbell as a 2015 “Top Rated Lawyer” in
DC-Baltimore. Mr. Wright was listed as a Washington D.C. Super Lawyer in
2017, and named as one of the “World’s Leading IP Strategists” by Intellectual Asset Management magazine. He is listed as a leader in intellectual
property law in the 2017 edition of Best Lawyers in America. He is recognized by Managing Intellectual Property as a 2017 IP Star.
Mr. Wright practices in the Washington, D.C. office of Banner & Witcoff,
Ltd.
Sample Articles and Publications
“Patent Developments for IT Practitioners,” presented at the 2016 Virginia
Information Technology Legal Institute (September 30, 2016)
“Patent Developments for IT Practitioners,” presented at the 2015 Virginia
Information Technology Legal Institute (October 9, 2015)
“Recent Developments in Patent Law,” presented at The D.C. Bar’s 2014
IP Law Year in Review Series (December 9, 2014)
“Patent Developments for IT Practitioners,” presented at the 2014 Virginia
Information Technology Legal Institute (October 10, 2014)
“Functional Claiming,” presented at the 2014 9th Annual Advanced Patent
Law Institute (January 23-24, 2014)
“Developments in Patent Law 2013,” presented at The D.C. Bar’s 2013 IP
Law Year in Review Series (December 11, 2013)
“Patent Developments for IT Practitioners,” presented at the 2013 Virginia
Information Technology Legal Institute (September 27, 2013)
“Changes Coming to U.S. Patent Law,” Bloomberg BNA Books
Monitor (February 27, 2013)
“Federal Circuit Appears Split on Patentability of Computer-Implemented
Business Methods,” Banner & Witcoff IP Alert (February 11, 2013)
“Patent Developments for IT Practitioners,” presented at the 2012 Virginia
Information Technology Legal Institute (September 28, 2012)
“Developments in Patent Law,” presented at John Marshall Law School’s
56th Anniversary Conference on Developments in Intellectual Property Law
(February 24, 2012)
“Developments in Patent Law 2011,” presented at The D.C. Bar’s 2011 IP
Law Year in Review Series (December 13, 2012)
“Patent Developments for IT Practitioners,” presented at the 2011 Virginia
Information Technology Legal Institute (September 23, 2011)
“Drafting Patents for Litigation and Licensing, with 2011 Cumulative Supplement,” BNA and ABA-IPL (August 1, 2011)
“Functional Claiming and Functional Disclosure,” Banner & Witcoff IP UPDATE (Spring/Summer 2011)
“Developments in Patent Law 2010,” presented at The D.C. Bar’s 2010 IP
Law Year in Review Series (December 15, 2010)
“Patent Developments for IT Practitioners”, presented at the 2010 Virginia
Information Technology Legal Institute (October 8, 2010)
“Supreme Court Eases Test for Patentability in Bilski v. Kappos,” Intellectual Property Advisory (June 28, 2010)
“Recent Developments in IP Law”, presented at John Marshall Law
School’s 54th Annual Conference on Developments in Patent, Trademark,
Copyright and Trade Secrets Law (February 26, 2010)

“Developments in Patent Law 2009,” presented at The D.C. Bar’s 2009 IP
Law Year in Review Series (December 18, 2009)
“Supreme Court Hears Argument in Bilski Case,” Intellectual Property Advisory (November 9, 2009)
“Supreme Court Grants Cert in Bilski Case,” Banner & Witcoff IP UPDATE
(November 1, 2009)
“Federal Circuit Issues Split Decisions on PTO Continuation Rules,” Banner & Witcoff IP UPDATE (Spring/Summer 2009)
“Developments in Patent Law,” presented at The D.C. Bar Program on Developments in Intellectual Property Law (December 2008)
“End of the Road for E-Commerce Patents?,” E-Commerce Times (May
2008)
“Patents Under Attack,” Executive Counsel (June 2008)
“Federal Circuit May Clamp Down on Process Patents,” Intellectual Property Advisory (May 8, 2008).
Recent Speaking Engagements
“Patent Developments for IT Practitioners,” Annual Virginia Information
Technology Legal Institute, Fairfax, VA, September 30, 2016.
“2015 Patent Law in Review,” DC Bar’s IP Year in Review Series, Washington, DC, December 15, 2015.
“Patent Developments for IT Practitioners,” Annual Virginia Information
Technology Legal Institute, Fairfax, VA, October 9, 2015.
“Recent Developments in Patent Law,” DC Bar’s Patent Law Year in Review Series, Washington, DC, December 9, 2014.
“Functional Claiming,” All Ohio Annual Institute on Intellectual Property,
Cincinnati, September 18, 2014.
“Functional Claiming,” Annual Advanced Patent Law Institute at the
USPTO, Alexandria, VA, January 23, 2014.
“Developments in Patent Law,” DC Bar’s IP Year in Review Series, Washington, DC, December 11, 2013.
“Patent Developments for IT Practitioners,” Annual Virginia Information
Technology Legal Institute, Fairfax, VA, September 27, 2013.
“Important Patent-Related Cases Over the Past Year and Their Implications,” FICPI’s ABC Meeting, New Orleans, May 18, 2013.
“The New Patent Law and More,” DC Bar’s IP Year in Review Series,
Washington, DC, December 11, 2012.
“Patent Developments for IT Practitioners,” 2012 Virginia Information Technology Legal Institute, Falls Church, VA, September 28, 2012.
“Recent Developments in Patent Law,” John Marshall Law School’s 56th
Intellectual Property Law Conference, Chicago, IL, February 24, 2012.
“The Corporate Response to New Legislation: Changes in Portfolio Development and Patent Defense Strategies,” 2012 Advanced Patent Law Institute at the USPTO, Alexandria, VA, January 19, 2012.
“The New Patent Law and More,” DC Bar’s IP Year in Review Series,
Washington, DC, December 13, 2011.
“IP Basic Training Series: Patents, Trademarks, and Copyrights,” D.C. Bar
Conference Center, Washington, DC, October 18, 2011.

“Patent Developments for IT Practitioners,” 2011 Virginia Information Technology Legal Institute, Falls Church, VA, September 23, 2011.
“Recent Developments in Patent Law,” John Marshall Law School’s 55th
Intellectual Property Law Conference, Chicago, IL, February 25, 2011.
“Functional Claiming and Functional Disclosure,” University of Texas at
Austin, School of Law’s 6th Annual Advanced Patent Law Institute, Alexandria, VA, January 21, 2011.
“Recent Developments in Patent Law,” D.C. Bar’s 2010 IP Year in Review
Series, Washington, DC, December 15, 2010.
“Patent Developments for IT Practitioners,” 2010 Virginia Information Technology Legal Institute, Falls Church, VA, October 8, 2010.
“Patentable Subject Matter After Bilski,” BNA Webinar, July 8, 2010.
“The Use of Opinion of Counsel as Evidence in Patent Litigation,” ABA IPL
Section’s 25th Annual Intellectual Property Law Conference, Arlington, VA,
April 9, 2010.
“Recent Developments in IP Law,” John Marshall Law School’s 54th Annual Conference on Developments in Patent, Trademark, Copyright and
Trade Secrets Law, Chicago, IL, February 26, 2010.
“Recent Developments in Patent Law,” D.C. Bar’s 2009 IP Year in Review
Series, Washington, DC, December 17, 2009.
“Developments in Patent Law, 2008,” D.C. Bar’s 2008 IP Year in Review
Series Part II, Washington, DC, December 10, 2008.
“New Practical Patent Strategies,” Virginia Information Technology Center,
Waterford, VA, September 26, 2008.
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PEI WU
Attorney

Dr. Pei Wu focuses her practice on patent prosecution and patent portfolio development in the fields of biotechnology,
molecular diagnostics, medical devices
and pharmaceuticals. She has extensive experience in preparation and prosecution of U.S. and foreign patent applications relating to genes, proteins, enzymes, recombinant antibodies, microorganisms, medical diagnostics, blood
products, cell matrices, tissue engineering, dietary and food supplements, cancer treatments, gene therapy, drug discovery and formulation, epigenetics,
biopolymer, vaccine, and genomics.
Dr. Wu counsels clients ranging from private and public companies to nonprofit academic institutions and hospitals on strategic IP portfolio development that aligns with their business objectives. She advises clients on IP
matters including patentability, patent landscape and freedom-to-operate
analyses, non-infringement and invalidity opinions, pre-litigation counselling
and due diligence relating to research collaboration, technology transfer, licensing and acquisition.

Office
28 State Street
Suite 1800
Boston, MA 02109-1705
T 617.720.9600
F 617.720.9601
pwu@bannerwitcoff.com
Education
B.S. 1990, Wuhan University
Ph.D. 1998, University of Florida
J.D. 2012, Suffolk University
Bar Admissions
2012, Massachusetts
Court Admissions
U.S. Patent and Trademark Office

Dr. Wu has more than 10 years of law firm and in-house experience as a
patent agent and patent attorney. She also has more than 10 years of biological research experience as an instructor at Brigham and Women’s Hospital, a scientist at Harvard Medical School and a postdoctoral research associate and research assistant professor at University of Florida.
Dr. Wu received her J.D. from Suffolk University Law School and her Graduate Certificate in management from Harvard Extension School. She received her Ph.D. in cell and developmental biology from University of Florida, where she was a recipient of Graduate Research and Medical Guilds
Research competition awards. She obtained her B.S. in biochemistry from
Wuhan University in China.
Her research was presented in international scientific conferences and
published in scientific journals such as Nucleic Acids Research, Journal of
Virology, Gene, Molecular and Cellular Biology and Journal of Biological
Chemistry. She has also written newsletter articles relating to U.S. and China IP law and practices. She is fluent in Mandarin Chinese.
Dr. Wu practices in the Boston Office of Banner & Witcoff, Ltd.
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