11th Annual

USPTO Design Day

Richard S. Stockton

Principal Shareholder
Banner & Witcoff, Ltd. Ef.f;%':t'lfs‘::‘%; L';E.E‘:‘:';‘.’t'f et
rStOC |(t0 n @ ba n n e rW itCOff. CO m United States Patent and Trademark Office
3 1 2 _463 _54 1 4 Madison Auditorium April 25th, 2017

© 2017 Banner & Witcoff, Ltd. All rights reserved. These materials are provided for informational purposes only and
should not be construed as legal advice. The opinions rendered herein are the personal views of the author.

Graphics MauroNewMedia

Design Day 2017: If Something’s Amiss... @k Fle | St




Introduction

Dismissal/™Legal” Dissimilarity Overview
Empirical Case Examples

Summary/Conclusion

Note.: Slides available online

2 Design Day 2017: If Something’s Amiss...




“In the end, this will likely ..
V' bring forward efforts to repeal § 289.
Hopefully, a judicial framework will
be developed that strikes the right balance

and further secures § 289 as a distinguishing
feature of U.S. design patent law.”
-Gary Griswold, Consultant
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12(b)(6) “failure to state a claim” and
12(c) “judgment on the pleadings”
motions based on visual dissimilarity
already provide a means to counter

overzealous design patent assertions
Not applicable to identical copying
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E.g., at Summary Judgment

Winner Int’l Corp. v. Wolo Mfq. Corp., 905 F.2d 375 (Fed. Cir. 1990)

D28%491 Accused Product
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Judgment as a Matter of Law too...
Elmer v. ICC Fabricating, Inc., 67 F.3d 1571 (Fed. Cir. 1995) (reversing denial)

Fig. 1 from the ‘620 Patent
{pertinent parts circled)

Alleged Infringement

Exemplary Prior Art
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Form 18. Complaint for Patent Infringement.
(Caption — See Form 1.)
(Statement of Jurisdiction — See Form 7.)
On date , United States Letters Patent No. were issued to the plaintiff for an
invention in an electric motor. The plaintiff med the patent throughout the period of the
defendant’s infringing acts and still owns the patent.
The defendant has infringed and is still infringing the Letters Patent by making, selling, and
using_electric motors that embody the patented invention, and the defendant will continue to
do sounless enjoined by this court.
The plaintiff has complied with the statutory requirement of placing a notice of the Letters
Patent on all __glectric motors it manufactures and sells and has given the defendant written
notice of the infringement.
Therefore, the plaintiff demands:
(a) a preliminary and final injunction against the continuing infringement;
(L) an accounting for damages; and

{c) interest and costs.
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A complaint may be dismissed under Rule
12(b)(6) if “it appears beyond doubt that
plaintiff can prove no set of facts in support of

his claim which would entitle him to relief.”
Hughes v. Rowe, 449 U.S. 5, 10 (1980).

Rule 12(b)(6) does not permit “dismissal based

on a judge’s disbelief of a complaint’s factual

allegations.”
Nietzke v. Williams, 490 U.S. 319, 326-27 (1989).

“The issue is not whether a plaintiff will
ultimately prevail but whether the claimant is

entitled to offer evidence to support the claims.”
Scheur v. Rhodes, 416 U.S. 232, 236 (1974).
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“We do not require heightened fact pleading
of specifics, but only enough facts to state a
claim to relief that is plausible on its face.
Because the plaintiffs here have not nudged

their claims across the line from conceivable
to plausible, their complaint must be
dismissed.”

Bell Atl. Corp. v. Twombly, 550 U.S. 544, 570 (2007)
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“[Dletermining whether a complaint
states a plausible claim is context-
specific, requiring the reviewing court

to draw on its experience and
common sense.”

Ashcroft v. Igbal 556 U.S. 662, 663-64 (2009)
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“In some instances, the claimed design and the
accused design will be sufficiently distinct that it will
be clear without more that the patentee has not met

‘389 Patent Accused Product | Falley Buffer Block

will benefit from a comparison of the claimed and
accused designs with the prior art ... .”

Egyptian Goddess Inc. v. Swisa Inc., 543 F.3d 665, 678 (Fed. Cir. 2008) (en banc)
(affirming summary judgment of noninfringement)
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Ethicon Endo-Surgery, Inc. v. Covidien, Inc., 796 F.3d 1312 (Fed.
Cir. 2015) (affirming summary judgment of noninfringement)

Exemplary Ethlcon Product
(ENSEAL G2 Tissue Sealer)

Exemplary Patent-in-Suit
(D661804 Fig. 1)

Covidien’s Accused Product
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“Where the claimed and accused designs are
‘sufficiently distinct’ and ‘plainly dissimilar,” the
patentee fails to meet its burden of proving
infringement as a matter of law.” 14 ar 1335 temphasis addea).

Otherwise, “‘the inquiry may benefit from comparing
the claimed and accused designs with prior art to
identify differences that are not noticeable in the
abstract but would be significant to the hypothetical
ordinary observer familiar with the prior art.” i«

Thus, not erroneous to not consider a “frame of
reference provided by the prior art” 1o ar 1337
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Utility patentee “has no plausible basis for
alleging that the plain and ordinary meaning
of ‘TV Channel’ (or ‘TV Channel’ properly
construed) covers URLs ... ."”

Bartonfalls LLC v. Turner Broadcasting Systems, Inc. et al., 2:16-cv-1127 at *3
(E.D. Tex. Mar. 15, 2017) (citing Igbal’s “experience and common sense’’)

Post-Rule 84 Abrogation:
710% < 56% 12(b)(6)/(e) denial rate

Anthony Volpe and Joseph Matthew, " Patent infringement Complaints After the
Change in Rules,” The Legal Intelligencer (Nov. 1, 2016)
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If Something’s Amiss...
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12(b)(6) motion filed June 2003...

D387,541 (Fig. 1)
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12(b)(6) motion filed Dec. 2006...

D508,951 (Fig. 1), D521,556 (Fig. 1) Corporate Edge’s F-Pen

Oct. 2007 2007 wi 2908265

MTELLECTUAL PROFERTY LAW
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12(b)(6) motion filed Feb. 2008...

Mokia's 6061 telephone

IVIay 2008 2008 wi 451783
Oct. 2009 347 reu. Appx. 568
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12 (c) motion filed July 2010...

D462,825 (Fig. 1)

Two Lumps of Sugar’s “First Glove Design”

o Aug. 2010
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12(b)(6) motion filed March 2010...

D491,257 (Figs. 1 & 3) Clean Control’s “OdoBan”

Oct. 2010
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12(b)(6) motion filed Nov. 20009...

D434,789 (Fig. 1) and D532,814 (Fig. 1) IdeaVillage's HD Wraparounds Might Vision Sunglasses and HD Vision
Wraparounds Sunglasses

Oct. 2010 2010 wr 4393876

MTELLECTUAL PROFERTY LAW
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12(b)(6) motion filed August 2010...

——
r SIDE BY LIOF COMPARPON OF POCKETS, LOOPE AMD PIR1HL

US D596,439 (Fig. 1)

Patented/accused product
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12(b)(6) motion filed Oct. 2011...

f.r_,»'

T
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D589,611 (Fig. 1) Kimberly-Clark’'s Poise Hourglass Pad

Jan. 2012 2012 wi 74855

23 Design Day 2017: If Something’s Amiss... @_ BANNER & WiTCOFF, LTD




D628,444 (Fig

. 2), D628,445 (Fig. 2)

Nifty Home Product’s K-Cup Drawer

(B =
W




12(c) motion filed Mar. 2013...

e ® “Boxer” style brief

Sept. 2013

MTELLECTUAL PROFERTY LAW
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12(b)(6) motion filed July 2013...

D561,294 (Fig. 6) Stun Gun in Call of Duty, Black Ops Il

Feb. 2014 140 F.Supp.3d 795
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12(b)(6) motion filed Oct. 2013...

| %
L
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D440,806 (Figs. 1 & 8) Exxel Outdoor's Inflatabed

JuIy 2014 2014 we 3727566
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12(b)(6) motion filed April 2014...

D599,999 and D616,189 (Figs. 1)

Arizona Carmen Girls Boot and Arizona Crescent Casual Suede Boot

Sept. 2014 45 F.supp301181
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12(b)(6) motion filed Nov. 2014...

D486,274 (Fig. 1) Iris Elevated Feeder

Mar. 2015 2015 wi 12780599
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12(b)(6) motion filed March 2015...

D619,402(Fig.1) Atomi's Ultimate Pillow Memory Foam Travel Pillow

Jun. 2015
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12(b)(6) motion filed April 2015...

Ball Pet-Sunny The Ball Pet-Puffy The Purple | Ball Pet-Pinky The Rhino
Puppy Bear

Ball Pet-Red Rover -Berry Ball Pet-Jolly Green
\Puppy | Kinty _| Dragon

Telebrand’s Ball Pets

Aug. 2015 2015 wi 4624200

MTELLECTUAL PROFERTY LAW
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12(b)(6) motion filed Dec. 2015...

D740,005 (Fig. 1) Attilio Giusti Leombruni shoe

Feb. 2016

MTELLECTUAL PROFERTY LAW
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12(b)(6) motion filed Dec. 2015...

SDC-22

Spec International’s Redemption Series DR-22, SDR-22 and Casino Series DC-22 and 5DC-22

Mar. 2016

MTELLECTUAL PROFERTY LAW
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12(c) motion filed Feb. 2016

D730,423(Fig. 1) GoPro's HERO4 Sessi

April 2016 2016 wi 1626018
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12(b)(6) motion filed May 2016...
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12(b)(6) motion filed June 2016...

D673,785 (Fig. 1); D672,569 (Fig. 2); D658,396 (Fig. 2) Accused PrD-ducts:| Classic Pillion Motorcycle Seat-Cushion, Classic
Smart/Cruiser Motorcycle Seat-Cushion and Classic Sport Motorcycle Seat-
Cushion

Aug. 2016
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12(b)(6) motion filed July 2016...

Ca

N N 4

D547,484 (Fig. 1); D569,029 (Fig. 1); D691,320 (Fig. 1); D690,453 (Fig. 2); D579,141 (Fig. 3); ABB|Ijghting’s LED Parking Garage Light and LED Canopy Light, LED Security Light,
D612,975 (Fig. 1); D643,147 (Fig. 1); D747,534 (Fig. 2) LED Slim Wall Pack, LED High Bay Light, LED Wall Pack, LED Slim Wall Pack; LED V-

Line Flood Light; L5 Parking Garage Light
Sept. 2016

MTELLECTUAL PROFERTY LAW
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12(b)(6) motion filed March 2016...

D652,353 (Fig. 1), D678,823(Fig. 1)

Jan. 2017 2017 wL 41729
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12(b)(6) motion filed Mar. 2017

*Disclaimer: Presenter represents Defendants
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Could a 12(b)(6) motion have been filed?

\n-

Richardson’s *167 Patent Stanley Works' Accused “Fubar” Product
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Twombly: W Egyptian Goddess: Ighal: Ethicon: FRCP 84:
“Plausible” §““Plainly Dissimilar”jj Common Sense Jj“Matter of Law”’jForm 18 Deleted

¢ Denied Granted

Dismissal motions are a growing force to
counter overzealous design patent
enforcement

To date: 54% grant rate

Not perfect, but more usage/improving
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CHICAGO, IL

Ten South Wacker Drive
Suite 3000

Chicago, IL 6060

T 312.463.5000

F 312.463.5001

WASHINGTON, DC
1100 13t Street NW
Suite 1200
Washington, DC 20005
T 202.824.3000

F 202.824.3001
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28 State Street
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Boston, MA 02109
T 617.720.9600

F 617.720.9601

PORTLAND, OR

One World Trade Center

121 SW Salmon Street, 11t Floor
Portland, OR 97204

T 503.425.6800

F 503.425.6801

@ﬁnmmcn & WITCOFF, LTD.
HTELLECTUAL PROPERTY LAW




