
By: DaviD R.  

GeRk (l) & Rajit 

kapuR (R) 

In recent years, 

design patent 

law has received increased attention at the 

Federal Circuit. Starting in 2006 with a panel 

decision,1 and then a clarifying opinion in 

Lawman v. Winner ,2 followed by a panel 

decision3 and rehearing en banc in Egyptian 

Goddess v. Swisa in 2008,4 the Federal Circuit 

clarified a key principle of design patent 

law—the test for infringement. In particular, 

the Federal Circuit in the en banc rehearing of 

Egyptian Goddess 5 refocused the test for design 

patent infringement towards the “ordinary 

observer” test set forth in 1871 in Gorham v. 

White.6 While the dust is still settling regarding 

the revised test for infringement, another issue 

may be moving to front and center in the 

realm of U.S. design patent law—functionality.

Functionality—DistRict  
couRt oF aRizona  

On June 3, 2008, Richardson filed suit against 

Stanley Works, Inc. (Stanley) in the District 

of Arizona, alleging that Stanley’s “Fubar” 
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product infringed Richardson’s U.S. Design 

Patent No. D507,167 (‘167 Patent). As seen in 

FIGS. 1 and 2 of the ‘167 patent, Richardson’s 

design patent was directed to “a multi function 

stud climbing and carpentry tool,”7 which 

commercially was known as the “Stepclaw.”8 

Like Richardson, Stanley also obtained a  

patent covering its product—the Fubar, and 

FIGS. 1 and 5 of U.S. Patent No. D562,101 

(‘101 Patent) illustrate the Fubar.9 
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FIG. 1 OF THE ‘167 PATENT, 
ILLUSTRATING RICHARDSON’S STEPCLAW

FIG. 1 OF THE ‘101 PATENT, 
ILLUSTRATING STANLEY’S FUBAR PRODUCT

FIG. 2 OF THE ‘167 PATENT, ALSO 
ILLUSTRATING RICHARDSON’S STEPCLAW

FIG. 5 OF THE ‘101 PATENT, 
ILLUSTRATING STANLEY’S FUBAR PRODUCT
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After a bench trial, the District Court entered 

judgment in favor of Stanley, ruling that the 

Fubar did not infringe Richardson’s design 

patent.10 The trial court determined that after 

discounting the functional elements of the 

‘167 patent, the standard for design patent 

infringement was not met.11 Thereafter, 

Richardson appealed the District Court’s 

findings, including its claim construction and 

finding of non-infringement. 

Functionality on appeal  

On appeal, Richardson essentially argued that 

the trial court incorrectly applied the law 

by separating out the “functional aspects” 

of his design from the “ornamental” aspects 

instead of analyzing his design as a whole.12 

Richardson also argued that his design was 

not impermissibly functional because “(1) 

the functions that the ‘167 Patent is capable 

of performing can be achieved through other 

designs… and (2) that the overall design of the 

‘167 Patent is not dictated by the use or purpose 

of the tool or of any useful elements found in 

the tool.”13 Likewise, Richardson asserted that 

Egyptian Goddess requires a comparison of his 

patented design be made in its entirety with  

the Fubar, and the similarities be evaluated from 

the perspective of an ordinary observer.14

The Federal Circuit rejected Richardson’s 

arguments, however, and instead stated that 

Richardson is only “entitled to a design patent 

whose scope is limited to those [ornamental] 

aspects alone and does not extend to any 

functional aspects of the claimed article.”15 

The Court specifically identified “the handle, 

the hammerhead, the jaw, and the crowbar” of 

Richardson’s design as being “dictated by their 

functional purpose.”16

After affirming the District Court’s claim 

construction, the Federal Circuit also affirmed 

that the Fubar product did not infringe 

the ‘167 patent, noting that “ignoring the 

functional elements of the tools, the two 

designs are indeed different.”17 In the Court’s 

opinion, the Fubar had a “streamlined visual 

theme that runs through the design,” which 

was evident in the Fubar’s “tapered” hammer-

head, “streamlined” crow-bar, “triangular 

neck with rounded surfaces,” and “smoothly 

contoured” handle.18 Thus, in comparing  

the Fubar with the ‘167 patent, the Court 

held that Fubar’s “more rounded appearance 

and fewer blunt edges” made it “significantly 

different” from the ‘167 patent’s design.19 

Request FoR ReHeaRinG  

Richardson further challenged the decision, 

requesting a rehearing en banc before the 

Federal Circuit. The Federal Circuit’s ruling  

in this case also stirred the interest of members 

of the design patent community. As a result, 

non-parties Apple, Inc. and the American 

Intellectual Property Law Association (AIPLA) 

filed amicus briefs supporting the request for 

rehearing en banc.

In its brief, Apple argued that “[t]he parsing of 

ornamental and functional features should be 

abolished. Whether an individual feature of an 

overall design performs a function is simply 

not relevant to design patent infringement.”20 

Apple further argued that “[t]he proper place 

in design patent law to consider functionality 

is when evaluating the validity of a design 

patent, i.e., whether the overall claimed design 

is dictated solely by function.”21

AIPLA also argued that the functionality analysis 

performed by the Court was improper. In 

particular, AIPLA argued that “the Court should 

disavow a claim construction methodology… 

that purports to separate functional and 

ornamental elements of the claim 

[Functionality, FRom PAgE 1]

More3

10.  Richardson, 597 F.3d at 1292.

11.  Id. at 1293.

12.  Richardson, 597 F.3d at 1293.

13.  Brief for Plaintiff-Appellant’s 
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Banc at 18, Richardson v. 
Stanley Works, Inc., 597 F.3d 
1288 (Fed. Cir. 2010) (No. 
2009-1354), reh’g denied 
(May 24, 2010).

14.  Richardson, 597 F.3d at 1293.

15.  Id. at 1294.

16.  Id.

17.  Id. at 1296.

18.  Richardson, 597 F.3d at 1296.

19.  Id.

20.  Brief for Apple Inc. as Amicus 
Curiae Supporting Plaintiff-
Appellant’s Petition for 
Rehearing En Banc at 1, 
Richardson v. Stanley Works, 
Inc., 597 F.3d 1288 (Fed. Cir. 
2010) (No. 2009-1354), reh’g 
denied (May 24, 2010).

21.  Id.
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[Functionality, FRom PAgE 3]

design, rather than properly directing the fact-

finder to the overall design, considering all of 

a design’s depicted elements taken together.”22 

AIPLA compared the Court’s approach in 

Richardson to the “point of novelty” type of 

analysis that the Federal Circuit recently rejected 

in Egyptian Goddess. Specifically, AIPLA noted 

that “[l]ike the now defunct ‘Point of Novelty’ 

approach (which sought to separate out new  

and old elements), the panel’s approach (which 

seeks to separate out ornamental and functional 

elements) conflicts with the tenet that a design 

patent protects the overall appearance of the 

claimed design, and is fraught with logistical 

problems.”23 The AIPLA brief also notably 

illustrated (see images on next page) one such 

logistical problem graphically by showing 

in a step-by-step manner the removal of the 

alleged “functional features” and the resulting 

presumptively valid design patent having no 

claim scope or features.24

Despite the issues raised by Richardson and the 

amici, the Federal Circuit denied the request for 

rehearing en banc on May 24, 2010.25 

tHe FutuRe oF “Functionality”  
in DesiGn  

It is well established law that a design patent, 

unlike a utility patent, protects the ornamental 

design of the article of manufacture.26 However, 

virtually every “article of manufacture” has 

functional purposes or else it probably would 

not exist. As implicitly suggested by Richardson 

and the amici in support of a request for 

rehearing, design patents protect the overall 

appearance of designs regardless of whether the 

design’s individual components are functional 

or ornamental. As such, it is improper, and 

contrary to established precedent, to address 

“functionality” during claim construction. 

Rather, any functionality-validity challenges 

should only be performed as a determination 

as to whether the design’s overall appearance 

is “dictated by function alone” and under the 

“safeguards that cloak a presumptively valid 

design patent including the higher clear and 

convincing evidentiary standard.”27

While interest exists as to whether the Federal 

Circuit’s functionality analysis in Richardson 

will be effectively used as a back door for 

attacking validity under a lower evidentiary 

standard in the future, those that disagree with 

the functionality analysis in Richardson may 

be comforted. The Federal Circuit may further 

address the issue of “functionality” should one 

or more future design patent decisions continue 

to analyze “functionality” element by element 

instead of looking to the design as a whole. 

Recall that the en banc rehearing in Egyptian 

Goddess came well after the Court’s initial panel 

decision in Lawman that escalated the interest 

as to whether the point of novelty test was 

properly a part of the infringement analysis. 

District Courts may also choose to read 

and apply Richardson in a narrow fashion. 

Recently, in a design patent infringement 

case involving a design patent directed to a 

“clip light”28 the United States District Court 

for the Eastern District of Texas rejected 

arguments that under Richardson “functional 

elements are wholly eliminated from the 

claimed design…”29 In its claim construction 

22.  Brief for Am. Intellectual 
Prop. Law Ass’n as Amicus 
Curiae Supporting Plaintiff-
Appellant’s Petition for 
Rehearing En Banc at 2, 
Richardson v. Stanley 
Works, Inc., 597 F.3d 1288 
(Fed. Cir. 2010) (No. 2009-
1354), reh’g denied (May 
24, 2010).

23.  Id.

24.  Id.

25.  Richardson, 597 F.3d at 1288.

26.  35 U.S.C. §171

27.  Brief for Am. Intellectual 
Prop. Law Ass’n as Amicus 
Curiae Supporting Plaintiff-
Appellant’s Petition for 
Rehearing En Banc at 8-9.

28.  U.S. Des. Pat. No. D498,322

29.  Good Sportsman Marketing, 
LLC v. Li Fung Ltd., 2010 WL 
2640385 (E.D. Tex.)

30.  Id. at 4.

31.  Id.

32.  Id. (“Here, however, there is 
no evidence that the claimed 
configuration is the only 
configuration for a clip on 
a book light.The relative 
locations of the elements are 
not necessarily dictated by 
the function of the article.”)

33.  Id. at 3

It is well established law that a design patent, unlike a utility patent, 
protects the ornamental design of the article of manufacture. However, 
virtually every “article of manufacture” has functional purposes or  
else it probably would not exist.
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order the Court simply construed the claim to 

mean “the design for a clip light as shown in 

Figure 1 of the patent.”30 The Court refused 

to eliminate allegedly functional features 

from its construction, stating that nothing 

in Richardson “compels the court to wholly 

‘factor out’ any element.”31 Instead, the Court 

focused its functionality analysis on the 

design as a whole 32 and also reasoned that the 

Federal Circuit in Richardson merely observed 

“that function dictated the configuration of the 

tool.”33 Only time will tell whether Richardson 

keeps functionality a hot topic in the world of 

design for the foreseeable future or whether its 

effects will be narrow and functionality will 

fall from the limelight. In the meantime, the 

design community will watch the effects of 

the Richardson decision very closely in design 

patent infringement cases moving forward. n

[Functionality, FRom PAgE 4]

D’167 AS ISSUED

D’167 AS CONSTRUCTED

HAMMER-HEAD DISCARDED 

AS “FUNCTIONAL”

JAW DISCARDED 

AS “FUNCTIONAL”

HANDLE DISCARDED 

AS “FUNCTIONAL”

CROWBAR DISCARDED 

AS “FUNCTIONAL”

As ILLUsTRATED IN ThE bRIEF FoR 

Am. INTELLEcTUAL PRoPERTy LAW 

AssocIATIoN As AmIcUs cURIAE
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En Banc Rehearing

By: cHaRles W. sHiFley 

On April 26, 2010 the United 

States Court of Appeals for the 

Federal Circuit signaled that big 

changes are likely to come soon 

to the law of inequitable conduct, as related 

to patent procurement and enforcement. The 

Court granted a petition for the full court, 

with all active judges, to take a case (en banc), 

posing questions to the parties that foreshadow 

potential for a substantial narrowing of the 

doctrine of inequitable conduct. In that case, 

Therasense, Inc. v. Becton Dickinson & Co., 

No. 2008-1511, a three judge panel affirmed 

a district court conclusion of inequitable 

conduct. The conclusion was specifically that a 

patent related to disposable diabetes blood test 

strips was unenforceable because statements 

made in international patent prosecution 

were not disclosed to the United States 

Patent and Trademark Office (USPTO) in the 

corresponding US case. 

The district court found no evidence of good 

faith. The majority of the Federal Circuit panel 

agreed. Judge Linn, however, dissented as to 

this conclusion in a lengthy 

opinion that discerned many 

reasonable patent-owner-

favorable interpretations of 

the statements made, and 

discerned plausible, specific, 

and detailed reasons for 

an alleged belief that the 

information was not material. 

Judge Linn also asserted 

that the rule of law was that 

inequitable conduct required 

any adverse inference drawn 

from the evidence had to be the single most 

reasonable inference, and that the rule of law  

was violated in the case.

The Federal Circuit accepted the case en banc, 

and listed the following questions for the 

parties (the court's references to specific cases 

are omitted):

1. Should the materiality-intent balancing 

framework for inequitable conduct  

be modified or replaced?

2. If so, how? In particular, should the 

standard be tied directly to fraud or unclean 

hands? If so, what is the appropriate 

standard for fraud or unclean hands?

3. What is the proper standard for 

materiality? What role should the USPTO's 

rules play in defining materiality? Should  

a finding of materiality require that but  

for the alleged misconduct, one or more 

claims would not have issued?

4. Under what circumstances is it proper  

to infer intent from materiality?

5. Should the balancing inquiry (balancing 

materiality and intent) be abandoned?

6. Whether the standards for materiality  

and intent in other federal agency contexts 

or at common law shed light on the 

appropriate standards to be applied in the 

patent context.

As apparent from the number and range of 

these questions, the whole of the law for 

inequitable conduct is now in question at the 

Federal Circuit. The Court is asking whether 

to modify, replace or abandon the balancing 

FeDeral circuit signals Big  
changes on inequitaBle conDuct  
likely By year enD 2010
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[inequitaBle conDuct, FRom PAgE 6]

of materiality and intent. It is asking for a 

potential new standard for materiality. It is 

asking for potential new law on inferring 

intent from materiality. It is asking if 

definitions of materiality and intent from 

other bodies of law should cause it to change 

the standards of materiality and intent for 

patent law. Given the Court’s willingness  

to replace older Federal Circuit law as expressed 

for example by In re Seagate as to willfulness  

of infringement, the Federal Circuit is expressing 

the potential for the whole of inequitable 

conduct law to change.

The Court invited amicus briefs, and the USPTO 

and more than twenty local and national 

patent bar associations, individual corporations, 

foundations and industry groups showed their 

interest, and weighed in with their briefs. Most 

advocated significant change to the law. The 

Court also put the case on a schedule such that 

briefing will be completed in early October. 

Assuming several months to decision after 

briefing as in Seagate, the patent law is likely to 

have a new law of inequitable conduct by year 

end 2010, or at least by very early 2011. Note 

that former Chief Judge Michel has retired, 

and two of the Court’s twelve judges will likely 

be new to the Court’s bench. As well, in court 

opinions and at least one law review article, 

new Chief Judge Rader and several other judges 

have criticized the results of the district courts 

under the current law. n

iP litigation, there’s  
an aPP For that!
Banner & Witcoff’s IP Lawyer™ is a free iPhone 

application providing iPhone-customized full search 

access to patents and trademarks issued by the 

United States Patent and Trademark Office as well 

as corresponding assignments.  

The app also provides a comprehensive library 

with up-to-date Patent Local Rules for district 

courts throughout the country, the Federal Rules of 

Civil Procedure, the Federal Rules of Evidence, the 

Manual Patent Examination and Procedure, the U.S. 

Constitution, 37 C.F.R., links to international patent 

offices, and additional tools and resources. 

Banner & Witcoff’s IP Lawyer™  

is a free download in the iTunes Store.  

Visit www.bannerwitcoff.com/IPLawyer  

for more information.

“If you need to search patents or trademarks on-the-go,  

this is definitely the way to do it.” 

—Legal Geekery 

“This is an excellent resource that I expect to use frequently.”  

—Chicago IP Litigation Blog  

“Now comes an app that takes [it] to the next level, enabling 

more seamless searching of patents and trademarks.“ 

—Robert Ambrogi’s Law Site 
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By: BRaDley c. WRiGHt 

The U.S. Supreme Court has 

ruled that a business method 

invention was not entitled  

to a U.S. patent because it was 

merely an abstract idea. On June 28, 2010, 

the Supreme Court handed down its decision 

in Bilski v. Kappos, affirming a lower court’s 

decision but doing so on different grounds 

than was rendered by the lower court. Although 

all nine justices agreed on the outcome, there 

was a sharp 5-4 split among the justices regarding 

whether so-called “business methods” should be 

eligible for patent protection. A slim majority 

of the Court said that business methods should 

be eligible for patent protection as long as 

they do not constitute an abstract idea or fall 

within one of the other previously-recognized 

exceptions to patentability. 

FRoM patent oFFice to u.s. 
supReMe couRt 

The case originated in the United States Patent 

and Trademark Office (USPTO) and was the 

subject of an en banc 2008 decision rendered  

by the U.S. Court of Appeals 

for the Federal Circuit.  

Bilski sought to patent  

a method involving a 

series of transactions 

between a commodity 

provider and market 

participants in a way 

that balanced risk. The 

USPTO rejected the 

patent application on 

the basis that it was 

not a “process” as that 

term is understood  

in patent law. 

The Federal Circuit affirmed the USPTO, 

concluding that under controlling U.S. Supreme 

Court precedent, in order to be patentable a 

process must either be tied to a machine or it 

must transform something. Because Bilski’s 

claims met neither prong of this “machine-

or-transformation” test, it was deemed to be 

unpatentable. In his dissenting opinion, Judge 

Mayer would have gone farther, imposing a 

“technological arts” requirement for patentability. 

Two other judges filed dissenting opinions. The 

U.S. Supreme Court granted certiorari and heard 

arguments in November 2009. 

couRt Rejects “MacHine-oR-
tRansFoRMation” test 

Justice Kennedy, writing for a majority  

of the Supreme Court, rejected the Federal 

Circuit’s reliance on the “machine-or-

transformation” test as the sole test  

of patent eligibility for process patents. 

According to the Court, the only recognized 

limitations on patentable subject matter are 

laws of nature; physical phenomena, and 

abstract ideas. The Court did, however, state 

that the “machine-or-transformation” test  

was “a useful and important clue, an 

investigative tool, for determining whether 

some claimed inventions are processes under 

§ 101.” This likely provides a safe harbor for 

patents that can satisfy the “machine-or-

transformation” test, even though a patent 

need not meet that test to be patent eligible. 

Justice Scalia, however, did not join Kennedy’s 

plurality suggestion that the Federal Circuit 

could further refine the definition of “abstract 

idea” to bar certain categories of business 

methods. While a majority of the Justices did 

not agree to this suggestion, it is likely that 

the Federal Circuit will in future cases need to 

suPreMe court eases test For 
PatentaBility in BILSKI V. KAPPOS

Test for Abstract Ideas
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Patenting business methods

grapple with the definition of “abstract idea.” 

The Court also noted that the Federal Circuit 

was free to develop “other limiting criteria”  

as long as they were not inconsistent with  

the patent statute. 

atteMpt to HaRMonize pRioR 
supReMe couRt pReceDent 

The majority tried to harmonize earlier U.S. 

Supreme Court decisions dealing with patent 

eligibility. Justice Kennedy wrote that, “the 

Court resolves this case narrowly on the basis 

of this Court’s decisions in Benson, Flook, 

and Diehr, which show that petitioners’ 

claims are not patentable processes because 

they are attempts to patent abstract ideas.” 

In Benson, for example, the Supreme Court 

held that an algorithm to convert binary-

coded decimal numerals into pure binary 

codes was an unpatentable abstract idea, 

and that a contrary holding would “wholly 

pre-empt the mathematical formula and 

would in practical effect be a patent on the 

algorithm itself.” In Flook, the Court ruled 

that a process for monitoring conditions 

during a catalytic conversion process was 

unpatentable, noting that the prohibition 

on patenting abstract ideas “cannot be 

circumvented by attempting to limit the use 

of the formula to a particular technological 

environment” or adding “insignificant post-

solution activity.” Finally, in Diehr, the Court 

held that although an abstract idea cannot 

be patented, an application of a law of nature 

or mathematical formula could be eligible for 

patent protection. The Court concluded that 

Bilski’s claim to a method of hedging risk was 

like the unpatentable algorithms at issue in 

Benson and Flook. Because the broadest claim 

was to an abstract idea and the narrower 

claims attempted to add insignificant extra-

solution activity, patentability was barred.

stevens concuRRence: 
cateGoRically eXcluDe Business 
MetHoD patents 

Justice Stevens, in his last day on the Court, 

wrote a concurring opinion that was joined 

by three other justices. Taking a historical 

approach, Stevens argued that so-called 

“methods of doing business” were not the type 

of inventions that were traditionally patented 

in the United States. According to Stevens, “For 

centuries, it was considered 

well established that a series of 

steps for conducting business 

was not, in itself, patentable.” 

Stevens argued that the 

“wiser approach” would have 

been to hold that “business 

methods are not patentable.” 

He criticized the majority 

opinion because it “never 

provides a satisfying account 

of what constitutes an 

unpatentable abstract idea.”

conclusion 

Justice Kennedy’s majority 

opinion concluded by stating 

that, “we by no means foreclose the Federal 

Circuit’s development of other limiting criteria 

that further the purposes of the Patent Act and 

are not inconsistent with its text.” This invitation 

to the Federal Circuit to further clarify the 

boundaries of patentable subject matter suggests 

that perhaps Bilski was not the best test case 

for the Supreme Court to refine the contours 

of the law in this area. While many business 

method patents that can satisfy the “machine-or-

transformation” test may survive Bilski’s abstract 

idea test, undoubtedly others will not. It may take 

several more years before the Federal Circuit is 

able to provide greater clarity in this area. For now, 

the Supreme Court has loosened the reins a bit  

on the standards for patent eligibility. n

[BILSKI V. KAPPOS, FRom PAgE 8]
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the aBa-iPl conFirMs 
JosePh M. Potenza  

as Vice-chair
The American Bar Association’s 

Section of Intellectual Property Law 

(ABA-IPL) has confirmed Joseph M. 

Potenza to serve as Section Vice-

Chair beginning in August of 2010. The confirmation 

took place at the ABA Annual Meeting in San 

Francisco, August 5-10, 2010.   

Mr. Potenza will serve in this capacity for the term 

of one year. Following this role, Mr. Potenza will 

serve as Chair-Elect during the 2011-12 term and 

finally Chair during the 2012-13 term. 

The ABA-IPL is the largest intellectual property 

organization in the world and the oldest substantive 

Section of the ABA. Since 1894, the ABA-IPL has 

advanced the development and improvement of 

intellectual property laws and their fair and just 

administration.  

Joseph Potenza practices in the Washington, DC 

office of Banner & Witcoff, Ltd.

Darrell g. Mottley 
electeD D.c. Bar 

PresiDent-elect
In June 2010, the D.C. Bar announced 

that Darrell G. Mottley was elected 

President-Elect of the D.C. Bar. Mr. 

Mottley will serve in that post for one 

year before becoming President.  Mr. Mottley is the 

first patent attorney to be elected President-Elect 

of the D.C. Bar. The D.C. Bar is the mandatory Bar 

of the Nation’s Capital and is the second largest 

unified bar association in the U.S. with more than 

93,000 members. 

As D.C. Bar President, Mr. Mottley has committed 

to focus on the use of technology engagement and 

to emphasize the priorities of the Bar, including 

funding for the legal service community. 

Darrell Mottley practices in the Washington, DC 

office of Banner & Witcoff, Ltd. 

What’s neW on BannerWitcoFF.coM 

Banner & WitcoFF anD Bna WeBinar: patentaBle suBject MatteR aFteR BILSKI  

On July 8, 2010, the lawyers of Banner & Witcoff and University of Richmond School of Law Professor Christopher 

Cotropia, led a panel discussion on the highly anticipated U.S. Supreme Court decision in Bilski v. Kappos.  

 
Banner & WitcoFF anD Bna WeBinar: INTER PARTES ReeXaMination:  
MytHs BusteD, tips Given, anD pitFalls avoiDeD, FRoM actual  
pRactitioneR eXpeRiences 

On June 23, 2010, the lawyers of Banner & Witcoff led a panel discussion that provided practical tips  

and strategies for inter partes reexamination based on actual experiences. 

Download full recordings and materials at www.bannerwitcoff.com/library.

DonalD W. Banner DiVersity scholarshiP For laW stuDents 

Banner & Witcoff is proud to offer the Donald W. Banner Diversity Scholarship for law students. This 

scholarship is part of Banner & Witcoff’s commitment to fostering the development of intellectual property 

lawyers from diverse backgrounds. 

Please visit www.bannerwitcoff.com/diversity for the 2011 scholarship application and more information.
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By: H. Wayne poRteR 

A patent application must  

describe an invention with an 

appropriate level of detail. Most 

inventors understand this. Most 

inventors also recognize the need to prepare 

an invention disclosure or similar document. 

In particular, disclosure documents may help 

management decide which inventions are worth 

patenting. A disclosure document can also help  

a patent attorney prepare a patent application.

It is sometimes difficult to know how much 

information to include in a disclosure 

document. Inventors tend to be busy people 

who would rather create more innovations than 

spend time on patent disclosure paperwork. 

Putting too little effort into a disclosure, 

however, can be a mistake. Although a patent 

attorney will seek additional information if an 

initial write-up is lacking, a good disclosure 

helps an attorney understand the invention 

at an early stage. This can help the attorney 

quickly indentify what further details are 

needed, reduce the time needed for inventor 

interviews and meetings, and generally 

streamline the patent application process.

Because a disclosure is used as a starting point 

to prepare a patent application, it is helpful 

to consider how much information a patent 

specification or drawings must include. 

Unfortunately, there is no simple formula for 

how much detail is needed. What might be 

enough for invention A may not be enough 

for invention B. Nonetheless, there are general 

principles all inventors should consider.

In the US, the specification of a patent 

application must “contain a written 

description of the invention, 

and of the manner and process 

of making and using it, in such 

full, clear, concise, and exact 

terms as to enable any person 

skilled in the art to which it 

pertains, or with which it is most 

nearly connected, to make and 

use the same, and shall set forth 

the best mode contemplated by 

the inventor of carrying out his 

invention.”1 Thus, a specification 

must (1) have a “written description” of the 

invention, (2) “enable” others to replicate the 

invention, and (3) identify the “best mode”  

of carrying out the invention. The “invention” 

here refers to the invention as it is ultimately 

defined by the claims. Claims can be changed 

after a patent application is filed with the 

United States Patent and Trademark Office, but 

the filed specification and drawings cannot be 

substantively modified. The filed specification 

and drawings must therefore have sufficient 

technical detail to support whatever range  

of claims might ultimately be desired.

“Written description” is patent-speak for a 

requirement that a patent specification and 

drawings show an inventor “has possession”  

of the invention.2 One way to think of this is 

that a specification must be written so that a 

specific type of reader will understand the full 

scope of what the inventor has invented. That 

specific type of reader—a “person of ordinary 

skill in the art”—is discussed below. 

It may seem simple to provide an adequate 

“written description,” but problems frequently 

arise. Typically, written description problems 

result from claims added or amended 

hoW Much Do i really neeD to Put  
in My inVention Disclosure?

More3

1.  35 U.S.C. § 112, first 
paragraph.

2.  See Ariad Pharmaceuticals, 
Inc. v. Eli Lilly and Company, 
598 F.3d 1336, 1351 (Fed. Cir. 

2010).

Written description needed
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during prosecution. For 

example, a specification 

may explicitly describe a 

version of an invention 

having feature Fspecific, 

with Fspecific being a 

specific chemical, a specific 

mechanical component, a 

specific chemical processing 

step, a specific computational 

algorithm, or some other 

specific feature that can be used 

in a specific implementation 

of the invention. Fspecific may 

be a member of a larger group 

of chemicals, mechanical 

components, processing steps, etc. Other 

members of that group may be slightly 

different from Fspecific, but those other group 

members may be sufficiently similar to Fspecific 

so as to work in other implementations of the 

invention. For simplicity, this larger group 

that includes Fspecific can be called “Fgeneric.” 

A claim might later be added for a version of 

the invention that permits use of any Fgeneric 

member. If the specification only refers to 

Fspecific and does not otherwise indicate that 

the inventor considered the invention to 

include other members of Fgeneric, there may be 

insufficient written description for the newly-

added claim. 

Although drafting a specification broadly to 

include “written description” for multiple 

implementations is the attorney’s job, an 

inventor can help by identifying variations 

from the outset. For example, an inventor 

may develop an invention with very specific 

details and/or a very specific use in mind. 

When preparing an invention disclosure, the 

inventor could consider how the invention 

details could vary, other ways in which those 

variations could be used, etc. In many cases, an 

inventor may be able to identify variations on 

an invention by considering how competitors 

might adapt that invention to their own 

businesses or modify the invention in order to 

avoid a patent.

A patent’s specification and/or drawings must 

also “enable” an invention. In particular, the 

specification (and/or the drawings) must be 

sufficiently detailed for a “person of ordinary 

skill in the art” to reproduce (i.e., “make and 

use”) the invention. The required amount of 

enabling information thus depends on (i) how 

much skill is “ordinary” in the relevant field, and 

(ii) how much information that ordinarily-skilled 

person would need to recreate the invention.

An “ordinary skill” level can often be estimated 

by considering others in the same field 

developing similar inventions. The ordinary 

skill level can vary widely in different fields. 

Some simple mechanical devices might be 

designed by persons who have no formal 

education and who only have a modest 

amount of work experience in the relevant 

field. More complex devices, systems or process 

might be developed by persons who have a 

bachelors degree in engineering or science, 

but who may not have any significant work 

experience. Some complex devices or processes 

might be developed by persons with advanced 

graduate degrees and numerous years of work 

experience. These are only a few examples. 

For purposes of drafting a patent application, 

and thus for purposes of preparing a disclosure 

document, it is often better to underestimate 

the ordinary skill level. Conversely, it is usually 

best to overestimate how much information 

that ordinarily-skilled person will need. If some 

parts of the invention are well known (e.g., 

a standard mechanical or electrical device, a 

commercially-available compound, a standard 

[inVention Disclosure, FRom PAgE 11]

Clarity is essential
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physical processing technique, a well-known 

computational algorithm or data structure), 

simply identifying those parts by recognized 

terms may be enough. If any modification of 

a well-known part is needed, however, that 

modification should be thoroughly explained. 

No list would ever be complete, but the following 

are further examples of things to consider:

•	 Are there specific chemical compounds  

or other materials that are important?

•	 Are there specific sizes, dimensions, 

tolerances or other spatial relationships  

that are important?

•	 Are there any circuit details or inputs  

that are important?

•	 Are there any physical processing 

parameters (e.g., time, temperature, 

pressure, etc.) that are important?

•	 Are there specific computational steps, 

algorithms or data formats that are important?

•	 If there are working examples or prototypes, 

have the details of those examples/

prototypes been provided?

Not all of the above considerations will apply 

to every type of invention. On a more general 

level, however, there are several additional 

questions that should always be asked about 

the invention details provided. First, how 

much experimentation must an ordinarily-

skilled person conduct in order to recreate the 

invention based on the details provided? Some 

experimentation is acceptable (e.g., minor 

trial and error among a relatively small set of 

choices). A need for extensive experimentation 

(e.g., numerous variables) can indicate that 

the provided details are not enabling. Second, 

will the ordinarily-skilled person know how to 

select standard materials, techniques, etc. to 

fill any gaps in the provided details? Third, do 

the provided details give an ordinarily-skilled 

person a good “roadmap” of how to proceed? 

Fourth, how predictable is the technology in 

question? If the technology is very predictable 

(e.g., it is easy to know how certain variations 

will effect an outcome), fewer details may be 

needed. If the technology is unpredictable (e.g., 

if the effects of small changes are hard to know 

in advance), more details may be needed.

Finally, a patent must also describe the best 

mode of carrying out the invention. The “best 

mode” is the version of the invention that the 

inventor subjectively believes (as of the time 

the patent application is filed) to be the best 

implementation. In some cases, there may not 

be a best mode if the inventor is indifferent as 

to details of implementation. If any prototypes 

or examples have been created, however, or if 

a commercial embodiment has been created, it 

may be best to include such details. If a patent 

is later enforced and there are prototypes or 

other implementations that were not described 

in the patent, an accused infringer might try to 

argue that an omitted implementation was a 

“best mode.”

conclusion 

A patent must describe an invention with 

an appropriate level of technical 

detail. Knowing 

the appropriate 

level of detail can 

be difficult. For this 

reason, it is generally 

better to err on the 

side of overinclusion. 

Even if an inventor has 

limited time, however, 

understanding the types 

of information needed 

to prepare a satisfactory 

disclosure document can 

[inVention Disclosure, FRom PAgE 12]

Explaining modifications
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By: josepH j. 

BeRGHaMMeR (l)  

& tiMotHy j. 

RecHtien (R) 

On June 10, 2010, 

the United States Court of Appeals for the 

Federal Circuit handed down its second major 

decision in the last six months on the issue of 

false marking in Pequignot v. Solo Cup Co. In 

the first of these two decisions, Forest Group, 

Inc. v. Bon Tool Co., the Federal Circuit clarified 

the law regarding the 

penalty provision of the 

false marking statute, 

and held that the 

false marking statute 

“clearly requires a per 

article fine” of up to 

$500 per article. In 

the much anticipated 

follow up decision, 

Pequignot, the 

Federal Circuit 

confirmed that 

marking a 

product with 

either an expired 

patent or with 

the phrase “may be covered by 

one or more patents,” can give rise to false 

marking liability. The Court also provided 

a stronger defense to accused false marking 

defendants within the “intent to deceive” prong 

under the test for false marking. 

The Patent Act provides: “Whoever marks 

upon… in connection with any unpatented 

article, the word ‘patent’ or any word or 

number importing that the same is patented 

for the purpose of deceiving the public…  

[s]hall be fined not more than $500 for every 

such offense.” Essentially, a false marking 

violation occurs where the patent owner (1) 

mismarks or falsely marks an article, and (2) 

does so with an intent to deceive the public. 

The statute also expressly authorizes what are 

often referred to as “qui tam” actions whereby 

any person can bring a lawsuit for a false 

marking violation so long as the person who 

initiates the litigation shares any recovery with 

the government. 

In 2007, patent attorney Matthew Pequignot 

filed one of these qui tam actions alleging 

that Solo Cup Company had falsely marked 

its products with two patent numbers for the 

purpose of deceiving the public based on the 

fact that Solo knew that those patents had 

expired. Pequignot further alleged that Solo 

had marked its packages with language stating 

“may be covered by one or more U.S. or foreign 

pending or issued patents” even though Solo 

knew that not all its products were covered 

by any pending or issued patents. All told, 

Pequignot accused Solo of falsely marking an 

astounding 21,757,893,672 products.

At the district court level, the court held that 

marking with either an expired patent or the 

language “may be covered” can give rise to 

false marking, but nonetheless found Solo not 

liable for false marking based on the lack of 

an intent to deceive. On appeal, the Federal 

Circuit affirmed the district court’s judgment 

on liability. With respect the “may be covered” 

language, the Court noted that “the parties 

agree[d] that the contents of some of the 

packaging containing the ‘may be covered’ 

FeDeral circuit Decision on False 
Marking: PequIgnOt V. SOLO CuP

Per article fine
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[False Marking, FRom PAgE 14]

language were unpatented.” As for the expired 

patents, the Court definitively held that “an 

article covered by a now-expired patent is 

‘unpatented’” under the false marking statute, 

and that accordingly, “articles marked with 

expired patent numbers are falsely marked.” 

The Federal Circuit, however, like the 

district court before it, found that Solo was 

not liable because Pequignot had failed to 

prove that Solo mismarked for the purpose 

of deceiving the public. Importantly, the 

Court first explained that the combination 

of a mismarked product with the patentee’s 

knowledge of the mismarking creates a 

rebuttable presumption that the patentee did 

so with an intent to deceive the public. The 

Court noted, however, that the presumption 

was rebuttable, explaining that “mere 

knowledge that a marking is false is insufficient 

to prove intent if Solo can prove [by a 

preponderance of the evidence] that it did not 

consciously desire the result that the public 

be deceived.” The Court stressed that the false 

marking statute is a “criminal one, despite 

being punishable only with a civil fine.” Thus, 

to be liable for false marking, “a purpose of 

deceit, rather than simply knowledge that a 

statement is false, is required.” 

With respect to the expired patents, the 

Court found that Solo had provided more 

than simply “blind assertions of good 

faith,” and that it had successfully rebutted 

the presumption. To that end, the Court 

noted that Solo had cited specific evidence 

demonstrating that although Solo knew of 

the expired patents, it decided not to remove 

the expired patents right away based on the 

advice of counsel and the costs and business 

disruptions involved in having to remove 

every expired patent number at one time. 

Turning to the “may be covered” language, 

the Court noted that “the ‘may be covered’ 

language stated exactly the true situation; 

the contents of some of the packaging were 

covered by patents, and the contents of 

some of the packaging were not covered.” 

Accordingly, in the Court’s view, “it is highly 

questionable whether such a statement 

could be made ‘for the purpose of deceiving 

the public,’ when the public would not 

reasonably be deceived into believing the 

products were definitely covered by a patent.” 

In any event, the Court explained that Solo 

had successfully rebutted the presumption 

because it had again relied on the advice of 

counsel and Solo had provided undisputed 

testimony that the language was added to 

all packaging because the alternative was 

financially and logistically inconvenient. n

With respect to the expired patents, the Court found that Solo had  
provided more than simply “blind assertions of good faith,” and that  
it had successfully rebutted the presumption.
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