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Drafting and prosecuting a patent application is one of the most 
challenging tasks in the legal profession—and the U.S. Court of 
Appeals for the Federal Circuit has placed the burden of expertly 
drafting patents squarely on patent attorneys. 

A poorly crafted patent is easily challenged and cannot adequately 
protect the underlying invention. All too frequently, patent 
owners discover too late that the rights granted in their patent are 
far narrower than they anticipated.  

Drafting Patents for Litigation anD Licensing is the first 
book to help patent practitioners draft the broadest possible patent 
that can sustain a validity challenge by synthesizing and applying 
lessons from the case law.  Nearly every day, the courts provide 
patent practitioners with practical guidance on how to best comply 
with the requirements of the patent statute.  Drafting Patents 
for Litigation anD Licensing provides, for the first time, an 
organized review of these lessons and guidance for applying them. 
This treatise not only benefits the patent practitioner, but it 
also aids and advances the patent system. Better, stronger patent 
applications can only result in higher quality issued patents of 
value both to their owners and to the public.

While there are many books on how to draft a patent application 
and claims, Drafting Patents for Litigation anD Licensing 
is the only manual that walks the patent drafter through the 
minefield of court decisions that have steadily whittled away 
at the scope and validity of patents. Going beyond the basic 
mechanics of patent claim drafting, this handy guidebook 
thoroughly—and in plain language—explains and emphasizes 
techniques that produce broader interpretations of patents, 
strengthen their validity, and result in stronger patents that can 
withstand litigation.  

Drafting Patents for Litigation anD Licensing focuses on 
real-life examples taken from court decisions—especially those 
from the U.S. Court of Appeals for the Federal Circuit—in 
which patents were interpreted, enforced, or licensed, often to 
the detriment of the patent owner.  Lessons taken from these 
decisions are broken out by principle and area of technology, 
providing detailed advice for drafting strong patents, avoiding 
problems, and maximizing leverage.

Order your copy today!

the ABA Section of 
intellectual Property law

Since 1894, the American 
Bar Association Section 
of intellectual Property 

law has contributed 
significantly to the 

development of our system 
for the protection of 

intellectual property rights. 
it was the second Section 
created by the American 
Bar Association and the 
first Section organized 
to deal with a special 

branch of the law. with 
nearly 20,000 members, 
the Section is the largest 
intellectual property law 

organization in the world.

About the Editor

Bradley C. Wright is a senior partner at Banner & Witcoff, 
Ltd., Washington, D.C. He concentrates his practice in 
patent prosecution, litigation and counseling, especially in the 
electrical and computer-related areas, including Internet and 
e-commerce. Mr. Wright also serves as an adjunct professor at 
George Mason University School of Law, where he has taught 
patent law and copyright law. 

“Drafting Patents for 
Litigation anD Licensing 
provides an encyclopedic 
analysis of the caselaw—

principally that of the 
Federal Circuit—applicable 

to the drafting, prosecution, 
interpretation, licensing, and 

enforcement of patents…
and should be in the library 

of every patent lawyer.”

—Donald R. Dunner
finnegan, henderson, farabow, 

garrett & Dunner, l.l.p.
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“I highly recommend BNA’s new book, Drafting Patents for Litigation and  
Licensing. I find it to be an excellent resource for patent practitioners who prepare 
and prosecute patent applications from the perspective of how patents issuing from 
their applications will be litigated or licensed. This remarkable book comprehensively 

provides practical guidance to its readers utilizing real-world litigation examples 
covering a broad spectrum of technologies for drafting high quality patent 

applications that can be filed in both the United States and Europe.”
— Stephen G. Kunin

partner, Oblon, Spivak, Mcclelland, Maier & Neustadt, pc 
Director of the Intellectual law program  

at the george Mason School of law
former Deputy commissioner for patent examination policy  

with the u.S. patent and Trademark Office

“Drafting Patents for Litigation and Licensing is the most useful book of its 
genre that I have encountered in over 35 years of active practice. This ambitious 
work refreshingly focuses on real-world litigation examples in developing lessons 
learned for drafting new patents. With technology-specific chapters, an exclusive 
chapter on design patents, and an invaluable chapter on drafting U.S. patents 
with a view toward European practice, this book is a ‘must have’ reference for 

practitioners from junior associates to seasoned partners.”
— Raphael V. lupo 

Partner 
McDermott, Will & Emery LLP

Drafting Patents for Litigation and Licensing offers:
•	 Claim drafting strategies that eliminate potential defenses raised by  

accused infringers
•	 Checklists for each stage of drafting and prosecution of patents   
•	 Best practices and detailed strategies for maximizing protection for  

design patents
•	 Lessons-learned from real-world court decisions and the pitfalls that can arise 

during the patent drafting process and how to avoid them
•	 Technology-specific chapters that provide practical tips for maximizing 

patent scope in different technology areas, including design patents
•	 Insights on how the Federal Circuit interprets certain claim terminology - 

and ways to take advantage of it when drafting new patent applications

Drafting Patents for Litigation and Licensing allows you to prepare the 
strongest patents with in-depth discussions on:
•	 Pitfalls in claim drafting
•	 Dangers of means-plus-function clauses in claims
•	 Targeting direct infringers
•	 Recent trends regarding the scope of enablement
•	 How to “Festo-Proof” a patent application
•	 Pitfalls with provisional patent applications
•	 Strategies for continued prosecution of patents
•	 Statutory subject matter problems affecting software, business method, and 

biotechnology patents
•	 Creative claim drafting to avoid common problems in chemical and 

pharmaceutical patents
•	 Strategies for maximizing design patent protection
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Start your free 30-day review
!  

C
all1-800-960-1220, go to bnabooks.com

, or  

use the attached postage-paid order form
.

Checklist for Notice of Allowance

The following questions can help uncover problems when a notice of allowance is received 
from the USPTO.

 1. Do the allowed claims match the last amendment or other document that 
was filed with the USPTO?

 2. Is the number and listing of claims on the notice of allowance correct?
 3. Have all required formal drawings been prepared and filed?
 4. Has any other prior art been uncovered that should be submitted to the 

USPTO prior to payment of the issue fee?
 5. Have all the inventors signed a declaration and has it been filed at the 

USPTO?
 6. Has any patent assignment been recorded at the USPTO?
 7. If a restriction requirement was made by the USPTO, has the applicant been 

advised of the possibility of filing a divisional application for the non-elected 
claims and has the deadline been docketed?

 8. Has the entity status (small or large) of the applicant changed?
 9. Has all prior art in the file and in any related cases (e.g., Patent Cooperation 

Treaty or foreign) been submitted to the USPTO?
 10. Has any patent term extension been correctly calculated by the USPTO?

Drafting Patents for Litigation anD Licensing provides checklists for  
each stage of drafting and prosecution of patents. here’s a sample:



BNA Standing Orders

By choosing Standing Order, you know 

that you will always be equipped with 

the most current information available 

from BNA Books. As soon as a new 

supplement or edition is published for a 

title you’ve previously purchased, we’ll 

automatically ship it to you to review 

for 30 days without obligation. During 

this period, you can either honor the 

invoice or return the book(s) to us and 

owe nothing. It’s as simple and easy 

as that. Most importantly, you never 

have to worry or wonder about the 

timeliness of the information you’re 

relying on. Standing Order status offers 

convenience, assurance, and confidence 

— isn’t this the right choice for you?

YOUR 30-DAY GUARANtee 

If you’re not completely satisfied with your order, simply return it within 30 
days of receipt for a full refund or cancellation of all charges. 

Please note: If a method other than UPS Ground is requested for shipping  
(overnight, etc.), BNA Books will not refund shipping costs. Books purchased as sets 
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ON the weB:  
bnabooks.com

e-MAil: books@bna.com

CAll: 1-800-960-1220

FAX: 1-732-346-1624

MAil: BNA Books 
A Division of BNA 
pO Box 7814 
edison, NJ 08818-7814
(please note: Discounts cannot be combined.)
Please refer to the Priority Code on the order form  
when placing your order.
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