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THURSDAY MORNING, JAN. 19, 2012

Presiding Officer:
Hon. James Smith, U.S. Patent and
Trademark Office, Alexandria, VA

8:00 a.m. Registration Opens

Includes continental breakfast.

8:50 a.m. Welcoming Remarks

Hon. James Smith, Chief Judge, Board of Patent
Appeals and Interferences, U.S. Patent and
Trademark Office, Alexandria, VA

9:00 a.m. .75 hr

Patentable Subject Matter in 2012:
Where Are We?
The panel discusses the current state of the law in
light of recent case precedent.
Gregory A. Castanias, Jones Day, Washington, DC

Raymond T. Chen, U.S. Patent and Trademark Office,
Alexandria, VA

9:45 a.m. .75 hr

Developments in Claim Construction

Despite marked changes in other areas of IP law
driven by the Federal Circuit and the Court, and the
onset of the leadership and personnel shift on the
Federal Circuit bench, the Copernican centrality of
claim construction to preparation, prosecution and
litigation remains seemingly unchallengeable. The
state of play, whether attempts have been made to
move off Phillips or simply to focus and refine, is
addressed, discussed and queried.

Kenneth R. Adamo, Kirkland & Ellis LLP, Chicago, IL

10:30 a.m. Break

.75 hr

10:45 a.m.

Claims Drafting Practice Tips:
Recent Examiner Training Topics and
Avoiding Practitioner Pitfalls
The USPTO recently conducted examiner training
to highlight certain areas of concern relating
to indefinite claim language. These areas are
reviewed with an emphasis on what examiners
have been instructed to look for when analyzing
claims for definiteness, and what it then means for
practitioners.

Caroline Dennison, U.S. Patent and Trademark

Office, Alexandria, VA
Luke K. Pedersen, Baker Botts L.L.P, Washington, DC

11:30 a.m. .75 hr

Synchronizing Specification and Claims
for Strong (Valid) Patents
The inventor creates the invention. But who creates
the claims? The inventor? The patent practitioner?
Implicit in Federal Circuit decisions is that the
Court is more confident that the inventor created
the described embodiments/examples than the
claims. If the claims reach too far beyond the
disclosed embodiments/examples, the claims are
often construed more narrowly than the ordinary
meaning of the claims would suggest, or the claims
are held invalid for lack of written description
support. This session discusses what needs to
be done with patent specifications so that broad
claims are interpreted broadly and found to be
valid.

Dale S. Lazar, DLA Piper, Reston, VA

12:15 p.m. Break for Lunch

Included in conference registration fee.

THURSDAY AFTERNOON

Presiding Officer:
Adam Mossoff, George Mason
University School of Law, Arlington, VA

THANK YOU TO OUR
LUNCHEON SPONSOR

) Sterme Kessle
Goldstein Fox

KEYNOTE LUNCHEON PRESENTATION

12:35 p.m. .67 hr

USPTO Update: View from the Director

David Kappos (Invited), Under Secretary of
Commerce for Intellectual Property and Director,
U.S. Patent and Trademark Office, Alexandria, VA

1:15 p.m. Break

1:30 p.m. .75 hr

IP Development in China: Practical Issues
and Strategic Significance
China is a mega-trend altogether—not just in
IP—but the strategic significance of China as an
IP trend is overriding and it informs the future of
IP altogether. This panel discusses practical issues
concerning [P development and enforcement
in China and the larger strategic significance of
Chinese IP altogether. In particular, the panel
discusses the Silicon Valley perspective and the
question of whether California is becoming the
East Coast of Asia.

Christopher J. Byrne, Tessera Technologies,

San Jose, CA
Hoo-min D. Toong, IPVision, Silicon Valley, USA

2:15 p.m. .75 hr

Strategic Use of Design Patents

This presentation covers three distinct, but related,
topics in design patent law: (1) the overlap between
design patents and utility patents, i.e., how design
patents can be used to protect functional features
of products and how utility patents can be used to
protect ornamental features; (2) an update on the
aftermath of the Federal Circuit's landmark Egyptian
Goddess design patent infringement decision; and
(3) tips on how to use design patents effectively in a
modern design enforcement program.

Perry Saidman, Saidman DesignLaw Group, LLC,
Silver Spring, MD

3:00 p.m. Break

.75 hr

3:15 p.m.

Joint Infringement
In two pending en banc Federal Circuit cases,
the Court is grappling with the scope of joint/
divided infringement: “If separate entities each
perform separate steps of a method claim, under
what circumstances would the claim be directly
infringed...?” This presentation examines the
prosecution and litigation strategies for dealing
with joint/divided infringement issues.

Moderator:

John W. Ryan, Thompson Hine LLP, Washington, DC

Panelists:

Phillip B. Philbin, Haynes and Boone, LLP, Dallas, TX

Hans Sauer, Biotechnology Industry Organization,
Washington, DC

phone 512-475-6700 = fax 512-475-6876 - www.utcle.org



4:00 p.m. .75 hr

Damages and Injunctive Relief: Remedies
from a Prosecution Perspective

A discussion of how to write specifications and draft
claims with an eye toward maximizing damages
and obtaining injunctive relief in patent litigation.
Topics include identifying base inventive concepts
and drafting claims of varying scope.

James M. Heintz, DLA Piper, Reston, VA

4:45 p.m. .75 hr ethics

Ethics in a Post-Issue Review World

The America Invents Act creates many new types
of post-issuance review. Each procedure has
different deadlines, allows challenges based on
different grounds, and creates different preclusion
consequences for unsuccessful petitioners (and
for the "real party in interest” or “privy” of a
petitioner). Practitioners will need to consider their
duties of care and diligence in advising their clients,
as well as their duties to the PTO, when invoking
these new procedures.

Ragesh K. Tangri, Durie Tangri LLP, San Francisco, CA

5:30 p.m. Adjourn
FRIDAY MORNING, JAN. 20, 2012

Presiding Officer:
Edward J. Kessler, Sterne, Kessler,
Goldstein & Fox, P.L.L.C., Washington, DC

8:00 a.m. Conference Room Opens

Includes continental breakfast.

PATENT REFORM:
2012 GUIDE FOR PRACTITIONERS

8:15 a.m. .50 hr

An Overview of the Prosecution and
Litigation Landscape after Patent Reform
The America Invents Act is one of the most major
patent 1952. This presentation
provides an overview of the Act, focusing on
the big changes patent prosecutors and patent
litigators should know.

reforms since

Christopher A. Cotropia, Intellectual Property
Institute, University of Richmond School of Law,
Richmond, VA

8:45 a.m. .75 hr

New Rules Packages: The USPTO's
Implementation of the America Invents Act
USPTO officials discuss the agency'simplementation
of various provisions of the America Invents Act,
including proposed rules related to supplemental
examination, third-party submission of prior art,
post-grant review, and inter partes review.
Robert Bahr, U.S. Patent and Trademark Office,
Alexandria, VA
Janet Gongola, U.S. Patent and Trademark Office,
Alexandria, VA

Hon. Michael Tierney, U.S. Patent and Trademark
Office, Alexandria, VA

9:30 a.m. 1.00 hr

The Corporate Response to New Legislation:
Changes in Portfolio Development and
Patent Defense Strategies

The panel
adjusting

discusses how corporations are
their development and
patent defense strategies in response to the new
legislation. Topics include internal education and
modifications to in-house procedures; new filing
and claiming techniques, including practical advice
on how to effectively practice under the proposed

portfolio

rules; maximizing availability of new defenses to
infringement; proactive use of post-grant review
proceedings; litigation changes; and continued
reform through rule-making, industry collaboration,
and ongoing AlA studies.
Moderator:
David L. McCombs, Haynes and Boone, LLP, Dallas, TX
Panelists:
Jeffrey D. Feldman, Feldman Gale, Miami, FL
Stephen G. Kunin, Oblon, Spivak, McClelland, Maier &
Neustadt, LLP, Alexandria, VA
David L. Marcus, Comcast Cable Communications, LLC,
Philadelphia, PA
Bradley C. Wright, Banner & Witcoff, Ltd.,
Washington, DC

10:30 a.m. Break

10:45 a.m. .83 hr

Reexam and Its Impact on Enforcement,
Monetization and Valuation of Patents
Current inter partes and ex parte reexamination
and the soon to be instituted post grant review,
inter partes review, pre-issuance submissions,
supplemental  examination
proceedings at the USPTO are having or will
have a profound impact on U.S. patents. These
proceedings and the interface with the Federal
Courts and the USITC are reviewed.

Moderator:

Robert Greene Sterne, Sterne, Kessler, Goldstein &
Fox, P.L.L.C., Washington, DC

Panelists:

James W. Morando, Farella Braun + Martel, LLP,
San Francisco, CA

Hon. James Smith, U.S. Patent and Trademark Office,
Alexandria, VA

and  derivations

11:35 a.m. .75 hr

Processes and Trends at the U.S. Supreme
Court

This presentation discusses the Supreme Court's
increased willingness to take on patent-related
cases and what seems to be of interest to the Court.

Seth P. Waxman, Wilmer Cutler Pickering Hale and
Dorr LLP, Washington, DC

12:20 p.m. Break for Lunch

Included in conference registration fee.

FRIDAY AFTERNOON

Presiding Officer:
John W. Ryan, Thompson Hine LLP,
Washington, DC

THANK YOU TO OUR
LUNCHEON SPONSOR

BANNER & WITCOFF, LTD.

E INTELLECTUAL PROPERTY LAW

KEYNOTE LUNCHEON PRESENTATION

12:40 p.m. .67 hr

Update from the Federal Circuit

Hon. Timothy B. Dyk, U.S. Court of Appeals for the
Federal Circuit, Washington, DC

1:20 p.m. Break

1:30 p.m. 1.00 hr

Judicial Panel

A panel of distinguished judges from both the

District Court and ITC discuss their experiences

hearing and trying patent cases, highlighting

some of the similarities and differences in patent

litigation practice between the two venues.
Moderator:

Raymond A. Kurz, Hogan & Hartson LLP,
Washington, DC

Panelists:

Hon. Garrett E. Brown, U.S. District Court, District of
New Jersey, Trenton, NJ

Hon. Theodore Essex, U.S. International Trade
Commission, Washington, DC

Additional Judge TBD

2:30 p.m. 1.25 hrs ethics

Prosecution Ethics: Therasense Helped Some
This session explores the impact of Therasense on
disclosure obligations at the PTO and litigation
of inequitable conduct defenses. In addition, the
session describes ethical and liability issues that
persist in prosecution practice.

David Hricik, Mercer University School of Law,
Macon, GA

3:45 p.m. Adjourn

phone 512-475-6700 = fax 512-475-6876 - www.utcle.org
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KENNETH R. ADAMO
Kirkland & Ellis LLP
Chicago, IL

ROBERT BAHR
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U.S. District Court

District of New Jersey
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Tessera Technologies
San Jose, CA
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Jones Day
Washington, DC

RAYMOND T. CHEN
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Intellectual Property Institute
University of Richmond School of Law
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JOHN W. RYAN
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HANS SAUER
Biotechnology Industry Organization
Washington, DC

HON. JAMES SMITH
U.S. Patent and Trademark Office
Alexandria, VA

ROBERT GREENE STERNE
Sterne, Kessler, Goldstein & Fox, PL.L.C.
Washington, DC

RAGESH K. TANGRI
Durie Tangri LLP
San Francisco, CA

HON. MICHAEL TIERNEY
U.S. Patent and Trademark Office
Alexandria, VA

HOO-MIN D. TOONG
IPVision
Silicon Valley, USA

SETH P. WAXMAN
Wilmer Cutler Pickering Hale and Dorr LLP
Washington, DC

BRADLEY C. WRIGHT
Banner & Witcoff, Ltd.
Washington, DC

HON. JAMES SMITH—CHAIR
U.S. Patent and Trademark Office
Alexandria, VA

JAMES E. BEYER
Dinsmore & Shohl LLP
Dayton, OH

RODNEY J. BOSCO
Navigant Consulting, Inc.
Washington, DC

PATRICIA E. CAMPBELL
University of Maryland Law School
Baltimore, MD

HILDA C. GALVAN
Jones Day
Dallas, TX
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U.S. Patent and Trademark Office
Alexandria, VA

EDWARD J. KESSLER
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George Mason University School of Law
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CHRISTOPHER J. RENK
Banner & Witcoff, Ltd.
Chicago, IL

JOHN W. RYAN
Thompson Hine LLP
Washington, DC

PERRY SAIDMAN
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Washington, DC
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HOW TO REGISTER REGISTRATION FOR PV12

Register online: Mail this registration form to:

www.utcle.org The University of Texas School of Law, Attn. CLE—PV12
P.O. Box 7759, Austin, TX 78713-7759 or fax a copy to: 512-475-6876
Or mail your registration to:

. . PLEASE PRINT CLEARLY
The University of Texas

School of Law Bar Card# QTX  QOtherState: anN/A

Attn. CLE—PV12 Name [ M./ M.
P.O. Box 7759 ame i

Austin, TX 78713-7759 Firm
Or fax to: Address
512-475-6876 } ‘
City State Zip
Questions? Call us at 512-475-6700 Telephone Fax

Registrant’s Email (required)

MATERIALS. AUDIO AND Assistant’s Email (optional)
| N - H o ’U S E C L E Invoices, cmgﬁrmaz‘ions and receipts are emailed to these addresses.

REGISTRATION

Includes Course Binder and Thursday and Friday Sponsored Luncheon Presentations

Printed Materials in Course Binder

Leading practitioners and members of
Standard Registration

the judiciary, regulatory and academic
( Early Registration Fee due by Monday, January 9, 2012 $645

communities provide the definitive set
O Registration Fee after Monday, January 9, 2012 ... $695

of materials.
USPTO Employee Registration

eBinder on CD ( Early Registration Fee due by Monday, January 9, 2012 $250
Add the electronic version of the  Registration Fee after Monday, January 9, 2012 .........ccooocouiiiiiiiririiieneesiiiciinneeeees e $300
conference materials to your course
registration or purchase of the Course CONFERENCE PUBLICATIONS AND MEDIA
Binder or Audio MP3 Speeches on CD Allow 35 weeks from the conference date for delivery.
or Audio CD Set for only $50. eBinders [ Course Binder WITHOUT Conference Registration ..............cooooooeoooooooooeeeoeeeeeeeeeoeeeeee $225
L. Note: Conference Registration includes Course Binder.

are distributed 3-5 weeks after the
conference and include searchable 0 Audio MP3 Speeches on CD ...t $130
versions of printed materials in PDF format. D2 AUGIO CD SOt e $210
Audio MP3 Speeches on CD or QA eBinder 0N CD (PDF fOMM@T) w.ovvooooooooooooceeeoeoeoeoeoeeoeeeeeeeeeeeeeeeeeeeeeeee oo $225/$50

. ($225 purchased alone, $50 with Registration or purchase of Course Binder or Audio MP3 Speeches on CD or Audio CD Set)
Audio CD Set
Listen to Advanced Patent Law IN-HOUSE CLE: Bring the conference in-house and learn at your convenience.
on the go. Informative, topical and en- Allow 3-5 weeks from the conference date for delivery. Approved for Texas MCLE credit.
ter‘taining presentations recorded from A In-House CLE for 2—Includes Audio CD Set and Course BINAErS ............coooowwiiooooveoooeeeeeoeoeeeeeoeeeeeeeeeee $825
UT Law's other live CLE programs are __Add participants (includes Course Binder) for $225 each .........ccccoocoviiniiniiinniinin. %
also available.

TOTAL ENCLOSED ............... $

In-House CLE METHOD OF PAYMENT
CLE for two or more pa rticipants—as (1 Check (make checks payable to: The University of Texas at Austin)

many as you want. Receive full MCLE
credit. We'll accredit the course for you*

and provide one Audio CD Set plus Card numberuuuu Uuuu Uuuu Uuuu
a Course Binder for each participant. DD/[]
*Texas MCLE credit only. X

Authorized Signature Exp. Date (mm/yy)

1 VISA or [ MasterCard (sorry, no AMEX or Discover)

phone 512-475-6700 = fax 512-475-6876 - www.utcle.org
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for more information

ALEXANDRIA, VIRGINIA THE UNITED STATES PATENT AND TRADEMARK OFFICE LOCATION
January 19-20, 2012

CONFERENCE LOCATION

USPTO - Main Auditorium
Concourse Level of the Madison Building
(Main Building on the USPTO Campus)
600 Dulany Street
Alexandria, VA 22313-1450

Please visit www.uspto.gov/main/visiting.htm
for directions and information about public
transportation.

ACCOMMODATIONS

The Westin Alexandria
400 Courthouse Square
Alexandria, VA 22314
703-253-8600

Special Room Rate: $189
good through December 18, 2011
(subject to availability)

Valet Parking: $10 per day, $24 overnight

KEY DATES

January 9, 2012, 5 p.m. ADVANCED PATENT LAW IN SILICON VALLEY
last day for early registration
add $50 for registrations received after this time

January 11, 2012, 5 p.m.
last day for full refund

January 13, 2012, 5 p.m.
last day for partial refund
$50 processing fee applied

January 19, 2012, 9 a.m.
Institute begins

December 8-9, 2011

Four Seasons Hotel Silicon Valley

Come to Palo Alto in the heart of Silicon Valley
and join leading judges and practitioners from
major corporations such as Nike, Google, and
Cisco. The Institute is jointly presented with
the Berkeley Center for Law and Technology
at UC Berkeley and the Stanford Program in
Law, Science and Technology.

This course has been approved for Minimum Continu-
ing Legal Education credit by the State Bar of Texas
Committee on MCLE in the amount of 14.25 hours, of
which 2.00 credit hours will apply to legal ethics/pro-
fessional responsibility credit. The University of Texas
School of Law is a State Bar of California approved
MCLE provider (#1944), and an Oklahoma Bar Associa-
tion MCLE presumptively-approved provider (#169).
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