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Tips for Accelerated Patent Examination

By Paul M. Rivard

It has now been 18 months since the U.S. Patent and Trademark Office (USPTO) implemented
revised procedures for requesting accelerated examination. The USPTO indicated that the
majority of petitions are now granted on the initial or second request, and that it has been
successful in meeting its goal of concluding examination of approved applications within 12

months. Here are some tips that can help applicants navigate through the process.

Common Problems
e Search terms too general
e Search/petition does not address each and every claim

e Features lumped together (e.g., arguing a 20-word phrase is not taught by prior art)

Practice Tips

e Make a good search and document how it was performed (US, foreign, non-patent
literature)

e Document search logic and make sure it is appropriate

e The petition should focus on most closely related art; consider submitting two
Information Disclosure Statements (IDS’s), one supporting (most relevant art) and the
other non-supporting (remaining art)

e Non-supporting IDS: no need to discuss art but avoid citing an excessive number of
references, which may raise concerns of appearing to bury relevant art

e Explain what is shown in prior art and why the claim is different

e For dependent claims, you can either argue patentable for same reasons as independent
claim or explain why separately patentable

e Briefly explain why claims are non-obvious (e.g., references not combinable)

e Ensure filing formalities are complete, including good drawings (any notices from initial
patent examination will trigger dismissal of petition)

o |dentify § 112 1 support for limitations in application and in any priority applications



e If filing a continuation, do not file a preliminary amendment (not allowed under
accelerated exam rules) but rather include the claims you want examined in the body of
the application

e In a continuation, it is helpful when paragraph numbers correspond to paragraph
numbers in parent application(s)

e Claims are limited to three independent and 20 total; you must count claims that cross
over statutory classes as independent claims (e.g., product-by-process)

Further information is available at http://www.uspto.gov/web/patents/accelerated/ including a

sample petition.
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