HOW MUCH DO I REALLY NEED TO PUT
IN MY INVENTION DISCLOSURE?
BY: H. WAYNE PORTER

description of the invention,

A patent application must

and of the manner and process

describe an invention with an

of making and using it, in such

appropriate level of detail. Most

full, clear, concise, and exact

inventors understand this. Most

terms as to enable any person

inventors also recognize the need to prepare

skilled in the art to which it

an invention disclosure or similar document.

ost
pertains, or with which it is most

In particular, disclosure documents may help

nearly connected, to make and

management decide which inventions are worth

h
use the same, and shall set forth

patenting. A disclosure document can also help

y
the best mode contemplated by

a patent attorney prepare a patent application.

the inventor of carrying out hiss

ed
Written description need

on
invention.”1 Thus, a speciﬁcation
must (1) have a “written description” of the

information to include in a disclosure

invention, (2) “enable” others to replicate the

document. Inventors tend to be busy people

invention, and (3) identify the “best mode”

who would rather create more innovations than

of carrying out the invention. The “invention”

spend time on patent disclosure paperwork.

here refers to the invention as it is ultimately

Putting too little effort into a disclosure,

deﬁned by the claims. Claims can be changed

however, can be a mistake. Although a patent

after a patent application is ﬁled with the

attorney will seek additional information if an

United States Patent and Trademark Ofﬁce, but

initial write-up is lacking, a good disclosure

the ﬁled speciﬁcation and drawings cannot be

helps an attorney understand the invention

substantively modiﬁed. The ﬁled speciﬁcation

at an early stage. This can help the attorney

and drawings must therefore have sufﬁcient

quickly indentify what further details are

technical detail to support whatever range

needed, reduce the time needed for inventor

of claims might ultimately be desired.

11

interviews and meetings, and generally
streamline the patent application process.

“Written description” is patent-speak for a
requirement that a patent speciﬁcation and

Because a disclosure is used as a starting point

drawings show an inventor “has possession”

to prepare a patent application, it is helpful

of the invention.2 One way to think of this is

to consider how much information a patent

that a speciﬁcation must be written so that a

speciﬁcation or drawings must include.

speciﬁc type of reader will understand the full

Unfortunately, there is no simple formula for

scope of what the inventor has invented. That

how much detail is needed. What might be

speciﬁc type of reader—a “person of ordinary

enough for invention A may not be enough

skill in the art”—is discussed below.

for invention B. Nonetheless, there are general
principles all inventors should consider.

It may seem simple to provide an adequate

1.
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598 F.3d 1336, 1351 (Fed. Cir.
2010).
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It is sometimes difﬁcult to know how much
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