PATENTS & TRADEMARKS

Speeding the Patent Process

by: Joseph Berghammer of Banner & Witcoff, Ltd.

Patent Rights in 30 Days

A common complaint among companies is the length of

time it takes to receive a patent. There may be new,
inventive products that are ready to be shipped or offered
for sale. These companies may have been diligent and
filed a patent application several months earlier. How-
ever, with a typical delay of two to three years to obtain a
patent in the United States (and up to five years for busi-
ness method patents), these companies will have no
recourse for a considerable time against competitors that
hit the market with infringing products a few weeks or
months later. These competitors will face no serious risk
of patent infringement for several years. Along with
infringing sales, the competitors will gain a foothold with
consumers and prevent the inventive company from
obtaining the first mover advantage.

A creative method for U.S. companies to resolve or at
least minimize this problem can be to file a patent
application in Geneva, Switzerland. A few years ago,
the U.S. Congress passed legislation that allows for an
inventor to start the clock for potential damages on the
date a patent application publishes, rather than the date
the patent is granted. Thus, once a patent application
publishes, an inventor can notify its competitors that
they likely are liable for damages from the date of the
notice forward. The inventor need not wait until the
patent is granted to begin building damages.

While publication provides for earlier patent rights,
standard publication times are too long for many com-
panies. In the United States, most patent applications
publish in approximately 18 months. For a hot inven-
tion, this is too long. To further speed the acquisition of
patent rights, a “follow-up and follow-up again” strat-
egy with the U.S. Patent Office can be used. A Request

for Early Publication can be filed. However, this request

should be followed up with oral inquiries to the Patent
Office to request that the application be published as
soon as possible and to see if all of the papers are in
order or if the Patent Office would like additional
information. These inquiries should be made at each
step along the publication process.

A clear understanding of the operation of the Patent
Office is critical to speed publication of a patent. For
example, filing a Petition to Make Special may speed
the substantive prosecution of a patent. However, such
a petition will dramatically slow the publication
process. Moreover, an understanding of the various
offices that an application passes through on its way to
publication is important when attempting to follow up
with each office on each step of the application process.
Using the follow-up and follow-up-again strategy,
patent applications filed in the United States can be
published in as little as four to six months.

Four to six months, however, can be too long for cer-
tain inventions; an example is a company whose com-
petition became aware of the company’s new product
and was preparing a major shipment of infringing
products in six weeks. Unless the company could
obtain publication within less than six weeks, the com-
petition’s entire shipment would be subject to no dam-
ages. This is where filing in Switzerland comes in.

The United States is one of more than 100 nations
that have signed the Patent Cooperation Treaty (PCT).
Through the PCT, a company in any signatory nation
can file a single application and receive priority for that
application in all signatory countries.

As part of the U.S. harmonization efforts, a PCT
patent application that is published by any accepted
PCT authority is provided the benefit of early damages.

Thus, the publication of a patent application that was
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Candy and Chocolate
Books

Cacao Beans (1986) by Silvio Crespo . ... $40.00
Candy: The Sweet History

by Beth Kimmerle . . . .............. $40.00
Chocolate, Cocoa and Confectionery

by Bernard W. Minifie . ............ $210.00
Chocolate & Cocoa: Health and Nutrition

edited by . Knight . . .. ............ $140.00
Chocolate Fantasy by Franz Ziegler .. ... $90.00

Chocolate Production and Use
by L. Russell Cook,

revised by Dr. Eppo Meursing . . .. ... .. $75.00
Chocolate: The Sweet History

by Beth Kimmerle . . . .............. $40.00
Choice Confections by Walter Richmond . . $75.00
Hard Candy Production . .. ... ....... $35.00
Industrial Chocolate Manufacture and Use

by S.Beckett ................... $215.00
The International Cocoa Trade (second edition)

by RobinDand . .................. $160.00
The New Taste of Chocolate

by Maricel E. Presilla .. ............. $40.00
Shelf-Life Evaluation of Foods (second edition)

by Dominic Man & Adrian Jones . ... .. $215.00
Sugar Confectionery and Chocolate

Manufacture

by R. Lees and E.B. Jackson ......... $175.00
Sugar Confectionery Manufacture

edited by EB. Jackson ... .......... $234.00
Sugar Confectionery Recipes and Methods

by EB.Jackson .. ......... ... .. .. $175.00
The True History of Chocolate

by Sophie and Michael Coe .......... $35.00
Directory of Ingredients, Equipment

and Packaging . ... .............. $50.00
2005 Candy Buyers’ Directory . ....... $75.00

The Manufacturing Confectioner

The business magazine of the sweet goods industry —
US.: . ... $50.00 /year
Canada (surface mail): . . US$55.00 /year
Other countries (airmail): .. US$95.00 /year
Reprint of individual articles: . . US$25.00 each
Back issues: .. US$35.00 each
Posage charges: U.S.: add $5.00 per item = Canada & Mexico: add US$8.00

per item < All other countries: add US$10.00 per item for surface mail or
US$20.00 per item for airmail

The Manufacturing Confectioner
175 Rock Road, Glen Rock, New Jersey 07452 USA
Telephone: +1 (201) 652 2655 « Fax: +1 (201) 652 3419
Email: TheMC@gomc.com  Web: www.gomc.com
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(continued)

filed in Geneva, Switzerland, is just as powerful in
obtaining prepatent grant rights as the publication of
an application filed in Washington, DC, USA.

The International Bureau of the World Intellectual
Property Organization located in Geneva, Switzerland, is
particularly adept at publishing patent applications
quickly. Especially if the Swiss Office is made aware of
the importance of early publication, they generally will
act quickly to pass an application to publication. In addi-
tion, understanding small cultural differences between
various international patent offices will further speed
publication. For example, the Swiss Receiving Office is
particularly fond of electronic communication.

Adopting a follow-up and follow-up-again strategy in
Switzerland, patent applications have been published in less
than 30 days. In the example above, the company was able
to obtain their patent publication prior to the competition’s
shipment and was able to subject the entire shipment to
potential damages due to patent infringement.

Competition seems to be stronger every day. Main-
taining a strong intellectual property portfolio is one
way for a corporation to maintain an advantage over its
competitors. Finding a way to obtain patent rights in
less than 30 days may give the corporation the addi-
tional edge it needs to succeed in the market. Thinking
“outside the box” of the United States can assist in
obtaining patent rights quickly. Thus, the next time
you consider the need for prompt patent rights and the
common complaint that the patent process takes too

long, consider filing an application in Switzerland.
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Las Vegas, Nevada, USA
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