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What's already happened and what you need to know now
First-to-file & derivation proceedings

Post grant review & inter partes review

INTELLECTUAL PROPERTY LAW
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Tax strategies deemed within the prior art

Reducing, avoiding, deferring

Excludes inventions for preparing or filing returns, or financial management
Change to inter partes reexam standard
Prioritized examination by the USPTO

$4800 fee for final disposition in 1 year

Ban on claims directed to or encompassing a human organism
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Presenter
Presentation Notes
First patent act of 1790 –

Unconstitutional arguments focus on meaning of “inventor” and strict construction of that term as understood in Founding Era.  The Patent Act of 1790 further provided for termination of a patent “if it shall appear that the patentee was not the first and true inventor.” See Patent Act of 1790, § 6, 1 Stat. at 111.

Current system grants patents to second inventors.

Prior use of an invention does not bar patentability unless it fits within Section 102.
Under 102(g) – earlier invention that was abandoned, suppressed, or concealed does not bar patentability



False marking offense — only U.S. has standing
Expired patents not false marking
Civil claims for “competitive injury” possible
Virtual marking possible

Civil action joinder provisions

Prior use defense extends beyond business methods
personal defense for commercial good faith use
exclusion for universities

Best mode is no longer an invalidating ground
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Presenter
Presentation Notes
First patent act of 1790 –

Unconstitutional arguments focus on meaning of “inventor” and strict construction of that term as understood in Founding Era.  The Patent Act of 1790 further provided for termination of a patent “if it shall appear that the patentee was not the first and true inventor.” See Patent Act of 1790, § 6, 1 Stat. at 111.

Current system grants patents to second inventors.

Prior use of an invention does not bar patentability unless it fits within Section 102.
Under 102(g) – earlier invention that was abandoned, suppressed, or concealed does not bar patentability



Shift from first-to-invent
Partially Harmonizes United States patent law

Is first-to-file constitutional?

Article I, Section 8 of the Constitution states: “To promote the Progress of
... useful Arts, by securing for limited Times to ... Inventors the exclusive
Right to their respective ... Discoveries.”

INTELLECTUAL PROPERTY LAW
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Presenter
Presentation Notes
First patent act of 1790 –

Unconstitutional arguments focus on meaning of “inventor” and strict construction of that term as understood in Founding Era.  The Patent Act of 1790 further provided for termination of a patent “if it shall appear that the patentee was not the first and true inventor.” See Patent Act of 1790, § 6, 1 Stat. at 111.

Current system grants patents to second inventors.

Prior use of an invention does not bar patentability unless it fits within Section 102.
Under 102(g) – earlier invention that was abandoned, suppressed, or concealed does not bar patentability



102(a) Novelty; Prior Art- A person shall be entitled to a patent
unless—

‘(1) the claimed invention was patented, described in a printed publication,
or in public use, on sale, or otherwise available to the public before the
effective filing date of the claimed invention; or

‘(2) the claimed invention was described in a patent issued ... , or in an
application for patent published or deemed published under section 122(b),
In which the patent or application ... names another inventor and was
effectively filed before the effective filing date of the claimed invention.
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A A Files
Invents Claiming
X X

O — S S

B B Files
Invents  Claiming
X X

Despite A inventing before B, B’s earlier filed application is
prior art to A, and B can receive a patent for X over A; A can
no longer antedate B’s application.

INTELLECTUAL PROPERTY LAW
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8103. Conditions for patentability; nonobvious subject matter -- A
patent for a claimed invention may not be obtained, notwithstanding
that the claimed invention is not identically disclosed as set forth in
section 102, if the differences between the claimed invention and the
prior art are such that the claimed invention as a whole would have
been obvious before the effective filing date of the claimed invention to
a person having ordinary skill in the art to which the claimed invention
pertains. Patentability shall not be negated by the manner in which the
Invention was made.
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Presenter
Presentation Notes
Statutory language focuses on “claimed invention” rather than the “subject matter sought to be patented.”
Nonobviousness now focuses on “effective filing date” versus date of invention –

NOTE ELIMINATION OF HILMER DOCTRINE FOR 103 – FOREIGN PRIORITY DATE CAN BE USED AS A SWORD FOR 103


Focus now on “effective filing date”

Potential Prior Art Expanded

Public Use or On Sale activities outside of United States may now
constitute prior art

Published patent applications prior art as of effective foreign filing date

New category of prior art “otherwise available to the public”
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Presenter
Presentation Notes
Possible issue to clarify – does 102(a)(2) apply to applications filed in countries other than the U.S.? 
Hilmer doctrine eliminated - Published patent application is prior art for obviousness as of the foreign priority date 

The issue in Hilmer was whether a U.S. patent, cited as a section 102(e) prior art reference, was effective as of its foreign filing date under section 119. Id. at 862. This court’s predecessor rejected the Board’s conclusion that “the foreign priority date of a U.S. patent is its effective date as a reference.” Id. at 870. The court instead held that “Section 119 only deals with ‘right of priority.’ The section does not provide for the use of a U.S. patent as an anticipatory reference as of its foreign filing date.” Id. at 862. Thus, Hilmer distinguished a patent’s priority date under section 119 and effective reference date under section 102(e) in cases involving an earlier foreign application. 

According to Hilmer, an earlier foreign application does not shift a corresponding patent’s effective reference date because section 102(e) explicitly requires the earlier application to be “filed in the United States.” 

In the Hilmer doctrine, when a US patent application claimed priority of a foreign application, the filing date of the foreign patent application was useful only in defending against references asserted against the application. That is, in arguing against a reference asserted against the application or the patent obtained from the application, the reference had to have an effective date prior to the filing date of the foreign patent application.  But when the US patent resulting from the foreign patent application was used as a reference against another application, the effective reference date was the date of the filing of the US application, not the filing date of the foreign patent application.  This is usually referred to as the filing date of the foreign patent application being a “shield, not a sword.” 



102(b)(1) - Disclosures made one year or less before effective filing
date of claimed invention are not prior art under 102(a)(1) if:

(A) the disclosure was made by the inventor or ... another who obtained
the subject matter disclosed directly or indirectly from the inventor ... ; or

(B) the subject matter disclosed had, before such disclosure, been publicly
disclosed by the inventor or ... another who obtained the subject matter
disclosed directly or indirectly from the inventor.
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Presenter
Presentation Notes
102(b)(1) focuses on “disclosures” exception that is to new 102(a)(1) art (which was similar to 102(a) and 102(b)
– inventor’s own disclosure
- disclosures by another after the inventor’s first public disclosure (e.g., presentation, paper)


102(b)(2) — Disclosures appearing in applications and patents are not
prior art under 102(a)(2) if:

(A) the subject matter disclosed was obtained directly or indirectly from the
inventor ... ;

(B) the subject matter disclosed had before such subject matter was
effectively filed ... , been publicly disclosed by the inventor ... or another
who obtained the subject matter disclosed ... from the inventor ... ; or

(C) the subject matter disclosed and the claimed invention, not later than
the effective filing date of the claimed invention, were owned ... or subject
to ... assignment to the same person [entity].
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Presenter
Presentation Notes
1) 102(b)(2) deals with disclosure in applications and patents – 102(a)(2) is similar to existing 102(e)
2) 102(b)(2)(A) – akin to current 102(f); 
3) Inventor publicly disclosed before effective filing date of application - remember 102(a)(2) is like 102(e) type prior art; 
4) Relates to secret prior art owned by a common entity – akin to 103(c)


Applicable
Inventor was first to disclose
Inventor’s “disclosure” was within one year of filing date
Potentially not applicable to public use or on sale activities anywhere

Patent Office expected to require applicants to provide/identify
disclosure prior to examination

13 BANNER & WITCOFF | AMERICA INVENTS ACT | @m BANNER & WITCOFF, LTD.



Presenter
Presentation Notes
Limited grace period has its roots in 102(b)(1)(B) and 102(b)(2)(b)

What is the definition of the “disclosure”? The statute does not provide any guidance. The legislative history is somewhat unclear at best. One view is that a “disclosure” is enabling.  Does this mean that the “disclosure for the inventor to claim an exception under 102(b)” must be enabling under 112?  If so, if the inventor’s disclosure is not enabling then intervening prior art between the inventor’s non-enabling disclosure and the filing date could then be applied against the inventor’s application.

Public use, and commercial activity need not be enabling.  




A Publicly

Discloses
his A Files

Invention X Claiming X

> 1 year

e

<1 year
B Invents X B Files
Claiming X

Outcome?

» A’'s public disclosure is prior art to both B’s application and A’s
application (102(a)(1))
* Neither A nor B can receive a patent on X

INTELLECTUAL PROPERTY LAW
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Presenter
Presentation Notes
A’s public disclosure is prior art to both B’s application and A’s application under 102(a)(1) and B cannot get behind A’s public disclosure, thus neither A nor B can obtain a patent. Under the old (current) law, B could have established a date of invention prior to A’s public disclosure and obtained a patent


15

A Publicly
Discloses
his

A Files
Invention X

Claiming X

e —

B Publicly B Files

Discloses Claiming X
his
Invention X

Outcome?

A’s disclosure is not prior art to A's application (102(b)(1)(A))
A’s disclosure is prior art to B’s application (102(a)(1))

B’s disclosure is not prior art to A's application (102(b)(1)(B))
B’s application is not prior art to A's application (102(b)(2)(B))
A’'s application entitled to patent on X over B’s application

BannER &K WITCOFF, LTD.

INTELLECTUAL PROPERTY LAW
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Presenter
Presentation Notes
A filed his application less than a year after his disclosure, under 102(b)(1)(A) that disclosure is not prior art to A’s application similar to current one-year grace period. 2) Because A publicly disclosed his invention before B’s public disclosure, under 102(b)(1)(B) B’s disclosure will not be prior art to A. 3) B’s application will not be prior art to A’s application under 102(b)(2)(B) – 
A’s public disclosure in this case acts like a provisional application filing


A Places his
Invention In
Public Use or < 1lyear
On Sale A Files

—— e

Outcome?

* A’'s public use or sale may be prior art to A’'s application (102(a)(1))

INTELLECTUAL PROPERTY LAW
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A Places his
A Publicly Invention In
Discloses his Public Use or
Invention On Sale

@ _ @ 2

<1 year

Outcome?

» A's disclosure is not prior art to A's application (102(b)(1)(A))
* A’'s public use or sale may be prior art to A’'s application (102(a)(1))

INTELLECTUAL PROPERTY LAW
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Presenter
Presentation Notes
This is a particularly troubling result. False sense of security.


Risky to rely on grace period
It's really a race to the patent office
Statute will remain unclear until interpretations litigated

Provisional applications

INTELLECTUAL PROPERTY LAW
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Presenter
Presentation Notes
On sale and public use activities of the inventor or others may be prior art. This means there is no true safety in publishing invention before filing application due to uncertainty as to the definition of “disclosure” in 102(b). Once invention is sufficiently concrete, file application. Create prior art for competitors.
Companies will need to secure early filing date once invention has been conceived. To extent further modification is made to inventive concept, a serial provisional may need to be filed. This practice is common to companies that file abroad frequently and who are familiar with the absolute novelty provisions in Europe.  

2) Until Federal Circuit or Supreme Court has chance to review statute, need to remain cautious.




A new proceeding addressing ‘stolen’ inventions
Formerly 102(f)

Interference proceedings under 102(g) phased out and eventually
abolished

New PTO procedure at s. 135 heard before Patent Trademark and
Appeal Board

Also a civil action (291)
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Presenter
Presentation Notes
Article I, Section 8 of the Constitution states: “To promote the Progress of ... useful Arts, by securing for limited Times to ... Inventors the exclusive Right to their respective ... Discoveries.” 


How: file a petition

stating with “particularity the basis for finding that an inventor named in an
earlier application derived the claimed invention from an inventor named in
the petitioner’s application and, without authorization, the earlier application
claiming such invention was filed.”

“within the 1-year period beginning on the date of the first publication of a
claim to an invention that is the same or substantially the same as the
earlier application’s claim to the invention”
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Presenter
Presentation Notes
Article I, Section 8 of the Constitution states: “To promote the Progress of ... useful Arts, by securing for limited Times to ... Inventors the exclusive Right to their respective ... Discoveries.” 


Do you need to keep lab books anymore....?
Phase out of interference practice
Effective Date tied to changes to first to file: — March 16, 2013

INTELLECTUAL PROPERTY LAW
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Presenter
Presentation Notes
Article I, Section 8 of the Constitution states: “To promote the Progress of ... useful Arts, by securing for limited Times to ... Inventors the exclusive Right to their respective ... Discoveries.” 


Effective Date — September 16, 2012

Petition to institute post-grant review/inter partes review
Filed by anyone but patent owner
Nine months from issuance (PGR)
After nine months from issuance (IPR)

Requirements:
Fee — expected to be large
Identity of real parties in interest
Grounds on which each claim is being challenged including supporting evidence

Send copies of petition including evidence to patent owner
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Presenter
Presentation Notes
- Only applies to patents having effective filing date on or after March 16, 2013
- Includes Reissue patents with certain caveats that will be discussed later
- Cannot hide behind a law firm or other party.
- Must provide art relied on and affidavits and declarations to support arguments of unpatentability.




PGR - Any ground that could be raised under defenses to patent
iInfringement in 282(b)(2) and (3)

101 and 112 except failure to disclose best mode

102 and 103 — no limitations on applicable prior art

IPR - 102 and 103 based on patents and printed publications
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Presenter
Presentation Notes
282(b)(2) and (3); 
in reexamination proceedings the patentee can only use “patents and printed publications” whereas in post grant oppositions on sale activities, public use activities, or other activities which make the invention “otherwise available to the public” can only be used as a basis to file a post grant opposition.


Thresholds:

EXx parte reexam & old inter partes reexam:- “substantial new question of
patentability”

95% of petitions granted

Inter partes reexam & new inter partes review:- “reasonable likelihood that
petitioner would prevail on at least 1 claim”

Post grant review:- “more likely than not that at least 1 of the claims
challenged in the petition is unpatentable”
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Presentation Notes
Article I, Section 8 of the Constitution states: “To promote the Progress of ... useful Arts, by securing for limited Times to ... Inventors the exclusive Right to their respective ... Discoveries.” 


- Post Grant Review Inter Partes Review

Grounds Broad: 101, 112, 102, 103 Patents, printed pubs, 102, 103

When w/in 9 mos. of patent grant  After 9 mos., or end of PGR,
only w/in12 mos. of civil action

Target Patents w/ priority on or Any patent including those w/
patents after March 16, 2013 effective filing date before
November 29, 1999

Effective On or after March 16, 2013  September 16, 2012
Discovery Yes Yes — includes depositions
Bar Yes Yes

Estoppel  Yes Yes
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Presenter
Presentation Notes
Article I, Section 8 of the Constitution states: “To promote the Progress of ... useful Arts, by securing for limited Times to ... Inventors the exclusive Right to their respective ... Discoveries.” 


26

Patent owner may file preliminary response to petition
Three months for PTO to decide whether to institute
Patentee may amend claims at least once

Heard by the Patent Trademark & Appeal Board
Appeal direct to Federal Circuit

Cost?
PTO to prescribe regulations within a year

PTO may limit the number for next 4 years

BANNER & WITCOFF | AMERICA INVENTS ACT |
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Presenter
Presentation Notes
Article I, Section 8 of the Constitution states: “To promote the Progress of ... useful Arts, by securing for limited Times to ... Inventors the exclusive Right to their respective ... Discoveries.” 


Must file post grant review on same day or before declaratory judgment
action challenging validity

Party sued for patent infringement can seek post grant review

Courts cannot stay preliminary injunction motion on newly issued
patent based on post grant review

No post grant review of reissue patents if claims identical or narrower
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Presenter
Presentation Notes
File DJ a day before filing inter partes, then cannot institute inter partes review

Automatic stay of DJ action unless patent owner counterclaims for infringement, patent owner moves to lift stay, or petitioner moves to dismiss litigation

Reissue – time for filing post grant review passed


Must file post grant review on same day or before declaratory judgment
action challenging validity

Party sued for patent infringement can seek inter partes review within
one year of service of complaint
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Presenter
Presentation Notes
Newly issued patent – 3 months

Reissue – time for filing post grant review passed


In PTO, Court, and ITC — grounds that “petitioner raised or reasonably
could have raised during the post-grant review.”

Estoppel attaches upon written decision from the Patent Trial and
Appeals Board
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Presenter
Presentation Notes
Inter partes reexam – no estoppel in ITC proceedings
Inter partes reexam – estoppel attaches upon conclusion of appeals

Sec. 325(e)(2) (p. 63 of Act)


When
Discovery
Duration
Discovery
Estoppel

Cost

Post Grant Review

w/i 9 mo of patent grant
Yes

1 year

Yes

Yes

$$3$ ?

| EP Oppositions

w/i 9 mo of patent grant
No

2-4 years

No

No

$15-30,000
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Presenter
Presentation Notes
Article I, Section 8 of the Constitution states: “To promote the Progress of ... useful Arts, by securing for limited Times to ... Inventors the exclusive Right to their respective ... Discoveries.” 


September 16, 2012:
Inter partes review

PGR for transitional program for covered business method patents

March 16, 2013:
First to file & derivation proceedings

But applications with earlier priority claims continue under the old law
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Article I, Section 8 of the Constitution states: “To promote the Progress of ... useful Arts, by securing for limited Times to ... Inventors the exclusive Right to their respective ... Discoveries.” 


CHICAGO, IL

Ten South Wacker Drive
Suite 3000

Chicago, IL 6060

T 312.463.5000

F 312.463.5001

WASHINGTON, DC
1100 13t Street NW
Suite 1200
Washington, DC 20005
T 202.824.3000

F 202.824.3001

BOSTON, MA

28 State Street
Suite 1800
Boston, MA 02109
T 617.720.9600

F 617.720.9601

PORTLAND, OR

601 S.W. Second Avenue
Suite 1900

Portland, OR 97204

T 503.425.6800

F 503.425.6801
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