Federal Circuit Eliminates Point of Novelty Test in Design Patent Cases

Today, the Court of Appeals for the Federal Circuit issued its much awaited decision in the design patent case of Egyptian Goddess, Inc. et al. v. Swisa, Inc.  The Court, sitting en banc, decided on the proper infringement test in design patent cases.   

Since 1871, the Supreme Court has required that design patent owners prove infringement by showing that an "ordinary observer" would believe the accused design, when considered as a whole, is substantially similar to the patented design. 

In 1984, the Court of Appeals for the Federal Circuit added a second requirement.  Since that ruling, design patent owners must also prove that the accused design includes "points of novelty," which is a feature or group of features that distinguish the patented design from the prior art. 

In Egyptian Goddess, the Federal Circuit, sitting en banc, considered whether the "point of novelty" test should be used at all, and if so, how it should be applied.  The Court held that the “point of novelty test” should no longer be used in establishing infringement, and that the “ordinary observer” test is the sole test for determining whether a design patent has been infringed.  

In support of its holding, the Court stated that its approach “will frequently involve comparisons between the claimed design and the prior art.”  In such cases, the Court placed the burden of producing the prior art on the accused infringer; however, it made clear that the ultimate burden of proving infringement always remains on the patent owner.

The Court also considered whether it is necessary for trial courts to provide claim constructions that verbalize the meaning of design patent claims.  The Court held that verbalizing the meaning of a design claim is within the discretion of the district court, with the proviso that, as a general matter, design patent claim construction does not require a detailed verbal description of the claimed design.  

