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Intellectual Property Alert:
Alice Turns Two

By Aseet Patel and Peter Nigrelli

June 15, 2016 — As we approach the two-year anniversary of the U.S. Supreme Court’s decision
in Alice Corp. v. CLS Bank Int’l, 134 S. Ct. 2347 (2014), a survey shows that almost all of the
Court of Appeals for the Federal Circuit’s decisions on patent eligibility in the non-life sciences
arts have held patent claims to be ineligible as directed to an abstract idea that fails to recite
significantly more. Two Federal Circuit decisions, however, have held patent claims to be not
directed to an abstract idea, thus patent eligible: DDR Holdings, LLC v. Hotels.com, L.P., 773
F.3d 1245 (Fed. Cir. 2014), and Enfish, LLC v. Microsoft Corporation, No. 2015-1244 (Fed. Cir.
May 12, 2016). In a sea of Alice rejections, DDR Holdings and Enfish serve as a guide to what
the Federal Circuit believes are non-abstract, patent eligible claims.

DDR Holdings
The patent at issue in DDR Holdings involved generating a composite web page that retained the
“look and feel” of the host website. See U.S. Patent No. 7,818,399. In holding that the claims of
the 399 patent were patent eligible, the Court reasoned that the claimed invention was
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abstract idea. Further scrutiny in step 2B (i.e., whether the claims recited “significantly more”
than an abstract idea) seemed unnecessary.

Enfish

The patents at issue in Enfish concerned a type of computer database program generally
involving a “*self-referential’ property of a database. See U.S. Patent Nos. 6,151,604 and
6,163,775. The Court noted that the patents teach that the self-referential design allows for faster
searching of data, more effective storage of data, and more flexibility in configuring a database.
In scrutinizing the patent claims for patent eligibility, the Court asked, at the first step (i.e. step
2A of the USPTO?’s illustration) of the Alice analysis, whether the claims are directed to an
improvement to computer functionality versus being directed to an abstract idea. The Court
cautioned that viewing the claims at “a high level of abstraction and untethered from the
language of the claims all but ensures that the exceptions to § 101 swallow the rule.” The Court
held that the “focus of the claims is on an improvement to computer functionality itself, not on
economic or other tasks for which a computer is used in its ordinary capacity.” Moreover, the
Court added that “software inventions can make non-abstract improvements to computer
technology just as hardware improvement can.”

USPTO’s Memorandum to Examiners

Shortly after Enfish, the USPTO released a memorandum to its patent examiners. See
http://www.uspto.gov/patent/laws-and-regulations/examination-policy/examination-guidance-
and-training-materials. In its memo, the USPTO noted that “an examiner may determine that a
claim directed to improvements in computer-related technology is not directed to an abstract idea
under Step 2A of the subject matter eligibility examination guidelines (and is thus patent
eligible), without the need to analyze the additional elements under Step 2B.” The memo also
reiterated to examiners that “when performing an analysis of whether a claim is directed to an
abstract idea (Step 2A), examiners are to continue to determine if the claim recites (i.e., sets forth
or describes) a concept that is similar to concepts previously found abstract by the courts.”
(underlining added). Notably, although the Enfish court provided guidance as to how that Court
believes the “directed to” inquiry should be applied, the USPTO’s memo simply reiterated their
previous guidance without expressly including clear, additional guidance to examiners on that
front.

Appeals to Watch

As Alice turns two in June, other litigants are vying to provide more clarity to the meaning of
patent ineligible “abstract ideas.” Two district court decisions to watch on appeal are McRo, Inc.
v. Naughty Dog, Inc., 49 F. Supp. 3d 669 (C.D. Cal. 2014), and Thales Visionix, Inc., v. United
States, No. 14-513C, 2015 WL 4396610 (Fed. Cl. July 20, 2015).
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Banner & Witcoff recently partnered with Bloomberg BNA for the webinar, “Overcoming Alice:
An Empirical Analysis of Granted Patents Since Alice. Please click here for more information.

To subscribe or unsubscribe to this Intellectual Property Advisory,
please send a message to Chris Hummel at chummel@bannerwitcoff.com.
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