
In a set of decisions on September 29, 2016, and November 16, 2016, the U.S. Patent and
Trademark Office Patent Trial and Appeal Board (PTAB) denied all eight petitions for inter
partes review filed by Skechers U.S.A., Inc., aimed at invalidating design patents owned by
Banner & Witcoff client NIKE, Inc. (Case Nos. IPR2016-00870, IPR2016-00871, IPR2016-00872,
IPR2016-00874, IPR2016-00875; IPR2016-01043; IPR2016-01044; IPR2016-01045). The design
patents-at-issue, prosecuted by Banner & Witcoff, relate to popular NIKE FREE outsole and
FLYKNIT upper designs that each appear on various NIKE shoe models, year after year, in
dozens of different color combinations.

PTAB Rejects Five Petitions Aimed at NIKE’s FREE Outsole DesignPTAB Rejects Five Petitions Aimed at NIKE’s FREE Outsole Design

The FREE-related petitions asked the PTAB to institute trial based on Skechers’ allegation
that NIKE’s design patents were not entitled to their continuation priority date for failure to
comply with the written description requirement of 35 U.S.C. § 112 ¶ 1. Specifically, Skechers
asserted that alleged differences between photographs set forth in the parent application
and the line drawing claims of the patents-at-issue constituted new matter in violation of
the written description requirement. Without the benefit of their parent application’s
priority date, Skechers asserted, the patents-at-issue were invalid as obvious under 35 U.S.C.
§ 103 in view of intervening prior art.

The PTAB denied Skechers’ request and declined to institute trial, holding that Skechers’
petitions “fail[ed] to establish a reasonable likelihood that Skechers would prevail.” In
particular, the PTAB was “not persuaded by Skechers on this record that the line drawing in
[each] patent is not an accurate portrayal of the photograph.” The PTAB found that
Skechers’ petitions reflected “an over-emphasis of fairly trivial inconsistencies,” and resulted
from “an excessively critical micro-analysis that any observer, when comparing the
photograph to the respective line drawing, would be hard-pressed to discern.”

Accordingly, the PTAB rejected Skechers’ argument that the line drawings in the patents-
at-issue constituted new matter relative to the parent application, and rejected Skechers’
argument that NIKE’s patents are not entitled to the benefit of the earlier priority
date. Thus, the PTAB held, the prior art reference asserted by Skechers did not constitute
prior art, and Skechers failed to demonstrate a reasonable likelihood of prevailing on the
alleged ground of unpatentability.

PTAB Rejects Three Petitions Aimed at NIKE’s FLYKNIT Upper DesignPTAB Rejects Three Petitions Aimed at NIKE’s FLYKNIT Upper Design
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The FLYKNIT-related petitions asked the PTAB to institute trial based on Skechers’
allegation that NIKE’s design patents would have been obvious at the time of invention in
view of three different combinations of alleged prior art references.

The PTAB denied Skechers’ petitions and declined to institute trial, holding that Skechers
failed to meet its burden of “demonstrating a reasonable likelihood that it would prevail
with respect to the obviousness of the claimed design[s].” Specifically, the PTAB rejected
Skechers’ argument that the Upper Patents were invalid as obvious under 35 U.S.C. § 103,
because Skechers failed to set forth an adequate primary reference, i.e. “‘a single reference
that creates basically the same visual impression’ as the claimed design.” The PTAB also
determined that the asserted secondary references were “not sufficiently related to the
shoe and shoe upper design in [the primary reference] to support” the asserted
obviousness combinations.

NIKE, Inc. was represented by Banner & Witcoff, Ltd. attorneys Christopher J. Renk, Erik S.
Maurer, Michael J. Harris, Audra C. Eidem Heinze, and Aaron P. Bowling.
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